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of  San  Francisco,  for  the  periods  of  time  and  on  the  conditions  herein- 
after provided,  by  the  judges  of  all  courts  situated  within  the  City  and 
County,  by  Municipal,  State  and  Federal  officers,  and  any  member  of 
the  State  Bar  in  good  standing  and  practicing  law  in  the  City  and 
County  of  San  Francisco.  Each  book  or  other  item  so  borrowed  shall 
be  returned  within  five  days  or  such  shorter  period  as  the  Librarian 
shall  require  for  books  of  special  character,  including  books  con- 
stantly in  use,  or  of  unusual  value.  The  Librarian  may,  in  his  discre- 
tion, grant  such  renewals  and  extensions  of  time  for  the  return  of 
books  as  he  may  deem  proper  under  the  particular  circumstances  and 
to  the  best  interests  of  the  Library  and  its  patrons.  Books  shall  not 
be  borrowed  or  withdrawn  from  the  Library  by  the  general  public  or 
by  law  students  except  in  unusual  cases  of  extenuating  circumstances 
and  within  the  discretion  of  the  Librarian. 

Rule  2a.  No  book  or  other  item  shall  be  removed  or  withdrawn 
from  the  Library  by  anyone  for  any  purpose  without  first  giving  writ- 
ten receipt  in  such  form  as  shall  be  prescribed  and  furnished  for  the 
purpose,  failure  of  which  shall  be  ground  for  suspension  or  denial  of 
the  privilege  of  the  Library. 

Rule  5a.  No  book  or  other  material  in  the  Library  shall  have  the 
leaves  folded  down,  -or  be  marked,  dog-eared,  or  otherwise  soiled, 
defaced  or  injured,  and  any  person  violating  this  provision  shall  be 
liable  for  a  sum  not  exceeding  treble  the  cost  of  replacement  of  the 
book  or  other  material  so  treated  and  may  be  denied  the  further 
privilege  of  the  Library. 
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In  the  District  Court  of  the  United  States  for 
the  Southern  District  of  California,  Central 
Division 

No.  7015-M 

FRANK  R.  CREEDON,  Housing  Expediter,  Office 
of  the  Housing  Expediter, 

Plaintiff, 

vs. 

CATHERINE  HAYES,  DOE  I  and  DOE  II, 

Defendants. 

COMPLAINT  FOR  TREBLE  DAMAGES 
AND  INJUNCTION 

For  a  First  Cause  of  Action 
I. 

Plaintiff,  as  Housing  Expediter,  Office  of  the 
Housing  Expediter,  brings  this  action  for  injunc- 
tion pursuant  to  Section  205  (a)  to  enforce  compli- 
ance \¥ith  Section  4  and  for  treble  damages  on 
behalf  of  the  United  States  of  America  pursuant  to 
Section  205  (e)  of  the  Emergency  Price  Control 
Act  of  1942,  as  amended,  USCA  Title  50,  App.  Sec. 
901  et  seq.,  hereinafter  referred  to  as  "The  Act," 
and  the  Rent  Regulations  (10  Fed.  Reg.  13528) 
issued  by  the  Administrator  pursuant  to  Section 
2  of  the  Act. 

II. 

Jurisdiction  of  this  action  is  conferred  u]ion  this 
Court  by  Sections  205  (c)  and  205  (e)  of  the  Act. 
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III. 

At  all  times  mentioned  herein,  there  has  been  and 
now  is  in  effect  a  Rent  Regulation  for  Housing 
issued  pursuant  to  Section  2(b)  of  the  Act  for  the 
Los  Angeles  Defense  Rental  Area. 

IV. 

That  the  defendants,  Doe  I  and  Doe  II,  are  the 
fictitious  names  of  the  defendants,  whose  true  names 
are  to  this  plaintiff  unknown,  and  |)laintiff  asks 
that  when  these  true  names  are  discovered  this  com- 
plaint may  be  amended  by  inserting  such  truip  n^mes 
in  the  place  and  stead  of  such  fictitious  names. 
Wherever  the  word  "defendant"  is  used  in  this 
complaint,  it  shall  include  all  of  the  defendants 
individually  and  collectively  herein  sued. 

V. 

That  the  defendant  is  a  resident  of  the  City  of 
Los  Angeles,  County  of  Los  Angeles,  State  of  Cali- 
fornia, in  the  Southera  District  of  California,  in 
the  Central  Division  thereof,  and  within  the  juris- 
diction of  this  Court. 

VI. 

During  all  times  herein  mentioned  defendant  has 
received  rent  for  the  use  and  occupancy  of  those 
certain  housing  accommodations,  subject  to  said 
Housing  Regulation  within  said  Defense  Rental 
Area,  known  and  described  as  Center  Bedroom,  896 
East  52nd  PI.,  Los  Angeles  11,  California. 
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VII. 

That  an  and  since  Jnne  7,  1945,  exclusive  of  the 
period  July  1  to  July  25,  1946,  inclusive,  the  defend- 
ant has  received  for  the  use  and  occupancy  of  the 
housing  accommodations  hereinbefore  described, 
rents  in  excess  of  the  maximum  rents  permitted 
under  the  said  Rent  Regulations  and  Orders  of  the 
Rient  Director;  that  the  number  and  names  of  ten- 
ants and  the  amount  of  overcharges  are  facts  pecu- 
liarly within  the  knowledge  of  said  defendant;  that 
plaintiff  is  miable  at  this  time,  to  allege  with  cer- 
tainty the  [3]  amount  of  rents  charged  in  excess 
of  said  maximum  rent  but  that  plaintiff  upon  ascer- 
taining the  amount  or  amounts  thereof,  and  the 
names  of  said  tenants,  will  ask  leave  to  amend  this 
complaint  and  set  forth  the  amount  or  amounts  of 
said  overcharges  and  the  tenants  from  whom  said 
overcharges  were  received. 

VIII. 

That  every  tenant  overcharged  as  above  alleged 
has  failed  to  institute  an  action  pursuant  to  Sec- 
tion 205(e)  of  said  Act,  and  more  than  thirty  days 
have  elapsed  since  the  occurrence  of  the  violations. 

For  a  Second  Cause  of  Action 

I. 

Plaintiff  re-alleges  and  incorporates  herein  Para- 
graphs III,  IV,  V,  VI  and  VII  of  his  first  cause  of 
action,  as  though  set  out  in  full  herein. 
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In  the  judgment  of  the  Housing  Expediter,  Office 
of  the  Housing  Expediter,  said  defendants  have 
engaged  in  actions  and  practices  in  violation  of 
Section  4(a)  of  the  Emergency  Price  Control  Act 
of  1942,  as  amended,  USCA  Title  50,  App.  Sec. 
901  et  seq.,  hereinafter  called  ''The  Act,"  which 
actions  and  practices  consist  of  violations  of  Rent 
Regulations  for  Housing  (10  Fed.  Reg.  13528), 
issued  in  accordance  with  Section  2(b)  of  "The 
Act,"  and  therefore,  the  Housing  Expediter  brings 
this  action  pursuant  to  the  provisions  of  Section 
4(a).  Jurisdiction  of  this  action  is  conferred  by 
Section  205(c)  of  said  Act. 

Wherefore,  the  plaintiff  demands: 

A.  Judgment  for  the  plaintiff  to  recover  of 
the  defendant  treble  the  total  amounts  received 
by  the  defendant  from  persons  as  rent  for  the 
use  and  occupancy  of  the  housing  accommoda- 
tions described  in  the  complaint,  which .  were 
in  excess  of  the  maximum  rents  established  by 
the  Act  and  regulations  issued  thereunder,  and 
further  that; 

B.  The  defendant  be  ordered  and  directed 
to  tender  to  all  available  tenants  as  are  entitled 
thereto  a  refund  of  all  amounts  in  excess  of 
the  maximum  rents  established  by  the  Act  and 
regulations  issued  thereunder  [4]  which  were 
received  by  the  defendant,  his  agents,  employees 
and  attorneys  from  said  persons  as  rent  'for 
the  use  and  occupancy  of  the  housing  accoii- 
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modations  described  in  the  complaint,  since 
the  date  maximum  rents  were  established 
therefor  by  said  regulation,  provided  that 
refunds  made  by  the  defendant  to  such  persons, 
in  compliance  with  the  directions  of  the  Court 
for  rents  received  within  one  year  prior  to  the 
bringing  of  this  action,  shall  be  deducted  from 
the  amount  of  the  judgment  prayed  for  in  the 
preceding  Paragraph  "A." 

C.  A  |)reliminary  and  final  injunction 
enjoining  the  defendants,  their  agents,  serv- 
ants, employees,  and  all  persons  in  active  con- 
cert or  participation  with  them  from  directly 
or  indirectly  demanding  or  receiving  for  accom- 
modations subject  to  said  Rent  Regulations  for 
Housing,  rents  in  excess  of  the  maximum  rent 
permitted  under  said  Regulations,  as  heretofore 
or  hereafter  amended  or  extended,  or  in  excess 
of  the  maximum  rent  permitted  by  any  other 
Regulation  for  Housing  issued  pursuant  to  the 
Emergency  Price  Control  Act  of  1942,  as  here- 
tofore or  hereafter  amended  or  extended. 

AUSTIN  CLAPP, 
WADIEH  S.  SHIBLEY, 
ABE  I.  LEVY, 
STEPHEN  D.  MONAHAN, 

By  /s/  STEPHEN  D.  MONAHAN, 

Attorneys  for  Plaintiff. 

[Endorsed]:     Filed  May  20,  1947.  [5] 
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[Title  of  District  Court  and  Cause.] 

ANSWER 

Now  comes  Catherine  Hayes,  defendant  above 
named,  and  answering  plaintiffs  complaint  on  file 
herein,  denies  each  and  all  the  allegations  of  Para- 
graph VII,  of  the  first  cause  of  action  and  further 
answering  first  cause  of  action  alleges  that  all  of 
the  damages  complained  of  and  the  rents  paid  for 
in  said  action  prior  to  May  20,  1946,  are  barred  by 
the  Statute  of  Limitations  as  set  forth  in  the 
Emergency  Price  Control  Act  of  1942  as  amended 
Sections  901  et  sequitur. 

II. 

That  the  defendant  has  no  information,  knowl- 
edge or  belief  upon  the  subject  matter  set  forth 
in  Paragraph  VIII  of  the  said  first  cause  of  action, 
and  basing  her  denial  upon  such  grounds,  denies 
each  and  all  the  allegations  of  Paragraph  VIII.  [6] 

Wherefore,  said  defendant  prays  that  she  be  hence 
dismissed  and  for  her  costs  of  suit. 

Answering  the  second  cause  of  action,  denies  each 
and  all  the  allegations  of  paragraph  I  thereof  as  it 
incorporates  therein  paragraphs  VII  of  the  first 
cause  of  action  of  the  plaintiff  and  denies  each  and 
all  the  allegations  of  paragraph  II  of  the  said  sec- 
ond cause  of  action. 

Wherefore,    said    defendant    prays   that   she    be 
hence  dismissed  and  for  her  costs  of  suit. 
/s/  H.  L.  RICHARDSON, 

Attorney  for  Said  Defendant. 
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State  of  California, 
County  of  Los  Angeles — ss. 

Catherine  Hayes,  being  by  me  first  duly  sworn, 
deposes  and  says:  That  she  is  Defendant  in  the 
foregoing  and  above-entitled  action;  that  she  has 
read  the  foregoing  Answer  and  knows  the  contents 
thereof ;  and  that  the  same  is  true  of  her  own  knowl- 
edge, except  as  to  the  matters  which  are  therein 
stated  upon  her  information  or  belief,  and  as  to 
those  matters  that  she  believes  it  to  be  true. 

Subscribed  and  Sworn  to  before  me  this  2nd 
day  of  June,  1947. 

/s/  CATHERINE  HAYES. 

[Seal]  HARRY  L.  RICHARDSON, 

Notary  Public  in  and  for  Said 
County  and  State. 

[Affidavit  of  Service  by  Mail  Attached.] 

[Endorsed]  :     Filed  June  3,  1947. 


[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND  CONCLUSIONS 

OF  LAW 

This  cause  having  come  on  for  trial  on  the  8th 
day  of  November,  1947,  in  the  above-entitled  Court, 
the  Honorable  Paul  J.  McCormick,  Judge  Presid- 
ing; Sherman  Grancell,  Esq.,  appearing  as  attorney 
for  the  plaintiff,  and  H.  Leonard  Richardson, 
appearing  as  attorney  for  the  defendant,  evidence 
both  oral  and  documentary  having  been  adduced  by 
the  plaintiff  and  the  defendant,  and  the  cause  hav- 
ing been  submitted,  the  Court  makes  the  following: 
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FINDINGS  OF  FACT 

1.  That  plaintiff,  as  Housing  Expediter,  Office 
of  the  Housing  Expediter,  brings  this  action  for 
injunction  pursuant  to  Section  205(a)  to  enforce 
compliance  with  Section  4  and  for  treble  damages 
on  behalf  of  the  United  States  of  America,  pursu- 
ant to  Section  205(e)  of  the  Emergency  Price  Con- 
trol Act  of  1942,  as  amended,  USCA  Title  50,  App. 
Sec.  901  et  seq.,  hereinafter  referred  to  as  "The 
Act,"  and  the  Rent  Regulations  (10  Fed.  Reg. 
13528)  issued  by  the  Administrator  pursuant  to 
Section  2  of  the  Act.  [9] 

2.  That  jurisdiction  of  this  action  is  conferred 
upon  this  Court  by  Section  205(c)  and  205(e)  of 
the  Act. 

3.  That  at  all  times  mentioned  herein,  there  has 
been  and  now  is  in  effect  a  Rent  Regulation  for 
Housing,  issued  pursuant  to  Section  2(b)  of  the 
Act  for  the  Los  Angeles  Defense  Rental  Area. 

4.  That  the  defendant  is  a  resident  of  the  City 
of  Los  Angeles,  County  of  Los  Angeles,  State  of 
California,  in  the  Southern  District  of  California,  in 
the  Central  Division  thereof,  and  within  the  juris- 
diction of  this  Court. 

5.  That  during  all  times  herein  mentioned  de- 
fendant has  received  rent  for  the  use  and  occupancy 
of  those  certain  housing  accommodations,  subject 
to  said  Housing  Regulation  within  said  Defense 
Rental  Area,  known  and  described  as  the  Center 
Bedroom,  896  East  52nd  Place,  Los  Angeles  11, 
California. 
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6.  That  from  June  7,  1945,  to  September  7,  1945, 
the  defendant  demanded  and  received  from  one 
Curtis  Lee  Moxley,  as  rent  for  the  housing  accom- 
modations herein  involved,  the  sum  of  $15.00  per 
week,  and  that  from  September  7,  1945,  to  August 
28,  1946,  exclusive  of  the  period  from  July  1  to 
July  25,  1946,  inclusive,  defendant  demanded  and 
received  from  the  said  Curtis  Lee  Moxley  the  sum 
of  $12.00  per  week  as  rent  for  the  housing  accom- 
modations herein  involved ;  that  an  order  was  issued 
by  the  Area  Rent  Director  for  the  Los  Angeles 
Defense  Rental  Area  November  51,  1946,  which 
said  order  decreased  the  maximum  rent  for  the 
said  housing  accommodations  from  $15.00  per  week 
to  $7.50  per  week,  effective  from  June  7,  1945;  that 
said  order  further  provided  that  any  rent  collected 
from  the  effective  date  of  the  order,  except  rent  col- 
lected for  a  period  not  to  exceed  one  month  for  a 
term  beginning  between  July  1  and  July  25,  1946, 
inclusive,  in  excess  of  the  amount  provided  in  the 
order  should  be  refunded  to  the  tenant  within  30 
days  from  the  date  the  order  was  issued;  that  the 
defendant  has  failed  to  make  a  refund  of  any  of  the 
rent  collected  in  excess  of  the  maximum  rent  pro- 
vided by  said  order;  that  the  amount  of  rent  col- 
lected by  the  defendant  in  excess  of  the  maximum 
rent  provided  by  said  order  is  the  sum  of  $450.00; 
that  the  rent  collected  by  the  defendant  in  excess 
of  the  maximum  rent  from  May  21,  1946,  to  August 
28,  1946,  exclusive  of  the  period  from  July  1  to  July 
25,  1946,  inclusive,  is  the  sum  of  $40.50.  [10] 

7.     That  the   overcharges  hereinabove  set   forth 
were  wilfully  made. 
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8.  That  the  said  Curtis  Lee  Moxley  has  failed 
to  institute  an  action  pursuant  to  Section  205(e) 
of  said  Act  and  more  than  30  days  have  elapsed 
since  the  occurrence  of  the  violations. 

From  these  findings  of  fact,  the  Court  now  makes 
the  following: 

CONCLUSIONS  OF  LAW 

1.  That  plaintiff's  action  against  defendant  for 
overcharges  collected  by  the  defendant  prior  to  May 
20,  1946,  is  barred  by  the  statute  of  limitations  spe- 
cified in  Section  205(e)  of  the  Emergency  Price 
Control  Act  of  1942,  as  amended.  (USCA  Title  50, 
App.  Sec.  901  et.  seq.,)  (Creedon,  etc.,  vs.  Stone, 
CCA  6,  163  F.  2,  393.) 

2.  That  plaintiff  is  entitled  to  judgment  against 
the  defendant,  requiring  the  defendant  to  refund  to 
Curtis  Lee  Moxley  the  sum  of  $40.50,  and  for  judg- 
ment in  favor  of  the  plaintiff  and  against  the 
defendant,  in  the  sum  of  $50.00. 

Dated:     November  18th,  1947. 

/s/  PAUL  J.  McCORMICK, 

Judge  United  States  District 
Court. 
Approved:         ABE  L  LEVY, 

STEPHEN  D.  MONAHAN, 
FRANK  L.  HIRST, 
SHERMAN  GRANCELL, 
By  /s/  SHERMAN  GRANCELL, 
Attorneys  for  Plaintiff. 
Approved:/^/  jj   LEONARD  RICHARDSON, 

Attorney  for  Defendant. 
[Endorsed] :     Filed  Nov.  18,  1947.  [11] 
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In  the  District  Court  of  the  United  States  for 
the  Southern  District  of  California,  Cefntral 
Division 

No.   7015— M 


TIGHE   E.   WOODS,   Housing   Expediter,    Office 
of  the  Housing  Expediter, 

Plaintiff, 

vs. 

CATHERINE  HAYES,  DOE  I  and  DOE  II, 

Defendants. 

JUDGMENT 

This  cause  having  come  on  for  trial  on  the  8th 
day  of  November,  1947,  in  the  above-entitled  Court, 
the  Honorable  Paul  J.  McCormick,  Judge  Presid- 
ing; Sherman  Grancell,  Esq.,  appearing  as  attor- 
ney for  the  plaintiff,  and  H.  Leonard  Richardson, 
Esq.,  appearing  as  attorney  for  the  defendant,  evi- 
dence both  oral  and  documentary  having  been  ad- 
duced by  the  plaintiff  and  the  defendant,  and  the 
cause  having  been  submitted. 

It  Is  Hereby  Ordered  Adjudged  and  Decreed: 

That  plaintiff  have  judgment  against  the  defend- 
ant in  the  sum  of  $50.00. 
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The  defendant  is  further  ordered  to  tender  a 
refund  to  Curtis  Lee  Moxley,  through  the  office  of 
the  plaintiff  in  the  sum  of  $40.50. 

Dated  at  Los  Angeles,  California,  November 
18th,  1947. 

/s/  PAUL  J.  McCORMICK, 

Judge,  United  States  District 
Court.  [12] 

Approved : 

ABE  I.  LEVY, 
STEPHEN  D.  MONAHAN, 
FRANK  L.  HIRST, 
SHERMAN  GRANCELL, 

By  /s/  SHERMAN  GRANCELL, 
Attorneys  for  Plaintiff. 
Approved : 

H.  LEONARD  RICHARDSON, 
Attorney  for  Defendant. 

Judgment  entered  Nov.  18,  1947,  and  Docketed 
Kov.  18,  1947.  C.  O.  Book  47,  Page  57. 

EDMUND  L.  SMITH, 
Clerk. 

By  /s/  E.  M.  ENSTROM,  JR., 
Deputy. 

[Endorsed] :     Filed  Nov.  18,  1947.  [13] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  is  hereliy  given  that  Tighe  E.  Woods, 
Housing  Expediter,  Office  of  the  Housing  Expediter, 
plaintiff  above  named,  hereby  appeals  to  the  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit  from  the 
final  judgment  entered  in  this  action  on  November 
18,  1947,  and  docketed  in  Civil  Order  Book  47  at 
page  57.  Said  judgment  is  for  plaintiff  and  against 
defendant  Catherine  Hayes  in  the  amount  of  $50.00, 
and  in  addition  said  judgment  orders  defendant 
Catherine  Hayes  to  tender  a  refund  to  Curtis  Lee 
Moxley  through  the  office  of  the  plaintiff  in  the  sum 
of  $40.50.  Plaintiff  appeals  from:  (1)  the  entire 
judgment,  and  (2)  from  that  part  of  the  judgment 
which  denies  judgment  to  the  plaintiff  pursuant  to 
Section  205(e)  of  the  Emergency  Price  Control  Act 
of  1942  as  amended  on  account  of  overcharges  of 
rent  received  more  than  one  year  prior  to  filing  of 
the  suit. 

Dated:  Los  Angeles,  California,  this  8th  day  of 
January,  1948. 

ABE  I.  LEVY, 
STEPHEN  D.  MONAHAN, 
FRANK  L.  HIRST, 
RICHARD  G.  SOLOF, 
BENJAMIN  CHAPMAN, 
By  ABE  I.  LEVY, 
Attorneys   for   Plaintiff   and   Appellant,   Office   of 
Housing   Expediter,   3206    Santee   Street,   Los 
Angeles,  California. 
Filed  January  8,  1948.  [14] 
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[Title  of  District  Court  and  Cause.] 

STATEMENT  OF  POINTS  ON  APPEAL 

Plaintiff  and  appellant  hereby  sets  forth  the  fol- 
lowing- statement  of  points  on  appeal: 

1.  The  Court  erred  in  holding  that  the  statute 
of  limitation  provided  by  Section  205(e)  of 
the  Em.ergency  Price  Control  Act  as  amended 
ran  from  the  time  that  a  tenant  pays  rent  to 
a  landlord  rather  than  from  the  time  when 
the  landlord  refuses  or  fails  to  comply  with 
a  retroactive  refund  order  issued  by  the  Area 
Rent  Director,  directing  the  landlord  to  return 
overcharges  to  the  tenant. 

2.  The  Court  erred  in  refusing  to  give  full  effect 
to  the  retroactive  rent  order  of  the  Area  Rent 
Director  and  to  accept  such  order  in  these 
proceedings  as  binding  in  all  respects  and  for 
all  purposes. 

3.  The  Court  erred  in  considering  the  validity  of 
the  order  and  in  setting  it  aside  contrary  to 
Section  204(d)  of  the  Act,  which  commits  the 
question  of  validity  of  orders  and  regulations 
solely  to  the  Emergency  Court  of  Appeals. 

4.  The  Court  erred  in  concluding  that  plaintiff's 
action  against  defendant  for  overcharges  col- 
lected by  the  defendant  prior  to  May  20,  1946, 
is  barred  by  the  statute  of  limitations  speci- 
fied in  Section  205(e)  of  the  Act. 
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5,    The  Court  erred  in  failing  to  grant  judgment 
as  prayed  for  in  the  complaint. 

Dated:  Los  Angeles,  California,  this  8th  day  of 
January,  1948. 

ABE  I.  LEVY, 
STEPHEN  D.  MONAHAN, 
FRANK  L.  HIRST, 
RICHARD  G.  SOLOF, 
BENJAMIN  CHAPMAN, 
By  ABE  I.  LEVY, 
Attorneys  for  Plaintiff  and  Appellant,  OfRce  of  the 
Housing  Expediter,   1206   Santee   Street,   Los 
Angeles,  California. 

[Affidavit  of  service  by  mail  attached.] 

[Endorsed]  :  Filed  January  8, 1948.  [16] 


[Title  of  District  Court  and  Cause.] 

DESIGNATION  OF  RECORD  ON  APPEAL 
AND  PRAECIPE 

To  the  Clerk  of  the  Above  Court: 

You  are  hereby  requested  to  make  a  transcript 
of  the  entire  record  to  be  filed  in  the  United  States 
Circuit  Court  of  Appeals  for  the  Ninth  Circuit 
pursuant  to  an  appeal  in  the  above  entitled  cause, 
and  to  include  in  such  transcript  of  record  the  entire 
record  including  among  other  matters  the  following : 

1.  The  reporter's  transcript  of  the  evidence. 

2.  The  complaint. 

3.  The  answer. 
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4.  The  findings  of  fact,  conclusions  of  law  and 
direction  to  enter  judgment. 

5.  The  judgment. 

6.  All  exhibits  introduced  at  the  trial.  [18] 

7.  This  praecipe  and  service  thereon. 

Dated :  Los  Angeles,  California,  this  20th  day  of 
January,  1948. 

ABE  I.  LEVY, 
STEPHEN  D.  MONAHAN, 
FRANK  L.  HIRST, 
RICHARD  G.  SOLOF, 
BENJAMIN  CHAPMAN, 
By  ABE  I.  LEVY, 
Attorneys  for  Plaintiff  and  Appellant,  Office  of  the 
Housing  Expediter,   1206   Santee   Street,   Los 
Angeles,  California. 
[Affidavit  of  service  by  mail  attached.] 
[Endorsed]:  Filed  January  20,  1948.  [19] 


[Title  of  District  Court  and  Cause.] 

ORDER  RE  EXHIBITS 

(Under  Federal  Rules  of  Civil  Procedure, 
Rule  75  (i).) 
On  motion  of  Benjamin  Chapman,  Esq.,  one  of 
the  attorneys  for  the  plaintiff-appellant,  it  is 
ordered  that  in  addition  to  the  transcript  of  record 
on  appeal  in  this  action  the  Clerk  of  this  Court 
transmit  to  the  Clerk  of  the  Circuit  Court  of 
Appeals  for  the  Ninth  Circuit  Court  the  followin,^ 
original  papers  in  this  action  to  be  by  him  safely 
kept  and   returned   to   this   Court   u])on   the   final 
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determination  of  this  action  in  said  Circuit  Court 
of  Appeals  for  the  Ninth  Circuit :  Plaintiff's  Exhibit 
No.  1,  a  registration  of  rental  dwellings  and  Plain- 
tiff's Exhibit  No.  2,  receipts  signed  hj  Ira  Jones. 

Dated:  Los  Angeles,  California,  this  23rd  day  of 
January,  1948. 

PAUL  J.  McCORMICK, 
District  Judge. 
[Endorsed]:  Filed  January  23,  1948.   [21] 


[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK 
I,  Edmund  L.  Smith,  Clerk  of  the  District  Court 
of  the  United  States  for  the  Southern  District  of 
California,  do  hereby  certify  that  the  foregoing 
pages  numbered  from  1  to  21,  inclusive,  contain 
full,  true  and  correct  copies  of  Complaint  for  Treble 
Damages  and  Injunction;  Answer;  Findings  of 
Fact  and  Conclusions  of  Law;  Judgment;  Notice 
of  Appeal ;  Statement  of  Points  on  Appeal ;  Desig- 
nation of  Record  on  Appeal  and  Order  re  Exhibits 
which,  together  with  copy  of  reporter's  transcript 
of  proceedings  on  November  8,  1947,  and  Original 
Plaintiff's  Exhibits  1  and  2,  transmitted  herewith, 
constitute  the  record  on  appeal  to  the  United  States 
Circuit  Court  of  Appeals  for  the  Ninth  Circuit. 

Witness  my  hand  and  the  seal  of  said  District 
Court  this  3rd  day  of  February,  A.  D.  1948. 
[Seal]  EDMUND  L.  SMITH, 

Clerk, 
By  /s/  THEODORE  HOCKE, 
Chief  Deputy. 
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In  the  District  Court  of  the  United  States  for  the 
Southern  District  of  California,  Central 
Division 

No.  7015-M-Civil 

TIGHE  E.  WOODS,  Housing  Expediter,  Office  of 
the  Housing  Expediter, 

Plaintiff, 
vs. 
CATHERINE  HAYES,  Doe  I  and  Doe  II, 

Defendants. 

Honorable  Paul  J.  McCormick,  Judge  Presiding. 

REPORTER'S  TRANSCRIPT  OF 
PROCEEDINGS 

Los  Angeles,  California 
Saturday,  November  8,  1947 
Appearances : 

For  the  Plaintiff:  Sherman  Grancell,  Esq.,  Office 
of  Housing  Expediter,  1206  Santee  Street,  Los 
Angeles,  California. 

For  the  Defendant :  H.  Leonard  Richardson,  Esq., 
4066  South  Central  Avenue,  Los  Angeles,  Cali- 
fornia. [1*] 

The  Clerk:  No.  7015-M-Civil,  Frank  R.  Creedon 
V.  Catherine  Hayes,  for  trial. 

Mr.  Grancell:     Readj^  for  the  plaintiff. 

Mr.  Richardson:  Ready  for  the  defendant,  your 
Honor.  We  have  certain  stipulations  to  expedite 
the  trial  in  the  matter,  which  we  desire  to  make. 

The  Court:     Verv  well.    Proceed. 


*  Page  numbering  appearing  at  top  of  page  of  Reporter's  certified 
Transcript  of  Record. 
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Mr.  Grancell:  Your  Honor  please,  first  the 
plaintiff  would  like  to  move  for  the  substitution  of 
Tighe  E.  Woods  as  plaintiff  in  this  action  in  the 
place  of  Frank  R.  Creedon.  Mr.  Woods  was  ap- 
pointed Acting  Expediter  by  the  President  of  the 
United  States  by  an  Executive  Order  published  in 
12  Federal  Register  7265  on  November  6,  1947. 

The  Court:     No  objection? 

Mr.  Richardson :     No  objection,  your  Honor. 

The  Court:     So  ordered. 

Mr.  Grancell:  Now,  if  your  Honor  please,  cer- 
tain stipulations  have  been  entered  into  or  will  be 
entered  into  by  the  plaintiff  and  the  defendant  to 
expedite  the  trial  of  this  action. 

In  the  first  place,  it  is  stipulated  that  the  housing 
accommodations  involved,  consisting  of  a  center 
bedroom  located  at  896  East  52nd  Place,  of  wliich 
the  defendant,  [2]  Catherine  Hayes,  was  the  land- 
lady during  the  period  of  time  involved,  was  reg- 
istered as  having  a  maximum  legal  rent  of  $15 
per  week  from  and  after  June  7,  1945,  and  that  an 
order  was  issued  by  the  Area  Rent  Director,  B.  C. 
Koepke,  on  November  15,  1946,  decreasing  the 
maximum  rent  of  said  housing  accommodations 
from  $15  per  week  to  $7.50  per  week  effective  from 
June  7,  1945.  The  order  further  provided  that  any 
rent  collected  from  the  effective  date  of  this  order, 
separate  rent  collected,  for  a  period  not  to  exceed 
one  month  for  the  term  between  Julj^  1  and  July 
25,  1946,  inclusive,  in  excess  of  the  amount  provided 
in  this  order  should  lie  refimded  to  the  tenant  within 
30  days  from  the  date  the  order  was  issued.  That 
was  November  15,  1946. 
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It  is  further  stipulated  that  the  defendant 
demanded  and  received  from  Curtis  Lee  Moxley,  a 
tenant,  as  rent  for  the  housing  accommodations  here 
involved  from  June  7,  1945,  to  September  7,  1945, 
the  sum  of  $15  per  week. 

The  Court:  What  were  those  dates? 
Mr.  Grancell:  June  7,  1945,  to  September  7, 
1945,  the  sum  of  $15  per  week,  constituting  a  single 
overcharge  above  the  maximum  rent,  as  fixed  by 
this  order,  of  $97.50;  and,  further,  that  the  defend- 
ant demanded  and  received  from  the  sam.e  tenant 
for  the  period  from  September  7,  1945,  to  August 
28, 1946,  the  sum  of  $12  per  week,  and  that  is  exclud- 
ing the  month  of  July,  1946,  the  hiatus  period,  and 
that  the  rental  [3]  overcharge  for  that  period  by 
these  figures  is  the  sum  of  $352.50,  constituting^  a 
total  single  overcharge  in  the  amount  of  $450. 

It  is  further  stipulated  that  no  moneys  have  been 
refunded  by  the  landlady,  the  defendant,  to  the 
said  tenant,  Curtis  Lee  Moxley. 

It  is  further  stipulated  that  no  separate  action 
has  been  filed  by  the  tenant,  Curtis  Lee  Moxley, 
against  the  defendant  herein. 

Mr.   Richardson:     That   is   correct,   your   Honor 
please;  so  stipulated  on  behalf  of  the  defendant. 
The  Court:     So  understood. 
Mr.  G-rancell :     The  plaintiff  rests. 
Mr.  Richardson:     If  your  Honor  please,  I  desire 
to  call  your  attention  to  the  answer  that  has  been 
filed  on  behalf  of  the  defendant,  in  which  we  plead 
the   statute   of  limitations   as   to   certain    of   thp^e 
rents  that  were  collected  in  excess  of  the  maximujii 
allowed  by  the  rules  and  regulations  of  the  Office 
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of  Price  Administration,  and  contend  that  all  of 
the  excess  collections  prior  to  May  20,  1947,  or,  prior 
to  a  year  prior  to  May  20,  1947,  are  barred  by  the 
Act  itself,  which  precludes  the  collection  of  any 
penalties  or  overcharges  which  have  been  incurred 
or  which  have  been  collected  more  than  one  year 
prior  to  the  institution  of  the  legal  action  for  the 
collection  of  the  same.  [4] 

I  would  like  to  put  my  client  on  the  stand  to 
explain  her  side  of  the  case. 

The  Court:     Very  Avell. 

CATHERINE  HAYES  JONES 
the  defendant  herein,  called  as  a  witness  in  lier  own 
behalf,  having  been  first   duly  sworn,   testified   as 
follows : 

The  Clerk:  Be  seated,  23lease,  and  state  your 
name. 

The  Witness:     Catherine  Hayes  Jones. 

Direct  Examination 
By  Mr.  Richardson: 

Q.     Your  name  is  Catherine  Hayes  Jones? 

A.    Yes. 

Q.     You  are  the  defendant  in  this  action? 

A.     Sure. 

Q.     Are  you  the  owner  of  the  property? 

The  Court:  Pardon  me  a  moment,  please.  The 
true  name  of  the  defendant  should  be  changed,  then, 
in  the  pleadings.  The  pleadings  recite  that  the 
name  of  the  defendant  is  Catherine  Haves. 
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(Testimony  of  Catlieriiie  Hayes  Jones.) 

Tlie  Witness:  They  call  me  that  sometimes. 
Catherine  Hayes  Jones. 

Q.  (By  Mr.  Richardson)  :  Which  is  your  cor- 
rect name? 

A.  Catherine  Hayes  Jones,  being  the  name  I 
signed.   I  signed  one  way  sometimes 

The  Court:  Do  you  have  the  title  to  the  prop- 
erty [5]  vested  in  your  name? 

The  Witness:  In  the  same  name,  I  think,  Cath- 
erine Hayes  Jones. 

Mr.  Richardson :  Please  let  me  ask  you  some 
questions  there. 

The  Witness:  The  same  name  that  is  on  there 
(indicating). 

The  Court:  What  is  the  name  in  which  the  title 
vests  ? 

The  Witness :     Catherine  Hayes  Jones. 

The  Court:  You  have  given  two  names,  Cather- 
ine Hayes,  and  you  have  ^iven  us  the  name,  Cath- 
erine Hayes  Jones. 

The  Witness:  There  are  two  names,  Catherine 
Hayes  Jones. 

The  Court:     Do  you  own  this  property? 
The  Witness:     Buying  it. 

The  Court :  Is  it  your  separate  property,  in  your 
name  alone? 

The  Witness:  No,  in  my  son's  and  mine,  Ira 
Jones. 
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(Testimony  of  Catlieriiie  Hayes  Jones.) 

The  Court:  She  says  the  property  is  owned 
jointly  by  herself  and  her  son,  by  Ira  Jones  and 
herself. 

Mr.  Grancell :  That  is  correct,  your  Honor.  Her 
correct  name,  however,  is  Catherine  Hayes.  Her 
husband  died  and  she  assumed  the  name  of  a  former 
spouse  of  the  name  of  Jones. 

The  Court:  So  the  title  is  in  the  name  of 
Catherine  Hayes  ? 

Mr.  Grancell :     Catherine  Hayes,  yes,  your  Honor. 

The  Court :  Very  well.  Then  we  need  not  change 
the  name  of  the  defendant. 

Q.  (By  Mr.  Richardson)  :  Now,  Mrs.  Jones  or 
Hayes,  as  the  case  may  be,  you  rented  this  property 
to  Mr.  Moxley,  did  you  ?  A.     I  did. 

Q.  When  did  you  rent  it  to  him?  On  June  7, 
1945?  A.     Yes,  that's  right. 

Q.  And  what  rent  did  you  charge  him,  or  what 
agreement  did  you  have  with  him  with  regard  to 
rent? 

A.  Well,  he  brought  his  crippled  wife  in  there. 
You  know,  she  couldn't  walk,  her  leg  was  in  a  brace, 
and  she  couldn't  do  anything  by  standing  up,  and 
the  proposition  was  if  I  would  let  him  have  that 
room  part  of  it  would  go  for  me  waiting  on  her 
and  doing  for  her,  because  he  would  leave  to  go 
to  work.  And  I  would  even  go  to  the  store  and 
scrub  the  floors,  which  she  was  unable  to  do,  and 
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(Testimony  of  Catherine  Hayes  Jones.) 
that  was  the  agreement  about  the  $15  a  week,  and 
the  $12.    I  never  stopped  working  for  them  until 
they  moved. 

Q.  What  portion  of  the  $15  was  to  go  for  your 
services  and  what  part  for  the  rent? 

A.     $7.50  out  of  the  $15. 

Q.  How  much  time  did  ,you  put  in  waiting  on 
this  lady? 

A.     I  waited  on  her  plumb  until  he  went  away. 

Q.     How^  much  time  did  you  put  in? 

A.  I  was  there  all  day  long.  She  couldn't  go  to 
the  [7]  store,  and  there  was  times  she  would  be  sick 
and  I  would  even  make  her  bed.  I  scrubbed  her 
floor,  and  I  waited  on  her  in  general,  and  part  of 
that  was  to  go  for  that. 

Q.     And  what  about  the  |12  a  week? 

A.  The  same  thing.  I  kept  on  working.  Six  for 
me  and  six  for  the  rent. 

Q.  How^  did  the  rent  happen  to  be  decreased 
from  $15? 

A.  He  asked  me  to  decrease  it  when  the  war  was 
over.  $15  was  what  I  w^as  charging  them,  and  the 
very  day  they  declared  peace,  that  is  the  evening 
he  come  in  and  asked  me,  and  his  wife  didn't  want 
him  to  do  it  because  she  felt  it  ought  to  be  that  for 
what  I  was  doing  for  her. 

Mr.  Richardson:     I  have  no  further  questions. 
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(Testimony  of  Catherine  Hayes  Jones.) 

Cross-Examination 
By  Mr.  Grancell: 

Q.  Mrs.  Hayes,  you  stated  that  you  had  a  con- 
versation with  Mr.  Moxley  at  the  time  of  renting 
the  room  to  him;  is  that  correct? 

A.  He  is  the  man  that  rented  it.  My  husband 
wasn't  dead,  he  was  there,  and  he  wanted  to  have  it. 

Q.     Was  anyone  else  present  at  the  time? 

A.     Nobody  but  me. 

Q.     Your  husband,  Mr.  Moxley,  and  yourself? 

A.     Yes. 

Q.     Now,  how  did  you  reach  the  sum [8] 

The  Court:     Your  husband,  Mr.  Moxley? 

The  Witness:  No,  Mr.  Hayes.  He  is  dead.  He 
died  on  the  8th  of  July. 

Mr.  Grancell:  I  stated,  "Your  husband,  Mr. 
Moxley,  and  yourself." 

The  Court:     I  see. 

Q.  (By  Mr.  Grancell) :  How^  did  you  reach  the 
sum  of  $7.50  as  being  the  rent  for  the  room  at  that 
time? 

A.  That  is  the  way  his  wife  and  myself — and  I 
decided.  She  was  just  like  a  baby  there  in  her 
house,  and  I  just  assumed  it  would  2jo  on  that  way, 
I  was  tb.e  one  that  would  do  the  work,  and  if  I  was 
satisfied  with  it,  it  could  be  divided  that  way.  That 
is  ric^lit,  I  know  I  wasn't  charging  no  $15  just  for 
the  room.  They  had  the  whole  use  of  the  house, 
the  telephone,  and  everything,  the  kitchen,  and  did 
cooking. 
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(Testimony  of  Catherine  Haj-es  Jones.) 

Q.  Mrs.  Hayes,  I  show  you  a  document  and  ask 
you  if  you  can  remember  signing  that  document. 
Is  that  your  signature  there? 

A.     Yes,  that's  mine. 

Mr.  Richardson:  That  is  not  her  signature.  It 
is  Mr.  Jones'  signature. 

The  Witness:  No,  that  ain't  mine.  Let  me  see 
it  again. 

(Handing  document  to  the  witness.) 

The  Witness:     No,  that  is  his  writing  there.  [9] 

Q.  (B}^  Mr.  Grancell)  :  That  is  the  signature  of 
Ira  Jones,  your  son?  A.     Ira  Jones,  yes. 

Mr.  Grancell:  Do  you  stipulate  that  the  signa- 
ture on  this  registration  was  signed  by  Mr.  Jones, 
acting  as  the  agent  for  Mrs.  Hayes. 

Mr.  Richardson:     Yes,  that  is  correct. 

Mr.  Grancell:  We  offer  this  document  in  evi- 
dence as  Plaintiff's  Exhibit  1. 

The  Court:     So  received  and  marked. 

The  Clerk:  Marked  Plaintiff's  Exhibit  1  in 
evidence. 

(The  document  referred  to  was  marked 
Plaintiff's  Exhibit  No.  1,  and  was  received  in 
evidence.) 
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The  bndlurd  is  rcciuired  to  register  separitt-lv  each  ren 
dwelUng  unit,  whether  occupied  or  vacant.  A  d»ellinK  unit  l! 
room  or  a  group  of  rooms  for  which  a  single  rent  is  paid.  Com  pi 
this  Registrarion  Sratenient  in  triplicate  (H  net  typtwritttii,  bt 
used  so  that  both  carbon 


id  diatincl) 

txins.  and  mail  or  bring  the  three  copies  to  the  Area   ¥ 
hects,  in  triplicate,  for  secuuns  "U"  &£  "L"  if  necessary. 
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1.  Name  of  Landlord 

2.  Name  of  Agent 
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x^  hiina  of  ihu  rcnul^eJUng  nut 
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Apartment 

3.  Number  of  Rooms  in  unit  being  registered^ 

4.  Total  Number  of  dwelline  units  in  this  stri 
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SECTION  C  MAXIMUM  RENT 


ad  carefully  and  hll  i 
m  Rent  date"  ? 


every  item  which  applies  to  this  dwelling  tmit. 
per  week  (      )  per  month  (      ) 


1.  Rent  on  "Maxii 

2.  Not  rented  on  "Maiimiim  Rent  date"  but  rented  at  any  time  during  the  two-month  period  ending  on  "Mazimom  Rent  date' 

Date  last  rented  during  that  two-month  period; . ^^194 . 

Rent  on  that  date:  $ per  week  (       )  per  month  (       ) 

3.  Not  rented  on  "Maximum  Rent  date"  nor  at  any  time  during  the  two-month  period  ending  on  "Majdmum  Rent 
date,"   but  rented  afti 
Ch-r-. 


Rent  date.' 


"M; 
ifapphcable: 

Pol    (a)  Owner  ()ocapied  or  vacant  on '"Maximiim  Rent  date'' and  diiriiigtwi>-monUi  period  ending  on ''MiziMim  Bent  date''. 
I    I    (b)  Newly  constructed  without  priority  raring. 

I    I    (c)  Newly  constructed  with  priority  rating.     (If  checked,  item  6  must  also  be  filledjn.) 
Date  first  rented  after  "MaximuilLRent  date." (^    -    7 ,  194 — ^ — 

Rent  on  that  date:  $ — /  ->  per  week  (X)  P"  month  (       )  .         ,  ,      „• 

Dwelhng  unit  made  available  by  a  change  which  resulted^ in  an  increase  or  decrease  in  the  number  of  dcwlkng 
units  after  "Maximum  Re 


Date  first  rented  after  such  changes 
Rent  on  that  date:  $ 


_  194_ 


_per  week  (      )  per  month  (      ) 


5.  Substantially  changed  after  "Maximum  Rent  date,"  but  before  the  "effective  date."  Check  one  boi  if  applicable: 

□  (a)   From  unfurnished  to  fully  furnished. 

□  (b)  From    fully   furnished    to   unfurnished. 

n  (c)  By  a  major  capital  improvement  AS  DISTINGUISHED  FROM  ORDINARY  REPAIR,  REPLACE- 
MENT AND  MAINTENANCE. 

Date  first  rented  after  such  change: : >  194____ 

Rent  on  that  date:  $ per  week  (      )  per  month  (      ) 

6.  Dwelhng  unit  newly  constructed  with  a  priority  raring  from  the  United  States  or  any  agency  thereof. 
Rent  approved  by  agency  granting  priority:  $ per  week  (      )  per  month  (      ) 

7.  THE  MAXIMUM  RENT  FpR  -^IS  DWELLING  UNIT  IS: 

BH^^^HB^  $_Li_== per  week  OQ  per  month  (      ) 

Enter  Maximum  Rent  in  accordance  with  the  following  instructions: 

(a)     If  onl.  on.  of  the  aboTe  Item  applia  to  tKii  d»e11iin  unit  the  Manmum  Rent  it  tht  tent  entemi  for  tkit  Itm. 

(k)     It  ann  than  on«  of  the  above  luma  apply  to  thu  ilwellmi  unit  the  Maumum  Rent  la  the  tent  reported  lot  the  man  recent  date: 

except  in  the  caac  of  Item  6.  .  ,    .  .  ■     ,  ,    ,        ^ 

(e>      If  Item  6  applie.  to  thia  d..llin,  unit  the  Ma.imum  Rent  la  the  lower  of  the  renta  entered  in  Itema  1.  3  or  6.  „r  »    -n. 

•Noce;  If  any  on.  of  the  Ilenia  3(b).  4  or  5  appliea  to  ihia  dwellins  unit  yoo  moat  alao  611  in  the  information  requited  in  S«tK>0  E.  The 
Rent  Director  may  at  any  time  order  a  decrea.e  in  the  Ma.imum  Rent  determined  under  Itema  3(a),  3(b).  i  or  S.  on  the  srounda  th: 
the  lent  u  tutha  thap  tlie  rent  senerally  prevaibng  fot  comparable  houaing  accommodj 


8.    Order  issued  by  Rent  Din 


dated_ 


3(a),  3(b.  „  . 

I  to.  "Maaimuin  Rent  Oi 

.established  maximum  rent  is  amount  of 


_per  week  (      )  per  month  (      ) 


Section  E.  -  See  Note  Section  C.  T 


'  or  the 
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SECTION  D.  EQUI 
RVICES. 

rCheck    the    equipment    and    aereic 

;ni  on  "Maximum  Rent  d 

rent   date    you    entered    lO 
(ANSWER  "YES'' or  "NO"). 

EQUIPMENT         YES 

Furniture 

Running  Water 

Hot  Water 

Flush  Toilet 

Bathroom 

Central  Heating 

Heating  Stove 

Meek  Refrigerator 

Electricity  Installed 

Cooking  Stove 

If  any  equipment  is  shared,  eaplain 


YES 

□ 


2.    SERVICES 

Garage 

Heat  or  Heating  Fuel 

Cooking  Fuel 

Cold  Water 

Hot  Water 

Light 

Ice  or  Refrigeration 

Janitor  Service 

Garbage  Disposal 

Painting  &  Decorating 

Interior  Repairs 

Exterior  Repairs 


NO 

a 

D 
D 
D 
D 
D 
D 
D 

n 

D 
D 
D 


Z./A/g/wC   -     /-du.^t/r- 


Are     all     equipment      and      services 
indicated     above     now     included     in 
the  rentf  Yes  (^        No  (      ) 
If   "No"    you    nnist    also    file    Form 
D-2.  


■ilir  detail  the  type  and  cost  of: 


U  item  3(b),  4  or  5  of  Section  C  was  filled  in,  act  forth ^___ 

(a)  New  consbTietion  (c)     A  change  from  unfurnished  to  fullj[  Ii 

(b)  A  change  in  the  number  d  dwelliiig  luita     (d)    A  major  capital  improvement 


WARNING 

[  for  thii  dwcllinx  unit  on  and  after  th.  "efTeetiyc  date" 
..  than  the  Maximum  Rent  entered  in  Section  C, 
I  changed  by  ordef  of  the  Rent  Director  (aee  ScctioD 
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EDITING 
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EXAMNING     Oct.    23-1945 
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Oct  15-1945 
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When  the  preaant  tenant  yacates  this  dwelling  unit,  and  it  is  rented  to  a  new  tenant,  you  must: 

(a)  Show  this  form  to  the  new  tenant  and  have  him  sign  on  the  first  Uank  line  provided 
below;  and 

(b)  Fill  out  Form  DD  1 25  (Report  of  Change  in  Tenancy)  and  send  it  to  the  Area  Rent  Office 
WITHIN  FIVE  DAYS  after  the  change  in  tenancy. 


INSTRUCTIONS  TO  THE  NEW  TENANTS 

If  the  rental  charged  is  more  than  the  Maximum  Rent  as  stated  in  Section  C,  Item  7,  or  if  you 
are  not  receiving  substantially  all  of  the  equipment  and  services  reported  as  included  in  the 
rent  in  Section  D,  communicate  with  the  local  Area  Rent  Office. 

STATEMENT  BY  NEW  TENANTS 
(Read  The  Reverse  Side  Carefully  Before  Signing.) 

I,  the  tenant  of  this  dwelling  unit,  hereby  state  that  this  Registration  Statement  has  been  ex- 
hibited to  me,  and  that  it  is  stamped  in  the  box  in  the  upper  left  comer. 


T^nnnl''*  .Si'^nlnirw 

Da** 

Ti>n»nt'ii  Signnhim 

Dut^                                  J 

TMiant-'a  .Signiifiin> 

n«i» 

Tenant'*  Sign"*i»» 

n«i» 

Tenant's  5»gnatiii« 

n.** 
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Mr.  Grancell:  That  is  the  original  registration, 
your  Honor.  I  ask  that  an  order  be  made  that  at 
the  conchision  of  the  ease  we  may  withdraw  it  and 
substitute  a  copy. 

The  Court:     So  ordered. 

Mr.  Grancell:     No  further  questions. 

Mr.  Richardson:     Step  down,  Mrs.  Hayes. 

Mr.  Richardson:     Take  the  stand,  Mr.  Jones. 


IRA  JONES 
called  as  a  witness  by  and  on  behalf  of  the  defend- 
ant, having  been  first  duly  sworn,  was  examined 
and  testified  as  follows :  [10] 

The  Clerk:     Be  seated,  please,   and   state,  your 
name. 

The  Witness:     Ira  Jones. 

The  Clerk :     How  is  that  spelled  ? 

The  Witness:     Ira,  I-r-a. 

The  Clerk:     Ira  Jones? 

The  Witness:     Yes. 

Direct  Examination 
By  Mr.  Richardson : 

Q.     Mr.  Jones,  are  you  related  to  Mrs.  Hayes? 

A.     Yes,  I  am  her  son. 

Q.     Ho  you  know  anything  about  the  renting  of 
these  premises  to  Mr.  Moxley? 

A.    Yes,  I  do,  I  believe.    In  fact,  I  was  the  one 
that  moved  him  there. 
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(Testimony  of  Ira  Jones.) 

Q.  Were  you  present  at  any  conversation  that 
took  place  between  Mr.  Moxley  and  Mrs.  Hayes"? 

A.  No  more  than  the  direct  conversation  I  had 
with  him. 

Q.  What  conversation  did  you  have  with  him 
with  reference  to  the  renting  of  the  premises,  and 
when  did  it  take  place,  and  where  did  it  take  place  '^ 

A.  1  think  it  was  somewhere  in  June,  and  I  met 
him,  and  he  asked  me  if  I  would  move  him  to  my 
quarters,  and  so  I  wanted  to  know  the  condition 
of  the  place,  you  know,  the  transaction.  So  I  talked 
with  him  about  it,  and  he  told  me  that  his  wife  was 
an  invalid,  and  that  they  would  be  there  a  week, 
and  [1^]  asked  me  if  I  would  move  him  and  he 
thought  that  his  wife  would  agree  with  the  arrange- 
ment. Then  I  asked  him,  is  he  going  to  be  here 
long.  ^^One  week,"  he  says.  So  during  that  time, — 
well,  I  was  kind  of  skeptical  because  of  so  many 
people  coming  in 

Q.  Don't  do  that.  Just  tell  us  exactly  what  the 
conversation  was.  Don't  give  us  your  ideas,  please. 
Just  give  us  the  conversation  as  to  the  arrangement 
that  you  had. 

A.  The  arrangement  was  for  mother  to  see  after 
Mrs.  Moxley. 

Q.  Just  tell  us  what  you  said  to  him  and  what 
he  said  to  you.  Just  give  us  the  conversation,  as 
near  as  you  can  remember. 
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(Testimony  of  Ira  Jones.) 

A.  Well,  lie  wanted  to  know  how-  much  rent  we 
charged.  I  told  him  we  didn't  rent  no  rooms,  I 
couldn't  agree  on  that.  We  talked  quite  a  little 
while,  and  he  said,  ''Well,  will  $15  take  care  of  the 
whole  thing,  and  your  mother  see  after  her?"  And 
I  said,  "Yes,  I  think  that  is  reasonable."  And  from 
that  I  moved  him  on  do^vn  there,  and  that  was  the 
understanding  we  had  together. 

Q.  Did  you  ever  have  any  further  conversation 
with  reference  to  that? 

A.     No. 

Q.  He  said,  "Will  your  mother  see  after  her?" 
And  did  he  specify  what  your  mother  was  to,  do  for 
her?  [12]  A.     Yes. 

Q.     What  did  he  say? 

A.  He  said  she  couldn't  get  around,  and  to  clean 
up  around,  and  to  help  her  get  the  groceries,  he- 
cause  he  would  be  away;  and  if  she  is  sick,  well, 
he  w^ould  want  her  to  fix  a  little  dinner  for  her. 

Q.     Did  your  mother  cook  for  them? 

A.    Yes. 

Q.     How  frequently  would  she  cook  for  them? 

A.  I  wouldn't  knoAV  exactly,  because  I  would 
only  be  there  in  the  afternoon  when  I  would  get 
off  from  work,  but  I  am  pretty  sure  when  she  was 
sick  there  that  time,  she  did  most  of  the  cooking. 

Q.     When  she  was  sick,  what  do  you  mean? 

A.     She  was  in  bed,  sick. 

Q,     For  how^  long? 
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(Testimony  of  Ira  Jones.) 

A.     I  guess  about  three  or  four  days. 

Q.     I  see.   When  was  that? 

A.  Well,  I  think  they  had  been  there,  I  guess, 
about  two  months. 

Mr.  Richardson:     I  have  no  further  questions. 

Cross-Examination 
By  Mr.  Grancell: 

Q.     Mr.  Jones, A.     Yes.  [13] 

Q.     1  show  you  some  documents,  and  ask  you 

if  you  can  identify  what  those  are. 

A.     Those  are  receipts. 

Q.  Is  this  your  signature  on  these  receipts'? 
Would  you  glance  through  them  and  see? 

A.  That  (indicating)  is  not  my  receipt.  This 
is  mine. 

Q.     Isn't  this  your  signature? 

A.     No,  that  is  not  my  signature. 

Q.     Do  you  know  whose  signature  this  is? 

A.  No,  I  don't.  But  here  is  my  signature.  This 
is  mine. 

Q.     Just  keep  them  in  order,  if  you  can,  please. 

A.  .  This  is  the  first  one.  This  is  my  signature 
here. 

Q.     Speak  louder,  please. 

A.  That  is  my  signature.  That  is  my  signature. 
That  is  my  signature.  That  is  my  signature.  That 
is  mine.   That  is  my  signature. 
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(Testimony  of  Ira  Jones.) 

Q.  Would  you  glance  through  the  rest  of  them 
and  see  if  they  are  all  your  signature  %  Just  glance 
through  them. 

A.  Yes,  but  I  want  to  see  for  sure.  Do  you 
mind  if  I  take  them  out  and  I  will  lay  them  down, 
to  make  sure  these  are  mine?  That  makes  three 
in 'all  that  are  not  my  signature.  Those  (indicating) 
are. 

Q.     Mr.  Jones,  all  of  these  documents  I  hold  in 
my  right  hand  bear  your  signature,  do  they  not? 
A.     That  is  correct. 

Mr.   Grancell:     We   offer  these   receipts   in   evi- 
dence as  Plaintiff's  Exhibit  2. 
The  Court :     So  ordered. 

The  Clerk:     Marked  Plaintiff's  Exhibit  2  in  evi- 
dence, as  a  group. 

(The  documents  referred  to  were  marked 
as  Plaintiff's  Exhibit  2.  and  were  received  in 
evidence.) 

[Example  of  the  several  receipts  admitted 
at  the  trial  of  the  action  in  the  District  Court 
as  plaintiff's  Exhibit  Number  2.] 
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(Testimony  of  Ira  Jones.) 
Mr.  Grancell:     No  further  questions. 

Redirect  Examination 
By  Mr.  Richardson: 

Q.  One  more  question.  The  property  is  owned 
jointly  by  yourself  and  your  mother;  is  that  right? 

A.  Well,  I  paid  the  down  payment,  and  I  helped 
her  pay  the  note  on  it,  but  it  is  in  her  name;  but 
I  am  the  real  owner  of  it. 

Mr.  Richardson :     All  right.   That  is  all. 

The  Court:  I  do  not  want  to  look  through  each 
of  these  but  do  any  of  them  specify  anything  about 
this  service? 

Mr.  Grancell:  No,  your  Honor.  That  is  why  I 
introduced  them  into  evidence. 

The  Court :  Mr.  Jones,  you  filed  Exhibit  1  with 
the  rent  agency,  didn't  you? 

A.     Yes,  I  did,  your  Honor. 

Q.  You  put  dowTi  there  that  the  rental  value 
of  this  [15]  place  is  $15  per  week? 

A.     Yes,  I  did,  your  Honor. 

Q.  And  afterwards,  when  some  question  came  up 
some  little  time  afterwards  and  the  Rent  Authority 
reduced  the  rent  to  a  lower  rent,  did  you  have  notice 
of  that? 

A.  Yes,  I  went  down  there  and  explained  it  to 
them,  but  it  didn't  do  any  good,  your  Honor.  I  told 
them  the  conditions  he  came  in  under  and  the  serv- 
ices my  mother  was  rendering,  and  that  didn't  make 
any  difference  at  all.  That  was  after  he  had  moved 
out. 
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» 

(Testimony  of  Ira  Jones.) 

Q.  Your  mother  had  changed  the  rent,  then, 
from  $15  to  $12,  hadn't  she? 

A.  I  think  she  had  already  changed  it.  I  am  not 
sure.  I  am  not  exactly  sure  what  date  it  was,  but, 
anyway,  she  changed  it  from  $15  to  $12. 

Q.     What  did  she  do  that  for?  A.     Sir? 

Q.     What  did  she  do  that  for? 

A.  Well,  I  don't  know.  He  was  hurt  with  his 
arm  there  for  a  long  time,  and  he  wasn't  working, 
and  his  mfe  wasn't  working  either,  she  was  sick, 
and  crippled,  and  he  asked  her  to  cut  it  to  $12,  so 
she  did  it. 

Q.  Were  there  any  other  rooms  in  the  house 
rented  besides  this  one  room? 

A.     No,  just  this  one.    [16] 

Q.     How  large  a  place  is  this? 

A.     Oh,  it  is  about  six  rooms,  or  seven. 

Q.     Who  occupied  the  rest  of  the  seven  rooms? 

A.  Well,  my  son  and  my  cousin  is  over  there, 
and  his  family. 

Q.     And  did  your  mother  live  there? 

A.     Yes. 

Q.     Your  mother  and  your  son  ?  A.     Yes. 

Q.     And  your  cousin  ?  A.     Yes. 

Q.     And  your  cousin's  family?  A.     Yes. 

Q.     How  many  were  there  in  the  family? 

A.  Well,  it  is  my  cousin,  his  son  and  his  daugh- 
ter, and  two  more  people.   There  is  seven  people. 
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(Testimony  of  Ira  Jones.) 

Q.     Then  living  in  that  house  of — six  rooms,  is  it  ? 

A.     No,  it  is  about  seven. 

Q.     And  how  many  bathrooms? 

A.     It  has  got  one  bathroom. 

Q.     And  how  many  toilets  in  it  ?  A.     One. 

Q.     Is  that  in  the  bathroom?  A.     Yes. 

Q.     That  is  the  only  one?   [17] 

A.     That  is  the  only  one. 

Q.  And  was  the  only  one  there  at  the  time  in- 
volved here?  A.     That  was  the  only  one. 

Q.  Did  these  people  all  live  there  in  this  period 
while  Mr.  Moxley  was  there? 

A.  No.  I  think  my  wife  and  his  son  came  from 
Frisco,  he  was  down  here  for  a  while,  and  then  went 
back  up  to  Frisco,  he  and  his  wife. 

Q.  Then  all  of  these  folks  were  not  living  in  the 
house  at  the  same  time  during  the  whole  period? 

A.     No,  no;  different  people. 

Q.  I  suppose  they  were  down  here  doing  some 
war  work  ? 

A.     Yes,  he  was  doing  defense  work. 

Q.  Now,  you  went  down  to  the  rent  agency  when 
they  called  you  down  there  and  sent  you  a  notice 
that  the  rent  was  too  high,  didn't  you? 

A.     Yes,  sir,  I  did. 

Q.     Did  you  present  your  petition  to  them? 

A.     Yes. 

Q.     And  then  they  reduced  the  rent  to 

A.  To  $7.50,  but  there  wasn't  anyone  in  there 
when  they  reduced  it. 

Q.     No  one  was  in  there,  then? 
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A.  No,  Mr.  Moxley  had  moved  out.  That  was 
after  he  had  [18]  moved  out. 

Q.  How  long  had  he  been  gone  before  the  pro- 
ceedmg  came  up  before  the  Rent  Authority  to 
reduce  it  *? 

A.     I  thinlv  he  had  been  a  month  gone. 

Q.     How  did  he  happen  to  leave  there? 

A.  Well,  I  will  tell  you  what  happened.  My 
mother  was  asking  them  each  week  when  he  is  going 
to  move,  and  he  says  he  doesn't  know,  and  after 
he  was  there  so  long,  why,  he  had  a  fight  with  his 
wife  and  attempted  to  shoot  her,  and  ni}-  mother 
told  him  to  stop  or  she  would  call  the  police  to  come 
down;  and  then  she  said  she  would  attempt  to  have 
them  move,  and  that  made  him  angry,  and  he  said 
he  was  going  to  fix  my  mother  for  that.  And  that 
is  why  he  started  this. 

Q.     Did  his  wife  move  with  him?  A.     Yes. 

Q.  They  patched  up  their  fight  afterwards,  did 
they? 

A.     Yes,  they  patched  it  up  after  that  skirmish. 

Q.     Was  his  wife  in  bed  at  the  time  ? 

A.  No.  I  wasn't  there,  but  my  mother  said  she 
was  down  on  the  floor  and  that  he  had  a  gmi  turned 
at  her  head,  and  my  mother  said  he  looked  ready 
to  pull  the  trigger,  and  she  said  she  would  call  the 
police  if  he  didn't  stop  that. 

Mr.  Grancell:  I  move  that  the  last  statement  go 
out  as  hearsay,  as  to  what  his  mother  told  him. 

The  Court:     Yes.    That  will  go  out.    [19] 

The  Witness:     Thank  you. 
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Mr.  Grancell:  Your  Honor  please,  I  would  like 
to  ask  that  the  first  and  second  answer  to  your 
Honor's  questions  be  read  by  the  reporter,  please. 
I  missed  those. 

(The  record  was  read.) 

Mr.  Grancell :     Thank  you.  No  further  questions. 
Mr.  Richardson :     Step  down,  Mr.  Jones. 
(Witness  excused.) 

Mr.  Richardson :  The  defendant  rests,  your 
Honor. 

Mr.  Grancell :  I  mil  call  Mr.  Curtis  Lee  Moxley 
in  rebuttal. 

CURTIS  LEE  MOXLEY 

called  as  a  witness  on  behalf  of  the  plaintiff,  in 
rebuttal,  having  been  first  duly  sworn,  testified  as 
follows : 

The  Clerk:  Be  seated,  please,  and  state  your 
name. 

The  Witness:     Curtis  Lee  Moxley. 

The  Clerk :     Is  that  M-o-x-l-e-y  ? 

The  Witness:     That's  right. 

Direct  Examination 
By  Mr.  Grancell: 

Q.  Mr.  Moxley,  will  you  please  speak  loud 
enough  so  that  everyone  here  can  hear  you? 

A.     Yes,  sir. 

Q.  Did  you  have  a  conversation  with  Mrs.  Hayes 
or  Mr.  Jones  prior  to  renting  the  housing  accom- 
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modations  or  room  [20]  involved  herein?   Did  you 

have  a  conversation  with  them? 

A.     I  told  them  I  wanted  a  room. 

Q.     To  whom  did  you  talk? 

A.  I  was  talking  with  Mrs.  Hayes.  I  never 
talked  with  Mr.  Jones  until  she  sent  him  back  out 
to  me. 

Q.  Now,  where  did  the  conversation  with  Mrs. 
Hayes  take  place? 

A.  We  was  at  8961/2,  over  there,  at  Mr.  Howard 
Johnson's.  He  had  the  back  house  there.  That  is 
where  I  got  in  conversation  with  her. 

Q.  Who  was  present  at  the  time  of  this  conver- 
sation you  had  with  Mrs.  Hayes? 

A.     Mr.  Johnson  and  his  wife. 

Q.  Would  you  state  what  was  said  by  Mrs. 
Hayes  and  by  you,  to  the  best  of  your  recollection? 

A.  She  told  me  that  she  had  accommodations, 
but  she  couldn't  let  me  have  it  right  now,  she  would 
let  me  know  in  a  day  or  two.  That  was  on  Tuesday, 
and  on  Wednesday  night  she  sent  back  out  to  me, 
and  I  went  to  see  her  again,  and  she  said,  "Yes, 
my  son  and  me  talked  it  over,  and  I  can  let  you 
have  it. ' '  Then  I  wanted  to  know  what  it  was  going 
to  be.  She  said,  "It  won't  be  much,  but  I  want  a 
$15  deposit  to  prove  you  take  it.'*  So  I  said,  "Well, 
you  don't  have  an  idea  what  you  are  going  to 
charge?"  She  said,  "No.  We  will  make  it  all  right 
when  you  get  in  the  house."  Then  after  we  [21] 
got  in  the  house 

Q.     Just  a  moment.    Was  anything  said  in  that 
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conversation  that  you  have  told  us  about  as  to  the 

care  of  your  wife  by  Mrs.  Hayes? 

A.  No,  sir.  No,  sir.  Nobody  cared  for  her.  That 
is  all  a  mistake. 

Q.  Then  you  moved  into  the  house  after  this 
first  conversation ;  is  that  right  ? 

A.     That's  right. 

Q.  Wlien  did  jow  have  your  next  conversation 
with  Mrs.  Hayes? 

A.  I  think  about  the  second  or  third  week-end — 
well,  we  didn't  understand  it  was  $15  a  week  until 
after — we  rented  along  the  first  part  of  the  week, 
and  on  Friday  is  when  we  moved  in,  and  on  the  next 
Friday,  then  she  come  back  and  said,  "Now,  you 
understand  you  owe  me  $15  a  week."  And  so,  you 
see,  my  wife  was  jjaying  her,  and  I  come  up  and  I 
said,  "You  must  be  mistaken." 

Mr.  Richardson:  Just  a  moment.  We  object  to 
that  upon  the  groimd  that  is  hearsay. 

The  Couii::     Yes,  sustained. 

Q.  (By  Mr.  Grancell) :  ^Vell,  did  you  have  a 
conversation  with  Mrs.  Hayes  as  to  the  amount  of 
the  rental  per  week  after  that? 

A.  I  let  it  ride  on  a  while.  I  was  trying  to  get  a 
place  somewhere  else,  and  I  couldn't  find  accommo- 
dations. So  afterwards  I  told  her  it  was  just  en- 
tirely too  much,  and  I  found  out  other  people  were 
renting  so  much  cheaper,  and  I  just  wasn't  going 
to  pay  it  any  more. 

Q.  At  any  time  while  you  and  your  wife  were 
occupying  that  room,  did  you  have  any  discussion 
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with  Mrs.  Hayes  or  Mr.  Jones  concerning  the  care 

of  your  wife  by  Mrs.  Hayes? 

A.     No,  sir,  I  did  not. 

Q.  Did  Mrs.  Hayes  render  any  care  to  your  wife 
during  the  period  of  time  that  you  and  your  wife 
occupied  that  housing  accommodation? 

A.     No,  sir. 

Mr.  Grancell:     No  further  questions. 

Cross-Examination 
By  Mr.  Richardson: 

Q.  You  weren't  at  home  all  the  time,  were  you, 
Mr.  Moxley?  A.     I  was  at  night. 

Q.     Well,  in  the  daytime  were  you  at  home? 

A.     No,  I  worked  out  days. 

Q.     Is  your  wife  crippled? 

A.  Well,  she  can't  get  out  of  the  room,  but  she 
can  do  homework. 

Q.     What  was  the  nature  of  her  disability? 

A.  Well,  she  had  a  little  minor  accident,  and  it 
veined  [23]  up  her  leg,  and  she  is  kind  of  heavy, 
so  I  bought  her  one  of  these  here  knee  braces. 

Q.  Do  you  know  whether  or  not  Mrs.  Hayes  did 
her  housework  for  her? 

A.     No,  sir,  she  did  not. 

Q.     And  scrubbed  her  floor  for  her? 

A.     No,  sir,  never  did. 

Q.  Do  you  know  whether  or  not  Mrs.  Hayes  ran 
errands  for  her?  A.     Did  what? 

Q.  Ran  errands  for  her,  to  the  grocery  store  and 
butcher  shoj)? 


vs.  Catherine  Hayes  45 

(Testimony  of  Curtis  Lee  Moxley.) 

A.  That  might  have  been;  they  might  have  come 
up  and  asked  if  the}^  could  bring  her  something, 
they  was  going  down,  or  something  like  that. 

Q.     Well,  did  your  wife  go  to  the  butcher  shop? 

A.  Well,  once  in  a  while  she  told  me  she  did,  but 
I  taken  care  of  that  kind  of  business  myself. 

Q.     Did  she  go  to  the  grocery  store"? 

A.     She  did,  occasionally. 

Q.  You  said  something  about  having  a  conversa- 
tion with  Mr.  Jones  just  prior  to  the  time  that  you 
rented  the  premises.  Do  you  recollect  that  conver- 
sation? A.     How  was  this  question"? 

Q.     Will  you  read  it,  please?   [24] 
(The  question  was  read.) 

Mr.  Grancell :  I  believe  that,  your  Honoi-,  is  a 
misstatement  of  the  witness'  testimony. 

The  Court:     I  do  not  recall  that  he  said  that. 

Mr.  Richardson :  I  think  he  started  to  sa}^  some- 
thing  

The  Court:  The  reporter  would  have  it  if  he  did. 
You  can  ask  her  to  look  it  up  for  you. 

Mr.  Richardson:  Well,  the  first  questicm  that 
was  propounded  to  him  with  reference  to  having  a 
conversation  was  with  Mrs.  Hayes  or  with  Mr. 
Jones,  I  believe,  and  I  think  he  started 

The  Court:  The  rejjorter  will  have  it  if  he  said 
it.   Look  up  the  record,  please,  and  read  it. 

Mr.  Richardson:  The  very  first  question  pro- 
pounded by  counsel,  please. 

(The  record  was  read.) 
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Q.  (By  Mr.  Richardson)  :  When  she  sent  him 
back  out  to  you,  that  is  the  conversation  I  want. 

A.  I  just  told  him  I  needed  a  room  accommoda- 
tion, and  he  told  me  his  mother  could  accommodate 
me;  and,  quite  naturally,  I  wanted  to  get  it  if  it 
was  possible,  but  I  didn't  know  it  was  going  to  be 
that 

Q.     Was  that  before  you  entered  the  premises? 

A.     Let's  see.   I  think  it  was. 

Q.  At  that  time  did  Mr.  Jones  tell  you  that  there 
would  [25]  have  to  be  something  paid  for  the  accom- 
modation of  your  wife  on  account  of  her  inability 
to  perform  her  household  duties'?  A.     No,  sir. 

Mr.  Richardson:     No  further  questions. 

Redirect  Examination 
By  Mr.  Grancell: 

Q.  Mr.  Moxley,  who  did  the  shopping  for  your- 
self and  your  wife,  the  buying  of  groceries,  and  so 
forth?  A.     I  did. 

Q.     Wlio  made  the  bed  in  that  room,  or  beds? 

A.     My  wife  taken  care  of  all  that  business. 

Q.     Who  scrubbed  the  floors? 

A.  My  wife;  even  so  much  that  while  we  was 
there,  all  the  housewives  had  to  come  back  and  clean 
the  kitchen  on  a  certain  day,  and  she  taken  care  of 
that.  That  is  all  a  mistake  about  my  wife  not  work- 
ing, because  she  is  doing  it  right  along. 

The  Court :  Well,  you  said  something  about  your 
wife  being  disabled,  something  being  the  matter 
with  her  leg.    Could  she  get  around? 
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The  Witness :  She  could  get  around,  but  so  far 
as  running  up  town,  she  can't  do  it  because  she  has 
got  a  weak  leg.    That's  all  that  is  the  matter  with 

her. 

The  Court:     What  were  you  doing  at  that  time? 

The  Witness:  AVell,  I  worked  out  of  the  house, 
and  I  [26]  done  first  one  thing  and  then  another, 
and  I  would  bring  the  groceries  in,  back  and  forth. 
That  is  a  mistake  about  that.    They  didn't  do  that. 

Mr.  Eichardson :     No  further  questions. 

Mr.  Grancell:     That  is  all. 
(Witness  excused.) 

Mr.  Grancell :     The  plaintiff  rests. 

Mr.  Richardson:  The  defendant  rests,  your 
Honor.  [27] 
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but  without  capital  punishment"  (R.  31,  32)  of  the 
alleged  crimes  of  murder  in  the  first  degree  as  charged 
in  the  two  indictments,  each  based  on  Section  4757  of 
the  Compiled  Laws  of  Alaska,  1933  (R.  1-4).  Notice  of 
appeal  was  filed  on  the  30th  day  of  December,  1947. 


(R.  65,  66.)  The  jurisdiction  of  the  District  Court 
was  invoked  under  the  Act  of  June  6,  1900,  Chap. 
786,  31  Stat.  322,  as  amended  (48  U.S.C.  Sec.  101, 
likewise  constituting  Sec.  1091,  C.L.A.,  1933,  p.  273). 
The  jurisdiction  of  this  Court  is  invoked  under  Sec. 
128  of  the  Judicial  Code,  as  amended  (28  U.S.C.  Sec. 
225(a),  now  28  U.S.C.  New,  Sections  1291,  1294). 


QUESTIONS  PRESENTED. 

(1)  Whether  the  evidence  proved  that  tlie  defend- 
ant was  so  intoxicated  that  he  was  incapable  of  pur- 
posely and  with  deliberation  and  premeditation  com- 
mitting the  crimes  of  murder  in  the  first  degree  as 
charged  in  the  indictments. 

(2)  Whether  the  Government  had  sufficiently  re- 
moved every  other  reasonable  hypothesis  as  to  the 
commission  of  the  crimes  so  as  to  convict  the  defend- 
ant of  the  crimes  of  murder  in  the  first  degree  as 
charged  in  the  indictments. 

(3)  Whether  the  evidence  claimed  to  be  newly  dis- 
covered in  this  case  warranted  the  granting  of  the 
motion  for  a  new  trial. 

Leon  W.  Jones  will  be  referred  to  herein  as  the 
appellant,  the  designation  used  by  his  attorney  in  ap- 
pellant's brief. 


STATUTES  INVOLVED. 
Section  5341  of  the  Compiled  Laws  of  Alaska,  1938, 
provides : 

^'No  act  committed  by  a  person  while  in  a  state 
of  voluntary  intoxication  shall  be  deemed  less 
criminal  by  reason  of  his  having  been  in  such 
condition;  but  whenever  the  actual  existence  of 
any  particular  motive,  purpose,  or  intent  is  a 
necessary  element  to  constitute  any  particular 
species  or  degrees  of  crime,  the  jury  may  take 
into  consideration  the  fact  that  the  defendant  was 
intoxicated  at  the  time  in  determining  the  pur- 
pose, motive,  or  intent  with  which  he  committed 
the  act.    (2251-CLA)." 

Section  5373  of  the  Compiled  Laws  of  Alaska,  1933, 
provides  in  part: 

''The  former  verdict  or  other  decision  may  be 
set  aside  and  a  new  trial  granted,  on  the  motion 
of  the  defendant,  for  any  of  the  following  causes 
materially  affecting  the  substantial  rights  of  such 
party:  *  *  *  Newly  discovered  evidence,  material 
for  the  defendant,  which  he  could  not  with  rea- 
sonable diligence  have  discovered  and  produced 
at  the  trial  *  *  *" 


COUNTER  STATEMENT  OF  THE  CASE. 
On  Sunday  evening,  July  20,  1947,  the  Govern- 
ment's witness,  Therriault,  in  his  car,  transported  the 
defendant,  Leon  W.  Jones,  and  Donald  R.  Harris,  one 
of  the  victims,  from  their  construction  camp  at  Big 
Delta,  Alaska,  on  the  Alaska  Pligliway  southerly  a 
distance  of  some  thirty  miles,  to  the  cabin  of  Carl 


Oscar  Ahnstrom,  the  other  victim  in  this  case.  Just 
beyond  the  Ahnstrom  cabin  stands  a  second  cabin  oc- 
cupied by  an  Indian  family.  Both  cabins  are  located 
a  short  distance  to  the  left  (north)  of  said  highway 
just  after  it  crosses  the  Little  Gerstle  River.  Ther- 
riault  stopped  his  car  on  the  side  at  the  south  end  of 
the  Ahnstrom  cabin  and  agreed  to  stand  by  for  one 
hour  while  the  defendant  and  Harris,  who  had  both 
been  drinking  beer  and  carried  an  unopened  whiskey 
bottle  with  them,  proceeded  on  foot  to  the  Indian 
cabin.  While  Therriault  waited,  Ahnstrom,  an  elderly 
man  who  had  had  a  stroke  the  year  before,  came  out 
of  his  cabin  and  the  two  engaged  in  conversation  for 
about  forty  minutes;  that  is,  from  8:00  o'clock  until 
about  8 :40  o'clock  that  evening.   (R.  73-78,  83-92,  192.) 

Meanwhile,  the  defendant  and  Harris  entered  the 
Indian  cabin  occupied  by  Frank  Felix,  a  sick  Indian 
with  heart  trouble,  his  wife,  Ellen,  and  their  small 
children,  and  drank  whiskey  out  of  the  bottle  with 
Mr.  Felix,  carried  on  some  conversation  and  then 
quarrelled  over  going  home,  Jones  wanting  to  go  and 
Harris  hanging  back.  The  Indian  children  became 
frightened  at  the  men;  so  Ellen  ordered  them  out  of 
the  house.  (R.  94-96,  101-111,  131-138,  141-145,  154, 
155.) 

As  the  two  men  came  out  of  the  Felixs'  cal3in,  they 
were  *' scuffling"  and  exchanging  some  blows.  Harris, 
who  appeared  to  be  quite  drunk,  was  getting  the  worst 
of  the  encounter  and  tried  to  run  away  from  the  de- 
fendant but  fell  down  in  the  area  between  the  two 
cabins  which  were  about  75  feet  apart.   At  this  point, 


Therriault  came  up  and  asked  Jones  if  it  wasn't  about 
time  to  return  to  camp.  The  latter,  in  a  hostile  mood, 
told  Therriault  to  mind  his  own  JDUsiness  and  get  out 
of  there.  So  Therriault  got  into  his  car  and  drove 
back  to  Big  Delta,  where  he  immediately  reported 
the  incident  to  a  camp  foreman.  As  Therriault  pulled 
out  on  to  the  main  highway,  he  looked  back  and  saw 
Ahnstrom  still  standing  by  his  cabin.  As  they  watched 
the  outdoor  struggle  between  Jones  and  Harris 
through  their  cabin  window,  the  Felixs  became 
frightened  and  took  to  the  woods  with  their  children. 
(R.  75,  78,  79,  90,  91,  93,  110,  111,  138,  141,  146,  149, 
153-155.) 

Felix  remained  in  the  woods  with  the  children, 
while  Ellen  and  another  young  Indian  woman,  Mar- 
garet Jacobs,  whom  they  had  summoned  from  an 
Indian  camp  about  three-quarters  of  a  mile  from  the 
Felixs'  cabin,  returned  by  a  trail  to  said  cabin  to 
get  food  and  a  blanket  for  the  children.  Just  outside 
the  cabin,  the  women  saw  the  dead  body  of  Carl 
Ahnstrom  but  no  weapon.  They  did  not  see  Harris 
but  heard  someone  making  a  dying  moan  near  Ahn- 
strom's  cabin,  and  they  saw  a  man  on  the  Little 
Gerstle  bridge,  whom  Ellen  identified  as  the  defend- 
ant, pounding  on  the  bridge  and  hollering.  They 
hurried  to  the  other  natives  in  the  woods  and  then  all 
went  by  trail  to  Stanley  Young's  trading  post,  about 
4%  miles  distant,  where  they  repoi'ted  the  homicide 
and  remained  until  the  officers  arrived  the  next  day. 
(R.  97,  99,  100,  111,  115,  116,  120-124,  131,  139,  140, 
147,  150-152,  158-170.) 


On  the  following-  day,  July  21,  1947,  representatives 
of  the  United  States  Marshal,  the  Alaska  Highway 
Patrol,  the  Federal  Bureau  of  Investigation,  and  the 
United  States  Army  arrived  at  Little  Gerstle,  the 
first  ones  getting  there  at  about  2 :30  A.  M.,  and  found 
the  bloody  body  of  Donald  R.  Harris  with  the  neck 
chopped  open  and  another  cut  wound  across  the  right 
collar  bone,  lying  in  front  of  Carl  Ahnstrom's  cabin, 
and  the  body  of  Carl  Ahnstrom  lying  face  down  at  the 
rear  of  Felixs'  cabin.  There  was  a  bloody,  double- 
bitted  ax  lying  about  three  feet  from  Harris'  body 
and  a  pair  of  eyeglasses,  with  one  lens  broken,  near 
the  head.  From  Harris'  mouth  was  hanging  a  Camel 
cigarette  that  had  a  little  blood  where  the  lips  touched 
it  and  that  appeared  to  have  been  slightly  burned  at 
the  end.  In  Aluistrom's  back  were  two  deep  wounds 
cut  through  the  shirt  he  was  wearing,  and  over  this 
was  spread  an  extra  khaki  shirt.  There  was  also  a 
rather  superficial  wound  on  the  neck  and  another  on 
top  of  the  head.  On  the  ground,  in  the  crook  of 
Ahnstrom 's  left  arm,  was  found  an  unopened  pack- 
age of  Camel  cigarettes.  (R.  172-189,  227,  239-242.) 
It  is  to  be  noted  that  Ahnstrom,  when  alive,  had 
smoked  a  pipe.    (R.  129.) 

The  Grovernment's  medical  expert,  who  performed 
the  post-mortem  on  both  bodies,  found  that  the  two 
deep  wounds  in  Ahnstrom 's  back  penetrated  the  tissue 
of  the  lungs  and  caused  death.  The  death  of  Harris 
he  attributted  to  the  neck  wound  which  had  severed 
the  great  blood  vessels  and  the  spinal  cord.  All  of 
these  wounds  could  have  been  made  with  Ahnstrom 's 
ax  fomid  near  Harris'  body.    (R.  211-225.) 


On  said  July  21,  1947,  pictures  were  taken  of  the 
bodies  of  the  victims  and  of  the  scene  of  the  crime 
and  were  later  duly  identified.  Measurements  were 
observed  showing  the  distance  from  the  bridge  to 
the  side  road  to  be  about  100  yards;  from  the  side 
road  to  the  Ahnstrom  cabin,  about  60  yards;  and  from 
the  northeast  corner  of  Ahnstrom 's  cabin  to  the  south- 
east corner  of  the  Felix  cabin,  57  feet.  Close  to  the 
northeast  corner  of  Ahnstrom 's  cabin  stood  a  tree 
stump  and  a  saw  horse.  (R.  224-250.)  The  ax  found 
beside  Harris'  body  was  identified  as  the  one  Ahn- 
strom kept  in  the  stump  just  mentioned.   (R.  99.) 

Across  the  bridge  from  the  Ahnstrom  cabin  at  Little 
Gerstle  and  a  short  distance  removed  from  the  bridge, 
is  a  valve  box  of  the  Canol  Pipe  Line.  Here  on  said 
21st  day  of  July,  1947,  the  officers  found  some  clothes 
scattered  about  on  the  ground  outside  the  box.  These 
clothes,  with  the  exception  of  a  pair  of  brown  pants, 
had  been  left  in  the  valve  box  several  days  before  by  a 
native  man.  Merle  Marie.  The  pants,  when  found, 
were  badly  rumpled  up,  wet  up  to  the  knees,  and 
carried  quite  a  bit  of  glacier  sediment,  or  sand.  As 
Frank  Felix  had  reported  to  the  officers  that  ''the 
white  man"  had  gone  downi  towards  Healy  Village, 
referred  to  above  as  an  Indian  camp,  said  officers 
proceeded  there,  following  certain  tracks  or  foot- 
prints all  the  way  from  the  valve  box.  At  the  village, 
they  found  that  one  of  the  cabins  had  been  entered 
and  things  therein  thrown  around.  They  also  found  a 
pile  of  empty  boxes  of  .22-calibTe  rifle  cortridgos. 
Thev  followed  tlie  trail  on  down  to  the  Little  Gerstle 
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river,  where  they  lost  it.  Along  the  trail  they  dis- 
covered four  chained  sled  dogs,  recently  shot  to  death. 
(R.  176-178,  186-189,  196-205,  244.) 

Road  blocks  along  the  Alaska  Highway  were  im- 
mediately established  and  an  intensive  man-hunt 
undertaken.  Ten  days  later,  July  31,  1947,  the  de- 
fendant was  apprehended  at  Johnson  River,  along  the 
Alaska  Highway,  wearing  a  hat,  and  torn  shirt  and 
pants,  with  a  blanket  tied  on  his  back  and  carrying  a 
.22-calibre  rifle.  When  first  asked  his  name,  he  did 
not  give  his  true  name.  On  the  drive  into  Fairbanks 
that  day,  he  told  the  officers  where  he  had  been  and 
how  he  had  lived  in  the  brush.  He  also  stated  that  he 
would  have  tried  to  make  it  over  the  mountains  to  the 
coast  and  start  all  over  again,  but  he  was  glad  that  it 
was  all  over  with.  When  questioned  if  he  got  the  gun 
where  he  killed  the  dogs,  the  defendant  answered, 
''Yes".  (R.  287-290,  229,  230,  365.) 

Incidentally,  the  gmi  in  question  which  belonged  to 
Alice  Joe,  and  the  aforementioned  blanket,  the  prop- 
erty of  Mrs.  Jane  Healy,  had  been  left  behind  by  their 
owners  at  the  Indian  Camp  when  they  accompanied 
Merle  Marie  to  Greorge  Lake  two  days  before  the  death 
of  Harris  and  Ahnstrom.  Margaret  Jacobs  was  the  last 
to  see  tliese  two  items,  still  in  the  Camp,  when  she  left 
there  with  the  Felixes  on  the  night  of  the  killings. 
(R.  159,  170,  207-209,  369.) 

Early  on  the  morning  of  August  1,  1947,  when  ques- 
tioned in  the  United  States  Marshal's  office,  the  de- 
fendant told  of  events  leading  up  to  the  tragedy  at 
Little  Gerstle  and  what  transpired  afterwards  until 


the  time  of  his  arrest  but  would  not  discuss  the  actual 
homicides  themselves.  At  that  time,  he  was  shown  the 
following  items  and  identified  them  as  belonging  to 
himself:  (1)  The  khaki  shirt  found  over  Ahnstrom's 
body;  (2)  the  glasses  found  near  Harris'  body;  (3) 
the  brown  trousers  found  by  the  valve  box;  (4)  In- 
gram pocket  watch  taken  from  the  above  mentioned 
trousers;  (5)  tool-chest  key  attached  by  key  chain  to 
said  watch;  and  (6)  handkerchief  also  taken  from  said 
trousers.    (R.  261-268.) 

On  August  8,  1947,  the  defendant  reiterated  to 
Bureau  agents  and  a  Deputy  Marshal  the  same  story 
that  he  related  a  week  before.  On  this  occasion  he 
added,  ''I  don't  deny  that  I  killed  them  (meaning 
Ahnstrom  and  Harris).  I  don't  know  how  *  *  *  I 
knew  that  I  did,  or  I  must  have,  because  I  left  and 
went  into  the  brush.  Otherwise,  why  would  I  have 
left  and  run?"    (R.  276-283.) 

Peter  G.  Duncan,  a  Special  Agent  of  the  Federal 
Bureau  of  Investigation  assigned  to  the  F.B.I.  Lab- 
oratory in  Washington,  D.  C,  made  a  laboratory 
analysis  of  certain  blood  specimens,  clothing  and  other 
items  submitted  to  him  for  examination  in  this  case 
and  found:  (1)  The  blood  of  Leon  W.  Jones,  the 
defendant,  belongs  to  International  Blood  Group 
"O";  (2)  the  blood  from  the  dead  bodies  of  Ahnstrom 
and  Harris  was  putrified  and,  therefore,  unsuitable 
for  analysis;  (3)  the  ])lood  found  on  the  shirt,  trousers 
and  T-shirt  i-emoved  from  the  body  of  Harris  was  all 
from  a  person  belonging  to  Group  ''A";  (4)  the  blood 
foimd  on  the  shirt,   pants  and  underwear  worn  by 
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Ahnstrom  at  the  time  of  his  death  was  all  from  a 
person  belonging  to  Group  ''O";  (5)  the  soaked-in 
blood  on  the  back  of  the  khaki  shirt  found  spread 
over  Ahnstrom 's  dead  body  belonging  to  Group  ''O", 
while  the  splashed-on  l^lood  found  on  the  left  sleeve 
of  said  khaki  shirt  belonged  to  Group  ''A";  (6)  some 
of  the  human  blood  on  the  ax  found  at  the  scene  of 
the  crime  belonged  to  Group  "O",  while  other  blood 
on  the  same  ax  belonged  to  Group  ''A'';  (7)  a  human 
blood  stain  foimd  on  the  waist  band  at  the  left  hand 
of  defendant 's  trousers  found  at  the  valve  box  was  in- 
sufficient in  quantity  to  permit  Group  determination; 
(8)  blood  on  the  glasses  found  near  the  body  of  Harris 
and  blood  on  chips  of  wood  taken  from  the  floor  of 
the  FeUx  cabin  and  from  the  ground  between  the 
Ahnstrom  and  Felix  cabins  all  came  from  a  x^ei'son 
belong  to  Group  '*A";  and  (9)  human  blood  on  the 
cigarette  taken  from  the  mouth  of  Harris'  body  be- 
longed to  Group  *'A"  (R.  291-303). 

Testifying  in  his  own  behalf,  defendant  corrobo- 
rated the  witnesses  of  the  Government  as  to  all  events 
that  transpired  on  the  fatal  day  up  to  the  time  that 
Ellen  Felix  ordered  him  and  Harris  out  of  the  cabin. 
Then  his  mind  became  a  complete  blank  until  just 
before  sunrise  the  next  morning — about  2:30  A.  M. 
(R.  330-338.)  When  he  came  to,  he  found  himself 
lying  in  the  brush  outside  Felixs'  cabin,  wearing  two 
pair  of  pants  and  a  shirt,  none  of  which  he  had  ever 
seen  before  and  having  in  his  possession  a  strange 
blanket  and  a  .22-calibre  rifle  and  shells.  He  followed 
a  trail  a  shoi*t  distance  to  the  Felix  cabin  and  there 
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discovered  the  dead  bodies  of  Ahnstrom  and  Harris. 
In  the  mouth  of  the  latter  body  he  saw  a  cigarette 
and  beside  it  lay  his  own  khaki  shirt.  He  said  that 
he  became  panicky  and  took  to  the  woods,  carrying 
the  blanket  and  rifle  with  him,  and  hid  out  for  about 
ten  days,  or  until  he  was  apprehended  and  taken  to 
jail  at  Fairbanks,  Alaska.  He  claimed  to  have 
"blacked  out"  for  five  hours  several  years  before  at 
a  drinking  party.  (R.  338-344,  352,  353.) 

On  cross  examination  the  defendant  made  the  fol- 
lowing admissions:  (1)  That  he  had  bought  Camel 
cigarettes  on  July  20,  1947 ;  (2)  that  the  khaki  shirt 
found  on  Ahnstrom's  body  was  the  one  that  he  (de- 
fendant) wore  into  the  Felix  cabin  on  July  20,  1947; 
(3)  that  the  trousers  found  at  the  valve  box  were 
''similar"  to  the  ones  he  was  wearing  in  the  Felix 
cabin;  and  (4)  that  he  had  previously  been  convicted 
of  a  crime  (R.  351,  355,  361)  ;  but  he  denied  positively 
that  he  had  killed  either  Harris  or  Ahnstrom.  (B-. 
360,  361.) 

The  jury  that  tried  the  charges  against  the  defend- 
ant for  the  killing  of  Harris  and  Almstrom  brought 
in  a  verdict  of  guilty  of  murder  in  the  first  degree 
on  each  charge;  whereupon  the  defendant  moved  for 
a  new  trial  in  both  cases  on  the  ground,  among  oth- 
ers, of  newly  discovered  evidence.  He  supported  his 
motion  by  affidavits  to  the  effect  that,  approximately 
three  years  before  the  homicides  at  Little  Gerstle, 
Harris  had  alienated  the  affections  of  the  wife  of  the 
above  mentioned  Merle  Marie  and  then  lived  with 
said  wife ;  that  the  men  had  had  a  fist  fight  at  Nenana, 
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Alaska,  over  the  affair ;  and  that  Merle  Marie  still  felt 
vindictive  toward  Harris.  (R.  41-59.)  Affidavits  of  the 
Government  in  ojDposition  to  the  motion  for  a  new 
trial  set  forth  that  Merle  Marie  was  at  George  Ijake, 
about  nine  miles  distant  from  Little  Gerstle,  continu- 
ously between  Friday,  July  18,  1947,  and  Monday 
afternoon,  July  21,  1947.  (Supp.  R.  7-12;  see  also 
R.  206-209,  369-370.) 


ARGUMENT. 

I. 

DEFENDANT  WAS  NOT  SO  INTOXICATED  THAT  HE  WAS  IN- 
CAPABLE OF  FORMING  A  SPECIFIC  INTENT  TO  KILL  AND 
MURDER. 

The  appellant  commences  the  argument  of  his  brief 
with  the  contention  that  the  undisputed  testimony  of 
all  the  witnesses  is  that  the  appellant,  if  he  killed 
Harris  and  Ahnstrom,  was  incapable  because  of  in- 
toxication of  purposely  and  with  premeditation  and 
deliberation  coimnitting  the  crimes  charged,  and, 
therefore,  the  jury  was  precluded  from  bringing  in  a 
verdict  of  guilty  of  murder  in  the  first  degree  in 
either  of  the  indictments.  (Br.  11.)  As  a  matter  of 
fact,  the  only  witness  who  gave  such  testimony  was 
the  appellant  himself,  and  the  jury  did  not  have  to 
believe  him,  especially  in  view  of  the  undisputed  testi- 
mony of  Government's  witnesses  to  the  contrary. 

First,  Therriault  stated  that  when  Harris  and  Jones 
were  exchanging  blows  between  the  cabins  of  Felix 
and  Ahnstrom.  and  Jones  told  Therriault  to  mind  his 
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own  business  and  get  out  of  there,  he,  Jones,  "seemed 
to  know  veiy  well  what  he  was  talking  about,"  but 
Harris  was  quite  drunk  and  had  fallen  down  once 
in  the  scuffle  with  Jones.  (R.  78,  79.) 

Ellen  Felix  testified  that  Jones  and  Harris  were 
drunk  when  they  came  into  her  house  and  their  drunk- 
enness frightened  the  children;  but  she  also  stated 
that  Jones  gave  the  hahy  some  money  because  the 
baby  w^as  crying.  Then  Jones  wanted  to  go  home  but 
Harris  objected.  ''She  (meaning  Harris)  was  drunk. 
Didn't  know  nothing."  Ellen  then  ordered  the  men 
out  of  the  house,  and  as  soon  as  they  got  outdoors, 
she  saw  Jones  lighting  Harris.  (R.  96,  108-110.) 

Frank  Felix's  testimony  was  to  the  effect  that  Harris 
and  Jones  came  into  his  cabin,  not  drunk  but  feeling 
high.  The  men  had  two  or  three  drinks  in  the  cabin 
and  played  with  the  children.  fSoon  Mrs.  Felix  told 
them  to  get  out;  so  they  went  outside  and  started  to 
fight.  Harris  was  "really  drunk  so  he  fell  down.  He 
can't  walk."  Jones  was  the  best  fighter  and  knocked 
down  Hai-ris.  Jones  seemed  to  be  carrying  Harris 
along  toward  the  car,  because  the  latter  was  too  drunk 
to  walk.  About  that  time  J  ones  got  mad  and  started 
to  "fight  Harris,  who  was  too  drunk  to  fight  back." 
(R.  138,  144,  154,  155.) 

The  laws  of  Alaska  provide  that  no  act  committed 
by  a  person  while  in  a  state  of  voluntary  intoxication 
shall  be  deemed  less  criminal  by  reason  of  his  having 
been  in  such  condition;  but  whenever  the  actual  ex- 
istence of  any  particular  motive,  purpose,  or  intent  is 
a  necessary  element  to  constitute  any  particular  species 
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or  degrees  of  the  crime,  the  jury  may  take  into  con- 
sideration the  fact  that  the  defendant  was  intoxi- 
cated at  the  time  in  determining  the  purpose,  motive, 
or  intent  with  which  he  committed  the  act.  Sec.  5341, 
C.L.A.,  1933.  Except  for  the  absence  of  a  preliminary 
clause  on  insanity  as  a  defense,  the  Alaska  Statute 
is  copied  from  the  Oregon  law  on  the  subject.  See 
Oregon  Code,  1940  Ed.  Sec.  26-929. 

In  the  Oregon  case  of  State  v.  Zorn  (22  Or.  591, 
30  Pac.  317),  the  defendant  was  found  guilty  of  mur- 
der in  the  first  degree  and  sentenced  to  be  hanged. 
He  appealed  and  assigned  as  one  of  the  errors  the 
refusal  of  the  Court  to  give  a  requested  instruction 
on  drunkeimess  as  affecting  the  intent  of  the  defend- 
ant in  committing  the  act,  and  the  instruction  actually 
given  by  the  Court.  The  opinion  of  the  Supreme  Court 
of  the  State  of  Oregon  in  that  case  establishes  the  rule 
as  to  how  far  drunkenness  may  be  proved  to  show  the 
mental  status  of  the  defendant  at  the  time  of  the  com- 
mission of  the  homicide.  We  quote  from  the  opinion 
at  length: 

'"*  *  *  the  court  instructed  the  jury  as  follows: 
'If  you  believe,  from  the  evidence  of  this  case, 
that  the  defendant,  at  the  time  of  the  connnission 
of  the  crime  charged  in  the  indictment,  was  in  a 
state  of  voluntary  intoxication,  this  fact,  of  itself, 
does  not  render  the  act  less  criminal,  and  in  this 
sense,  I  charge  you,  is  not  available  as  a  defense; 
but  upon  the  question  whether  the-  act  was  done 
with  deliberation  and  premeditation,  as  charged 
in  the  indictment,  it  is  proper  to  be  considered 
by  you  in  connection  with  all  other  facts  aj^pear- 
ing  on  the  trial  in  determining  the  degree  of  guilt.' 
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Our  Code  provides  tliat  'no  act  committed  by  a 
person  while  in  the  state  of  vohmtary  intoxication 
shall  be  deemed  less  criminal  by  reason  of  his 
having  been  in  such  condition;  but  whenever  the 
actual  existence  of  any  particular  motive,  pur- 
pose, or  intent  is  a  necessary  element  to  constitute 
any  particular  species  or  degree  of  crime,  the 
jury  may  take  into  consideration  the  fact  that  the 
defendant  was   intoxicated   at   the  time,   in  de- 
termining the   purpose,   motive,   or   intent   with 
which  he  conmiitted  the  act.'  Hill's  Code,  Section 
1358.  All  the  authorities  agree  that  drunkenness 
is  no  excuse  for  crime.  But  where,  as  in  this  state 
and  others,  there  are  statutes  which  have  degrees 
of  murder,  and  make  deliberation  and  premedi- 
tation ingredients  of  the  crime  of  murder  in  the 
first  degree,  the  question  of  intent  becomes  a  ma- 
terial fact,  and  evidence  of  intoxication  is  admis- 
sible and  proper  to  be  taken  into  consideration  by 
the  jury  in  determining  the  question  as  to  pre- 
meditation and  deliberation  in  murder  of  the  first 
degree.  The  defendant's  intoxication  is  submitted 
to  the  jury  simply  for  the  purpose  of  showing  a 
want  of  premeditation.  In  Ferrell  v.   State,  43 
Tex.  508,  the  court  say:  'The  current  rule  upon 
this  subject  is  that,  although  drunkenness  neither 
aggravates  nor  excuses  an  act  done  by  a  party 
while  under  its  infiuence,  still  it  is  a  fact  which 
may  aft'ect  both  physical  ability  and  mental  con- 
dition, and  may  be  essential  in  determining  the 
nature  and  character  of  the  acts  of  the  defendant, 
as  well  as  the  purpose  and  intention  with  which 
they  are  done.'  The  fact  of  intoxication  is  not 
admitted  as  an   excuse  for  the  crime,  but  as  a 
means  of  determining  its  degree,  when  a  question 
arises  as  to  the  particular  state  of  mind  of  the 
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accused  at  the  time  when  lie  committed  a  crime. 
In  other  words  the  fact  of  intoxication  is  to  be 
submitted  to  the  jury  with  the  other  facts  in  the 
case  for  the  purpose  of  enabling  them  to  de- 
termine the  intent  of  the  accused  in  committing 
the  act.  People  v.  Williams,  43  Cal.  344;  State 
V.  Bell,  29  Iowa,  316;  Nichols  v.  State,  8  Ohio, 
435;  State  v.  Mahn,  25  Kan.  182;  Haile  v.  State, 
11  Humph.  154;  Golden  v.  State,  25  Ga.  427;  4 
Amer.  &  Eng.  Enc.  Law,  p.  705,  tit.  'Criminal 
Law.'  The  evidence  in  this  case  showed  that  the 
defendant  was  intoxicated  when  he  left  Walla 
Walla,  and  that  he  had  Ijeen  drinking  heavily, 
oft'  and  on,  for  two  weeks.  All  the  facts  in  respect 
to  his  conduct  while  he  was  at  his  home  during 
the  day,  and  shortly  after  he  shot  his  wife  in  the 
evening,  were  fully  detailed  to  the  jury.  The  sub- 
stance of  the  facts  we  have  set  out.  If  it  be  true 
that  the  defendant  was  intoxicated  at  the  time 
he  shot  his  wife,  the  ti-ial  court  fully  met  that 
aspect  of  the  case  when  it  charged  the  jury  that 
the  fact  of  intoxication  should  be  considered  mth 
the  other  facts  in  determining  the  degree  of  guilt ; 
that  while  drunkenness,  of  itself,  could  not  avail 
as  a  defense,  yet  it  should  be  considered  upon 
the  question  whether  the  defendant  committed 
the  fact  with  deliberation  and  premeditation  *  *  * 
It  seems  to  us,  in  the  light  of  the  evidence,  that 
the  trial  court  covered  by  its  instructions  every 
ground  upon  which  the  defendant  could  rest  its 
defense,  and  that  there  was  no  error  in  refusing 
the  instructions  asked.  In  view  of  the  sacredness 
of  life,  and  the  protection  which  the  law  throws 
about  it,  we  have  examined  carefully  the  evidence 
and  the  instructions  given  by  the  trial  court  so 
as  to  guard  against  any  liability  to  error,  and 
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to  give  the  defendant  every  benefit  and  advantage 
the  law  affords;  and  the  result  of  our  delibera- 
tion is  that  we  find  no  error,  and  that  the  judg- 
ment must  be  affirmed." 

See,  also  State  v.  Weaver,  35  Or.  415,  58  Pac.  109  and 
State  V.  Morrisy  83  Or.  429,  163  P.  567. 

In  a  first  degree  murder  case,  the  existence  of  de- 
liberation and  premeditation  is  always  a  question  for 
the  jury,  as  is  the  question  of  whether  the  accused's 
intoxication,  if  the  jury  finds  that  he  was  intoxicated 
to  some  degree,  precluded  him  from  forming  a  spe- 
cific intent  to  kill  and  murder.  State  v.  Butchek,  121 
Or.  141,  253  Pac.  367,  affirmed  254  Pac.  805;  State 
V,  Juhich,  49  Nev.  217,  242  P.  590;  State  v.  Butler, 
38  N.W.,  453,  34  Pac.  (2d)  1100;  People  v.  Lami,  1 
Cal.  (2d)  497,  36  Pac.   (2d)  192. 

In  the  opinion  in  the  first  of  the  four  cases  just 
cited,  it  was  stated : 

"The  defendant  asserts  that  his  conviction  of 
murder  in  the  first  degree  is  erroneous  because 
of  the  absence  of  all  evidence  of  deliberate  and 
premeditated  malice  *  *  *  All  questions  of  fact 
in  a  criminal  case  must  be  decided  by  the  jury. 
Or.  L.  Sec.  1544.  Direct  proof  of  deliberation  and 
premeditation  is  not  necessary,  but  may  be  in- 
ferred from  facts  proved.  State  v.  Ah  Lee,  8  Or. 
214;  State  v.  Morey,  25  Or.  241,  35  P.  655,  36 
P.  573. 

''The  nature  of  the  homicide  in  this  case,  the 
testimony  of  the  threats  against  the  deceased,  and 
the  frequent  quarrels  between  them,  shows  mo- 
tive for  the  crime.  Therefore  this  testimony  is 
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admissible  as  evidence  for  the  purpose  of  estab- 
lishing deliberate  and  premeditated  intent  to  take 
life.  Underhill's  Criminal  Evidence  (3d  Ed.)  Sec. 
514;  Wharton  on  Homicide,  155." 

On  a  re-hearing"  of  the  same  case,  the  Oregon  Su- 
preme Court  added: 

"The  existence  of  deliberate  and  premeditated 
malice  in  the  killer's  mind  is  the  result  of  a 
mental  condition  and  is  not  subject  to  direct 
proof.  For  this  reason  its  existence  may  be  in- 
ferred from  the  tangible  facts  in  evidence.  2  Bish- 
op's Criminal  liaw,  p.  511;  Underhill  on  Crim- 
inal Evidence  (3d  Ed.)  p.  709.  As  supporting 
this  doctrine,  see  Wharton  on  Homicide,  Sec.  150, 
2  Bishop's  Criminal  Law,  Sec.  673,  Cyclopedia  of 
Criminal  Law,  Brill,  1076  and  30  C.J.  142,  143, 
where  it  is  held  that  deliljeration  and  premedita- 
tion may  ]3e  inferred,  as  a  matter  of  fact,  from 
the  circumstances,  act,  conduct,  language,  the 
character  of  the  weajjon  used,  and  the  nature  and 
nmnber  of  wounds  inllicted." 

In  the  Jukich  case  (supra),  the  appellant  was  con- 
victed of  the  crime  of  murder  in  the  first  degree  for 
shooting  to  death  a  15-year-old  girl,  and  the  penalty 
of  death  was  imposed.  There  was  evidence  that  the 
appellant  had  been  drinking  just  prior  to  the  homi- 
cide in  question,  and  he  claimed  to  have  no  memory  of 
the  fatal  shooting  because  of  intoxication.  Said  the 
Nevada  Court: 

"Whether  appellant's  testimonj^  to  the  effect  that 
he  was  so  intoxicated  as  to  be  unconscious  of  what 
he  was  doing  was  true  or  not  was  for  the  jury 
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to  determine,  and  was  resolved  against  him  by 
the  verdict." 

Finally  on  the  question  of  intoxication,  the  Cali- 
fornia Court  has  followed  the  general  rule  stated. 
This  is  best  expressed  in  the  Lami  case,  supra. 

"*  *  *  The  weight  to  be  accorded  to  evidence  of 
intoxication  and  whether  such  intoxication  pre- 
cluded the  accused  from  forming  a  specific  inten- 
tion to  kill  and  murder,  which  intent  is  a  neces- 
sary element  in  murder  in  the  first  degree,  are 
matters  essentially  for  the  determination  of  the 
trier  of  the  facts.  People  v.  Murphy  (Cal.  Sup.) 
32  P.  (2d)  635;  People  v.  Yeager,  19  Cal.  452, 
474,  229  P.  40.  The  evidence  offered  by  the  de- 
fense does  not  show  that  appellant,  by  reason  of 
the  use  of  intoxicants,  was  so  disordered  mentally 
at  the  time  of  the  attack  on  the  deceased  as  to 
preclude  the  resultant  killing  from  being  of  that 
'willful,  deliberate  and  premeditated'  character 
designated  in  Section  189  of  the  penal  code  as 
murder  in  the  first  degree.  The  jury  might  very 
reasonably  conclude  that  appellant  was  not  so  in- 
ebriated as  to  be  unable  to  appreciate  the  char- 
acter and  gravity  of  his  deliberate  and  wrongful 
acts." 

The  appellant's  detailed  recollection  and  reasonable 
description  of  the  happenings  immediately  preceding 
his  exit  from  the  Felix  cabin,  when  he  claims  to  have 
suddenly  blacked  out  and  stayed  blacked  out  for 
some  four  or  five  hours,  must  have  convinced  the 
juiy  that  his  mind  was  not  so  confused  or  disordered 
by  the  consumption  of  intoxicating  liquor  as  to  re- 
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lieve  him  from  full  responsibility  for  the  ordinary  con- 
sequences of  his  wrongrul  acts.  This,  and  other  evi- 
dence, may  well,  and  would  warrantedly,  have  caused 
the  jury  to  reject  the  appellant's  evidence  as  to  the 
extent  of  his  intoxication  and  to  conclude  that  he  was 
not  so  inebriated  as  to  be  unable  to  appreciate  the 
character  and  gravity  of  his  deliberate  and  wrongful 
acts.  See  People  v.  DeMoss,  4  Cal.  (2d)  469,  50  Pac. 
(2d)  1031. 

Appellant  also  contends  that  there  was  no  motive 
on  his  part  shown  for  the  commission  of  the  crimes 
charged.  (Br.  12.)  The  Government  counters  that 
there  w^as  ample  evidence  of  motive  for  the  killing 
of  Harris  by  the  appellant  as  gleaned  from  the  testi- 
mony of  Therriault  and  the  Felixes  that  Harris  was 
resisting  Jones'  efforts  to  get  him  (Harris)  to  return 
to  camp.  The  rage  that  was  boiling  up  inside  Jones 
towards  Harris  is  evidenced  both  by  the  phj^sical 
abuse  the  latter  was  receiving  from  the  appellant 
at  the  time  and  the  angry  remarks  directed  by  Jones 
towards  Thierriault. 

As  for  the  appellant's  motive  for  killing  Ahnstrom, 
we  offer  the  same  reasonable  explanation  that  appel- 
lant advanced  when  he  suggested  that  Merle  Marie 
killed  Harris  and  then  killed  Ahnstrom  so  as  to  for- 
ever silence  Ahnstrom,  the  only  eye  witness  to  the 
hatchet  attack  upon  the  drunken  and  helpless  Donald 
R.  Harris.  (Br.  13.)  From  all  the  evidence  in  this 
case,  the  jury  was  certainly  warranted  in  finding  such 
a  motive  for  the  killing  of  Carl  Ahnstrom  by  the  man 
who  killed  Harris. 
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In  the  case  of  State  v.  S'ldlivan,  139  Or.  640,  11  Pac. 
(2d)  1054,  the  Oregon  Supreme  Court  quotes  with 
approval  the  following  passages  from  Dr.  Wharton's 
work  on  Criminal  Evidence  relating  to  motive : 

''When  proof  has  been  made  of  ths  corpus  de- 
licti in  a  homicide  prosecution,  all  facts  and  cir- 
cumstances that  tend  to  show  motive  on  the  part 
of  the  accused  are  relevant  and  equally  relevant 
are  the  relations  between  the  accused  and  the  de- 
ceased, and  all  ill  feeling  that  existed  between 
them.  The  application  of  the  rule  is  not  limited 
by  the  remoteness  of  such  circumstances,  as  that 
goes  only  to  the  weight,  and  not  to  the  relevancy. 
There  is  no  rule  by  which  remoteness  that  may 
ettect  the  relevancy  can  be  established,  but  this 
must  be  determined  from  the  circumstances  of 
each  case.  It  is  not  affected  by  the  fact  that  the 
crime  is  out  of  proportion  to  the  motive  sought 
to  be  shown  *  *  * 

^'Motive  in  homicide  is  a  question  of  fact  to  he 
determined  by  the  jury;  it  may  he  inferred  from 
the  crime  itself,  or  from  the  actions  of  the  ac- 
cused. (Italics  ours.) 

''To  show  the  state  of  mind  of  the  accused  to- 
wards the  deceased,  it  is  relevant  to  introduce  in 
evidence  facts  and  circmnstances  relating  to  any 
ill  treatment  of  the  accused  by  the  deceased  *  *  * 
"Not  only  are  quarrels  and  ill-will  relevant  in 
general,  but  the  facts  from  which  a  stress  of  feel- 
ing may  be  reasonably  inferred  are  also  relevant 
*  *  *"  (2  Wharton's  Criminal  Evidence  (10th 
Ed.)  Sec.  895,  895  and  892.) 
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II. 

THE  GOVERNMENT  EXCLUDED  EVERY  OTHER  REASONABLE 
HYPOTHESIS  THAN  THAT  OF  THE  APPELLANT'S  GUILT. 

Appellant's  second  point  relied  upon  tor  a  reversal 
in  this  appeal  can  best  ])e  summarized  in  that  well 
known  rule  of  law:  to  convict  an  accused  person  on 
circumstantial  evidence,  it  is  necessary  for  the  prose- 
cution to  exclude  every  other  reasonable  hypothesis 
than  that  of  the  guilt  of  the  accused.  He  asserts  that 
''others  in  the  immediate  vicinity  would  have  had  the 
same  opportunity  of  committing  the  crime,  and  that 
others  had  a  motive  for  killing  at  least  one  of  the  de- 
ceased persons."  (Br.  13.) 

We  expected  appellant  to  name  as  such  "other  per- 
sons" at  least  one  of  the  following:  Frank  Felix, 
Ellen  Felix,  Margaret  Jacobs,  or  Eli  Therriault.  All 
of  them  were  known  to  have  been  at  the  scene  of  the 
crimes,  probably  only  minutes  before  the  victims 
met  their  deaths.  But  even  apj)ellant  realized  that  on 
no  reasonable  hypothesis  could  anyone  of  those  per- 
sons have  been  guilty  of  the  ghastly  deeds  perpetrated 
at  Little  Gerstle  that  evening;  so  he  names  none  of 
those  mentioned.  Instead,  he  points  the  finger  at  one 
lone  ''peg- leg"  Indian,  who  had  a  quarrel  with  the 
victim  Harris  at  Nenana,  Alaska,  two  or  three  years 
before  and  whose  wife  had  left  him  to  live  with 
Harris. 

Without  at  this  time  attempting  to  establish  the 
whereabouts  of  Merle  Marie  on  July  20,  1948,  the 
Government  maintains  that  the  jury  could  well  have 
eliminated  Merle  Marie  as  the  subject  of  "the  other 
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reasonable  hypothesis"  by  the  following  process: 
Merle  ''Peg-Leg"  Marie  would  not  likely  have  used 
an  ax  as  his  weapon  of  offense  in  an  encounter  with 
three  white  men — Jones,  Harris,  and  Ahnstrom.  If 
Merle  Marie  had  no  firearms  of  his  owai,  he  knew 
about  the  guns  at  the  Indian  Village,  including  the 
one  belonging  to  Alice  Joe  (R.  170,  177;  Supp.  R. 
8-12),  with  anyone  of  which  he  could  have  fore- 
armed himself  and  which  he  could  have  used  as  the 
lethal  weapon.  If  Merle  Marie  had  killed  Harris  and 
Ahnstrom  and  he  wanted  to  direct  suspicion  at  the 
''blacked-out"  Jones,  would  he  ever  have  removed 
Jones'  clothing  and  put  his  (Merle's)  own  shirt  and 
trousers  upon  the  sleeping  man?  Would  a  man  who 
had  just  committed  two  such  gruesome  murders,  have 
tarried  long  enough  to  go  through  the  struggle  and 
effort  of  putting  a  pair  of  his  own  trousers,  let  alone 
two  pair,  upon  a  sleeping  drunkard'^  And  then  would 
Merle  Marie  have  left  his  gun  and  ammmiition  be- 
side the  prostrate  Jones  to  help  the  latter  effect  a 
getaway?  Would  Merle  Marie  have  scattered  his  own 
clothes  outside  the  valve  box  on  the  highway  to  ad- 
vertise his  misdeeds'.^  Would  he  have  gone  to  the 
Indian  Village,  three-quarters  of  a  mile  away,  to  get 
a  blanket  for  the  comfort  and  protection  of  Jones, 
when  there  was  probably  plenty  of  bedding  available 
in  the  Aluistrom  cabin?  And,  finally,  if  he  had  gone 
to  the  Indian  Village,  would  he  have  killed  the  four 
sled  dogs,  so  essential  to  the  Alaska  Indian  economy? 

It  is  not  every  hypothesis,  but  only  every  reason- 
able hypothesis  except  that  of  guilt,  that  the  circum- 
stantial evidence  must  exclude.  The  evidence  need  not 


24 

demonstrate  the  guilt  of  accused  beyond  the  possibil- 
ity of  his  innocence;  and,  if  the  circumstances  as 
proved  produce  a  moi'al  conviction  to  the  exchision 
of  every  reasonable  doubt,  they  need  not  be  a]:)solutely 
incompatible,  on  any  reasonable  hypothesis,  with  the 
innocence  of  the  accused.  (23  CJ.S.,  Crim.  Latv,  Sec. 
907c.)  In  this  case  there  was  no  evidence  whatever 
connecting  any  known  person  other  than  Jones  with 
the  murders  at  Little  Gerstle.  I  refer  now  both  to  the  ^ 
case  in  chief  and  to  the  evidence  set  forth  in  the  affi- 
davits and  counter  affidavits  in  connection  with  the 
motion  for  a  new  trial  because  of  newly  discovered 
e\ddence.  It  is  true  that  several  other  persons  may 
have  had  the  oi^portunity  to  commit  the  crime,  but 
such  opportunity  in  others,  standing  alone,  cannot  be 
the  basis  for  a  reasonable  hypothesis  against  the  guilt 
of  the  appellant  that  would  have  to  be  excluded  by 
the  Goveriunent  before  a  conviction  would  be  war- 
ranted. At  best,  mere  opportiuiity  in  others  to  commit 
the  crimes  would  be  a  fanciful  theory  in  support  of 
Jones'  innocence.  (People  v.  Patello,  13  Pac.  (2d) 
1068,  125  Cal.  App.  840.) 

It  is  admitted  that  evidence  showing,  or  tending 
to  show,  that  another  than  accused  committed  the 
crime  charged  is  competent  {People  v.  Dewachter, 
187  N.E.  472,  35  111.  266) ;  but  even  then  it  should 
have  some  probative  value.  (Wigmore,  4th  Ed.,  Sec. 
142.)  In  support  of  our  next  proposition,  we  propose 
to  show  that  there  is  no  probative  value  in  the  evi- 
dence offered  by  appellant  to  show  that  Merle  Marie 
could  have  so  brutally  murdered  Harris  and  Ahn- 
strom. 


25 


III. 

THERE  WAS  NO  ERROR  IN  THE  DENIAL  OF  THE  MOTION  FOR 
A  NEW  TRIAL  BECAUSE  OF  NEWLY  DISCOVERED  EVI- 
DENCE. 

According  to  the  appellant,  the  most  important 
point  on  which  he  relies  in  this  appeal  is  the  error  of 
the  trial  Court  in  overruling  his  motion  for  a  new 
trial  upon  grounds  of  newly  discovered  evidence.  We 
presume  that  he  referred  to  evidence  that  might  cast 
suspicion  upon  someone  else  as  the  murderer  in  this 
case.  (R.  14.) 

We  concede  that  in  a  case  of  circumstantial  evi- 
dence, every  reasonable  hypothesis  should  be  explored 
and  evidence  which  tends  to  show  that  another  and  not 
the  accused  committed  the  olfense,  or  which  may  cre- 
ate in  the  minds  of  the  jury  a  reasonable  doubt  as  to 
the  identity  of  the  slayer,  should  not  be  rejected  un- 
less it  is  remote  to  a  degree  that  it  is  of  no  weight.  See 
Wilkes  V.  State  (Texas),  280  S.W.  786;  People  v. 
Jones,  228  N.Y.S.  571. 

In  the  case  of  Flewellen  v.  State  (Texas,  1929),  18 
S.W.  (2d)  1087,  the  Court  granted  a  new  trial  be- 
cause of  newly  discovered  evidence  that  the  paramour 
of  the  deceased,  who  had  been  the  chief  witness 
against  the  appellant,  had  two  weeks  prior  to  the 
homicide  shown  the  newly  discovered  witness  some 
bruises  on  her  body  which  she  said  deceased  had  in- 
flicted, and  had  stated  at  the  time  that  she  (the 
paramour)  was  unable  to  get  rid  of  deceased  and  that 
she  was  going  to  kill  him.  In  her  testimony  against 
appellant  at  his  trial,  she  claimed  to  have  been  sit- 
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ting  alone  with  deceased  on  his  front  porch  when 
she  saw  appellant  come  through  the  gate,  advance 
toward  deceased,  with  his  hand  behind  him,  and  then 
threaten  to  kill  deceased.  Frightened,  she  ran  away, 
but  heard  someone  holler  twice  after  she  had  gone  a 
short  distance.  Deceased  staggered  over  to  a  neigh- 
bor's house  with  an  ax-like  wound  in  his  head,  from 
which  he  later  died.  Commenting  upon  the  weight  of 
this  newly  discovered  evidence,  the  Court  said, 

''We  are  unable  to  say  that  it  is  not  reasonably 
probable  that  it  will  change  the  result  if  heard  by 
a  jury  upon  another  trial." 

Clearly  distinguishable  are  the  facts  surrounding 
the  purported  newly-discovered  evidence  in  our  own 
case.  Here  appellant  projjoses  to  show  by  three  wit- 
nesses that  some  two  and  a  half  years  prior  to  the 
homicides  at  Little  Gerstle,  an  Indian,  Merle  Marie, 
had  a  list  fight  at  Nenana,  Alaska,  with  the  deceased, 
Donald  R.  Harris,  because  about  a  year  before  the 
tight  the  latter  had  enticed  Merle's  wife  to  leave  her 
husband  and  live  with  deceased.  (R.  56.)  One  of  these 
witnesses  says  that  "at  all  times  since  the  said  Donald 
R.  Harris  enticed  him  wife  away  from  him,"  Merle 
Marie  felt  vindictive  toward  Harris.  (R.  55.)  But  he 
sets  forth  no  facts  in  supjjort  of  that  conclusion  ex- 
cept for  the  fight  at  Nenana.  Three  jurors  who  tried 
the  ajjpellant  next  step  forward  with  the  "judicious" 
aimouncement  that,  if  they  had  only  known  at  the 
time  of  the  trial  what  they  know  now  (meaning  the 
newly  discovered  evidence  about  the  old  grudge  fight 
at  Nenana)  the  verdict  would  have  been  entirely  dif- 
ferent. (Supp.  R.  1-6.) 
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It  happens  that  a  motion  for  a  new  trial  on  newly 
discovered  evidence  presents  a  question  of  law  ad- 
dressed, not  to  jurors,  but  to  the  sound  discretion  of 
the  trial  Court  and  denial  thereof  will  be  reversed 
only  for  manifest  eri'or  or  abuse  of  discretion.  Buck- 
man  V.  Ormand,  42  Or.  209,  70  Pac.  707;  Stern  v. 
Valz,  52  Or.  597,  98  Pac.  148.  The  three  jurors  in 
question  read  only  the  affidavits  of  the  persons  who 
knew  about  the  fight  at  Nenana.  They  knew  nothing 
about  the  counter  affidavits  of  the  five  persons  who 
definitely  placed  Merle  Marie  at  George  Lake,  nine 
miles  distant  from  Little  Gerstle,  during  all  of  the 
time  that  Harris  and  Ahnstrom  could  have  been  killed 
(Supp.  R.  8-12);  and  they  seem  to  have  forgotten 
that  the  witness  Margaret  Jacobs  testified  at  the  trial 
that  Merle  Marie  left  for  George  Lake  two  days  be- 
fore the  killings  and  did  not  return  to  Little  Gerstle 
until  the  day  after  Harris  and  Ahnstrom  were  felled 
by  the  ax.  Her  tertimony  was  uncontradicted.  (R. 
207-209,  369,  370.) 

Section  5373  of  the  Compiled  Laws  of  Alaska,  1933, 
lists  the  following  as  one  of  the  grounds  for  a  new 
trial  in  criminal  cases: 

''Fourth.  Newly  discovered  evidence,  material  for 
the  defendant,  which  he  could  not  with  reasonable 
diligence  have  discovered  and  produced  at  the 
trial." 

This  provision  is  the  same  as  a  like  provision  in  the 
law  of  the  State  of  Oregon.  See,  Oregon  Code  An- 
notated, 1940  Ed.  Sec.  5-802. 
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By  his  failure  to  relnit  the  statements  contained  in 
the  counter  affidavits  to  the  effect  that  Merle  Marie 
could  not  have  ]}een  at  Ijittle  Gerstle  at  the  time  of 
the  murders  there,  the  appellant  robbed  his  own  affi- 
davits of  what  little  materiality  they  may  ever  have 
had.  Taking  into  consideration  the  inadequacy  of  ap- 
pellant's affidavits,  the  unrefuted  facts  set  forth  in 
the  counter  affidavits,  the  testimony  given  at  the  trial, 
the  actions  and  demeanor  of  the  witnesses  at  the  trial, 
and  the  facts  and  circumstances  coimected  with  the 
double  murder,  the  Government  declares  that  in  re- 
fusing to  grant  a  new  trial  on  the  ground  of  newly 
discovered  evidence  the  trial  Court  was  clearly  act- 
ing within  its  discretion  and  committed  no  error. 
State  V.  Morrison  (Idaho),  11  Pac.  (2d)  619;  An- 
drews V.  U.  S.,  22-1  Fed.  418,  139  CCA  646;  State  v. 
Biitchek,  121  Or.  141,  253  P.  367,  254  Pac.  805;  Wat- 
rous  V.  Salem  Brewery  Association  (1935)  151  Or. 
294,  49  Pac.  (2d)  375. 

At  the  trial,  counsel  for  appellant  tried  desperately 
by  Grovernment's  witness,  Tuttle,  to  establish  that  the 
victim  Harris  and  Merle  Marie  had  both  lived  at 
Nenana,  Alaska,  and  that  there  were  hard  feelings 
between  them  at  that  time.  (B.  364,  371.)  This  shows 
that  appellant  and  his  attorney,  at  the  time  of  the 
trial,  and  maybe  before,  had  knowledge  of  the  Nenana 
hst  fight.  As  Nenana  is  only  sixty  miles  away  from 
Fairbanks,  the  place  of  trial,  by  train,  and  less  by 
air,  appellant,  if  he  had  ])een  diligent,  could  have 
ascertained  the  identity  of  witnesses  who  knew  the 
facts  regarding  the  flight  and  could  have  produced 
them  at  the  trial.  And,  if  he  had  needed  more  time, 
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he  could  have  asked  for  a  rea!Sonal)le  continuance  to 
effect  his  purpose,  assuming,  of  course,  that  the  evi- 
dence would  have  been  material.  New  evidence  to 
support  a  motion  for  a  new  trial  must  have  been  dis- 
covered since  the  trial ;  and  it  must  be  such  as  could 
not  have  been  discovered  before  the  trial  by  the  exer- 
cise of  due  diligence.  State  v.  Evans,  98  Or.  214,  192 
Pac.  1062,  re-hearing  denied  193  Pac.  927;  State  v. 
Magers,  58  Pac.  892,  36  Or.  38.  Ajipellant  appears  to 
have  rested  confident  that  he  would  be  able  to  prove 
the  fact  of  hard  feelings  between  Harris  and  Merle 
Marie  hj  the  witness  Tuttle.  He  made  no  showing 
that  he  had  no  opportunity  to  question  Tuttle  pri- 
vately either  at,  or  before,  the  trial.  He  did  not  exer- 
cise due  diligence.  Further,  if  Merle  Marie  was  so 
miportant  to  appellant's  case,  why  did  not  he  sub- 
poena Marie,  even  during  the  course  of  the  trial? 

At  page  15  of  his  brief,  appellant  interjects  a  state- 
ment which  seems  to  have  no  bearing  on  the  question 
at  issue  here.  The  statement  is  to  the  effect  that,  if 
appellant  killed  Harris  at  the  same  time  that  he  killed 
Ahnstrom,  then  Ellen  Felix  and  Margaret  Jacobs 
would  not  have  been  able  to  hear  Harris  moaning 
when  they  fomid  Ahnstrom 's  body  and  saw  appellant 
on  the  bridge.  The  reason  that  he  gives  for  this  asser- 
tion is  that  the  neck  wound  that  killed  Harris  must 
have  caused  instant  death.  The  flaw  in  this  argument 
is  that  appellant  overlooks  the  fact  that  Harris  had 
another  severe  womid  across  his  collar  bone  which 
cut  through  the  skin  and  muscles,  but  would  not  have 
caused  death.  (K.  215.)  The  jury  could  have  de- 
termined irom  the  evidence  that  the  appellant  filled 
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Harris  first  with  the  ax  I3I0W  across  the  collar  bone 
and  then  killed  Ahnstrom  and  went  up  onto  the  bridge 
where  the  Indian  women  saw  him.  After  they  left, 
appellant  came  back  to  the  caloins,  and,  finding  Harris 
still  alive,  finished  him  off  with  the  ax  blow  at  the 
neck. 

The  appellant  states: 

"The  test  of  whether  or  not  a  court  errs  in  re- 
fusing a  new  trial  is,  would  the  newly  discovered 
evidence  have  changed  the  verdict  of  the  jury.'' 
He  then  cites  three  cases  in  support  of  the  propo- 
sition. (Br.  15-16.) 

Upon  reading  these  cases,  we  found  that  in  the 
first  one  {State  v.  Williams,  86  Pac.  53)  the  Court 
concluded  that,  even  though  sufficient  diligence  had 
been  shown  by  the  aj^plicant  for  the  new  trial  to  pro- 
cure the  newly  discovered  evidence  earlier,  the  award 
of  a  new  trial  on  the  showing  made  by  affidavits,  con- 
sidered with  the  counter-showing,  would  not  be  justi- 
fied, especially  where  the  matter  is  largely  within  the 
discretion  of  the  trial  Court,  and  the  jury  in  case  a 
new  trial  were  granted  "would  be  left  in  about  the 
same  position  as  the  one  that  heard  the  case  before." 

In  the  second  case  {Territory  v.  Clay  pool,  71  Pac. 
463)  the  defendants  were  convicted,  one  of  stealing 
sheep  and  the  other  of  jjurchasing  stolen  sheep.  In 
support  of  their  motion  for  a  new  trial  because  of 
newly  discovered  evidence,  they  offered  the  affidavit 
of  a  third  party  to  the  effect  that  at  about  the  time 
the  sheep  were  stolen  from  their  owner,  a  sheepherder 
working  for  the  owner  disappeared  and  was  no  more  I 
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heard  of  in  the  county.  The  Appellate  Court  held  that 
the  motion  was  properly  denied,  asserting: 

''Even  if  on  a  new  trial  it  was  proved  that  one 
of  the  herders  who  had  charge  of  the  sheep  'dis- 
appeared at  or  about  the  same  time  that  the  al- 
leged stolen  sheep  were  missed  from  said  herd,' 
it  would  probably  not  change  the  result  of  the 
trial." 

In  the  third  and  last  case  cited  by  the  appellant 
{State  V.  Power,  63  Pac.  1112),  the  Court  did  not  at 
all  touch  upon  the  point  raised  by  the  appellant  in 
this  case,  Leon  W.  Jones,  but  touches  only  upon  the 
need  for  the  applicant  for  a  new  trial  to  show  by  affi- 
davit that  he  could  not  by  reasonable  diligence  have 
discovered  the  new  evidence  ])efore  or  at  the  time  of 
the  trial  of  his  case. 

So  the  Government  concludes  that  the  appellant  has 
failed  to  establish  any  of  his  points  by  sound  law  or 
reason  and,  therefore,  asks  this  honorable  Court  not 
to  disturb  the  verdict,  but  to  affirm  the  judgment  and 
commitment  of  the  District  Court. 

Dated,  Fairbanks,  Alaska, 
January  3, 1949. 

Respectfully  submitted, 
Harry  O.  Arend, 

United  States  xVttoiiiey, 

Fourth  Division,  District  of  Alaska, 

Everett  W.  Hepp, 

Assistant  United  States  Attorney. 
P'ourth  Division,  District  of  Alaska. 

Attorneys  for  Appellee, 
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IN  THE 

United  States  Court  of  Appeals 

For  the  Ninth  Circuit 


Vernon  H.  Suttle, 

Appellant, 
vs. 

United  States  of  America, 

Appellee. 


BRIEF  FOR  THE  UNITED  STATES. 


JURISDICTION. 

This  is  an  appeal  from  a  judgment  of  the  District 
Court  for  the  Territory  of  Alaska,  Fourth  Division, 
sentencing  the  defendant  to  imprisonment  for  five 
years  in  the  Federal  Penitentiary  at  McNeil  Island, 
Washington.   Said  judgment  was  entered  on  the  24th 
day  of  December,  1948  (Tr.  of  R.  18),  pursuant  to  a 
jury  trial  and  verdict  of  '* Guilty"  (Tr.  of  R.  15)  of 
the  alleged  crime  of  Assault  with  a  Dangerous  Weapon 
as  charged  in  an  Indictment  (Tr.  of  R.  1)  based  on 
Sec.  4778  C.L.A.,  1933,  p.  906.   Notice  of  appeal  was 
filed  on  December  30,  1947  (Tr.  of  R.  23).   The  juris- 
diction of  the  District  Court  was  invoked  under  the 
Act  of  June  6,  1900,   Chap.   786,  31   Stat.   322,   as 
amended,   48   U.S.C.   Sec.   101,   likewise  constituting 
Sec.  1091,  C.L.A.  1933,  p.  273.    The  jurisdiction  of 


this  Court  is  invoked  under  Sec.  128  of  the  Judicial 
Code,  as  amended,  28  U.S.C,  Sec.  225(a);  now  28 
U.S.C.  New,  Sec.  1291. 


QUESTIONS  PRESENTED. 

Whether  the  allegations  of  the  Indictment  were 
sufficient  to  constitute  a  cause  of  action  against  the 
appellant;  whether  the  apjjellant  was  confronted  by 
witnesses;  and  whether  the  verdict  of  the  jury  was 
contrary  to  the  evidence,  as  enumerated  by  the  appel- 
lant at  pages  3-7  of  his  brief.  Vernon  Suttle  will  be 
referred  to  herein  as  the  appellant;  and  the  United 
States  of  America,  the  plaintiff  below,  will  be  desig- 
nated appellee  herein.  No  special  statutes  are  in- 
volved in  this  case. 


STATEMENT  OF  THE  CASE. 
On  the  26th  day  of  October,  1947,  near  the  hour 
of  4:00  o'clock,  A.  M.  (Tr.  of  R.  58,  82),  Leo  Schlot- 
feldt  was,  in  the  company  of  his  wife  Agnes  and 
friends,  occupying  a  position  at  the  bar  of  a  local 
nightclub  known  as  the  ''Talk  of  the  Town"  (Tr.  of 
R.  28),  situated  in  the  southern  outskirts  of  Fair- 
banks, Alaska.  Also  present  near  the  bar  was  a 
soldier  dressed  in  civilian  clothes  named  Vernon 
Suttle  (Tr.  of  R.  68,  70,  136).  Suttle  was  engaged  in 
a  conversation  with  an  Indian  girl  (Tr.  of  R.  36) 
and  was  standing  just  to  the  rear  and  slightly  to  the 
left  of  Schlotfeldt  (Tr.  of  R.  29,  36).  Some  occasion 
arose  causing  Schlotfeldt  to  speak  to  the  Indian  girl 


(Tr.  of  R.  29),  whereupon  his  wife  remarked  in  sub- 
stance that  he  was  talking  to  Clooehes  now"  (Tr.  of  R. 
29,  37);  ^'Clooch  being  understood  commonly  as  a 
highly  uncomplimentary  vernacular  reference  to  full 
and  part-breed  native  Indian  girls.  The  Indian  girl 
then  remarked  in  substance  that  Schlotfeldt  '^also 
talked  to  white  trash"  (Tr.  of  R.  29,  37).  Following 
this  banter,  Schlotfeldt  left  his  place  in  a  turning 
move  (Tr.  of  R.  54)  toward  Suttle  and  the  two 
grappled,  after  which  time  they  were  separated  by  a 
house-hired  floorman  (Tr.  of  R.  83,  94).  Immediately 
follomng  the  separation,  blood  was  observed  on  Schlot- 
feldt (Tr.  of  R.  84,  85),  and  a  later  examination  dis- 
closed numerous  deep  lacerations  on  his  person  (Tr. 
of  R.  115).  Also  following  the  separation,  the  floor- 
man  observed  a  knife  in  Suttle 's  hand,  which  the 
former  twisted  from  his  grasp  (Tr.  of  R.  83,  94). 
Schlotfeldt  was  taken  to  a  local  hospital.  Suttle  was 
placed  under  arrest  and  incarcerated.  The  scuffle  was 
unique  in  that  it  lasted  only  a  few  seconds  (Tr.  of 
R.  31,  52). 


ARGUMENT. 

I. 

THE  ALLEGATIONS  OF  THE  INDICTMENT  ARE  SUFFICIENT 
TO  CONSTITUTE  A  CAUSE  OF  ACTION  UNDER  THE  PROVI- 
SIONS OF  SECTION  4778,  COMPILED  LAWS  OF  ALASKA, 
1933. 

An  analysis  of  appellant's  first  three  points  set 
forth  in  his  Statement  of  Points,  and  argued  in  his 
brief  under   the   first  two   titles,   shows  such   inter- 


relation  of  subject  matter  that  separation  seems  quite 
awkward.  For  the  purposes  of  this  argument,  these 
points  will  be  combined. 

Appellee  desires  to  state  at  the  outset  that  ai^pellant 
was  charged  in  the  Indictment  with  having  feloniously 
assaulted  another  with  a  dangerous  weapon,  an  act 
made  criminal  in  the  Territory  of  Alaska  under  the 
provisions  of  Section  4778  of  the  Compiled  Laws  of 
Alaska,  1933.  The  charging  portion  of  the  Indictment 
was  followed  by  the  citation  ''Section  4771"  which  ap- 
peared as  an  overlooked  typographical  error.  Ap- 
pellee contends  that  the  only  issue  logically  existent 
concerning  the  indictment  at  bar  is  the  effect  of  this 
erroneous  citation.  Appellee  urges  that  such  error 
is  not  ground  for  dismissal  of  the  Indictment  or  for 
reversal  of  a  conviction,  as  the  error  did  not  mislead 
the  appellant  to  his  prejudice.  The  acts  set  forth  in 
the  Indictment  clear h^  define  the  crime  charged  and 
incorporates  in  substance  the  same  terminology  as 
appears  in  the  statute. 

Appellee  desires  to  point  out  that  the  charge  to 
which  appellant  pleaded  was  Assault  with  a  Danger- 
ous Weapon  (Tr.  of  R.  3).  Also,  the  verdict  set  forth 
the  crime  of  "Assault  Avith  a  Dangerous  Weapon  as 
charged  in  the  Indictment."  Appellee  asserts  that, 
other  than  the  erroneous  numerical  citation  appearing 
in  the  Indictment,  no  confusion  of  statutes  can  be 
shown. 

For  authority  on  the  question  of  dismissal  or  re- 
versal, appellee  sets  forth  below  Rule  7(c),  Rules  of 
Criminal  Procedure  for  the  District  Courts  of  the 


United  States,  1946,  made  applicable  to  the  Territory 
of  Alaska  under  Rule  54  contained  therein. 

''Rule  7,     The  Indictment  and  the  Informa- 
tion. (C)  Nature  and  Contents. 

The  indictment  or  the  information  shall  be  a 
plain,  concise  and  definite  written  statement  of 
the  essential  facts  constituting  the  offense 
charged.  It  shall  be  signed  by  the  attorney  for 
the  government.  It  need  not  contain  a  formal 
commencement,  a  formal  conclusion  or  any  other 
matter  not  necessary  to  such  statement.  Allega- 
tions made  in  one  count  may  be  incorporated  by 
reference  in  another  count.  It  may  be  alleged  in 
a  single  count  that  the  means  by  which  the  de- 
fendant committed  the  offense  are  unknown  or 
that  he  committed  it  by  one  or  more  specified 
means.  The  indictment  or  information  shall  state 
for  each  count  the  official  or  customary  citation 
of  the  statute,  rule,  regulation  or  other  provision 
of  law  which  the  defendant  is  alleged  therein  to 
have  violated.  Error  in  the  citation  or  its  omis- 
sion shall  not  he  ground  for  dismissal  of  the  in- 
dictment or  information  or  for  reversal  of  a  con- 
viction if  the  error  or  omission  did  not  mislead 
the  defendant  to  his  prejudice."    (Italics  ours.) 

Supplementing  the  above,  Paragraph  3  of  Notes  to 

Rule  7(c),  page  17,  states: 

"The  law  at  present  regards  citations  to  statutes 
or  regulations  as  not  a  part  of  the  indictment.  A 
conviction  may  be  sustained  on  the  basis  of  a 
statute  or  regulation  other  than  that  cited. 
Williams  v.  United  States,  168  U.  S.  382,  389; 
United  States  v,  Hutcheson,  312  U.  S.  219,  229. 


The  provision  of  the  rule,  in  view  of  the  many 
statutes  and  regulations,  is  for  the  benefit  of  the 
defendant  and  is  not  intended  to  cause  a  dis- 
missal of  the  indictment,  but  simply  to  provide  a 
means  by  which  he  can  be  properly  informed 
without  danger  to  the  prosecution." 

Appellant's  argument  concerning  the  Indictment 
and  covering  his  first  three  points  has  been  searched 
in  vain  for  any  statement  alleging  prejudice,  it  deal- 
ing instead  with  numerous  points  of  a  highly  abstract 
nature  of  an  even  doubtful  technical  significance ;  and 
being  in  substance  so  cross-reliant  and  cross-depend- 
ent as  to  suggest  to  appellee  the  lifting  of  one's  self 
by  one's  own  boot  straps,  against  which  proposition 
appellee  finds  analytical  argument  difficult.  The  sub- 
jects will  be  answered  in  the  order  in  which  they 
appear  in  appellant's  brief. 

Appellant's  first  and  second  points  relied  upon  are 
that  the  allegations  of  the  Indictment  are  not  suffi- 
cient to  constitute  a  cause  of  action  against  the  appel- 
lant, nor  do  they  constitute  a  crime  under  the  provi- 
sions of  Section  4771.  Considering  first  the  insuffi- 
ciency of  allegations  to  constitute  a  cause  of  action, 
appellee  contends  that  the  allegations  are  sufficient 
under  Section  4778.  The  charging  portion  of  the  In- 
dictment reads  as  follows: 

''On  the  26th  day  of  October,  1947,  in  the  Terri- 
tory of  Alaska,  Vernon  H.  Suttle,  armed  with  an 
open-bladed  pocket  knife,  which  knife  was  then 
and  there  a  dangerous  weapon,  feloniously  as- 
saulted Leo  Schlotfeldt  by  cutting  and  wounding 
the  said  Leo  Schlotfeldt  about  the  neck,  chest  and 
leg  with  the  open  blade  of  said  pocket  knife." 


Section  4778  reads : 
''Whoever,  being  armed  with  a  dangerous  weapon, 
shall  assault  another  with  such  weapon,  shall  be 
punished  in  the  penitentiary  not  more  than  ten 


years  *  *  *" 


Certainly  the  act  charged  as  a  crime,  namely. 
Assault  with  a  Dangerous  Weapon,  is  clearly  and 
distinctly  set  forth  in  ordinary  and  concise  language 
and  in  such  a  manner  as  to  enable  a  person  of  com- 
mon understanding  to  know  what  is  intended. 

Appellee  does  not  know  what  portion  of  Section 
4771  is  combined  with  Section  4778  in  the  Indictment, 
as  charged  by  appellant.  The  only  words  in  common 
are  the  words  ''cut"  and  "wound"  and  these  are  not 
inconsistent  with  an  act  of  assaulting. 

Concerning  penalties,  appellee  contends  that  the 
word  "feloniously"  appearing  in  the  Indictment 
identifies  the  calibre  of  the  offense  charged  and  leaves 
no  room  for  uncertainty  or  ambiguity  resulting  in 
prejudice. 

Answering  appellant's  argument  that  the  allega- 
tions in  the  Indictment  do  not  constitute  a  crime  under 
Section  4778  (Br.  6),  appellee  denies  that  appellant 
has  any  rational  argument,  short  of  asserting  preju- 
dice, which  he  has  not  done.  The  belief  of  appellant 
that  he  was  appealing  from  a  comdction  of  assault 
with  intent  to  kill,  wound,  or  maim,  is  not  considered 
a  genuine  belief  by  appellee,  in  view  of  the  positive 
identification  contained  in  the  verdict  (Tr.  of  R.  15), 
among  other  things.  What  significance  the  acceptance 
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of  service  of  the  Notice  of  Appeal  by  the  United 
States  Attorney  has  is  not  known  by  appellee. 

For  answer  to  appellant's  statement  of  incumbency 
upon  the  prosecution  to  prove  that  the  pocket  knife 
was  a  dangerous  weapon,  appellee  respectfully  directs 
attention  to  the  testimony  of  a  physician  pertaining 
to  same,  appearing  in  the  record  (Tr.  of  R.  116), 
wherein  the  doctor  states  his  opinion  that  the  knife 
would  be  a  dangerous  weapon  with  the  blade  open. 
This,  coupled  with  a  view  of  the  knife  blade  in  fact 
used  (Tr.  of  R.  106),  certainly  justified  a  jury  with 
experience  common  to  mankind  to  consider  the  in- 
strument used  as  a  dangerous  weapon. 

Appellee  admits  that  the  allegations  contained  in  the 
Indictment  do  not  constitute  a  cause  of  action  under 
the  provisions  of  Section  4771.  Such  was  never  in- 
tended. 

Considering  last  the  authorities  appellant  cites  in 
support  of  his  contentions,  appellee  desires  to  review 
same  at  this  point.   The  only  case  believed  to  be  per- 
tinent to  the  case  at  bar  is  an  Oregon  case.  State  v. 
Branton  (87  Pac.  535),  which,  interestingly  enough, 
involves  two  Oregon  Statutes  from  which  the  Alaskan 
Statutes  4771  and  4778  were  copies,  namely.  Sections 
1767  and  1771.  Appellee  quotes  from  the  above  case: 
''Section  1767  makes  it  a  crime  to  assault  another 
with  intent  to  kill,  and  Section  1771,  to  assault 
another  with  such  (dangerous)  weapon.   An  In- 
formation charged  an  assault  with  a  revolver  by 
shooting  and  woimding  with  intent  to  kill  held 
that,  assuming  that  the  Information  charged  the 
violation  of  Section  1771,  as  well  as  Section  1767, 


it  was  not  subject  to  demurrer  therefor,  since, 
under  accusation  of  assault  with  intent  to  kill, 
defendant  could  have  been  convicted  of  assault 
with  a  dangerous  weapon." 

The  Court  cited  as  authorities,  1  Bishop  New  Crim. 
Law  (Sec.  780);  1  McClain  Crim.  Law  (Sees.  271, 
272)  ;  and  cases  State  v.  McLennen  (16  Pac.  879)  ; 
State  V.  Lavery  (58  Pac.  107) ;  and  State  v.  Kelly 
(68  Pac.  1).  The  above  case,  incidentally  the  best  case 
appellee  could  find  as  argument  against  appellant's 
contentions  even  though  cited  by  the  latter,  makes 
possible  an  otherwise  duplicitous  charge  under  two 
statutes,  provided  the  less  grave  section  premises  the 
conviction.  Appellee  argues,  a  priori,  that  where  the 
only  reference  to  the  more  grave  offense  is  by  mis- 
taken citation,  and  not  combined  in  terminology  of 
charge,  no  error  results. 

Considering  the  other  cases  cited  by  appellant, 
appellee  denies  that  same  have  a  bearing  at  bar,  as 
they  deal  mth  Informations  containing  joinder  of 
separate  and  distinct  offense,  namely,  selling  intoxi- 
cating liquor  and  conveying  intoxicating  liquor  from 
one  place  in  the  State  to  another  place  in  the  State. 
In  Champett  v.  State  (109  Pac.  124),  the  State  con- 
fessed error  and  reversal  resulted,  said  error  being 
the  trial  Court's  denial  of  defendant's  Motion  to  re- 
quire the  vState  to  elect  upon  which  offense  charged  in 
the  Information  it  would  prosecute.  In  Scott  v.  State 
(109  Pac.  240),  the  Court  stated  that  a  general  ver- 
dict of  guilty  was  not  sufficiently  certain  to  enable  the 
Court  to  pronounce  judgment. 
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II. 

APPELLANT  WAS  CONFRONTED  BY  THE  WITNESSES 
AGAINST  HIM. 

Considering  appellant's  argument  of  non-confronta- 
tion of  witness,  appellee  urges  that  all  testimonial  evi- 
dence presented  to  the  jury  was  by  witnesses  con- 
fronting the  accused.  This  satisfies  the  constitutional 
guarantee  of  confrontation.  The  fact  that  the  victim 
involved  was  not  asked  by  the  prosecution  to  testify 
concerning  the  incident  would  seem  to  have  no  bearing 
on  the  matter.  The  evidence  presented  to  the  jury 
was  for  the  most  part  testimony  of  other  eye  witnesses 
who  had  viewed  the  incident  (Tr.  of  R.  28,  46,  57,  67, 
82,  92,  106). 

Appellant's  suggested  application  of  the  rule  of 
confrontation  would  seem  to  give  rise  to  impossible 
situations  in  cases  of  homocide  or  other  incapacitation 
of  victims.  To  assert  in  substance  that  a  prosecution 
must  fail  if  one  assaulted  does  not,  or  cannot,  testify 
against  his  assailant  seems  absurd. 

Appellee  desires  to  counter  the  inference  raised  by 
appellant's  statement  that  Schlotfeldt  testified  that  he 
did  not  know  Vernon  Suttle,  and  had  never  seen  him 
until  the  preliminary  hearing  before  the  United  States 
Commissioner,  by  attaching  to  same  a  character  of 
negative  pregnancy.  Appellee  urges  this  Honorable 
Court  to  consider  the  purported  factual  phrase  ''had 
never  seen"  as  necessarily  qualified  by  such  proposi- 
tions as  consciousness,  perception  and  memory. 


11 


Corpus  Juris  Secundum  (Vol.  23,  Sec.  999,  p.  362) 
states,  concerning  the  guarantee  of  confrontation  by 
constitutional  provision, 

''Confrontation  has  been  defined  as  the  act  of 
setting  a  ^Adtness  face  to  face  with  the  prisoner, 
in  order  that  the  latter  may  make  any  objection 
he  has  to  the  witness,  or  that  the  witness  may 
identify  accused  *  *  *  Confrontation  is,  in  its 
main  aspect,  however,  merely  another  term  for 
the  test  of  cross-examination,  and  the  main  or 
principal  purpose  of  the  constitutional  or  statu- 
tory guarantee  here  under  consideration  is  to 
assure  the  right  of  cross-examination ;  and  in  any 
event,  the  right  of  accused  in  this  regard  includes 
the  right  to  cross  examine  the  witnesses.  The  test 
of  the  right  to  cross-examination  under  the  con- 
stitutional guarantee  is  not  who  calls  the  witness 
but  the  character  of  the  testimony." 

In  this  regard,  appellee  desires  to  state  that  appel- 
lant called  as  his  own  witness  the  victim,  Leo  Schlot- 
feldt,  and  propounded  various  questions  to  him  (Tr. 
of  R.  128,  129).  Certainly,  he  had  every  opportunity 
to  examine  this  witness  at  that  time  and  to  make  any 
objection  he  desired  to  make. 

Answering  appellant's  charge  that  a  witness, 
namely,  Mrs.  Schlotf  eldt,  was  not  subpoenaed  although 
she  was  in  a  position  to  have  seen  and  heard  the  begin- 
ning of  the  alleged  scuffle,  appellee  quotes  from  Cor- 
pus Juris  Secundum  (Vol.  23,  Sec.  999,  p.  363)  : 

''Right  of  accused  imder  constitution  to  ])e  con- 
fronted wiih  witnesses  does  not  require  the  prose- 
cution to  call  any  specific  jiersons  as  witnesses," 
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and  cites  as  authority  therefor,  Aycock  v.  U.  S.,  62  F. 
(2d)  612,  certiorari  denied  53  S.  Ct.  595.  Appellee 
desires  to  add  that  the  reason  the  above-mentioned 
witness  was  not  called  by  the  prosecution  could  have 
been  because  she  was  unable  to  give  a  constructive  ac- 
count of  the  incident  in  question,  having  been  inca- 
pacitated by  alcohol  at  the  time  of  the  occurrence 
thereof. 


III. 


THE  EVIDENCE  WAS  SUFFICIENT  TO  SUPPORT 
A  VERDICT  OF  GUILTY. 

According  to  the  testimony  of  seven  eye  witnesses 
(Tr.  of  R.  28,  46,  57,  67,  82,  92,  106),  a  fight  occurred 
between  the  appellant  and  one  Leo  Schlotfeldt  at  a 
night  club.  Schlotfeldt  was  severely  cut  in  five  places 
on  his  person.  A  pocket  knife  identified  to  have  been 
the  cutting  instrument  (Tr.  of  R.  106)  was  seen  in 
the  appellant ^s  hand  during  the  cutting  (Tr.  of  R.  59) 
and  taken  from  him  immediately  thereafter  (Tr.  of 
R.  94).  The  fight  was  of  remarkably  short  duration 
according  to  seven  witnesses  (Tr.  of  R.  31,  48,  59, 
68,  83,  96,  109),  one  of  whom,  qualified  as  having  pro- 
fessional fighting  experience  and  therefore  a  good 
judge  of  time,  testified  that  the  whole  incident  lasted 
only  ten  or  less  seconds  (Tr.  of  R.  96). 

Certainly  a  jury  would  be  justified  in  finding,  in  a 
barroom  scuffle  lasting  scarcely  long  enough  for  nu- 
merous blows  and  a  resulting  overpowering  by  one 
with  a  compelling  drastic  defense  by  his  opponent, 
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coupled  Avith  a  view  of  the  two  participants  for  pur- 
poses of  judging  relative  size,  w^eight  and  strength, 
that  the  use  of  a  knife  was  unjustified  and  therefore 
constituted  an  assault.  Indeed,  the  jury  could  well 
believe  that  under  such  breathtaking  celerity  of  action, 
the  appellant  must  have  had  his  knife  in  premeditated 
readiness  before  the  actual  scuffle  began. 

In  view  of  the  above  account  as  set  forth  by  the 
numerous  witnesses  above  referred  to,  appellant's  con- 
tention of  lack  of  direct  testimony  of  an  assault  com- 
mitted by  appellant  seems  wholly  without  merit.  Com- 
menting on  the  haziness  of  one  of  the  prosecution's 
witnesses,  one  William  Logan  Mcllroy,  appellee  de- 
sires to  state  that,  without  admitting  a  weakness  in 
said  testimony,  the  jury  could  place  any  degree  of 
credibility  it  elected  to  such  testimony  and  could, 
indeed,  completely  ignore  same  and  still  have  ample 
e^ddence  to  justify  its  finding.  Appellant's  compre- 
hensive charge  that  the  witnesses  "were  evidently 
under  the  influence  of  intoxicating  liquor"  is  unsup- 
ported by  the  record,  although  admittedly  some  had 
been  drinking  previously. 

Answering  appellant's  argument  of  an  overt  move- 
ment by  the  victim  toward  the  appellant,  appellee 
urges  that  the  jury,  after  hearing  all  the  evidence, 
found  that  an  assault  by  the  appellant  had  been  made 
and  this  necessarily  contemplates  consideration  of 
self-defense.  Elaborating  on  the  testimony  of  one 
Holly  Derrick  as  set  forth  in  appellant's  brief  (Br.  9), 
appellee  desires  to  start  the  testimony  at  its  logical 


u 


beginning  in  order  to  give  a  comjolete  picture.  Appear- 
ing in  the  record,  page  54,  the  following  testimony  of 
the  said  Holly  Derrick  appears : 

'^Q.    And  then  when  these  words,  which  you 
say  were  hostile  words,  that  you  didn't  hear,  were 
spoken  to  Mr.  Schlotfeldt,  he  got  off  the  stool,  is 
that  right? 
A.    Yes. 

Q.     Did  he  go  toward  Mr.  Suttle? 
A.     I  guess  they  went  toward  each  other.    I 
don't  know  how  they  got  together." 

The  above  testimony  seems  to  establish  that  the  wit- 
ness, Holly  Derrick,  could  hardly  have  stated  or  in- 
ferred that  Schlotfeldt  was  an  aggressor.  He  merely 
stated  in  substance  that  he  guessed  that  each  went  for 
the  other,  and  the  jury  was  so  entitled  to  believe. 

Considering  the  testimony  of  Lt.  Flood  appearing 
in  appellant's  brief  (Br.  9),  appellee  desires  to  point 
out  that  this  witness  stated  that  he  saw  only  one  cut 
made,  very  shortly  after  which  the  fight  was  broken 
up  (Tr.  of  R.  61).  Bearing  in  mind  that  the  victim 
suffered  five  cuts,  the  jury  was  justified  in  believing 
that  some,  if  not  all,  of  the  other  four  cuts  occurred 
before  the  victim  made  a  kick  at  his  opponent,  the 
appellant. 

Appellant  states  in  his  brief  (Br.  10)  that  **no 
place  in  the  record  is  there  any  testimony  sho^vn  that 
the  appellant  was  the  aggressor  in  the  present  in- 
stance." Appellee  quotes  the  following  from  the  tes- 
timony of  Francis  Broderick  (Tr.  of  R.  68)  : 
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*'Q.     Do  you  recognize  that  man? 

A.  Right  there  (indicating  toward  defendant). 
The  man  there.  He  had  a  red  and  black  checkered 
jacket  on  at  that  time,  or  a  shirt. 

Q.     That  is  the  defendant  sitting  here? 

A.  The  defendant  there.  And  *  *  *  (inter- 
rupting). 

Q.    Yes. 

A.  And  I  saw  him  take  a  pass  at  Leo  (Schlot- 
feldt)  and  Leo  made  a  half -jab  and  half -poke  at 
him,  and  they  came  toward  me.  I  was  standing  by 
the  door,  and  from  there  I  made  a  grab  at  I^eo 
and  I  hollered  at  Leo  and  told  him  to  quit  fight- 
ing, and  they  went  to  the  floor  and  I  grabbed  Leo 
by  the  coat  and  pulled  him  back  up  and  pulled 
him  against  the  door,  and  around  into  the  corner. 
I  told  him  then  he  wouldn't  gain  anything  by 
fighting  in  a  place  like  that.  He  would  wind  up  in 
jail,  and  he  said  'That  son-of-a-bitch  cut  me.'  That 
is  the  very  words  he  used. 

Q.  By  your  statement  of  'making  a  pass,' 
what  do  you  mean  by  that? 

A.     Making  a  swing  at  him  with  his  fist." 

Appellee  urges  that  appellant's  statement  that  Mr. 
Schlotfeldt  was  the  apparent  aggressor  is  unfounded. 
Appellee,  hesitating  to  assert  who  was  the  aggressor, 
contends  that  the  evidence  indicated  that  the  scuffle 
was  precipitated  by  simultaneous  acts  of  both  par- 
ticipants and  that  the  jury  was  justified  in  finding 
that,  under  such  circumstances,  among  others  afore- 
mentioned, the  appellant's  use  of  a  knife  was  unwar- 
ranted and  criminal  and  constituted  an  assault  with 
a  dangerous  weapon,  as  charged  in  the  Indictment. 
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CONCLUSION. 

For  the  reasons  aforementioned,  appellee  respect- 
fully prays  that  the  jury  verdict  and  sentence  in  the 
case  at  bar  not  be  disturbed. 

Dated,  November  29, 1948. 

Harry  O.  Arend, 

United  States  Attorney, 

Everett  W.  Hepp, 

Assistant  United  States  Attorney, 

Fourth  Judicial  Division,  Territory  of  Alaska, 

Attorneys  for  Appellee. 
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2  Arizona  Barite  Company  vs. 

In  the  Superior  Court  of  Maricopa 
County,  Arizona 

CIV-1054  Phx. 

No.  57976 

ARIZONA  BARITE  COMPANY,  a  corporation, 

Plaintiff, 

vs. 

WESTERN-KNAPP     ENGINEERING     CO.,     a 
corporation. 

Defendant. 

COMPLAINT 

Comes  now  Arizona  Barite  Company,  hereinafter 
called  plaintiff,  complaining  of  and  against  West- 
ern-Knapp  Engineering  Co.,  hereinafter  called  de- 
fendant, and  for  cause  of  action  alleges: 

I. 

Plaintiff,  Arizona  Barite  Company,  is  a  corpora- 
tion duly  organized  and  existing  under  and  by 
virtue  of  the  laws  of  the  State  of  Arizona;  defend- 
ant, Western-Knapp  Engineering  Co.,  is  a  corpora- 
tion duly  incorporated  and  existing  under  the  laws 
of  the  State  of  California,  and  is  a  resident  citizen 
domiciled  in  said  State.  At  the  time  this  cause  of 
action  accrued,  said  defendant  had  qualified  as  a 
foreign  corporation  to  do  and  transact  business  in 
the  State  of  Arizona  and  was  licensed  and  author- 
ized, among  other  things,  to  transact  the  character 
of    business    it    contracted    to    do    as    hereinafter 
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alleged.  Prior  to  the  6th  day  of  May,  1946,  plain- 
tiff notified  defendant  that  plaintiff  had  a  claim 
against  defendant,  which  claim  is  the  basis  of  this 
action,  for  damages  and  breach  of  contract,  cove- 
nants and  warranties;  that  on  the  6th  day  of  May, 
1946,  defendant  filed  an  attempted  withdrawal  from 
the  State  of  Arizona  and  an  attempted  revocation 
of  agency  in  derogation  and  with  knowledge  of 
plaintiff's  claim,  as  a  design  calculated  to  avoid  its 
obligation  to  plaintiff,  and  such  withdrawal,  being 
in  contravention  of  the  laws  and  the  Constitution  of 
this  State,  was  ineffectual;  that  service  of  process 
may  be  had  upon  defendant  corporation  by  serving 
its  designated  Agent  for  service,  Mr.  J.  P.  Keller, 
1025  South  Central  Avenue,  Phoenix,  Arizona, 
or  otherwise,  service  of  process  may  be  had  as  pro- 
vided by  the  Laws  of  Arizona. 

II. 

That  heretofore,  to- wit:  on  or  about  the  9th  day 
of  August,  1945,  plaintiff  and  defendant  duly  signed 
and  entered  into  a  contract  in  writing  under  the 
terms  and  provisions  of  which  defendant,  Western- 
Knapp  Engineering  Co.,  agreed  and  obligated  itself 
to  lay  out,  design,  build  and  construct  for  plaintiff, 
Arizona  Barite  Company,  as  set  forth  in  said  writ- 
ten contract,  a  one  hundred  (100)  ton  Barite  Grind- 
ing Plant  consisting  of  the  following  units: 

Ramp  and  surge  bin  section; 

Crushing  plant; 

Grinding  and  classification  section; 
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Thickening,  filtering  and  drying  section; 
Packing,  storage  and  shipping  section; 
Electric  service; 

Water  supply  and  fire  protection; 
Office  building; 

located  upon  property  owned  by  Arizona  Barite 
Company  and  situated  near  the  City  of  Mesa,  Mari- 
copa County,  Arizona,  all  as  generally  shown  on 
that  certain  Flowsheet  No.  WKE106-1-B.  The  said 
written  contract  was  signed  in  duplicate,  one  signed 
copy  of  which  was  delivered  to  plaintiff,  the  other 
signed  copy  of  which  was  delivered  to  defendant. 

III. 

That  by  the  provisions  of  said  written  contract, 
defendant  was  obligated  to  perform  all  of  the  work, 
and  furnish  and  supply  all  of  the  materials  to  de- 
sign, lay  out,  build,  construct  and  complete  the 
above  described  buildings  and  structures,  and  cove- 
nanted that  all  of  the  details  of  design  and  work- 
manship thereof  would  be  the  most  suitable  and 
safest  for  the  purpose  intended,  and  that  all  mate- 
rials and  equipment  used  would  be  the  most  suit- 
able and  safest  for  the  purpose  intended,  and  that 
all  details  of  design,  workmanship,  materials  and 
equipment  would  be  satisfactory  to  plaintiff.  De- 
fendant undertook  to  perform  all  of  the  work,  and 
furnish  and  supply  all  of  the  materials  to  construct 
and  com.plete  the  foregoing  improvements  and  to 
do  everj/thing  of  all  description  connected  there- 
with, arising  from  and  out  of,  or  as  a  result  of  said 
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contract,  at  cost  plus  a  fixed  fee  of  Ten  Thousand, 
Four  Hundred  and  Six  Dollars  ($10,406.00),  as 
full  compensation  for  the  completion  of  said  Barite 
Grinding  Plant;  that  the  terms  and  conditions  of 
payment  of  the  fixed  fee  aforesaid  and  costs  inci- 
dent to  said  construction  were  all  fixed  and  ascer- 
tained by  the  terms  and  provisions  of  said  written 
contract. 

IV. 

That  defendant,  at  the  time  it  submitted  its  bid 
and  at  the  time  it  was  awarded  said  contract,  was 
fully  aware  that  the  drying  section  of  the  said 
Barite  Grinding  Plant  was  an  essential  and  integral 
part  thereof,  and  was  fully  aware  of  the  function  of 
said  drying  section  in  said  plant  as  in  integral  unit 
of  the  whole,  and  know  the  purpose  for  which  same 
was  being  constructed  and  the  use  to  which  it  would 
be  put,  and  knew  that  if  such  drying  section  were 
faulty  or  should  fail  to  operate  properly,  or  if  it 
proved  inadequate,  thJat  the  entire  Barite  produc- 
ing plant  would  have  to  be  shut  down  and  would 
cease  operations  at  great  cost  and  damage  to  Ari- 
zona Barite  Company. 

V. 

Under  the  terms  of  such  contract  and  agreement, 
said  drying  section,  hereinafter  referred  to  as 
''Lowden  Dryer,"  was  to  consist  of  a  suitable  brick 
and  mortar  furnace  structure  12'  in  width  and  48' 
in  length,  with  walls  13''  more  or  less  in  thickness, 
housing  the  mechanical  equipment  which  was  to 
consist  of  a  steel  plate  or  })]ates  approximately  10' 
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in  width,  43'  in  length  and  1/2"  in  thickness,  upon 
and  across  which  moist  ground  barite  was  to  pass  in 
a  continuous  manner  by  a  conveyor  mechanism; 
that  the  heating  system  used  in  said  Lowden  Dryer 
was  to  consist  of  two  fuel  oil  burners  capable  of 
thoroughly  drying  said  barite.  The  said  Lowden 
Dryer  was  to  have  the  ability  and  capacity  to  dry 
one  hundred  (100)  tons  of  barite  per  twenty-four 
(24)  hours;  that  said  contract  provided  that  the 
Lowden  Dryer  would  be  the  "most  suitable  and 
safest  for  the  purpose  intended."  Said  contract 
likewise  contained  express  warranties  and  guaran- 
ties that  all  details  of  design  and  workmanship 
and  all  materials  and  equipment  covered  thereb}^ 
would  be  fit  and  sufficient  for  the  purpose  intended, 
of  good  material  and  workmanship,  and  free  from 
defect.  By  the  terms  and  provisions  of  said  con- 
tract, Western-Knapp  Engineering  Co.  w^arranted 
that  it  "is  an  expert  in  the  design  and  construction 
of  ramps,  surge  bins,  crushing  plants;  grinding  and 
classification  sections;  thickening,  filtering  and  dry- 
ing sections;  packing,  storage  and  shipping  sec- 
tions"; and  all  other  parts  and  sections  of  said 
Barite  Grrinding  Plant. 

VI. 
That  within  a  reasonable  time  after  the  9th  day 
of  August,  1945,  defendant,  Western-Knapp  Engi- 
neering Co.,  entered  upon  the  premises  of  plaintiff 
and  entered  into  the  performance  of  its  duties  and 
obligations  under  and  by  virtue  of  the  terms  of 
said  written  contract  with  plaintiff,  and  undertook 
to  build  and  construct  said  improvements. 


Westeni-Knapp  Engineering  Co.  7 

VII. 

Plaintiff  alleges  that  defendant  undertook  to  and 
did  prepare  all  plans  and  engineering  designs  for 
the  construction  of  such  Lowden  Dryer,  and  all 
specifications  for  material  and  types  of  construction 
thereof ;  that  Western-Knapp  Engineering  Co.  used 
in  the  construction  of  said  Lowden  Dryer  an  un- 
workable, archaic  plan,  design  or  specification  which 
had  been  declared  impractical  by  the  original  de- 
signer thereof  many  years  prior  to  the  use  and 
application  thereof  by  defendant,  all  of  which  was 
known  to  defendant,  but  was  unknown  to  plaintiff 
at  the  time  of  the  use  thereof  by  defendant;  that 
fire  clay  brick  used  by  defendant  in  the  construc- 
tion of  said  drying  section  was  laid  in  three  courses, 
without  regard  to  a  tie-in  of  said  courses  one  with 
another  at  regular  intervals  and  without  expansion 
joints  whatsoever  in  well  or  points  of  contact  be- 
tween the  floor  and  walls  and  without  proper  regard 
for  port  holes;  and  the  brick  construction  thereof 
was  wholly  inadequate  for  the  temperature  neces- 
sary for  the  drjdng  of  barite ;  that  faulty  construc- 
tion and  arrangement  of  furnace  drafts,  heating 
system  and  port  openings  permitted  uneven  heat 
distribution  and  heat  losses,  creating  excessive 
heat  in  the  immediate  vicinity  of  the  burners  of 
said  Lowden  Dryer,  without  adequately  heating  the 
central  and  delivery  end  plates,  causing  the  brick- 
work in  arches,  side  walls  and  steel  plates  to  sepa- 
rate, bulge,  crumble,  buckle  and  fall  when  the  fur- 
nace temperature  and  heat  was  increased  in  an 
effort  to  bring  about  the  drying  process;  that  no 
adequate  heat  controls  of  any  kind  or  character 
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were  provided  upon  said  structure  and  that  no 
method  or  means  for  the  allowance  of  wide  tem- 
perature ranges  were  installed;  that  upon  initial 
operations  and  trials  of  said  Lowden  Dryer  it  ap- 
parently operated  satisfactorily  but  by  virtue  of  the 
latent  defects  aforesaid,  when  said  dryer  was 
brought  to  temperatures  adequate  to  bring  about 
said  drying  process  and  to  offset  the  improper  and 
inadequate  construction  thereof,  on  or  about  the 
28th  d^y  of  April,  1946,  said  Lowden  Dryer  com- 
pletely failed  and  collapsed;  that  all  of  the  defects 
and  failures  in  said  construction  were  due  to  faulty 
designing,  improper  supervision  and  construction 
not  in  keeping  with  modern  methods  and  engineer- 
ing; that  the  foregoing  d^efects  and  infirmities  in 
workmanship,  supervision  or  materials  were  un- 
known to  plaintiff  but  were  well  known  or  should 
Iiave  ])een  known  to  defendant  as  experts  at  tlie 
time  of  the  delivery  thereof  as  a  coinpleted  ]:)lant 
and  at  the  time  defendant  requested  plaintiff  to 
deliver  to  defendant  plaintiff's  ''acceptance"  of 
said  Plant;  that  the  latent  defects  aforesaid  caused 
and  bjought  about  the  collapse  of  said  Lowden 
Dryer. 

VTTI. 

That  although  demand  was  made  upon  Western- 
Knapp  Engineering  Co.,  defendant  herein,  by  plain- 
tiff, to  place  said  Lowden  Dryer  in  a  satisfactory 
and  useable  condition,  suitable  for  the  purpose  for 
which  it  was  constructed  and  intended,  defendant 
failed  and  refused  to  do  so ;  that  plaintiff  has  fully 
and  completely  complied  with  and  performed  all 
of  its  obligatiouH  under  said  contract,  and  has  paid 
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defendant  the  entire  sum  of  money  due  and  owing 
to  defendant  for  the  construction  of  the  entire 
Barite  Grinding  Plant  according  to  the  terms  and 
provisions  of  said  written  contract,  and  that  plain- 
tiff is  guilty  of  no  act  or  omission  causing  or  justi- 
f}dng  defendant  to  default  in  its  obligation  under 
said  contract. 

IX. 

By  reason  of  the  utter  collapse  of  said  Lowden 
Dryer  and  the  negligent  acts  and  omissions  of  de- 
fendant, plaintiff  was  forced  to  and  did  turn  to  and 
employ  other  engineers  who  were  experts  to  de- 
molish said  structure  erected  by  defendant,  West- 
ern-Ivnapp  Engineering  Co.,  and  to  re-design, 
rebuild  and  cause  to  be  rebuilt  in  lieu  thereof  a 
new^  and  efficient  drj^er.  The  cost  to  plaintiff  of 
employing  said  expert  engineers  and  of  re-design- 
ing and  of  making  such  necessary  repairs  and  re- 
construction Avas  the  sum  of  Six  Thousand,  Three 
Hundred  Fifty-five  and  28/100  Dollars  ($6,355.28) ; 
that  said  re-designing,  lepairs  and  reconstruction 
w^ere  necessary  to  place  said  Low^den  Dryer  in  an 
efficient  state  and  condition  of  operation  and  said 
re-designing,  repairs  and  reconstruction  did  not 
increase  the  value  of  said  Lowden  Dryer,  but  only 
restored  and  placed  it  in  a  woikable  condition. 

X. 

Plaintiff  further  alleges  that  at  the  time  of  the 
execution  of  said  contract,  defendant  knew  the  use 
to  which  said  barite  crushing  plant  would  be  put 
and  that  it  was  within  the  contemplation  of  plain- 
tiff and  defendant  that  said  Barite  Grinding  Plant 
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was  to  be  operated  for  profit  by  plaintiff  and  it 
was  contemplated  that  plaintiff  would  sustain  a 
great  loss  of  profit  in  the  event  said  Barite  Grind- 
ing Plant  or  any  part  or  section  thereof  should 
cease  or  fail  to  function  or  be  unfit  for  use;  that 
it  was  within  the  knowledge  of  plaintiff  and  defend- 
ant that  the  failure  of  the  said  Lowden  Dryer  would 
result  in  the  closing  down  of  the  entire  Barite 
Grinding  Plant  and  mine  where  the  barite  ores 
were  being  mined  and  from  which  mine  the  barite 
ores  were  being  delivered  to  the  Barite  Grinding 
Plnnt,  and  that  if  the  entire  Barite  Grinding  Plant 
and  mine  v\'ere  closed  down,  plaintiff  would  sus- 
tain a  g]'eat  loss  in  overhead,  other  labor  and  main- 
tenance expenses. 

XI. 

That  as  a  result  of  the  breach  of  contract  and 
v/rrranties  on  the  part  of  defendant  and  the  fail- 
ure of  the  said  Lowden  Dryer  and  the  consequent 
closing  down  of  the  entire  Barite  Grinding  Plant, 
no  barite  was  produced  during  the  period  from 
April  8,  1946,  to  June  8,  1946,  42  days;  that  said 
period  of  time  was  a  reasonable  time  within  which 
to  have  said  Lowden  Dryer  re-designed,  repaired 
and  reconstructed  and  within  which  to  rehabili- 
tate said  Lowden  Dryer  to  the  condition  and  state 
of  productivity  it  should  have  been  but  for  defend- 
ant's faulty  construction  thereof  under  its  contract 
with  the  plaintiff.  During  such  period  plaintiff 
was  deprived  of  profits  in  the  amount  of  Six  Thou- 
sand, Nine  Hundred  Thirty-six  and  70/100  Dol- 
lars ($6,936.70)  from  the  operation  of  said  Barite 
Grinding  Plant,   and   paid   out   for   overhead   and 
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other  labor  and  maintenance  expenses  of  said  plant 
the  siun  of  One  Thousand,  Two  Hundred  Seventy- 
flve  and  no/100  Dollars  ($1,275.00).  With  respect 
thereto  plaintiff  would  show  that  during  said  42 
day  period,  by  reason  of  the  existing  state  of  war, 
there  existed  an  urgent  demand  for  barite  and  the 
full   production  of  said  plant. 

XII. 

Plaintiff  would  further  allege  that  on  or  about 
the  8th   day   of  April,   1946,   at  the   insistence   of 
defendant,  plaintiff  delivered  to  defendant  a  writ- 
ten statement  formally  accepting  the  entire  Barite 
Grinding  Plant,  wherein  plaintiff  expressed  satis- 
faction   that   tlie   mechanical   performance    of   the 
plant  was  apparently  in  accordance  with  defend- 
ant's contractual  obligation;  that  in  truth  and  in 
fact  said  drying  section  of  said  plant  had  been  in 
fidl  use  and  operation  for  a  period  of  less  than 
six   (6)   days  at  the  time  of  said  acceptance,  and 
for  the  period  demonstrated  satisfactory  mechan- 
ical performance;  that  said  acceptance  was  wholly 
premature   in  that  said   drying   section   collapsed, 
failed  and  became  wholly  unuseable,  by  virtue  of 
said  latent  defects  and  defects  known  only  to  de- 
fendant, its  agents,  servants  and  employees  as  ex- 
perts, inmiediately  after  said  acceptance,  and  that 
a  reasonable  time  for  the  demonstration  of  satis- 
factory   mechanical    performance    of    said    Low- 
den  Dryer,  in  accordance  with  defeiidant's  obliga- 
tion? under  the  specifications  therefor,  was  not  al- 
lovred  and   the   said  acceptance   should   be   and   is 
cancelled  and  held  for  naught. 
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Wherefore,  premises  considered,  plaintiff,  Ari- 
zona Barite  Company,  prays  that  it  have  and 
recover  judgment  of  and  against  Western-Knapp 
Engineering  Co.  for  the  sum  of  Six  Thousand, 
Three  Hundred  Fifty-five  and  28/100  Dollars 
($6,355.28),  the  cost  to  plaintiff  of  re-designing,  re- 
construction of  and  making  necessary  repairs  to 
the  Lowden  Dryer;  for  the  further  sum  of  One 
Thousand,  Two  Hundred  and  Seventy-five  Dollars 
($1,275.00),  the  amount  of  overhead,  other  labor 
and  maintenance  expenses  incurred  and  paid;  and 
for  the  additional  sum  of  Six  Thousand,  Nine  Hun- 
dred Thirty-six  and  70/100  Dollars  ($6,936.70),  the 
amount  of  lost  profits,  all  of  said  amounts  with 
interest  at  the  legal  rate  from  the  date  of  filing  of 
this  complaint  until  paid:  for  costs  of  court;  and 
for  such  other  and  further  relief,  either  at  law  or 
in  equity,  to  v/hich  plaintiff  may  show  itself  fully 
entitled. 

ARIZONA  BARITE  COMPANY 
STOCKTON  &  KARAM, 
By  HENDERSON  STOCKTON, 

Security  Building,  Phoenix, 
Arizona. 
PULBRIGHT,    CROCKER, 
FREEMAN  &  BATES, 
By  HUGH  O.  BUCK, 

State  National  Building, 
Houston  2,  Texas. 
/s/  FRED   J.   ELLIOTT, 
Security  Building, 
Phoenix,  Arizona. 
[Endorsed] :  Filed  April  28,  1947. 
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In  the  Superior  Court  of  Maricopa  County,  Arizona 
No.  57976,  Div.  1. 

ARIZONA   BARITE  COMPANY,  a  corporation, 

Plaintiff, 

vs. 

WESTERN-KNAPP  ENGINEERING  CO.,  a 
corporation. 

Defendant. 

SUMMONS 

The  State  of  Arizona  to  the  above  named  defendant, 
Western-Knapp  Engineering  Co.,  a  corpora- 
tion. Greeting : 

You  are  hereby  summoned  and  required  to  ap- 
pear and  defend  in  the  above  entitled  action  in  the 
above  entitled  court,  wi-hin  twenty  days,  exclusive 
of  the  day  of  service,  after  service  of  this  summons 
upon  you  if  served  within  the  State  of  Arizona,  or 
within  thirtv  days,  exclusive  of  the  day  of  service, 
if  served  without  the  State  of  Arizona,  and  you  are 
hereby  notified  that  in  case  you  fail  so  to  do,  judg- 
ment by  default  will  be  rendered  against  you  for 
the  relief  demanded  in  the  complaint. 

The  names  and  addresses  of  plaintiff's  attorneys 
are:  Fulbright,  Crooker,  Freeman  &  Bates,  State 
National  Bank  Building,  Houston  2,  Texas;  Fred 
J.  Elliott  and  Stockton  &  Karam,  507-12  Security 
Building,  Phoenix,  Arizona. 
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Given  under  my  hand  and  the  seal  of  the  Superior 
Court  of  Maricopa  County,  Arizona,  this  28th  day 
of  April,  1947. 

[Seal]  WALTER  S.  WILSON, 

Clerk, 
By  BEAUMONT  SMITH, 
Deputy  Clerk. 
[Endorsed]  :  Filed  May  6,  1947. 

State  of  Arizona, 
County  of  Maricopa — ss. 

I  hereby  certify  that  I  received  the  within  Sum- 
mons on  the  29th  day  of  April,  A.D.  1947,  at  the 
hour  of  4:20  p.m.,  and  personally  served  the  same 
on  the  2d  day  of  May,  A.D.  1947,  on  Western- 
Knapp  Engineering  Co.,  a  corporation,  being  the 
said  defendant  named  in  said  Summons  by  deliv- 
ering to  J.  P.  Keller,  in  person,  as  Statutory  Agent 
for  Western-Knapp  Engineering  Co.,  in  the  County 
of  Maricopa,  a  copy  of  said  Summons  to  which 
was  attached  a  true  copy  of  the  Complaint  men- 
tioned in  said  Summons. 

Dated  this  2d  day  of  May,  A.D.  1947. 

Fees — Service    $1.50 

1  mile,  traveled  one  way 30 


Total  $1.80 

L.  C.  BOIES, 

Sheriff, 
A.  K.  KING, 

Deputy   Sheriff. 
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[Title  of  Superior  Court  and  Cause.] 

OKDER  OF  REMOVAL 

This  cause  coming  on  for  hearing  upon  the  peti- 
tion of  J.  H.  How,  J.  N.  How,  and  Clara  How  in 
the  name  and  on  behalf  of  Western-Knapp  Engi- 
neering Co.,  a  corporation,  defendant  in  the  above 
entitled  cause,   for  an  order  removing  this   cause 
to  the  District  Court  of  the  United  States  for  the 
District  of  Arizona,  and  it  appearing  to  this  Court 
that  said  petitioners  have  filed  said  petition  for 
such  removal  in  due  form  and  within  the  time  re- 
quired by  law,  and  that  said  petitioners  have  filed 
bond  herein  duly  conditioned  as  provided  by  law, 
and  it  being  shown  to  the  Court  that  the  notice  re- 
quired by  law  of  the  filing  of  said  bond  and  peti- 
tion had,   prior  to  the  filing  thereof,  been  served 
upon  the  plaintiff  herein,  which  notice  the  Court 
finds  was  sufficient  and  in  accordance  with  the  re- 
quirements of  the  statute,  and  it  appearing  to  this 
Court  that  this  is  a  proper  cause  for  removal  to 
said  District  Court  of  the  United  States,  this  Court 
does  now  hereby  accept  and  approve  said  bond  and 
said  petition ;  and 

It  Is  Ordered  that  the  above  entitled  cause  be  and 
the  same  is  hereby  removed  to  the  District  Court 
of  the  United  States  for  the  District  of  Arizona; 
and 

It  Is  Further  Ordered  that  all  other  proceedings 
in  this  Court  herein  be  stayed,  and  that  the  Clerk 
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of  this  Court  be  and  he  is  hereby  directed  to  make 
up  the  record  in  this  cause  for  transmission  to  said 
District  Court  forthwith. 

Done  in  Open  Court  this  21st  day  of  May,  1947. 
M.  T.  PHELPS, 
Judge. 
[Endorsed]  :  Filed  May  21,  1947. 


[Title  of  Superior  Court  and  Cause.] 

BOND  ON  REMOVAL 

Know  All  Men  by  These  Presents: 

That  we,  J.  H.  How,  J.  N.  How  and  Clara  How 
in  the  name  and  on  behalf  of  Western-Knapp  En- 
gineering Co.,  a  corporation,  as  Principal,  and 
American  Employers  Insurance  Company,  as  Sure- 
ty, are  held  and  firmly  bomid  unto  Arizona  Barite 
Company,  a  corporation,  the  plaintiff  in  the  above 
entitled  cause,  its  successors  and  assigns,  in  the 
penal  sum  of  One  Thousand  and  No/100  ($1,000.00) 
Dollars,  lawful  money  of  the  United  States  of 
America,  for  the  payment  of  which,  well  and  truly 
to  be  made,  we  and  each  of  us  bind  ourselves,  our 
successors  and  assigns,  jointly  and  severally  by 
these  presents. 

The  conditions  of  this  obligation  are  that,  whereas 
J.  H.  How,  J.  N.  How  and  Clara  How  in  the  name 
and  on  behalf  of  Western-Knapp  Engineering  Co., 
a  corporation,  have  applied  by  petition  to  the 
Superior  Court  of  the  County  of  Maricopa  and 
State  of  Arizona,  for  the  removal  of  the  above  en- 
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titled  cause  from  said  Superior  Court  to  the  District 
Court  of  the  United  States  for  the  District  of 
Arizona ; 

Now,  if  the  said  J.  H.  How,  J.  N.  How  and 
Clara  How  in  the  name  and  on  behalf  of  Western- 
Knapp  Engineering  Co.,  a  corporation,  shall  enter 
in  the  District  Court  of  the  United  States  for  the 
District  of  Arizona  within  thirty  (30)  days  of  the 
date  of  filing  of  the  petition  for  such  removal,  a 
certified  copy  of  the  record  in  said  suit,  and  shall 
well  and  truly  pay  all  the  costs  that  may  be  awarded 
by  said  District  Court,  if  it  shall  hold  that  said 
suit  was  wrongly  or  improperly  removed  there, 
then  this  obligation  to  be  void,  otherwise  to  remain 
in  full  force  and  effect. 

In  Witness  Whereof  this  instrument  is  executed 
this  20th  day  of  May,  1947. 

J.  H.  HOW, 

J.  N.  HOW, 

CLARA  HOW, 

In  the  name  and  on  behalf  of  Western-Knapp  En- 
gineering Co.,  a  corporation, 

By  HERBERT  MALLAMO, 
Their  Attorney, 
Principal. 
[Corporate  Seal] 

AMERICAN  EMPLOYERS 
INSURANCE  COMPANY, 
By  R.  L.  CHARLES, 

Its  Attorney  in  Fact, 
Surety. 
Approved  May  5,  1947. 
[Endorsed] :  Filed  May  21,  1947. 
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In  the  District  Court  of  the  United  States 
for  the  District  of  Arizona 

Civil  1054— Phx. 

ARIZONxi  BARITE  COMPANY,  a  corporation, 

Plaintiff, 

vs. 

WESTERN-KNAPP     ENGINEERING     CO.,     a 

corporation, 

Defendant. 

DEFENDANT'S  MOTION  TO  QUASH  SERV- 
ICE AND  RETURN  OF  PROCESS,  NO- 
TICE OF  HEARING  AND  AFFIDAVIT  IN 
SUPPORT  OF  MOTION 

Comes  Now  J.  H.  How,  J.  N.  How  and  Clara  How 
in  the  name  and  on  behalf  of  Western-Knapp  En- 
gineering Co.,  a  corj^oration,  defendant,  appearing 
specially,  by  their  attorneys  undersigned,  and  for 
the  sole  purpose  of  this  motion  only,  and  for  no 
other  purpose,  and  without  submitting  to  the  juris- 
diction of  this  Court,  moves  the  Court  to  quash  the 
summons  issued  in  this  action,  and  the  service  and 
return  thereof,  upon  the  grounds  and  for  the  rea- 
sons as  follows: 

1.  That  Western-Knapp  Engineering  Co.,  a  cor- 
poration, was  organized  under  and  by  virtue  of  the 
laws  of  the  State  of  California; 

2.  That  said  Western-Knapp  Engineering  Co., 
a  corporation,  was,  on  or  about  the  8th  day  of  Au- 
gust, 1945,  duly  qualified  and  admitted  to  transact 
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its  corporate  business  within  the  State  of  Arizona; 
that  J.  P.  Keller  was  duly  named  and  appointed 
statutory  agent  therefor. 

3.  That  subsequently,  on  or  about  the  6th  day  of 
June,  1946,  said  Western-Knapp  Engineering  Co., 
a  corporation,  duly  revoked  the  appointment  of  said 
J.  P.  Keller,  as  its  lawful  agent  in  and  for  the 
State  of  Arizona,  for  and  in  behalf  of  said  corpora- 
tion to  accept  and  acknowledge  service  of  any  and 
all  process  or  processes;  and  that  said  Western- 
Knapp  Engineering  Co.,  a  corporation,  defendant 
herein,  ceased  to  transact  business  within  said  State 
of  Arizona  and  withdrew  therefrom ;  that  from  said 
date  and  ever  since  said  defendant  corporation  has 
not  carried  on  or  transacted  business  within  said 
State;  nor  has  said  defendant  corporation  had  any 
agent  or  employee  within  the  State  of  Arizona  dur- 
ing all  such  time;  that  J.  P.  Keller  has  never  been 
and  is  not  now,  an  employee  of  said  defendant  cor- 
poration, for  any  purpose  whatsoever; 

4.  That  said  J.  P.  Keller  was  not,  when  process 
in  this  cause  was  served  upon  him,  and  is  not  now, 
the  agent  or  employee  of  said  defendant  corpora- 
tion herein  for  any  purpose  whatsoever. 

5.  That  on  or  about  the  3rd  day  of  January, 
1947,  said  Western-Knapp  Engineering  Co.,  a  cor- 
poration, was  duly  dissolved  pursuant  to  the  laws 
of  the  State  of  California. 

All  of  which  more  particularly  appears  from  the 
affidavits  of  J.  P.  Keller  hereto  attached  and  made 
a  part  hereof;  and  the  authenticated  copies  of  said 
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revocation,  withdrawal  and  dissolution,  herein  al- 
leged; and  attached  hereto  as  Exhibit  A;  and  Ex- 
hibit B,  and  made  a  part  hereof. 

This  motion  is  made  and  based  upon  the  affidavit 
aforesaid;  the  exhibits  attached  hereto;  and  the 
records,  files,  and  pleadings  herein ;  this  motion  and 
the  notice  thereof. 

LESLIE  PARRY, 
/s/  HERBERT  MALLAMO, 

Attorneys  for  Defendant. 

NOTICE 
To:  Fulbright,  Crocker,  Freeman  &  Bates:  Fred  J. 
Elliot  and  Stockton  &  Karam:  Attorneys  for 
Plaintiff: 
You  and  Each  of  You  Please  Take  Notice  that  the 
above  entitled  Motion  to  Quash  Service  and  Return 
of  Process  in  this  action,  will  be  called  up  for  hear- 
ing at  the  next  regular  call  of  the  Law  and  Motion 
Calendar  of  said  Court,  in  the  Federal  Court  House 
Building,    Phoenix,    Arizona,    at   which    time    and 
place  you  may  appear  and  take  such  part  as  you 
deem  proper. 

LESLIE  PARRY, 
/s/  HERBERT  MALLAMO, 

Attorneys  for  Defendant. 

Received  Service  of  the  foregoing  this  24th  day 
of  June,  1947. 

STOCKTON  &  KARAM, 
FRED  J.  ELLIOTT, 

Attorneys  for  Plaintiff, 
per  EDa. 
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AFFIDAVIT  IN   SUPPORT  OF  MOTION  TO 
QUASH     SERVICE     AND     RETURN     OF 
.  PROCESS 

State  of  Arizona, 
County  of  Maricopa — ss. 

J.  P.  Keller,  being  first  duly  sworn  upon  his  oath 
deposes  and  says : 

1.  That  Western-Knapp  Engineering  Co.,  a 
corporation,  was  heretofore  organized  under  and 
by  virtue  of  the  laws  of  the  State  of  California. 

2.  That  said  Western-Knapp  Engineering  Co., 
a  corporation,  was,  on  or  about  the  8th  day  of 
August,  1945,  duly  qualified  and  admitted  to  trans- 
act its  corporate  business  within  the  State  of  Ari- 
zona; that  your  affiant,  J.  P.  Keller,  Avas  duly  ap- 
pointed statutory  agent  therefor. 

3.  That  subsequently,  on  or  about  tlie  6th  day 
of  June,  1946,  said  Western-Knapp  Engineering- 
Co.,  a  corporation,  duly  revoked  the  appointment 
of  your  affiant,  J.  P.  Keller,  as  its  lawful  agent  in 
and  for  the  State  of  Arizona,  for  and  in  behalf  of 
said  corporation  to  accept  and  acknowledge  service 
of  any  and  all  process  or  processes;  and  further 
said  Western-Knapp  Engineering  Co.,  a  corpora- 
tion, defendant  herein,  ceased  to  transact  business 
in  said  State  of  Arizona  and  withdrew  therefrom; 
that  from  said  date,  and  ever  since,  said  defendant 
corporation  has  not  carried  on  or  transacted  busi- 
ness within  said  State;  nor  has  said  defendant  cor- 
poration had  any  agent  or  employee  within  the  State 
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of  Arizona  during:  all  such  time;  that  your  affiant 
has  never  been,  and  is  not  now,  an  employee  of  said 
defendant  Corporation,  for  any  purpose  whatso- 
ever. 

4.     That  your  affiant,  J.  P.  Keller,  was  not  when 
process  in  this  cause  was  served  upon  him,  and  is 
not  now,  the  agent  or  employee  of  said  defendant 
corporation  herein  for  any  purpose  whatsoever. 
/s/  J.  P.  KELLER. 

Subscribed  and  sworn  to  before  me  this  24th  day 
of  June,  1947. 

[Seal]  LESLIE  PARRY, 

Notary  Public. 
My  Commission  Expires  December  19,  1950. 

State  of  California,  Office  of  the  Secretary  of  State 

I,  Frank  M.  Jordan,  Secretary  of  State  of  the 
State  of  California,  hereby  certify: 

That  I  have  compared  the  annexed  transcript 
with  the  Record  on  file  in  my  office,  of  which  it 
purports  to  be  a  copy,  and  that  the  same  is  a  full, 
true  and  correct  copy  thereof. 

In  Witness  Whereof,  I  hereunto  set  my  hand  and 
affix  the  Great  Seal  of  the  State  of  California  this 
8th  day  of  May,  1947. 

[Seal]        /s/  FRANK  M.  JORDAN, 

Secretary  of  State, 
By  /s/  [Illegible] 
Deputy. 
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CERTIFICATE  OF  AVINDING  UP  AND  DIS- 
SOLUTION OF  WESTERN-KNAPP  ENGI- 
NEERING CO.,  A  CALIFORNIA  CORPOR- 
ATION 

Filed  in  the  office  of  the  Secretary  of  State  of 
the  State  of  California  Jan,  3,  1947.  Frank  M.  Jor- 
dan, Secretary  of  State ;  By  /s/  Robert  V.  Jordan, 
Assistant  Secretary  of  State. 

[Stamped] :  Office  of  Secretary  of  State.  Cor- 
poration Number  165811. 

The  undersigned  do  hereby  certify  that  they  are 
all  the  Directors  of  Western-Knapp  Engineering 
Co.,  a  California  corporation;  and  they  do  further 
hereby  certify  and  state: 

One:  That  on  the  12th  day  of  December,  1946, 
a  Certificate,  signed  and  acknowledged  in  accord- 
ance with  Section  400  of  the  California  Civil  Code, 
was  filed  with  the  California  Secretary  of  State 
stating  that  said  Corporation  had  elected  to  wind 
up  and  dissolve ;  that  a  cop}^  of  said  Certificate  duly 
certified  by  said  Secretary  of  State  was  thereafter 
on  the  17th  day  of  December,  1946,  filed  in  the  office 
of  the  County  Clerk  of  the  City  and  County  of  San 
Francisco,  California,  being  in  the  county  in  which 
the  principal  office  of  said  Corporation  is  located. 

Two:  That  the  Directors  of  said  Corporation 
have  heretofore  caused  written  notice  of  the  com- 
mencement of  the  winding  up  of  said  Corporation 
to  be  given  by  mail  to  all  its  shareholders  and  to 
all  its  known  creditors  and  claimants  whose  ad- 
dresses appear  on  the  records  of  the  Corporation  t, 
in  accordance  with  Section  400a  of  the  Civil  Code. 
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Three:  That  said  Corporation  has  been  com- 
pletely wound  up,  its  known  assets  distributed,  any 
tax  or  penalty  due  under  the  Bank  and  Corporation 
Franchise  Tax  Act  paid,  and  its  other  known  Debts 
and  Liabilities  actually  paid  or  adequately  provided 
for  and  that  said  Corporation  is  therefore  dissolved. 

In  Witness  Whereof,  the  undersigned  have  ex- 
ecuted this  Certificate  this  31st  day  of  December, 

^^^^'  /s/  J.  N.  HOW, 

/s/  J.  H.  HOW, 
/s/  CLARA  HOW, 
All  of  the  Directors  of  Western-Knapp  Engineer- 
ings Co. 

State  of  California, 

City  and  County  of  San  Francisco — ss. 

On  this  31st  day  of  December,  1946,  before  me, 
Louis  Wiener,  a  Notary  Public  in  and  for  the  City 
and  County  of  San  Francisco,  State  of  California, 
residing  therein,  duly  commissioned  and  sworn, 
personally  appeared  H.  N.  How,  J.  H.  How  and 
Clara  How,  known  to  me  to  be  the  persons  whose 
names  are  subscribed  to  the  within  instrument, 
and  acknowledged  to  me  that  they  executed  the 
same. 

In  Witness  Whereof,  I  have  hereunto  set  my  hand 
and  affixed  my  official  seal  at  my  office  in  the  City 
and  County  of  San  Francisco,  the  day  and  year 
in  this  Certificate  first  above  written. 

/s/  LOUIS  WIENER, 
Notary  Public  in  nud  for  the  City  and  County  of 
San  Francisco,  State  of  California. 
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State  of  Arizona,  Office  of  the  Secretary 

United  States  of  America, 
State  of  Arizona — ss. 

I,  Dan  E.  Garvey,  Secretary  of  State,  do  hereby 
certify  that  Mel  D.  Michael,  whose  name  is  sub- 
scribed to  the  attached  certificate  as  Secretary  of  the 
Arizona  Corporation  Commission,  is  the  duly  ap- 
pointed Secretary  of  such  Commission,  and  legally 
qualified  to  perform  the  duties  of  that  office;  that 
the  seal  thereto  attached  is  the  seal  of  the  Arizona 
Corporation  Commission,  and  I  verily  believe  the 
signature  of  Mel  D.  Michael  to  be  genuine. 

In  Witness  Whereof  I  have  hereunto  set  my  hand 
and  affixed  the  Great  Seal  of  the  State  of  Arizona. 
Done  at  Phoenix,  the  capital,  this  20th  day  of  June, 
A.D.  1947. 

[Seal]        /s/  DAN  E.  GARVEY, 

Secretary  of  State. 

State  of  Arizona,  Arizona  Corporation  Commission 

To  all  to  Whom  these  Presents  shall  Come,  Greet- 
ing: 

I.  Me]  D.  Michael,  Secretary  of  the  Arizona  Cor- 
poration Commission,  do  hereby  certify  that  the 
annexed  is  a  true  and  complete  transcript  of  the 
Revocation  of  Appointment  of  Agent  and  With- 
drawal from  State  of  Western-Knapp  Engineering 
Co.,  which  was  filed  in  the  office  of  said  Arizona 
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Corporation  Commission  on  the  6th  day  of  June, 
A.D.  1946  at  11:00  o'clock  a.m.  as  provided  by  law. 

In  Witness  Whereof,  I  have  hereunto  set  my  hand 
and  affixed  the  official  seal  of  the  Arizona  Corpora- 
tion Commission,  at  the  Capitol  in  the  City  of 
Phoenix,  this  20th  day  of  June,  1947  A.D. 

[Seal]        /s/  MEL  D.  MICHAEL, 

Secretary. 

(This  form  to  be  used  where  the  company 
withdraws  from  all  counties  of  the  State  in 
which  it  is  qualified.) 

STATE  OF  ARIZONA  REVOCATION  OF  AP- 
POINTMENT OF  AGENT  AND  WITH- 
DRAWAL FROM  STATE 

Know  All  Men  by  these  Presents: 

That  Western-Knapp  Engineering  Co.,  a  corpora- 
tion duly  organized  and  existing  under  the  laws  of 
the  State  of  California,  does  hereby  revoke  the 
appointment  of  J.  P.  Keller  of  1025  So.  Central 
Avenue,  Phoenix,  Arizona,  as  its  lawful  agent  in 
and  for  tlie  State  of  Arizona  for  and  in  behalf  of 
said  company  to  accept  and  acknowledge  service 
of  all  process  or  processes ;  and  further,  does  hereby 
certify  that  the  said  We.stern-Knapp  Engineering 
Co.  has  ceased  to  transact  business  in  Arizona  and 
has  withdrawn  therefrom. 

In  Witness  "Whereof,  said  corporation  has  caused 
its  corporate  name  and  seal  to  be  hereunto  sub- 
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scribed  and  afSxed  by  its  President  and  its  Asst. 
Secretary  this  31st  day  of  May,  1946. 
[Corporate  Seal] 

WESTERN-KNAPP 
ENGINEERING  CO., 
By  /s/  (Can't  read  signature), 

President. 
By  /s/  (Can't  read  signature), 
Asst.   Secretary. 

Arizona  Corporation  Commission,  Incorporating 
Division.  Filed  at  11:00  a.m.,  at  request  of  Robert 
Creighton,  whovse   address  is  Arizona  Title  Bldg., 
Phoenix.  ^^^^    McNEIL, 

Secretary, 
By  /s/  H.  JOHNSON. 
[Endorsed] :  Filed  June  24,  1947. 


In  the  United  States  District  Court 

for  the  District  of  Arizona 

Minute  Entry  of  Monday,  October  6,  1947 

Honorable  Dave  W.  Ling,  United  States  District 
Judge,  presiding. 

[Title  of  Cause.] 

ORDER  GRANTING  DEFENDANT'S  MOTION 
TO  QUASH  SERVICE  AND  RETURN  OF 
PROCESS 

Defendant's  Motion  to  Quash  Service  and  Return 
of  Process  having  been  argued,  submitted  and  by 
the  Court  taken  under  advisement, 

It  Is  Ordered  that  said  Motion  be  and  it  is 
granted. 

(Notation  made  in  civil  docket  10/6/47.) 
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In  the  United  States  District  Court 
for  the  District  of  Arizona 

Civil  1054— Phx. 

ARIZONA  BARITE  COMPANY,  a  corporation, 

Plaintiff, 
vs. 

WESTERN-KNAPP    ENGINEERING     CO.,     a 

corporation, 

Defendant. 

ADDITIONAL  SUMMONS 

To  the  above  named  Defendant:  Western-Knapp 
Enpneerini^  Co.,  a  corporation: 

You  are  hereby  summoned  and  required  to  serve 
upon  Fulbright,  Crooker,  Freeman  &  Bates,  State 
National  Bank  Buildino;,  Houston  2,  Texas;  Fred 
J.  Elliott  and  Stockton  &  Karam,  507-12  Security 
Building,  Phoenix,  Arizona,  an  answer  to  the  com- 
plaint which  is  herewith  served  upon  you,  within 
twenty  days  after  service  of  this  summons  upon 
you,  exclusive  of  the  day  of  service. 

If  you  fail  to  do  so,  judgment  by  default  will  be 
taken  against  you  for  the  relief  demanded  in  the 
complaint. 

Dated  this  13th  day  of  November,  1947. 

[Seal]  WM.  H.  LOVELESS, 

Clerk  of  Court, 

By  GERTRUDE   I.   BITTING, 
Deputy  Clerk. 
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RETURN  ON  SERVICE  OF  WRIT 

United  States  of  America, 
District  of  Arizona — ss. 

I  hereby  certify  and  return  that  I  served  the 
annexed  Additional  Summons  on  the  therein-named 
Western-Knapp  Engineering  Co.,  a  corporation,  by 
serving  two  copies  of  Additional  Summons  with 
copy  of  complaint  attached  to  each,  by  handing  to 
and  leaving  a  true  and  correct  copy  thereof  with 
Mel  Michael,  Secretary  of  the  Arizona  Corporation 
Commission,  at  his  office  in  Capitol  Annex  Build- 
ing, cor.,  of  No.  17th  Av.,  and  West  Adams  St.,  at 
4:10  p.m.  and  showing  him  the  original  personally 
at  Phoenix  in  said  District  on  the  5th  day  of  De- 
cember, 1947. 

B.  J.  McKINNEY, 
U.  S.  Marshal, 

By  FRANKLIN  S.  WILLETS, 
Deputy. 

Service    $4.00 

Travel 24 

[Endorsed]:  Filed  December  19,  1947. 
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[Title  of  District  Court  and  Cause.] 

MOTION  TO  QUASH  SERVICE  AND 
RETURN  OF  PROCESS 

Comes  Now  J.  H.  How,  J.  N.  How  and  Clara  How 
in  the  name  and  on  behalf  of  Western-Knapp  En- 
gineering Co.,  a  corporation,  defendant,  appearing 
specially,  by  their  attorneys  undersigned,  and  for 
the  sole  purpose  of  this  motion  only,  and  for  no 
other  purpose,  and  without  submitting  to  the  juris- 
diction of  this  Court,  move  the  Court  to  quash  the 
summons  issued  out  of  this  Court,  in  the  above 
numbered  and  entitled  action,  and  service  or  pur- 
ported service  and  return  thereof. 

This  motion  is  made  and  based  upon  the  affidavits, 
exhibits  and  pleadings  heretofore  filed  herein  on 
behalf  of  said  defendant;  the  Order  of  this  Court 
made  and  entered  on  October  6th,  1947,  granting 
said  defendant's  motion  to  quash  service  and  return 
of  process  in  this  action,  by  this  reference  made  a 
part  hereof,  the  files,  records,  pleadings  herein;  and 
the  Notice  of  this  Motion. 

,      =       iLESLIE  PARRY, 

/s/  HERBERT  MALLAMO, 

SHAPRO  &  ROTHSCHILD, 
Attorneys  for  Defendant. 
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NOTICE 

To :  Arizona  Barite  Company,  a  corporation ;  Plain- 
tiff; and  to  Fulbright,  Crooker,  Freeman  & 
Bates ;  Fred  J.  Elliott,  and  Stockton  &  Karam;: 
Attorneys  for  Plaintiff: 

You  and  Each  of  You  Please  Take  Notice  that  the 
above  entitled  motion  to  quash  will  be  called  up 
at  the  next  regular  call  of  the  Law  and  Motion  Cal- 
endar, for  hearing  before  the  above  entitled  Court, 
in  the  Federal  Court  House  Building,  Phoenix, 
Arizona,  at  which  time  and  place  you  may  appear 
and  take  such  part  as  you  deem  proper. 

LESLIE  PARRY, 
/s/  HERBERT  MALLAMO, 

SHAPRO  &  ROTHSCHILD, 
Attorneys  for  Defendant. 

Received  Service  of  the  foregoing  this  24th  day 
of  December,  1947. 

STOCKTON  &  KARAM, 
By  WILMOT  W.  TREW, 

Attorneys  for  Plaintiff.        f.- 

[Endorsed]  :  Filed  December  26,  1947. 
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In  the  United  States  District  Court 
for  the  District  of  Arizona 

Minute  Entry  of  Monday,  December  29,  1947 

Honorable  Dave  W.  Ijins^,  United  States  District 
Judge,  ]:>residing. 

[Title  of  Cause.] 

ORDER  GRANTING  DEFENDANT'S  MOTION 
TO  QUASH  SERVICE  AND  RETURN  OF 

PROCESS,  AND  QUASHING  RETURN 
AND  SERVICE  OF  PROCESS 

Motion  of  defendant  to  Quash  Service  and  Retiirn 
of  Process  comes  on  regularly  for  hearing  this  day. 
Henderson  Stockton^  Esquire,  appears  as  counsel 
for  plaintiff.  Herbert  Mallamo,  Esquire,  appears 
as  counsel  for  defendant. 

Said  Motion  of  Defendant  to  Quash  Service  and 
Return  of  Process  is  now  argued  by  respective 
counsel,  and 

It  is  Ordered  that  Defendant's  Motion  to  Quash 
Service  and  Return  of  Process  be  and  it  is  granted, 
and  that  Service  and  Return  of  Process  issued  No- 
vember 13,  1947,  be  and  it  is  quashed. 

On  motion  of  Henderson  Stockton,  Esquire, 

It  Is  Ordered  that  the  record  show  service  and 
return  of  process  issued  April  28,  1947,  be  and  it 
is  quashed. 

(Notation  made  in  civil  docket  12/29/47.) 


W estern-Knapp  Engineering  Co,  33 

[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL  TO  THE  CIRCUIT 
COURT  OF  APPEALS  FOR  THE  NINTH 
CIRCUIT 

Notice  Is  Hereby  Given  that  Arizona  Barite  Com- 
pany, a  corporation.  Plaintiff  above  named,  hereby 
appeals  to  the  Circuit  Court  of  Appeals  for  the 
Ninth  Circuit  from  that  certain  order  duly  given, 
made  and  entered  by  the  United  States  District 
Court  for  the  District  of  Arizona  on  the  6th  day 
of  October,  1947,  granting  the  motion  of  defendant 
to  quash  service  and  return  of  process,  in  the  above 
entitled  and  numbered  cause ;  and  from  that  certain 
order  duly  given,  made  and  entered  by  the  United 
States  District  Court  for  the  District  of  Arizona 
on  the  29th  day  of  December,  1947,  quashing  service 
and  return  of  process  (personal  service  upon  agent) 
in  the  above  entitled  and  numbered  cause;  and 
from  that  certain  order  duly  given,  made  and 
entered  by  the  United  States  District  Court  for  the 
District  of  Arizona  on  the  29th  day  of  December, 
1947,  granting  the  motion  of  defendant  to  quash 
service  and  return  of  process,  and  quashing  service 
and  return  of  process  (service  upon  Arizona  Cor- 
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poration  Commission)    in  the  above   entitled  and 
numbered  cause. 

Dated:  January  3,  1948. 

STOCKTON  &  KARAM, 
FRED  J.  ELLIOTT, 

507  Security  Building, 
Phoenix,  Arizona, 

FULBRIGHT,   CROCKER, 
FREEMAN  &  BATES, 
State  National  Building, 
Houston  2,  Texas, 

HENDERSON  STOCKTON, 
Attorneys  for  Plaintiff  and 
Appellant. 

[Endorsed] :  Filed  January  3,  1948. 


[Title  of  District  Court  and  Cause.] 

COST  BOND  ON  APPEAL 

Know  All  Men  by  these  Presents : 

That  Arizona  Barite  Company,  a  corporation, 
Plaintiff  and  Appellant  in  the  above-entitled  cause, 
as  Principal,  and  National  Surety  Corporation,  a 
New  York  corporation  of  New  York  City,  New 
York,  duly  authorized  to  transact  a  surety  business 
in  the  State  of  Arizona,  as  Surety,  are  held  and 
firmly    bound    unto    Western -Knapp    Engineering 
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Co.,  a  corporation,  its  successors  and  assigns,  in  the 
penal  sum  of  Two  Hundred  Fifty  Dollars  ($250.00), 
for  the  payment  of  which,  well  and  truly  to  be 
made,  we  bind  ourselves,  our  successors  and  as- 
signs, jointly  and  severally,  firmly  by  these 
presents. 

Given  under  our  hands  and  seals  this,  the  3d  day 
of  January,  1948. 

Whereas,  the  above-named  Arizona  Barite  Com- 
pany, Plaintiff  and  Appellant,  has  filed  notice  of 
appeal  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Ninth  Circuit  to  reverse  the  orders 
(judgments)  of  the  United  States  District  Court 
for  the  District  of  Arizona  in  the  above-entitled 
cause  entered  and  docketed  respectively  on  the  6th 
day  of  October,  1947,  and  on  the  29th  day  of  De- 
cember, 1947; 

Now,  Therefore,  the  condition  of  this  obligation 
is  such  that  if  the  alcove  named  Arizona  Barite 
Com])any,  a  corporation,  plaintiff  and  appellant, 
shall  prosecute  its  said  appeal  to  effect  and  shall 
satisfy  any  judgment  for  costs  which  may  be  ad- 
judged a,2:ainst  the  said  Arizona  Barite  Company, 
a  corporation,  plaintiff  and  appellant,  in  full,  then 
this  obligation  to  be  void;  otherwise,  to  remain  in 
full  force  and  virtue. 

In  Witness  Whereof,  the  said  Arizona  Barite 
Company,  a  corporation,  has  executed  this  bond  for 
costs  on  appeal  by  its  agent  thereunto  first  duly 
authorized,  and  said  Surety  has  caused  its  name  and 
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seal  to  be  hereunto  affixed  by  its  duly  authorized 
attorney  in  fact  at  Phoenix,  Arizona,  on  the  3d  day 
of  January,  1948. 

ARIZONA  BARITE 
COMPANY, 
By  HENDERSON  STOCKTON, 
Agent, 

Principal. 
[Corporate  Seal] 

NATIONAL  SURETY 
CORPORATION, 
a  corporation, 

By  ERNEST  E.  SUGGS, 

Attorney-in-Fact, 
Surety. 

Received  copy  of  the  within  bond  this,  the  . . . . 
day  of  January,  1948. 


Attorneys  for  Defendant  and 
Appellee. 


[Endorsed] :  Filed  January  3,  1948. 
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[Title  of  District  Court  and  Cause.] 

DESIGN ATION    BY   APPELLANT    OF    CON- 
TENTS  OF   RECORD   ON   APPEAL 

To  the  Clerk  of  the  above  named  Court: 

The  Appellant  respectfully  requests  that  the  en- 
tire record  and  proceedings  be  included  and  con- 
tained in  the  Record  on  Appeal.  The  entire  record 
and  proceedings  consist  of  the  following: 

1.  Plaintiff's  complaint,  filed  April  28,  1947; 

2.  Summons  and  return  of  summons,  filed  May 
6,  1947; 

3.  Petition  for  Removal,  filed  May  21,  1947 ; 

4.  Order  Shortening  Time  for  Hearing  Peti- 
tion for  Removal,  filed  May  21,  1947; 

5.  Notice  of  filing  Petition  to  Remove  and  of 
hearing  thereon,  filed  May  21,  1947; 

6.  Order  of  removal,  filed  May  21,  1947; 

7.  Bond  on  Removal,  filed  May  21,  1947: 

8.  Minute  Entries  of  Superior  Court  of  Mari- 
copa County,  State  of  Arizona,  of  May  21, 
1947; 

9.  Certificate  of  Clerk  of  Superior  Court  of 
Maricopa  County,  Arizona,  certifying  the 
Record  on  Removal; 

all  of  the  above  tiled  in  the  United  States  District 
Court  on  June  19,  1947; 

10.  Notice  of  Filing  Transcript  on  Removal,  filed 
Jmie  19,  1947; 

11.  Motion    to    Quash    Service    and    Return    of 
Process,  filed  June  24,  1947; 
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12.  Affidavit  of  J.  P.  Keller  iii  Support  of 
Motion  to  Quash  Service  and  Return  of 
Process,  and  exhibits  thereto  attached,  filed 
June  24,  1947; 

13.  Memorandum  of  Authorities  in  Support  of 
Motion  to  Quash  Service  of  Process,  filed 
Jmie  24,  1947; 

14.  Brief  and  Memorandimi  of  Authorities  in 
Opposition  to  Motion  to  Quash  Service  of 
Process,  filed  June  27,  1947; 

15.  Praecipe  for  Summons,  filed  November  13, 
1947; 

16.  Additional  Summons  and  United  States  Mar- 
shal's return  thereof,  filed  December  19,  1947 ; 

17.  Motion  to  Quash  Service  and  Return  of 
Process,  filed  December  26,  1947; 

18.  All  minute  entries  in  this  cause; 

19.  Notice  of  Appeal  to  the  Circuit  Court  of 
Appeals  for  the  Ninth  Circuit,  filed  January 
3,  1948; 

20.  Cost  Bond  on  Appeal,  filed  January  3,  1948; 
and 

21.  This  Notice. 

Dated  at  Phoenix,  Arizona,  this  9th  day  of  Jan- 
uary, 1948. 

STOCKTON  &  KARAM, 
FRED  J.  ELLIOTT, 
FULBRIGHT,  CROCKER, 

FREEMAN  &  BATES, 
HENDERSON  STOCKTON, 
Attorneys  for  Appellant. 
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Received  copy  of  the  within  Designation  by  Ap- 
pellant of  Contents  of  Record  on  Appeal  this 

day  of  January,  1948. 

LESLIE  PARRY, 
HERBERT  MALLAMO, 
SHAPRO  &  ROTHSCHILD, 
HERBERT  MALLAMO, 
Attorneys  for  Appellee. 

[Endorsed]:  Filed  Jan.  10,  1948. 


[Title  of  District  Court  and  Cause.] 

CLERK'S   CERTIFICATE  TO  TRANSCRIPT 
OF  RECORD 

I,   William  H.   Loveless,    Clerk   of   the   United 

States  District  Court  for  the  District  of  Arizona, 
do  hereby  certify  that  I  am  the  custodian  of  the 
records,  papers  and  files  of  the  said  Court,  includ- 
ing the  records,  papers  and  files  in  the  case  of 
Arizona  Barite  Company,  a  corporation.  Plaintiff, 
vs.  Western-Knapp  Engmeering  Co.,  a  corporation. 
Defendant,  numbered  Civ.  1054  Phoenix  on  the 
docket  of  said  Court. 

I  further  certify  that  the  attached  pages  num- 
bered 1  to  66  inclusive,  contain  a.  full,  true  and 
correct  transcript  of  the  proceedings  of  said  cause 
and  al]  the  papers  filed  therein,  together  with  the 
endorsements  of  filing  thei*eon,  called  for  and  desig- 
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nated  in  the  Designation  filed  in  said  cause  and 
made  a  part  of  the  transcript  attached  hereto,  as 
the  same  appear  from  the  originals  of  record  on 
file  in  my  office  as  such  Clerk,  in  the  City  of  Phoe- 
nix, State  and  District  aforesaid. 

I  further  certify  that  the  Clerk's  fee  for  prepar- 
ing and  certifying  to  this  said  transcript  of  record 
amounts  to  tlie  sum  of  $6.70  and  that  said  sum  has 
been  paid  to  me  by  counsel  for  the  appellant. 

Witness  my  hand  and  the  seal  of  said  Court  this 
3rd  day  of  February,  1948. 

[Seal]        /s/  WM.  H.  LOVELESS, 
Clerk. 

[Endorsed]:  No.  11853.  United  States  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit.  Arizona 
Barite  Company,  a  Corporation,  Appellant,  vs. 
"Western-Knapp  Engineering  Co.,  a  Corporation, 
Appellee.  Transcript  of  Record.  Upon  Appeal 
from  the  District  Court  of  the  United  States  for 
the  District  of  Arizona. 

Filed  February  5,  1948. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit. 
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In  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  11853 

ARIZONA  BARITE  COMPANY,  a  corporation, 

Appellant, 

vs. 

WESTERN-KNAPP    ENGINEERING    CO.,     a 

corporation, 

Appellee. 

STATEMENT  OF  POINTS  UPON  WHICH 
THE  APPELLANT  INTENDS  TO  RELY 
ON  APPEAL 

The  Court  erred  in  the  following  particulars : 

(1)  In  granting  the  motion  of  defendant  to  quash 
service  and  return  of  process,  and  in  quash- 
ing service  and  return  of  process  issued  April 
28,  1947,  for  the  reason  that  after  dissolution 
or  withdrawal  from  doing  business  in  a  state 
other  than  the  state  of  its  creation,  a  cor- 
poration retains   its   corporate   identity   for 
purposes  of  winding  up  its  affairs.    Service 
of  process  may  be   made   upon   agent  who 
was  such  at  time  of  withdrawal  from  State, 
no  officer  or  officers  being  domiciled  within 
the  State  from  which  the  corporation  with- 
drew from  the  transaction  of  business;  and 
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(2)  In  granting  the  motion  of  defendant  to  quash 
service  and  return  of  process,  and  in  quash- 
ing service  and  return  of  process  issued  No- 
vember 13,  1947,  for  the  reason  that  service 
of  process  may  be  made  upon  a  foreign  cor- 
poration that  has  qualified  to  do  business  in 
Arizona  after  its  withdrawal  from  doing 
business  in  Arizona  by  service  upon  the  Ari- 
zona Corporation  Commission  in  an  action 
involving  acts  of  business  transacted  in  the 
State  before  withdrawal  under  the  Consti- 
tution of  Arizona  and  statutory  enactments. 

It  is  provided  by  Section  5  of  Article  14  of  the 
Constitution  of  Arizona,  in  substance,  that  a  foreign 
corporation  cannot  do  business  in  Arizona  upon 
more  favorable  conditions  than  are  prescribed  by 
law  for  similar  corporations  organized  under  the 
laws  of  the  State  of  Arizona. 

It  is  provided  by  Sec.  53-804,  Arizona  Code  1939, 
in  substance,  that  a  foreign  corporation,  upon  com- 
plying with  the  provisions  of  the  Arizona  law,  shall 
"have  and  enjoy  the  same  rights  and  privileges 
held  and  enjoyed  by  a  like  domestic  corporation." 

Sec.  21-314,  Arizona  Code  1939  provides  that 
''when  a  domestic  corporation  does  not  have  an 
officer  or  agent  in  this  state  upon  whom  legal  service 
of  process  can  be  made,  summons  may  be  served 
upon  such  corporation  by  depositing  two  (2)  copies 
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thereof  iii  the  office  of  the  Corporation  Commission, 
which  shall  be  deemed  personal  service  upon  such 
corporation." 

Dated  at  Phoenix,  Arizona,  this  5th  day  of  Feb- 
ruary, 1948. 

STOCKTON  &  KARAM, 
FRED  J.  ELLIOTT, 
FULBRIGHT,  CROOKER, 
FREEMAN  &  BATES, 
/s/  S.  N.  KARAM, 

Attorneys  for  Appellant. 

Received  copy  of  the  within  Statement  of  Points 
Upon  Which  the  Appellant  Intends  to  Reply  on 
Appeal  this  5th  day  of  February,  1948. 

LESLIE  PARRY, 
HERBERT  MALLAMO, 
SHAPRO  &  ROTHSCHILD, 
/s/  H.  MALLAMO, 

Attorneys  for  Appellee. 

[Endorsed] :  Filed  February  10,  1948. 
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No.  11,853 

IN  THE 

United  States  Circuit  Coart  of  Appeals 

For  the  Ninth  Circuit 


Arizona  Barite  Company 

(a  corporation), 

Appella7it, 
vs. 

Western-Knapp  Engineering  Co. 

(a  corporation), 

Appellee. 


APPELLANT'S  OPENING  BRIEF. 


STATEMENT  OP  JURISDICTION. 

Arizona  Barite  Company,  appellant,  is  a  corpora- 
tion duly  organized  and  existing  under  and  by  virtue 
of  the  laws  of  the  State  of  Arizona  (Tr.  2)  ;  Western- 
Knapp  Engineering  Co.,  appellee,  is  a  corporation 
duly  organized  and  existing  under  the  laws  of  the 
State  of  California,  and  is  a  resident  citizen  domiciled 
in  California  (Tr.  2). 

The  amount  involved  in  the  litigation  is  in  excess 
of  $3000.00,  and  is  in  the  amount  of  $14,566.98,  exclu- 
sive of  interest  and  costs  (Tr.  12). 

This  action  was  commenced  on  the  28th  day  of 
April,    1947,    in    the    Superior    Court    of    Maricopa 


County,  Arizona  (Tr.  12).  Appellee  caused  it  to  be 
removed  from  said  Court  to  the  United  States  Dis- 
trict Court  for  the  District  of  Arizona  (Tr.  15). 

The  jurisdiction  of  the  United  States  District  Court 
for  the  District  of  Arizona  was  invoked  under  Judicial 
Code,  Section  24,  Amended  (28  U.S.C.A.  41),  upon 
removal  under  Judicial  Code,  Section  28,  Amended 
(28  U.S.C.A.  71),  and  the  jurisdiction  of  this  Court 
is  invoked  under  Judicial  Code,  Section  128,  Amended 
(28  U.S.C.A.  225). 


STATEMENT  OF  PLEADINGS. 

Appellant,  Arizona  Barite  Company,  on  April  28, 
1947,  commenced  this  action  against  Western-Knapp 
Engineering  Co.,  a  corporation,  appellee,  by  filing  its 
complaint  in  the  Superior  Court  of  Maricopa  County, 
Arizona,  to  recover  damages  for  breach  of  contract, 
covenants  and  warranties, — $6355.28,  the  cost  to  appel- 
lant of  redesigning,  reconstruction  of,  and  making 
necessary  repairs  to  a  Lowden  Dryer;  to  recover  the 
further  sum  of  $1275.00,  the  amount  of  overhead, 
other  labor  and  maintenance  expense  incurred  and 
paid  by  appellant ;  and  to  recover  the  additional  sum 
of  $6936.70,  the  amount  of  lost  profits,  and  to  recover 
interest  on  each  of  said  amounts  from  the  date  of  the 
filing  of  the  complaint,  and  for  costs  of  the  action 
(Tr.  2-12). 

Summons  was  issued  on  the  28th  day  of  April,  1947 
(Tr.  13-14),  and  after  service  (Tr.  14),  the  cause  was 


removed  from  said  Superior  Court  of  Maricopa 
County,  Arizona,  to  the  United  States  District  Court 
for  the  District  of  Arizona  (Tr.  15-17). 

Appellee  on  Jime  24,  1947,  filed  its  motion  to  quash 
service  and  return  of  process,  notice  of  hearing  and 
affidavit  in  support  of  motion  (Tr.  18-27). 

Thereafter  and  on  November  13,  1947,  an  additional 
summons  was  issued  (Tr.  28)  and  after  service  thereof 
(Tr.  29)  appellee,  on  December  26,  1947,  filed  its  mo- 
tion to  quash  service  and  return  of  process  (Tr.  30-31). 


STATEMENT  OF  THE  CASE. 
Appellant  is  a  corporation  organized  under  the  laws 
of  the  State  of  Arizona  (Tr.  2).  Appellee  is  a  corpo- 
ration organized  and  existing  under  the  laws  of  the 
State  of  California  and  is  a  resident  citizen  domiciled 
in  California  (Tr.  2).  Prior  to  entering  into  a  con- 
tract hereinafter  described,  on  August  9,  1945,  ap- 
pellee complied  with  the  laws  of  Arizona  entitling  it 
to  do  business  as  a  foreign  corporation  in  Arizona 
and  appellee  was  duly  licensed  and  authorized  to 
transact  in  Arizona  as  a  foreign  corporation  the  busi- 
ness which  by  said  contract  it  undertook  to  do.  Ap- 
pellee appointed  one  J.  P.  Keller  of  1025  South  Cen- 
tral Avenue,  Phoenix,  as  its  statutory  agent  in  Ari- 
zona, upon  whom  process  might  be  served,  and  such 
appointment  was  a  condition  precedent  to  appellee's 
qualification  as  a  foreign  corporation  to  do  business 
in  Arizona  (Tr.  2).  Prior  to  the  6th  day  of  May,  1946, 


appellant  notified  appellee  that  it  had  a  claim  against 
appellee  for  damages  for  breach  of  contract,  covenants 
and  warranties,  and  such  claim  is  the  basis  of  this 
action  (Tr.  3). 

On  the  6th  day  of  May,  1946,  appellee  filed  an  at- 
tempted withdrawal  from  the  State  of  Arizona  and 
an  attempted  revocation  of  the  agency  of  its  Statutory 
Agent,  J.  P.  Keller,  in  derogation  of  and  with  knowl- 
edge of  appellant's  claim,  and  as  a  design  calculated 
to  avoid  its  obligation  to  appellant;  that  such  at- 
tempted withdrawal  by  appellee  w^as  in  contravention 
of  the  laws  and  the  Constitution  of  Arizona,  and  was 
ineffectual. 

In  addition  to  the  foregoing  facts,  it  is  alleged  in  the 
complaint  that  on  the  9th  day  of  August,  1945,  appel- 
lant and  appellee  executed  and  delivered  a  contract 
in  writing,  by  which  appellee  obligated  itself  to  con- 
struct for  appellant  a  100-ton  barite  grinding  plant. 
Compliance  with  the  terms  of  said  contract  by  appel- 
lant and  the  payment  of  the  costs  of  constructing  said 
barite  grinding  plant  and  appellee's  fee  of  $10,406.00 
therefor,  is  alleged.  The  breach  of  said  contract  and 
its  covenants  and  warranties,  and  the  damage  sus- 
tained by  appellant,  is  alleged  (Tr.  2-12). 

Upon  the  filing  of  the  complaint,  and  on  the  28th 
day  of  April,  1947,  summons  was  issued.  Since  the 
questions  presented  by  this  appeal  relate  to  the  suffi- 
ciency of  the  service  of  process,  we  quote  the  material 
portions  of  the  return  of  the  sheriff  of  Maricopa 
County,  Arizona,  showing  how  and  when  summons 


was  served.  Said  sheriff  certifies  that  he  received  the 
summons  on  the  29th  day  of  April,  1947,  and  "per- 
sonally served  the  same  on  the  2d  day  of  May,  A.  D., 
1947,  on  Western-Knapp  Engineering  Co.,  a  corpora- 
tion, being  the  said  defendant  named  in  said  Sum- 
mons, by  dehvering  to  J.  P.  Keller,  in  person,  as 
Statutory  Agent  for  Western-Knapp  Engineering  Co., 
in  the  County  of  Maricopa,  a  copy  of  said  Summons, 
to  which  was  attached  a  true  copy  of  the  Complaint 
mentioned  in  said  Smnmons"  (Tr.  14). 

Appellee  successfully  moved  to  quash  service  and 
return  of  this  process  (Tr.  27). 

From  the  motion  of  appellee  to  quash  service  and 
return  of  process  and  from  the  affidavit  filed  in  sup- 
port of  the  motion,  it  appears  without  conflict  that 
appellee  was  incorporated  under  the  laws  of  the  State 
of  California;  that  on  the  8th  day  of  August,  1945, 
appellee  qualified  with  the  laws  of  the  State  of  Ari- 
zona entitling  it,  as  a  foreign  corporation,  to  transact 
business  in  the  State  of  Arizona;  that  J.  P.  Keller 
was  named  jby  appellee  as  its  Statutory  Agent,  upon 
whom,  among  other  things,  process  against  appellee 
might  be  served;  that  on  the  6th  day  of  June,  1946, 
appellee  revoked  the  appointment  of  J.  P.  Keller  as 
its  Statutory  Agent  for  the  State  of  Arizona,  and  that 
appellee  ceased  to  transact  business  within  the  State 
of  Arizona  and  withdrew  therefrom;  that  from  and 
after  June  6,  1946,  appellee  carried  on  and  transacted 
no  business  in  Arizona,  and  had  no  agent  or  employee 
in  the  State  of  Arizona;  that  said  J.  P.  Keller  was 


never  an  employee  of  appellee;  that  J.  P.  Keller  was 
not,  when  process  was  served  upon  him,  the  agent  or 
employee  of  appellee;  that  on  January  3,  1947,  ap- 
pellee was  dissolved  pursuant  to  the  laws  of  the  State 
of  California ;  that  authenticated  copies  of  the  revoca- 
tion of  the  appointment  of  J.  P.  Keller  as  the  Statu- 
tory Agent  in  Arizona  for  appellee,  appellee's  with- 
drawal and  dissolution,  were  attached  to  the  men- 
tioned affidavit  of  J.  P.  Keller,  supporting  the  motion 
to  quash  service  and  return  of  process  (Tr.  18-27). 

Said  motion  to  quash  was  argued  before  the  Court, 
as  reflected  by  Minute  Entry  of  October  6,  1947  (Tr. 
27).  The  notation  thereof  in  the  civil  docket  is  as 
follows:  '^ Defendant's  Motion  to  Quash  Service  and 
Return  of  Process  having  been  argued,  submitted  and 
by  the  Court  taken  imder  advisement.  It  Is  Ordered 
that  said  Motion  be  and  it  is  granted"  (Tr.  27). 

After  the  said  disposition  of  said  motion  and  on  the 
13th  day  of  November,  1947,  an  additional  summons 
was  issued  (Tr.  28)  and  served  upon  appellee  by  the 
United  States  Marshal.  The  marshal's  return  of  serv- 
ice states  (Tr.  29)  :  ''I  hereby  certify  and  return  that 
I  served  the  annexed  Additional  Summons  on  the 
therein-named  Western-Knapp  Engineering  Co.,  a 
corporation,  by  serving  two  copies  of  Additional  Siun- 
mons  with  copy  of  complaint  attached  to  each,  by 
handing  to  and  leaving  a  true  and  correct  copy  thereof 
with  Mel  Michael,  Secretary  of  the  Arizona  Corpora- 
tion Commission,  at  his  office  in  Capitol  Annex  Build- 
ing, cor.  of  No.  17th  Av.  and  West  Adams  St.,  at 
4:10  p.m.  and  showing  him  the  original  personally  at 


Phoenix  in  said  District  on  the  5th  day  of  December, 
1947." 

Following  the  ser^ace  of  the  additional  summons 
issued  November  13,  1947,  on  the  Arizona  Corpora- 
tion Commission  on  the  5th  day  of  December,  1947, 
appellee,  on  December  26,  1947,  filed  motion  to  quash 
service  and  return  of  process  (Tr.  30-31).  This  mo- 
tion to  quash  service  and  return  of  process  was  heard 
by  the  Court  on  December  29,  1947  (Tr.  32).  After 
argument  of  the  respective  coimsel,  the  Court  entered 
its  order  "that  Defendant's  Motion  to  Quash  Service 
and  Return  of  Process  be  and  it  is  granted,  and  that 
Service  and  Return  of  Process  issued  November  13, 
1947,  be  and  it  is  quashed"  (Tr.  32).  Also,  on  Decem- 
ber 29,  1947,  the  Court  entered  its  order  ''that  the 
record  show  service  and  return  of  process  issued  April 
28,  1947,  be  and  it  is  quashed."    (Tr.  32). 

From  the  order  granting  appellee's  motion  to  quash 
service  and  return  of  process  and  quashing  service 
and  return  of  process  served  upon  J.  P.  Keller,  as 
appellee's  Statutory  Agent,  on  May  2,  1947,  and  the 
order  granting  appellee's  motion  to  quash  service  and 
return  of  process  and  quashing  ser\T.ce  and  return  of 
process  made  upon  the  Arizona  Corporation  Commis- 
sion on  the  5th  day  of  December,  1947,  appellant,  on 
January  3,  1948,  gave  its  notice  of  appeal  to  this 
Court  (Tr.  33-34). 

The  questions  before  this  Court  on  this  appeal  thus 
arise  from  the  quashing  of  service  and  return  of 
process. 
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Appellant  first  sought  to  effect  service  of  process 
by  service  upon  appellee's  Statutory  Agent  after  his 
appointment  had  been  revoked  by  appellee,  on  the 
theory  that  the  revocation  of  the  appointment  of  a 
Statutory  Agent  could  not  be  made  by  a  foreign  cor- 
poration to  avoid  the  effective  service  of  process  for  a 
cause  of  action  which  arose  while  a  foreign  corpora- 
tion was  qualified  to,  and  was  doing,  business  in 
Arizona. 

Next,  appellant  sought  to  effect  service  of  process 
by  service  on  the  Arizona  Corporation  Commission 
upon  the  theory  that  a  foreign  corporation,  having 
complied  with  the  laws  of  Arizona  to  do  business, 
would  remain  subject  to  process  of  the  Court,  just 
like  a  domestic  corporation  would  remain  subject  to 
process  of  the  Court,  after  dissolution  of  the  domestic 
corporation,  or  when  it  had  no  officers  or  agents  within 
the  state  upon  whom  process  could  be  served. 


SPECIFICATIONS  OF  ERRORS  RELIED  UPON. 

The  Court  erred  in  the  following  particulars : 
No.  1.  In  granting  the  motion  of  defendant  to 
quash  service  and  return  of  process,  and  in  quashing 
service  and  return  of  process  issued  April  28,  1947, 
and  served  upon  iJ.  P.  Keller,  as  Statutory  Agent,  on 
May  2,  1947,  for  the  reason  that  after  dissolution  or 
withdrawal  from  doing  business  in  a  state  other  than 
the  state  of  its  creation,  a  corporation  retains  its  cor- 
porate identity  for  purposes  of  winding  up  its  affairs. 
Service  of  process  may  be  made  upon  the  agent  who 


was  ;such  at  time  of  withdrawal  from  the  state,  no 
officer  or  officers  being  domiciled  within  the  State 
from  which  the  corporation  withdrew  from  the  trans- 
action of  business. 

No.  2.  In  granting  the  motion  of  defendant  to 
quash  service  and  return  of  process,  and  in  quashing 
service  and  return  of  process  issued  November  13, 
1947,  and  served  upon  the  Arizona  Corporation  Com- 
mission on  December  5,  1947,  for  the  reason  that  serv- 
vice  of  process  may  be  made  upon  a  foreign  corpora- 
tion that  has  qualified  to  do  business  in  Arizona  after 
its  withdrawal  from  doing  business  in  Arizona  by 
service  upon  the  Arizona  Corporation  Comimission  in 
an  action  involving  acts  of  business  transacted  in  the 
state  before  withdrawal  under  the  Constitution  of 
Arizona  and  statutory  enactments. 


BRIEF  OP  ARGUMENT. 

Appellant  argues:  (1)  that  since  the  Arizona  stat- 
ute requires  as  a  condition  precedent  to  a  foreign 
corporation  doing  business  in  Arizona,  it  shall  desig- 
nate Ian  agent  in  the  state  upon  whom  process  may 
be  served  in  an  action  against  it,  the  withdrawal  of 
appellee  from  doing  business  in  Arizona  and  the  revo- 
cation of  the  appointment  of  appellee's  statutory 
agent  does  not  revoke  the  authority  of  its  agent  to 
receive  service  in  an  action  on  a  liability  arising  in 
the  state  out  of  business  done  by  appellee  in  the  state ; 
(2)  that  there  are  well-established  exceptions  to  the 
general  rule  that  a  principal  has  the  right  to  revoke  a 
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power  of  attorney  at  any  time.  One  of  the  exceptions 
is  where  the  appointment  is  coupled  with  an  interest. 
Another  exception  is  where  the  appointment  is  con- 
tractual in  its  nature,  given  for  a  consideration,  and 
for  the  protection  of  some  one,  or  some  interest;  (3) 
that  the  appointment  of  the  agent  of  appellee  in  Ari- 
zona was  coupled  with  an  interest  and  was  contractual 
in  nature.  The  appointment  of  the  agent  was  upon 
consideration  that  appellee  should  have  the  right  to 
carry  on  its  business  in  Arizona,  and  was  for  the  pro- 
tection of  appellant  and  others  who  should  deal  with 
appellee  in  the  transaction  of  its  business  in  Arizona. 

Appellant  next  argues  that  imder  the  Arizona  Con- 
stitution and  the  laws  of  Arizona,  a  foreign  cor]3ora- 
tion  can  not  do  business  in  Arizona  under  more  favor- 
able terms  than  a  corporation  created  under  the  laws 
of  Arizona.  Under  the  circumstances  of  the  instant 
case,  effective  service  of  process  could  be  made  upon  a 
domestic  corporation  by  service  upon  Arizona  Corpo- 
ration Commission,  and,  therefore,  such  service  is 
good  service  on  appellee. 


ARGUMENT. 

SPECIFICATION  OF  ERROR  NO.  1.   THE  QUASHING  OF  SERVICE 
AND  RETURN  OF  PROCESS  UPON  STATUTORY  AGENT. 

Appellant  contends  that  it  is  the  law  that,  after  dis- 
solution or  withdrawal  from  doing  business  in  the 
state  other  than  the  state  of  its  creation,  a  corpora- 
tion which  has  complied  with  the  laws  of  such  state 
entitling  it  to  do  business  retains  its  corporate  identity 
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for  purposes  of  winding  up  its  affairs,  and  that  serv- 
ice of  process  may  be  made  upon  the  agent  who  was 
such  at  time  of  withdrawal  from  the  state,  no  officer 
or  officers  being  domiciled  within  the  state  from  which 
the  corporation  withdrew  from  the  transaction  of 
business. 

Appellee  complied  with  the  laws  of  the  State  of 
Arizona  entitling  it  to  do  business  in  Arizona.  After 
doing  so,  appellee  contracted  in  writing  with  a  corpo- 
rate citizen  of  the  State  of  Arizona  and,  after  breach- 
ing its  said  contract,  attempted  to  avoid  the  service 
of  process  upon  it  by  revoking  the  appointment  of  its 
Statutory  Agent  and  by  withdrawing  from  doing 
business  in  Arizona,  with  the  intent  and  for  the  pur- 
pose of  preventing  appellant  in  the  Courts  of  Ari- 
zona from  recovering  damages  against  it  for  its  breach 
of  said  contract  and  the  covenants  and  warranties 
therein  contained. 

May  a  foreign  corporation  do  so  ?  Is  the  revocation 
of  the  appointment  of  its  Statutory  Agent  effective, 
it  having  no  officer  or  other  agent  in  the  state  upon 
whom  process  might  be  served?  This  is  the  first  ques- 
tion for  consideration. 

Section  53-308,  Arizona  Code  1939  (a  copy  of  which 
appears  in  the  Appendix  to  this  Brief),  provides,  in 
effect,  that  after  dissolution,  a  corporation  may  con- 
tinue to  act  to  wind  up  its  affairs.  At  common  law, 
upon  the  dissolution  of  a  corporation  it  became  dead 
for  all  purposes.  Practical  disadvantages  of  the  com- 
mon law  rule  as  applied  to  modern  conditions  are  so 
apparent  as  to  require  no  argument,  and  thus  the 
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common  law  has  been  abrogated  in  this  respect,  not 
only  in  Arizona,  but  in  very  nearly  all  of  the  states. 
The  general  rule  now  is  that  a  dissolved  corporation 
retains  its  identity  for  the  purpose  of  winding  up  its 
business,  and  that  it  may  sue  and  be  sued  is  generally 
conceded  by  the  overwhelming  weight  of  authority.  A 
very  exhaustive  annotation,  setting  out  the  statutes 
of  various  states,  is  found  in  47  A.  L.  R.  1288.  An 
examination  of  the  statutes  of  the  several  states  dis- 
closes that  the  Arizona  statute  differs  from  the  stat- 
utes of  most  states  in  that  in  Arizona  there  is  no  defi- 
nite period  prescribed  within  which  the  winding-up 
process  shall  occur,  and  in  that  the  powers  of  the 
corporation  during  the  winding-up  process  are  not 
specifically  specified.  In  these  respects  the  Arizona 
statute  is  very  similar  to  the  Iowa  statute.  Under 
the  Iowa  statute  it  has  been  uniformly  held  that  the 
winding-up  process  contemplated  by  the  statute  in- 
cludes the  power  to  sue,  or  to  be  sued.  See  the  early 
Iowa  case  of  Muscatine  Turn  Verein  v.  Funck,  18  la. 
469,  and  the  later  Iowa  case  of  Muscatine  Western 
By  Co.  V.  Horton,  38  la.  33.  In  the  still  later  Iowa 
case  of  Wisconsin  S  Arkansas  Lumber  Co.  v.  Cable, 
159  la.  81,  140  N.  W.  211,  action  was  brought  against 
the  corporation  some  four  years  after  its  dissolution. 
Please  note  the  first  Iowa  case  cited.  In  this  case 
service  of  process  was  had  upon  the  officers  upon 
whom  service  could  have  been  made,  had  the  corpora- 
tion not  been  dissolved,  and  such  ser^dce  in  each  case 
was  held  to  be  good  service. 

In  16  ^Fletcher  Cyclopedia  Corporations  936,  para- 
graph 8170,  appears  the  statement : 
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''Under  a  statutory  extension  of  life  of  a  dis- 
solved corporation  it  may  exercise  the  powers 
enumerated  in  the  act,  or  which  are  reasonably 
incidental  to  the  purpose  of  the  extension,  namely, 
to  wind  up  the  corporation  and  liquidate  its  af- 
fairs. The  power  to  sue  and  to  be  sued  is  quite 
generally  included  *  *  *." 

In  the  case  of  Miller  Buhher  Co.  v.  Peggs,  60  Ariz. 
157,  132  P.  (2d)  439,  the  Supreme  Court  of  Arizona 
holds  that  a  Delaware  corporation  may  bring  suit  in 
Arizona  after  its  dissolution  under  the  powers  con- 
ferred upon  it  by  the  statutes  of  Delaware.  The  Court 
applied  the  rule  that  the  power  of  a  corporation  to 
sue  after  its  dissolution  depends  upon  the  laws  of 
the  state  of  its  incorporation.  By  implication,  this 
decision  holds  that  like  power  exists  under  the  Ari- 
zona statute.  The  above-quoted  statement  from 
Fletcher  Cyclopedia  Corporations  is  quoted  with  ap- 
proval. 

See  the  following  statement  in  16  Fletcher  Cyclo- 
pedia Corporations  894,  paragraph  8145 : 

"If  the  existence  of  a  corporation  is  continued 
by  statute  for  a  definite  or  indefinite  time,  for  the 
purpose  of  winding  up  its  affairs,  and  there  is  no 
statute  making  its  officers  its  statutory  trustees, 
and  no  liquidator  or  receiver  has  been  appointed, 
actions  by  or  against  the  corporation  after  dis- 
solution should  be  brought  in  the  name  of  the 
corporation 


*  *  *  n 


The  Arizona  statute,  Section  53-308,  Arizona  Code 
1939,  was  construed  by  the  United  States  Court  of 
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Claims  in  the  case  of  Continental  Oil  Co.  v.  United 
States,  14  Fed.  Sup.  533.  In  this  case,  the  Continental 
Oil  Company,  an  Arizona  corporation,  was  dissolved 
in  1922.  Some  two  years  after  its  dissolution,  the 
Commissioner  of  Internal  Revenue  mailed  a  thirty- 
day  letter  to  the  corporation,  proposing  the  assess- 
ment of  a  tax  deficiency.  The  corporation,  acting 
through  its  president  and  secretary,  signed  a  waiver 
extending  the  period  of  assessment.  The  assessment 
was  sustained  by  the  Board  of  Tax  Appeals,  and  this 
case  arose  when  the  United  States  attempted  to  col- 
lect the  tax  from  the  successor  of  the  Arizona  corpo- 
ration. The  defendant  contended  that  after  the  dis- 
solution of  the  corporation,  it  ceased  to  exist,  and  that 
the  waivers  signed  by  its  officers  were  wholly  void. 
The  Court  cited  Section  53-308,  Arizona  Code  1939, 
and  said: 

^' Under  the  provisions  of  this  statute  the  Mutual 
Oil  Company  of  Arizona  continued  to  exist  after 
dissolution  for  the  specific  purpose  of  closing  up 
its  business.  To  the  extent  necessary  to  accom- 
plish that  purpose,  its  corporate  powers  remained 
unimpaired  and  it  could  perform  in  the  corporate 
name  any  act  necessary  to  that  end." 

The  Court  went  on  to  say,  at  page  538 : 

*'The  Arizona  statutes,  unlike  the  statutes  of  most 
of  the  States  in  that  respect,  make  no  provisions 
as  to  who  shall  act  for  a  dissolved  corporation  in 
closing  up  its  Inisiness,  and  the  decree  of  the 
court  dissolving  the  Mutual  Oil  Company  of  Ari- 
zona does  not  designate  the  liquidating  trustees. 
In  this  situation,  the  only  persons  who  could  act 
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on  behalf  of  the  dissolved  corporation,  in  closing 
up  its  business,  it  still  being  a  going  concern  for 
that  particular  business,  would  be  its  authorized 
officials  at  the  date  of  dissolution." 

In  the  case  last  cited,  the  same  construction  is  placed 
upon  the  Arizona  statute  as  the  Iowa  Courts  in  the 
cases  cited  herein  placed  upon  the  statutes  of  Iowa. 

The  general  rule  is  that  service  of  process  may  be 
had  upon  those  agents  of  a  corporation  upon  whom 
service  could  have  been  made  prior  to  corporate  dis- 
solution.  See 

19C.J.S.  1567; 
47  A.L.i?.  1549; 

16  Fletcher  Cyclopedia  Corporations  895,  para- 
graph 8146. 

By  implication,  the  same  rule  is  declared  to  exist 
by  the  Supreme  Court  of  Arizona  in  Southwestern 
Metals  Co.  v.  Snedaker,  59  Ariz.  374,  129  P.  (2d) 
314.  In  this  case,  the  validity  of  a  judgment  obtained 
against  the  dissolved  corporation  was  involved. 
Service  was  made  by  pubUcation  and  it  was  contended 
that  this  did  not  give  the  Court  jurisdiction,  since 
service  should  have  been  made  upon  the  statutory 
agent.  The  Court  held  that  since  the  statutory  agent 
had,  in  fact,  resigned,  service  was  properly  made  by 
publication.  It  appears  by  direct  implication  that 
if  the  agent  had  not  resigned,  it  would  have  been 
necessary  to  serve  him. 

The  same  rule  was  enunciated  by  the  United  States 
Court  of  Claims,  construing  the  Arizona  statute  in 
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Continental  Oil  Company  v.  United  States,  supra,  in 
which  the  Court  pointed  out  that  where  the  statute 
is  silent  as  to  who  shall  act  for  the  corporation,  the 
authorized  officials  at  the  date  of  dissolution  retain 
their  authority   during   the  winding-up  process. 

Clearly,  appellant  contends,  the  Arizona  statute 
abrogating  the  common  law  rule  contemplated  serv- 
ice of  process  under  the  circmnstances  in  the  instant 
case.  Statutes  abrogating  the  common  law  are  usual 
in  these  days  of  many  domestic  and  foreign  corpora- 
tions. It  is  stated  in  16  Fletcher  Cyclopedia  Cor- 
porations 916: 

*' Statutes  for  winding  up  the  affairs  of  dissolved 
corporations  are  embodiments  of  equitable  doc- 
trines and  afford  legal  remedy  where  there  was 
none.  They  are  remedial  and  should  receive 
hberal  construction. ' ' 

Certainly  no  domestic  corporation  can,  under  Arizona 
statutes,  voluntarily  dissolve  without  satisfying  its 
creditors.  The  attempted  withdrawal  of  appellee  is 
the  equivalent  of  voluntary  dissolution.  Appellee 
qualified  under  the  laws  of  Arizona  to  build  the  mill 
for  appellant,  and  appellee  well  knew  a  claim  was 
pending  against  it  for  faulty  construction  when  it 
withdrew  from  doing  business  in  Arizona  and  can- 
celled the  appointment  of  its  statutory  agent.  It  is 
abhorrent  to  the  law  and  the  Courts  of  Arizona  to 
contend  that  appellee  can  so  lightly  shove  aside  its 
contractual  obligations. 

It  is  provided  by  Section  5  of  Article  14  of  the 
Arizona  Constitution  that: 
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'*No  corporation  organized  outside  of  the  limits 
of  this  state  shall  be  allowed  to  transact  busi- 
ness within  this  state  on  more  favorable  condi- 
tions than  are  prescribed  by  law  for  similar 
corporations  organized  under  the  laws  of  this 
state;  and  no  foreign  corj^oration  shall  be  per- 
mitted to  transact  business  within  this  state  un- 
less said  foreign  corporation  is  by  the  laws  of 
the  country,  state,  or  territoiy  imder  which  it  is 
formed  permitted  to  transact  a  like  business  in 
such  country,  state,  or  territory." 

By  the  great  weight  of  authority,  the  general  rule 
is  that  if  a  statute  requires  as  a  condition  precedent 
to  the  doing  of  business  in  the  state  by  a  foreign  cor- 
poration, it  shall  designate  an  agent  in  the  state  upon 
whom  process  may  be  served  in  actions  against  it, 
the  withdrawal  of  the  corporation  from  the  state  and 
the  formal  revocation  of  the  authority  of  its  agent 
in  the  state  does  not  revoke  the  authority  of  the 
agent  to  receive  service  of  process  in  an  action  on  a 
liability  arising  in  the  state  out  of  the  business  done 
by  the  foreign  corporation  therein. 

Section  53-801,  Arizona  Code  1939  (a  copy  of 
which  appears  in  the  appendix  to  this  brief)  sets 
forth  the  requirements  that  a  foreign  corporation 
must  meet  to  be  qualified  and  licensed  to  do  business 
in  Arizona,  and,  among  these,  is,  ^'appoint  in  writing, 
over  the  hand  of  its  president  or  other  chief  officer, 
attested  by  its  secretary,  a  statutory  agent  in  each 
coimty  in  this  state  in  which  such  corporation  pro- 
poses to  carry  on  any  business  as  required  of  domestic 
corporations." 
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The  West  Virginia  case  of  Frazier  v.  Steel  &  Tube 
Co.,  decided  April  6,  1926,  reported  in  132  S.  E.  723 
and  in  45  A.L.R.,  1442,  squarely  supports  the  above 
statement  of  the  general  rule  and  the  position  of 
appellant  on  this  appeal.  In  the  opinion  the  leading 
cases  are  cited  and  discussed.  We  refrain  from  quot- 
ing from  the  decision  because  it  is  in  itself  a  brief 
upon  this  subject,  and  the  reading  of  the  opinion  is 
suggested.  On  this  subject  there  appears  following 
this  case  an  annotation  at  pages  1447  to  1456  imder 
the  title,  ''Cessation  by  Foreign  Corporation  of  Busi- 
ness Within  State  as  Affecting  Designation  of  Agent 
for  Service  of  Process."  See  also  A.L.R.  Blue  Book 
of  Supplemental  Decisions,  Permanent  Volume,  and 
1947  Second  Issue  for  cases  arising  since  the  annota- 
tion in  45  A.L.R.  above  referred  to. 

No  doubt,  the  above  West  Virginia  case  and  the 
annotations  referred  to  will  convince  the  Court  that 
the  position  of  appellant  is  sound. 


SPECIFICATION  OF  ERROR  NO.  2.  THE  QUASHING  OF  SERVICE 
AND  RETURN  OF  PROCESS  UPON  ARIZONA  CORPORATION 
COMMISSION. 

Service  of  process  may  be  made  upon  a  foreign 
corporation  that  has  qualified  to  do  business  in 
Arizona  after  its  withdrawal  of  doing  business  in 
Arizona  and  after  it  has  revoked  the  appointment  of 
its  statutory  agent  in  Arizona  by  service  upon  the 
Arizona  Corporation  Commission,  in  an  action  in- 
volving acts  of  business  transacted  in  the  state  be- 
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fore  withdrawal,  under  the  Constitution  of  Arizona 
and  statutory   enactments. 

It  is  provided  by  Section  5  of  Article  14  of  the 
Constitution  of  Arizona  (quoted  in  full  in  this  brief, 
supra),  in  substance,  that  a  foreign  corporation  can- 
not do  business  in  Arizona  upon  more  favorable  con- 
ditions than  are  prescribed  by  law  for  similar  cor- 
porations organized  imder  the  laws  of  the  State  of 
Arizona. 

It  is  provided  by  Section  53-804,  Arizona  Code  1939 
(copied  in  full  in  the  appendix  to  this  brief)  in  sub- 
stance, that  a  foreign  corporation,  upon  complying 
with  the  provisions  of  the  Arizona  laws  shall  ^'have 
and  enjoy  the  same  rights  and  privileges  held  and 
enjoyed  by  a  like  domestic  corporation." 

Section  21-314,  Arizona  Code  1939  (quoted  in  full 
in  the  apijendix  to  this  brief)  provides  that  ''when 
a  domestic  corporation  does  not  have  an  officer  or 
agent  in  this  sttae  upon  whom  legal  service  of  process 
can  be  made,  sunmaons  may  be  served  upon  such  cor- 
poration by  depositing  two  (2)  copies  thereof  in  the 
office  of  the  Corporation  Commission,  which  shall  be 
deemed  personal  service  upon  such  corporation." 

If  the  officers  of  an  Arizona  domestic  corporation 
were  to  revoke  the  appointment  of  its  statutory  agent, 
and  upon  doing  so,  each  officer  of  said  domestic  cor- 
poration upon  whom  process  might  be  served  removed 
himself  from  the  State  of  Arizona,  certainly  process 
on  the  domestic  corporation  could  be  had  by  serving 
the  Arizona   Corporation   Commission  in  an  action 
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like  the  instant  case.  Since  an  Arizona  domestic  cor- 
poration could  be  so  served  under  the  above  consti- 
tutional and  statutory  pro^dsions,  appellee  was  sub- 
ject to  such  service. 

In  the  West  Virginia  case  of  Frazier  v.  Steel  d 
Tube  Co.,  supra,  this  second  basis  of  service  is  con- 
sidered, and  appellant's  position  sustained.  We  quote 
from  the  opinion: 

"Upon  complying  with  certain  conditions,  they 
are  granted  the  same  rights,  powers  and  privi- 
leges and  subjected  to  the  same  regulations,  re- 
strictions and  liabilities  that  are  conferred  and 
imposed  on  corporations  chartered  under  the 
laws  of  this  state." 


CONCLUSION. 

We,  therefore,  earnestly  urge  and  respectfully  sub- 
mit that  the  orders  quashing  service  and  return  of 
process  should  be  vacated  and  set  aside,  and  the  serv- 
ice of  process  upon  appellee  declared  good  and  valid 
service. 

Respectfully  submitted, 
Stockton  &  Karam, 
Fred  J.  Elliott, 

FULBRIGHT,  CrOOKER,  FrEEMAN  &  BaTES, 

By  Henderson  Stockton, 

Attorneys  for  Appellant. 


(Appendix  Follows.) 


Appendix. 


Appendix 

Section  53-308,  Arizona  Code  1939.    **May  wind  up 
business. 

Corporations  whose  charters  have  expired,  or 
which  have  been  dissolved  by  the  voluntary  act  of 
the  stockholders,  may  continue  to  act  for  the  purpose 
of  winding  up  their  affairs." 


Section  53-801,  Arizona  Code  1939.  '' Requirements 
to  do  business  in  this  state — corporations 
excepted. 

Any  foreign  corporation,  before  entering  upon, 
doing,  or  transacting  any  business,  enterprise,  or 
occupation,  in  this  state  shall: 

File  a  certified  and  authenticated  copy  of  its  arti- 
cles of  incorporation  or  charter  with  the  corporation 
commission  of  this  state; 

Publish  its  articles  of  incorporation  and  ifile  affi- 
davit thereof  as  required  of  domestic  corporations; 

Appoint  in  writing,  over  the  hand  of  its  president 
or  other  chief  officer,  attested  by  its  secretary,  a 
statutory  agent  in  each  county  in  this  state  in  which 
such  corporation  proposes  to  carry  on  any  business 
as  required  of  domestic  corporations; 

Pay  a  license  fee  of  fifteen  dollars  ($15.00)  to  the 
corporation  commission,  and  obtain  from  said  cor- 
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p  oration  commission  a  license  to  do  business  in  this 
state. 

This  section,  however,  shall  not  apply  to  insurance 
corporations,  nor  to  any  foreign  corporation,  the  only 
business  transaction  of  which,  within  the  state,  shall 
be  the  loaning  of  funds  to  rehgious,  social  or 
benevolent  associations,  or  corporations  organized  for 
purposes  other  than  profit." 


Section  53-804,   Arizmia  Code  1939.     ''Rights   upon 
compliance. 

Upon  complying  with  the  provisions  of  this  article 
any  foreign  corporation  shall  have  and  enjoy  the 
same  rights  and  privileges  held  and  enjoyed  by  a  like 
domestic  corporation.  No  alien  corporation  hereafter 
shall  ever  own  or  hold  any  land  within  the  state  of 
Arizona.  No  foreign  corporation  shall  hereafter  be 
appointed  to  act  as  executor,  administrator,  trustee, 
guardian  of  the  estate  of  a  minor  or  incompetent 
person,  or  in  any  other  fiduciary  capacity  except  in 
the  capacity  of  testamentary  trustees." 


Section    21-314,    Arizona    Code    1939.     ''Service    on 
domestic  corporation  having  no  agent. 

When  a  domestic  corporation  does  not  have  an 
officer  or  agent  in  this  state  upon  whom  legal  serv- 
ice of  process  can  be  made,  summons  may  be  served 
upon  such  corporation  by  depositing  two  (2)  copies 


lU 


thereof  in  the  office  of  the  corporation  commission 
which  shall  be  deemed  personal  service  on  such  cor- 
poration. The  return  of  the  sheriff  of  the  county  in 
which  the  action  or  proceeding  is  brought  that  after 
diligent  search  or  inquiry  he  has  been  unable  to  find 
any  officer  or  agent  of  such  corporation  upon  whom 
process  may  be  served,  shall  be  prima  facie  evidence 
that  such  corporation  does  not  have  such  an  officer 
or  agent  in  this  state.  The  corporation  commission 
shall  file  one  of  said  copies  in  its  office  and  immedi- 
ately mail  the  other  copy,  postage  prepaid,  to  the 
office  of  the  corporation,  or  to  the  president,  secre- 
tary, or  any  director  or  officer  of  such  corporation  as 
may  appear  or  be  ascertained  by  the  corporation 
commission  from  the  articles  of  incorporation  or 
other  papers  on  file  in  its  office,  or  otherwise." 


Section    5,    Article     14,     Constitution     of    Arizona. 
' '  Foreign   Corporations. 

No  corporation  organized  outside  of  the  limits  of 
this  state  shall  be  allowed  to  transact  business  within 
this  state  on  more  favorable  conditions  than  are  pre- 
scribed by  law  for  similar  corporations  organized 
under  the  laws  of  this  state ;  and  no  foreign  corpora- 
tion shall  be  permitted  to  transact  business  within 
this  state  mi  less  said  foreign  corporation  is  by  the 
laws  of  the  countrj^,  state,  or  territory  under  which 
it  is  formed  permitted  to  transact  a  like  business  in 
such  country,  state,  or  territory." 
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No.  11,853 

IN  THE 

United  States  Circuit  Court  of  Appeals 

For  the  Nmth  Circut 


Arizona  Barite  Company 

(a  corporation), 

Appellant, 

vs. 

r 

Western-Knapp  Engineering  Co. 

(a  corporation), 

Appellee. 

BRIEF  FOR  APPELLEE. 


STATEMENT  OF  JURISDICTION. 

This  is  an  appeal  from  two  orders  of  the  United 
States  District  Court  for  the  District  of  Arizona,  one 
entered  October  6,  1947  (Tr.  p.  27),  quashing  serv- 
ice and  return  of  process  (Tr.  p.  14),  on  one  J.  P. 
Keller,  foi-merly  statutory  agent  for  the  appellee  in 
Arizona  for  the  service  of  process,  the  other  entered 
December  29,  1947  (Tr.  p.  32),  quashing  service  and 
return  of  process  (Tr.  p.  29)  on  the  Secretary  of  the 
Arizona  Corporation  Commission. 


BRIEF  OF  ARGUMENT. 

Appellee  argues  (1)  that  this  Court  is  without 
jurisdiction  to  entertain  and  hear  an  appeal  from  the 
two  orders  quashing  ser\T.ce  and  return  because  they 
are  not  final;  (2)  that  the  attempted  service  on  the 
statutory  agent  of  appellee  was  ineffectual  because  the 
agent's  designation  and  authority  had  been  revoked 
and  the  appellee  corporation  dissolved  in  the  state  of 
its  domicile  before  such  service;  and  (3)  that,  for 
the  same  reason  of  dissolution,  the  attempted  service 
on  the  Arizona  Corporation  Commission  was  ineffec- 
tual, and  for  the  further  reason  that  the  attempted 
service  on  that  commission  did  not  comply  with  the 
Arizona  statute  imder  which  the  attempted  service 
was  made. 


ARGUMENT. 
(1)    JURISDICTION. 

The  orders  appealed  from  (quashing  service  and 
return  of  process)  are  not  final  orders  within  the 
meaning  of  Section  128  of  the  Judicial  Code,  as 
amended,  28  USCA,  Section  225,  and  do  not  come 
within  the  exceptions  of  Section  227,  thereof  and 
therefore  are  not  appealable  to  this  Court. 

The  orders  do  not  terminate  the  litigation  between 
the  parties  on  the  merits  of  the  case,  so  that  if  there 
should  be  an  affirmance,  the  court  below  would  have 
nothing  to  do  but  to  execute  the  judgment  or  decree 
it  had  already  rendered,  and  are  therefore  not  final. 

O'Brien,  Manual  of  Federal  Appellate  Proce- 
dure, Third  Edition,  1941,  p.  25,  (note  3)  ; 


Georgia  By.  etc.  Co,  v.  Decatur,  262  U.  S.  432, 

437,  43  S.  Ct.  613,  67  L.  Ed.  1065; 
Cole  V.  Rustgard  (CCA  9),  68  Fed.  (2d)  316. 

In  the  last  cited  case,  this  Court  said  that  where 
service  has  been  quashed,  the  appellant  may  have  alias 
summons  issued  and  proceed  with  his  suit. 


(2)  SPECIFICATION  OF  ERROR  NO.  1.— THE  QUASHING  OF 
SERVICE  AND  RETURN  OF  PROCESS  UPON  STATUTORY 
AGENT. 

For  the  purpose  of  argument  under  this  Number 
(2)  and  the  following  Number  (3),  it  may  be  re- 
iterated that  a  corporation,  in  almost  all  the  states 
after  dissolution  remains  in  existence  for  the  purpose 
of  winding  up  its  affairs.  This  is  so  in  California,  the 
domicile  of  the  appellee  corporation,  by  elaborate  pro- 
visions in  Sections  399,  400,  and  400a  of  the  California 
Civil  Code.  And  in  Arizona  by  Section  53-308  of 
Arizona  Code  Annotated,  1939,  ''corporations  whose 
charters  have  expired,  or  which  have  been  dissolved 
by  the  voluntary  act  of  the  stockholders,  may  con- 
tinue to  act  for  the  purpose  of  winding  up  their 
affairs." 

But  statutes  providing  for  the  continued  existence 
of  a  dissolved  corporation  for  purposes  of  suit  do  not 
apply  to  foreign  corporations. 

Coffin  V.  Harris-Woodbury  Lumber  Co.,  187 
Fed.  1005,  affirming  179  Fed.  257; 

Robinson  v.  Mutual  Reserve  Life  Ins.  Co.,  182 
Fed.  850; 


Dundee  Mortgage  &  Trust  Inv.  Co.  v.  Hughes, 

89  Fed.  182; 
Marion  Phosphate  Co.  v.  Perry,  74  Fed.  425, 

33L.R.A.  252; 
Fitts  V.  National  Life  Ass'n,  130  Ala.  413,  30 

So.  374; 
Olds  V.  City  Trust,  Safe  Dep.  &  Surety  Co., 

185  Mass.  500,  70  N.  E.  1022,  102  Am.  St. 

Bep.  356; 
Wamsley  v.  H.  L.  Horton  d  Co.,  153  N.  Y.  687, 

48  N.  E.  1107  (memo),  affirming  12  App.  Div. 

312,42  N.  Y.  Supp.  767; 
Eiddell  v.  Rochester  German  Ins.  Co.,  35  R.  I. 

45,  85  Atl.  273; 
Clinton  v.  Coppedge,  2  Fed.  Supp.  935,  939 ; 
Ex  parte  Davis,  250  Ala.  668,  162  So.  306; 
Fidelity  Metals  Corp.  v.  Risley   (Cal.  App.), 

175  Pac.  (2d)  592. 

And  a  corporation,  after  having  been  dissolved  in 
the  state  of  its  creation,  cannot  be  sued  in  another 
state. 

Mumma  v.  Potomac  Co.,  8  Pet.  281,  284;  8 

L.Ed.  945; 
Bohinson  v.  Mutual  Reserve  Fund  Life  his.  Co,, 

supra ; 
Marion  Phosphate  Co.  v.  Perry,  supra; 
Fitts    V.    National   Life   Ass'n,   supra    (even 

though  there  is  property  within  the  state)  ; 
Remington  d;  Sons  v.  Samana  Bay  Co.,  140 

Mass.  494,  5  N.E.  292; 
Martyne  v.  American  Union  Fire  Ins.  Co.  of 
Philadelphia,  216  N.  Y.  183,  110  N.  E.  502; 


Wamsley  v.  H.  L.  Horton  d  Co.,  supra ; 
Merchants  Loan  d  Trust  Co.  v.  Clair,  107  N.Y. 

663,  14  N.  E.  414; 
Fidelity  Metals  Corp.  v.  Bisley,  supra ; 
Chaplin  v.  Selsnick,  293  N.  Y.  529,  58  N.  E. 

(2d)  719. 

Ordinarily  a  foreign  corporation  may  revoke  its 
agency  in  the  state  and  thereafter  process  cannot  be 
served  upon  the  agent. 

United  etc.,  Co.  v.  Wisconsin,  etc.  Co.,  44  Mont. 
343,  119  Pac.  796. 
This  case,  last  cited,  was  decided  under  a  statute  that 
provided  that  the  designation  by  a  foreign  corporation 
of  an  agent  for  the  service  of  process  might  be  re- 
voked. The  Arizona  statute  makes  no  such  specific 
provision,  but  it  does  allude  to  such  revocation.  Sec- 
tion 53-307,  Arizona  Code  Annotated  1939,  provides 
that  ''Whenever  any  corporation  *  *  *  shall  revoke  or 
attempt  to  revoke  the  appointment  of  the  statutory 
agent  without  duly  appointing  another  in  his  place; 
*  *  *  the  attorney  general  or  such  corporation,  or  any 
stockholder  or  officer  thereof  may  maintain  an  ac- 
tion" to  dissolve  the  corporation. 

This  Arizona  statute  above  quoted  refers  to  domes- 
tic corporations,  but  the  statute.  Section  53-801,  re- 
lating to  foreign  corporations,  requires  any  foreign 
corporation  to  appoint  "a  statutory  agent",  without 
defining  a  statutory  agent,  ])ut  using  the  same  phrase 
as  in  the  domestic  corporation  law,  in  the  same  way. 
And  it  will  be  noted  Section  53-307,  supra,  applies 
to  ^^any  corporation". 


We  find  no  Arizona  decision  directly  in  point.  But 
the  Arizona  Court,  in  Southwest  Metals  Co.  v.  Sne- 
daher,  59  Ariz.  374,  386-7,  129  P.  (2d)  314  (also  cited 
by  appellant),  came  close  to  it.  The  Court  says:  ''A 
more  serious  question  involved,  however,  is  whether 
the  agent,  having  been  duly  appointed,  may  resign 
and  refuse  to  act  in  that  capacity,  so  that  notwith- 
standing the  appointment  has  never  been  formally 
revoked,  a  publication  of  summons  is  valid.  (Note: 
Service  was  attempted  by  publication,  one  of  the 
requisites  of  which  was  that  the  corporation  had  no 
legally  appointed  and  constituted  agent  in  the  state.) 
There  are  a  number  of  cases  where  this  question  has 
arisen.  *  *  *  Our  statute,  however,  is  silent  upon  the 
question  as  to  how  the  agent  may  resign  or  be  re- 
moved. Section  53-305,  Arizona  Code  1939.  In  the 
cases  of  Gerrick  d  Gerrick  Co.  v.  Lletvellijn  Iron 
Works,  105  Wash.  98,  177  Pac.  692,  and  Forrest  v. 
Pittsburgh  Bridge  Co.  (CCA.  7),  116  Fed.  357,  it 
was  held,  in  substance,  that  where  the  statute  did  not 
expressly  pro^dde  a  manner  in  which  the  revocation 
of  the  authority  of  the  statutory  agent  might  be  made, 
when  the  agent  resigned  or  refused  to  act,  service 
upon  the  agent  was  not  either  necessary  or,  indeed, 
valid.  The  Court  held  that  J.  H.  Morgan,  the  desig- 
nated agent,  ha^dng  refused  to  act,  the  corporation 
had  no  agent  in  the  state,  legally  appointed  and  con- 
stituted. 

If  the  corporation  had  no  statutory  agent  when  the 
agent  resigned  or  refused  to  act,  it  would  have  none 
when  his  appointment  was  revoked,  and  the  Arizona 


statute,  53-307  supra,  contemplates  revocation  else  it 
would  be  meaningless.  And  the  Arizona  Supreme 
Court,  in  Southwest  Metals  Co.  v.  Snedaker  above, 
implied  that  if  the  appointment  of  agent  had  been 
formally  revoked  the  plaintiff  would  have  had  a  basis 
for  service  by  publication,  having  one  of  the  requi- 
sites, to-wit,  lack  of  an  agent. 

The  Supreme  Court  of  the  United  States  has  held 
that  where  designation  of  a  statutory  agent  for  serv- 
ice of  process  had  been  revoked  and  his  authority 
terminated  by  the  foreign  corporation  by  a  written 
instrument  filed  with  the  proper  state  officer,  service 
could  not  thereafter  be  made  upon  the  agent.  The 
case  was  People's  Tobacco  Company  v.  American  To- 
bacco Company,  246  U.  S.  79,  62  L.  Ed.  587,  38  S.  Ct. 
233,  Ann.  Cas.  1918C  537.  It  was  a  suit  for  treble 
damages  under  the  Sherman  Act  of  1890.  Suit  was 
begun  January  4,  1912,  in  the  District  Court  of  the 
United  States  for  the  Eastern  District  of  Louisiana 
against  the  American  Tobacco  Co.,  a  New  York  cor- 
poration. Summons  was  served  uj^on  one  W.  R.  Irby 
on  January  5,  1912.  Up  to  November  30,  1911,  the 
American  Tobacco  Co.,  the  defendant,  had  a  factory 
in  New  Orleans.  It  had  filed  in  the  office  of  the  Secre- 
tary of  State  of  the  State  of  Louisiana  an  appoint- 
ment of  W.  R.  Irby  as  agent  upon  whom  service  of 
process  might  be  made  as  was  required  by  Louisiana 
state  law.  The  defendant,  American  Tobacco  Co.,  had 
been  dissolved  on  November  16,  1911,  and  had  revoked 
the  authority  of  W.  R.  Irby  as  its  resident  agent  by 
an  instrument  in  writing  filed  on  December  15,  1911, 
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in  the  office  of  the  Secretary  of  State  of  Louisiana. 
W.  R.  Irby  had  ceased  to  be  employed  by  the  tobacco 
company  after  December  1,  1911.  The  Supreme  Court 
of  the  United  States,  speaking  through  Mr.  Justice 
Day,  said,  "We  agree  with  the  District  Court  that 
Irby,  at  the  time  of  the  attempted  service  upon  him, 
was  not  the  authorized  agent  of  the  American  Tobacco 
Company.  *  *  *  We  reach  the  conchision  that  the 
District  Court  did  not  err  in  quashing  the  attempted 
service  made  upon  it." 

In  the  Iowa  cases  cited  by  appellant  on  page  12  of 
its  brief,  no  question  of  foreign  corporations  appears 
to  be  involved.  But  in  the  Arizona  case  cited  on  page 
13,  there  was  such  a  question.  And  according  to  ap- 
pellant's interpretation  of  that  case  (Miller  Rubber 
Co.  V.  Peggs,  60  Aiiz.  157,  132  P.  (2d)  439),  "the 
Court  applied  the  rule  that  the  power  of  a  corporation 
to  sue  after  its  dissolution  depends  upon  the  laws  of 
the  state  of  its  incorporation".  Likewise,  the  liability 
to  be  sued  after  its  dissolution  would  depend  upon 
the  laws  of  the  state  of  its  incorporation, — in  the  case 
of  appellee,  the  State  of  California,  not  the  State  of 
Arizona,  and  this  despite  Article  14,  Section  5,  of  the 
Constitution  of  Arizona  (p.  iii,  Appendix,  Appellant's 
Brief). 

If  the  laws  of  the  state  of  its  incorporation  deter- 
mined the  appellee's  liability  to  be  sued,  a  fortiori  the 
laws  of  the  state  of  its  incorporation  would  determine 
the  persons  to  be  served.  Appellant's  case  of  Conti- 
nental Oil  Co.  V.  United  States,  14  Fed.  Supp.  533, 
cited  on  page  14  of  its  brief  and  quoted  from  at  the 


top  of  page  15  implied  that  those  persons  would  be 
the  corporation's  authorized  officials  at  the  date  of 
dissolution.  Certainly  Mr.  J.  P.  Keller,  whose  ap- 
pointment had  been  revoked  on  June  6,  1946,  was  not 
an  authorized  official  at  the  date  of  dissolution  of 
appellee  (January  S,  1947),  or  thereafter. 

Appellant's  brief  on  page  16  makes  the  statement 
"Certainly  no  domestic  corporation  can,  under  Ari- 
zona statutes,  voluntarily  dissolve  without  satisfying 
its  creditors."  Aside  from  the  fact  that  appellant  is 
not  yet  a  creditor  of  the  appellee,  a  corporation  of  the 
State  of  California,  whose  laws  govern  appellee  and 
its  dissolution,  camiot  voluntarily  dissolve  without 
satisfying  its  creditors.  In  this  connection  reference 
is  made  to  the  Certificate  of  Winding  Up  and  Dis- 
solution of  Western-Knapp  Engineering  Co.,  a  Cali- 
fornia corporation  (Tr.  pp.  23,  24),  reciting  notice  of 
winding  up  to  "all  its  known  creditors  and  claim- 
ants" in  accordance  mth  Section  400a  of  the  Civil 
Code,  and  reciting  that  its  known  debts  and  liabilities 
were  actually  paid  or  adequately  provided  for.  Under 
this  state  of  facts,  it  does  not  follow  that  appellee 
withdrew  from  Arizona  as  a  part  of  a  design  calcu- 
lated to  avoid  its  obligation  (if  any)  (Tr.  p.  3)  or  to 
lightly  shove  aside  its  contractual  obligations.  (Ap- 
pellee's Brief,  p.  16.)  Many  reasons  exist  for  cor- 
porate dissolutions,  for  example,  tax  reasons.  This 
argument  of  appellee  is  a  nou  sequitiir,  except  for  its 
allegation  in  its  complaint  on  page  3  of  the  transcript, 
as  yet  unanswered,  of  course,  by  the  defendant- 
appellee. 
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Appellant's  case  of  Frazier  v.  Steel  <&  Tube  Co., 
cited  and  discussed  on  page  18  of  its  brief,  as  we 
read  it,  held  that  revocation  of  an  agent's  authority 
does  not  take  place  by  withdrawal  from  the  state.  The 
case  is  not  in  point  as  to  facts,  for  in  the  instant  case, 
the  agent's  authority  was  revoked  by  an  instrument 
in  writing  filed  with  the  Corporation  Commission, 
long  before  dissolution.  Moreover  in  the  instant 
case  the  defendant  foreign  corporation  was  dissolved 
and  had  ceased  to  exist.  In  the  Frazier  v.  Steel  Co, 
case,  the  defendant  had  not  been  dissolved.  It  was 
still  in  existence. 


(3)  SPECIFICATION  OF  ERROR  NO.  2.— THE  QUASHING  OF 
SERVICE  AND  RETURN  OF  PROCESS  UPON  ARIZONA  COR- 
PORATION COMMISSION. 

In  Robinson  v.  Mutual  Reserve  Life  Ins,  Co.,  182 
Fed.  850,  855,  the  Court  said: 

''Cases  which  hold  that  service  upon  an  official 
agent  of  the  state  brings  the  company  into  court, 
even  after  it  has  ceased  to  do  business  in  the 
state,  like  Woodward  v.  Mutual  Reserve  Co.,  178 
N.  Y.  485;  71  N.  E.  10;  102  Am.  St.  Rep.  519 
affirmed  in  200  U.  S.  612,  26  Sup.  Ct.  752,  50  L. 
Ed.  620,  do  not  apply  to  a  company  which  has 
ceased  to  exist." 

The  Woodward  case  was  cited  by  the  West  Virginia 
Court  in  support  of  Frazier  v.  Steel  <&  Tube  Co,, 
which  is  so  heavily  relied  on  by  appellant.  In  the 
Frazier  case  the  defendant  corporation  merely  with- 
drew from  the  state ;  it  had  not  ceased  to  exist. 
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It  has  been  held,  however,  in  Louisiana  that  even 
withdrawal  by  a  foreign  corporation  would  be  suf- 
ficient to  vitiate  service  upon  the  Secretary  of  State 
of  Louisiana.  Gouner  v.  3Iissouri  Valley  Bridge  <& 
Iron  Company,  123  La.  964,  49  So.  657. 

But  there  are  other  reasons  why  the  Court  did  not 
err  in  quashing  service  upon  the  Corporation  Com- 
mission of  Arizona.  The  attempt  to  serve  that  com- 
mission was  made  under  Sec.  21-314,  Arizona  Code 
1939.  (See  p.  19  of  Appellant's  brief  and  pp.  ii  and  iii 
of  the  Appendix  thereto.)  That  section  provides  that 
''When  a  domestic  corporation  does  not  have  an  of- 
ficer or  agent  in  this  state  upon  whom  legal  service 
of  process  can  be  made"  service  may  be  made  upon 
the  Commission.  This  sort  of  service  is  bottomed  upon 
a  matter  of  fact,  namely,  that  the  corporation  ''does 
not  have  an  officer  or  agent,  etc."  and  the  section  goes 
on  to  provide  how  that  fact  shall  be  established,  at 
least  prima  facie,  by  the  return  of  the  sheriff  that 
dihgent  search  or  inquiry  failed  to  turn  up  any  such 
officer  or  agent.  The  return  (Tr.  p.  29)  here  fails  to 
show  any  such  fact  in  any  way. 


(4)    SPECIFICATIONS  OF  ERROR  NO.  1  AND  NO.  2  GENERALLY. 

Appellant  argues  from  Article  14,  Sec.  5  of  the 
Arizona  Constitution,  that  the  Appellee  had  an  agent 
in  Arizona  on  whom  process  could  be  served.  Under 
the  same  article  and  section,  it  assumes  as  a  matter 
of  fact  that  appellee  did  not  have  an  agent  in  Ari- 
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zona  on  whom  process  could  be  served.  As  we  under- 
stand it,  the  claim  is  that  the  Arizona  constitution 
makes  ineffectual  any  withdrawal,  dissolution,  or  re- 
vocation so  far  as  the  statutory  agent  is  concerned, 
and  that  therefore  the  appellee  still  has  an  agent 
in  the  state  upon  whom  process  was  effectually  served. 
But  on  the  other  hand,  the  claim  is  that  the  Arizona 
constitution  makes  a  domestic  corporation  out  of  the 
appellee,  and  that,  as  a  matter  of  fact,  the  appellee 
had  no  agent  upon  whom  legal  service  of  process 
could  be  made. 

If  the  first  claim  is  true.  Sec.  21-314  of  the  Arizona 
Code  cannot  apply,  because  it  applies  only  where 
there  is  no  agent.  If  the  second  claim  is  true,  it  was 
not  shown  as  a  matter  of  fact  that  the  appellee  did 
not  have  an  officer  or  agent  within  the  state. 

It  is  doubtful  that  the  Section  5,  Article  14  of  the 
Arizona  Constitution  upon  which  appellant  bottoms 
its  case  applies  at  all.  That  article  seeks  to  put  for- 
eign corporations  under  the  same  conditions  as  do- 
mestic corporations  as  to  transacting  business.  But 
does  transacting  business  include  litigation? 

In  the  Arizona  case  of  Martin  v.  Bankers  Trust 
Company,  18  Ariz.  55,  62;  156  Pac.  87,  90,  the  Ari- 
zona Supreme  Court  said:  ^'The  prosecution  of  a 
suit  in  the  court  of  this  state  is  not  carrying  on  a 
business,  enterprise  or  occupation  in  this  state  within 
the  meaning  of  the  statutory  provision"  for  qualifi- 
cation in  Arizona  of  a  foreign  corporation,  citing  19 
Cyc.  1279-80,  which  on  page  1280  under  the  letter  ^'I" 
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note  13  states  that  defending  suits  does  not  constitute 
doing  business  in  a  state.  See  also  20  C.J.S.,  p.  52, 
Corporations,  Sec.  1836,  n.  27,  and  p.  83,  Sec.  1859. 

That  the  prosecution  of  a  suit  was  not  doing  busi- 
ness was  held  under  an  amendment  to  the  statute 
adding  the  words  ''do  or  transact''  any  business,  in 
McKee  v.  Stewart  Land  dc  Livestock  Co.,  28  Ariz. 
511,  238  Pac.  326,  and  in  Monaghan  &  Murphy  Bank 
V.  Davis,  27  Ariz.  532,  537;  234  Pac.  818,  820. 

Although  plaintiff's  complaint  states  that  appellee 
withdrew  from  doing  business  in  Arizona  and  re- 
voked the  appointment  of  its  statutory  agent  on  May 
6,  1946,  (Tr.  p.  3),  the  record  shows  that  the  with- 
drawal and  revocation  was  not  filed  in  the  office  of 
the  Arizona  Corporation  Commission  until  June  6, 
1946  (Tr.  pp.  25,  26),  more  than  a  month  after  ap- 
pellant's cause  of  action  arose,  (Tr.  p.  8),  and  that 
appellee  corporation  was  not  finally  dissolved  imtil 
December  31,  1946,  when  the  certificate  of  dissolu- 
tion was  signed  (Tr.  p.  24),  or  January  3,  1947,  when 
it  was  filed  in  the  office  of  the  Secretary  of  State  of 
the  State  of  California,  (Tr.  p.  23).  Appellant  thus 
had  ample  time,  even  under  its  own  theory  of  the 
case,  to  have  asserted  its  cause  of  action  and  to  have 
served  J.  P.  Keller,  the  agent,  before  the  appellee 
corporation  ceased  to  exist.  Appellant  still  may  assert 
its  alleged  cause  of  action  in  or  under  the  laws  of 
the  State  of  California  as  pointed  out  above  and  has 
not  yet  begun  to  exhaust  its  remedies  or  the  possi- 
bility of  proper  service  of  process. 
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We  therefore  respectfully  submit  that  the  appeal 
herein  should  be  dismissed  or  that  the  orders  appealed 
from  should  be  affirmed. 

Dated,  May  17,  1948. 

Respectfully  submitted, 
Leslie  Parry, 
Herbert  Mallamo, 
Arthur  P.  Shapro, 
August  B.  Rothschild, 

(Shapro  &  Rothschild), 
Attorneys  for  Appellee. 
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No.  11,853 

IN  THE 


United  States  Circuit  Court  of  Appeals 

For  the  Ninth  Circait 


Arizona  Barite  Company 

(a  corporation), 

Appellant, 
vs. 

Western-Knapp  Engineering  Co., 
(a  corporation), 

Appellee. 


REPLY  BRIEF  FOR  APPELLANT. 


BRIEF  OF  ARGUMENT. 

Appellant,  in  reply,  argues:  (1)  that  this  Court 
has  jurisdiction  to  entertain  and  hear  an  appeal  in 
this  matter  because  the  two  orders  quashing  service 
and  return  of  summons  under  the  facts  of  this  case, 
as  sho^\^l  from  the  record,  amount  to  a  final  decision ; 
(2)  that  the  service  of  summons  on  the  statutory  agent 
of  appellee  was  effectual  because  the  agent's  designa- 
tion and  authority  was  irrevocable  for  the  purpose  of 
service  of  process  upon  appellee  upon  causes  of  action 
arising  in  the  State  of  Arizona  in  favor  of  citizens  of 
that  state,  and  the  fact  that  appellee  cor})oration  con- 
summated  a   limited   dissolution   in   the   state   of  its 


domicile  before  such  service  would  not  preclude  the 
commencement  and  prosecution  of  this  action ;  and  (3) 
that  after  the  trial  Court  had  granted  appellee's  mo- 
tion to  quash  service  of  process  upon  the  statutory 
agent  of  appellee,  the  appellant  caused  service  of  sum- 
mons to  be  made  upon  the  Arizona  Corporation  Com- 
mission under  the  law  of  the  State  of  Arizona  in 
order  to  exhaust  its  rights  under  the  laws  of  Arizona, 
and  that,  upon  the  record,  such  service  made  complied 
mth  the  statutes  of  Arizona. 


ARGUMENT. 

(1)     JURISDICTION. 

It  is  conclusively  shown  by  the  record  in  this  case 
(appellee's  affidavit  in  support  of  motion  to  quash 
service  and  return  of  process,  T.R.  21-22)  that  ap- 
pellee had  no  officer,  employee,  or  other  agent  within 
the  State  of  Arizona  upon  whom  service  of  process 
could  be  made  other  than  its  statutory  agent,  or  the 
Arizona  Corporation  Commission;  that  when  service 
was  made  upon  the  latter,  all  possible  means  of  service 
of  process  upon  the  appellee  (defendant)  within  the 
jurisdiction  of  the  United  States  District  Court  in 
and  for  the  District  of  Arizona  was  exhausted,  and 
if  the  orders  of  the  Court  quashing  the  service  and 
return  of  process  made  within  the  trial  Court's  juris- 
diction are  sustained,  then  there  is  nothing  left  for  the 
trial  Court  to  do  Imt  to  dismiss  this  action.  Under 
this  state  of  facts,  the  orders  of  the  trial  Court  become 
a  final  decision  in  this  case. 


The  case  of  Cole  v.  Rastgard  (CCA  9),  68  Fed. 
(2d)  316,  cited  by  appellee,  contains  an  entirely  dif- 
ferent factual  situation  than  in  the  present  case.  The 
case  of  hi  re  Melekov  (CCA  9),  114  Fed.  (2d)  727, 
contains  a  factual  situation  analogous  to  the  present 
case.  In  that  case  it  appeared  that  none  of  the  twelve 
defendants  could  be  served  with  process  within  the 
district  of  the  trial  Court  and  it  was  held  that  an 
order  quashing  service  and  return  of  process  was  a 
final  decision  and,  therefore,  mandamus  did  not  lie  to 
compel  the  trial  Court  to  hear  the  matter.  Attention 
is  called  to  the  case  of  Henderson  v.  Richardson  Co., 
25  Fed.  (2d)  225,  which  also  contained  a  factual  situa- 
tion analogous  to  the  present  case  and  the  distinction 
is  made  between  that  case  and  the  Cole  v.  Rustgard 
case,  supra,  and  other  cases  cited  in  support  thereof. 


(2)  SPECIFICATION  OF  ERROR  NO.  1.— THE  QUASHING  OF 
SERVICE  AND  RETURN  OF  PROCESS  UPON  STATUTORY 
AGENT. 

Under  the  above  specification  of  error,  appellee 
takes  the  position  that  after  its  withdrawal  from  the 
State  of  Arizona  and  its  dissolution  in  the  state  of  its 
domicile  (admitted  to  be  a  limited  dissolution  under 
the  laws  of  California)  that  it  can  no  longer  be  sued 
within  the  State  of  Arizona  where  it  was  admitted  to 
carry  on  business  out  of  which  this  litigation  arises. 
In  the  first  paragraph  of  apT)ellee's  brief  under  this 
s])ecification  of  error  on  page  3,  appellee  admits  that 
both  under  the  laws  of  California  and  the  laws  of 
Arizona  a  corporation  is  not  absolutely  dissolved  but 


its  existence  is  continued  for  tlie  purpose  of  mnding 
up  its  affairs. 

While  appellee  questions  the  effect  of  the  Arizona 
Constitutional  and  Statutory  Provisions,  any  dou])t 
in  this  respect  has  been  dispelled  by  the  enactment 
of  Section  53-309  A.C.A.  1939  by  the  regular  session 
of  the  Arizona  State  Legislature  of  1947  providing 
for  suits  by  and  against  dissolved  corporation.  (See 
1947  Cumulative  Pocket  Supplement  to  Arizona  Code 
1939.  This  enactment  became  effective  ninety  days 
after  its  approval  by  the  Governor  on  March  25, 
1947.  Statute  quoted  in  appendix  hereto.)  This  stat- 
ute was  recently  construed  by  the  Supreme  Court  of 
Arizona  in  the  case  of  Bates  v.  MitcJiell  (Arizona), 
192  Pac.  (2d)  720,  722  (advance  sheets),  in  which 
the  Court  says  specifically  that  the  common  law  rule 
has  been  abrogated  in  this  state. 

We  have  read  carefully  each  of  the  cases  cited  by 
appellee  to  this  point  and  we  do  not  believe  the  same 
are  applicable  or  helpful  in  this  case.  Nor  do  we  find 
that  the  cases  support  the  propositions  of  la\y  as 
stated.  In  each  of  the  cases  cited,  the  foreign  corpo- 
ration sought  to  be  sued  was  shown  to  be  absolutely 
dissolved  and  dead  for  all  purposes.  Here  we  do  not 
have  such  a  situation.  The  appellee  by  the  force  of 
Section  399  of  the  California  Civil  Code,  quoted  in 
appendix  hereto,  is  continued  in  existence  for  the  pur- 
pose of  Avinding  up  its  affairs  which  includes  the 
right  to  sue  and  be  sued.  We,  therefore,  do  not  need 
to  depend  upon  the  Statute  of  Arizona  to  continue 
the  existence  of  the  appellee  corporation  for  this  pur- 


pose.  In  the  case  of  Parian  v.  Niemi,  192  N.E.  527 
(Mass.),  Annotated  97  A.L.R.  483,  the  continued  ex- 
istence of  a  dissolved  corporation  for  the  purpose  of 
winding-  uj)  its  affairs  is  clearly  distinguished  from 
the  dissolution  of  a  corporation  absolutely  and  by 
the  great  weight  of  modern  authority  under  applicable 
statutory  provisions,  the  limited  dissolution  of  a  cor- 
poration continues  the  existence  of  such  corporation 
for  the  purpose  of  suits  and  actions  which  may  be 
brought  by  or  against  it  in  the  corporate  name.  97 
A.L.R.  483,  Note  at  499  (prolonging  power  to  sue  and 
be  sued)  ;  Lusk  Lumber  Co.  v.  Independent  Producers 
Consol,  43  Wyo.  191,  299  Pac.  1044;  Mieyr  v.  Federal 
Surety  Co.  (1933),  94  Mont.  508,  23  Pac.  (2d)  959; 
Ra4i  V.  J.  I.  Case  Plow  Works  Co.  (Okla.),  37  Pac. 
(2d)  598;  The  Greyhound  (C.C.A.  2),  68  Fed.  (2d) 
832,  834. 

The  case  of  Frazier  v.  Steel  and  Tube  Co.,  132  S.E. 
723,  45  A.L.R.  1442,  and  annotated  cases  clearly  shows 
the  law  to  be  that  where  a  foreign  corporation  quali- 
fies to  do  business  in  a  state  having  statutory  provi- 
sions siich  as  found  in  Arizona  and  appoints  a  statu- 
tory agent  therein,  the  appointment  of  such  agent  is 
irrevocable  and  actions  by  citizens  of  that  state  upon 
causes  of  action  arising  in  that  state  may  be  brought 
there  and  service  of  process  be  made  upon  the  statu- 
tory agent  after  the  withdrawal  of  such  foreign  cor- 
poration from  the  state. 

The  question  of  continuing  or  revi^^ing  actions  by 
or  against  a  corporation  after  its  dissolution  depends 
upon   tlio   laws   of   the   state   in   which   the   ar-tion    is 


pending,  and  a  foreign  statute  relating  thereto  is  of 
no  avail.  1  €.  J.  137 ;  Sturges  v.  VanderMlt,  73  N.Y. 
384;  Sinnott  v.  Hanan,  156  App.  Div.  323,  141  N.Y.S. 
505 ;  Wamsley  v.  Horton,  12  App.  Div.  312,  42  N.Y.S. 
767;  3Iietjr  v.  Federal  Surety  Co.  (1933),  94  Mont. 
508,  23  Pac.  (2d)  959. 


(3)  SPECIFICATION  OF  ERROR  NO.  2— THE  QUASHING  OF 
SERVICE  AND  RETURN  OF  PROCESS  UPON  ARIZONA  COR- 
PORATION COMMISSION. 

Appellee  argues  that  notwithstanding  the  fact  that 
the  trial  Court  had  granted  its  motion  to  quash  service 
of  process  upon  its  statutory  agent  in  Arizona  that  the 
service  made  upon  the  Arizona  Corporation  Commis- 
sion is  ineffective  because  the  officer  making  the  re- 
turn on  that  service  did  not  make  affidavit  that  the 
appellee  did  not  have  an  officer  or  an  agent  within  the 
state.  It  is  appellant's  position  that  the  purpose  of 
the  statute  in  this  regard  has  l^een  fully  met  under  the 
facts  established  by  affidavits  filed  by  appellee  and  as 
shown  by  the  record  in  this  case.  In  order  that  there 
be  no  question  about  the  appellant  having  exhausted 
all  possible  means  of  service  of  process  and  without 
waiving  its  position  that  the  service  upon  the  statu- 
tory agent  of  appellee  was  effective,  it  had  process  also 
served  upon  the  Arizona  Corporation  Commission. 


(4)     SPECIFICATIONS  OF  ERROR  NO  1  AND  NO.  2  GENERALLY. 

Appellee  in  its  argument  under  this  heading  is  ap- 
parently attempting  to  place  appellant  in  a  dilemma. 
Without  entering  into  the  refined  pleasure  of  gym- 
nastic argument  suffice  it  to  say  the  appellant's  first 
position  is  that  service  upon  the  statutory  agent  of 
appellee  was  good  and  effective  ser^dce;  however, 
without  waiving  its  position  in  this  regard  and  out  of 
caution  and  with  the  thought  that  it  might  be  neces- 
sary for  the  purposes  of  this  case,  appellant  also  had 
process  served  upon  the  Arizona  Corporation  Com- 
mission. If  this  service  upon  the  Arizona  Corpora- 
tion Commission  added  nothing  to  the  service  upon 
the  statutory  agent,  it  took  nothing  away  from  that 
service.  We  do  not  ])elieve  this  to  be  an  unusual 
l^ractice  and  in  the  event  it  should  ])e  determined  that 
appellee  did  not  have  a  statutory  agent  within  the 
State  of  Arizona  upon  whom  process  could  be  served 
in  this  action,  then  appellee  mil  still  l)e  required  to 
answer  a  suit  in  this  state  upon  ser^dce  upon  the 
Arizona  Corporation  Commission. 

It  is  appellant's  position  that  it  should  not  undei' 
the  law  be  required  to  bring  appellee  to  bay  in  the 
state  of  its  domicile  and  there  enforce  apj^ellee's  al- 
leged liability  but  that  it  is  entitled  to  prosecute  its 
action  in  the  State  of  Arizona  where  the  cause  of  ac- 
tion arose  and  that  the  mthdrawal  of  appellee  from 
the  state  and  its  hurried  limited  dissolution  within  the 
state  of  its  domicile  was  ineffective  to  revoke  its 
statutory  agent's  authority  within  Arizona  or  to  abso- 
lutely destroy  its  life  so  as  to  make  it  incapable  of 
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being  sued  upon  an  alleged  liability  arising  in  the 
State  of  Arizona. 


CONCLUSION. 

In  conclusion,  we  respectfully  submit  that  the  orders 
quashing  the  service  and  return  of  process  should  be 
vacated  and  the  appellee  be  required  to  answer  ap- 
pellant's complaint. 

Respectfully  submitted, 
Stockton  &  Karam, 
Fred  J.  Elliott, 

FULBRIGHT,  CrOOKER,  FrEEMAN  &  BaTES, 

Henderson  Stockton, 

Attorneys  for  Appellant. 


(Appendix  Follows.) 


Appendix. 


Appendix 

Sec.  53-309,  Arizona  Code  1939  (1947  Cmnulative 
Pocket  Supplement  to  Arizona  Code,  1939). 

''Continued  existence  for  purpose  of  suit. — As  used 
in  this  section : 

'Dissolved  corporation'  means  a  corporation  which 
has  ceased  to  exist. 

'dissolution'  means  any  termination  of  existence. 

'suit'  means  a  proceeding  by  which  a  legal  or 
equitable  remedy  is  pursued  in  a  court  of  record. 

(b)  A  dissolved  corporation  may  be  sued  in  its 
corporate  name  upon  any  cause  of  action  which,  l)ut 
for  such  dissolution,  would  have  accrued  against  it. 
No  suit,  action  or  proceeding  to  which  a  dissolved 
corporation  is  a  party  at  the  time  of  dissolution,  shall 
abate  or  be  discontinued  by  reason  thereof.  Execu- 
tion or  process  may  issue  against  a  dissoh'ed  corpora- 
tion and  any  order,  judgment  or  decree  of  court  may 
be  enforced  against  it. 

(c)  Service  of  process  against  a  dissolved  corpo- 
ration shall  be  made  hy  delivering  a  copy  of  the  sum- 
mons   and    comi)laint,  in    the   order   designated,    to: 

1.  any  one  of  the  last  acting  officers   or  directors; 

2.  a  receiver  or  person  having  charge  of  the  assets: 

3.  a  i)erson  who,  at  the  time  of  dissolution,  was  a 
duly  appointed  agent  for  the  service  of  process  or  a 
stockholder,  or,  4.  if  none  of  such  persons  can  be 
found,  the  corporation  commission,  as  prescribed  by 


u 


section  21-314.   A  copy  of  the  summons  shall  be  pub- 
lished as  provided  by  section  21-306. 

(d)  When  there  is  no  officer  or  agent  competent 
to  execute  on  l^ehalf  of  a  dissohdng  corporation  a 
deed  or  other  instrument  relating  to  property  either 
real  or  personal,  or  when  a  dissolved  corporation  or 
its  officers  do  not  comply  wdth  a  judgment  or  decree 
of  court,  or  when  a  court  deems  it  proper,  a  judgment 
or  decree  shall  contain  a  self-executing  provision 
which  shall  have  the  effect  of  the  deed  or  instrument 
ordered  to  be  executed,  or  the  court  may  appoint  a 
master  to  execute  the  same  in  the  name  of  the  dis- 
solved corporation. 

(e)  This  section  shall  not  be  construed  to  termi- 
nate the  authority  of  persons  appointed  under  the 
provisions  of  sections  53-306,  53-307  and  53-308.  The 
superior  court  of  the  comity  in  which  the  principal 
office  of  a  dissolved  corporation  was  located,  shall  have 
jurisdiction  of  suits  relating  to  dissolved  corpora- 
tions.   (Code  1939,  §53-309  as  added  by  Laws  1947, 

ch.  109,  §1,  p.  210.)" 
******* 

Sec.  399,  California  Civil  Code.  "Continuation  of 
corporation  after  dissolution:  (Omitted  assets).  A 
corporation  wdiich  is  dissolved  by  the  expiration  of 
its  terms  of  existence,  by  forfeiture  of  existence  by 
order  of  court,  or  othermse,  nevertheless  shall  con- 
tinue to  exist  for  the  purpose  of  winding  up  its  affairs, 
prosecuting  and  defending  actions  by  or  against  it, 
and  enabling  it  to  collect  and  discharge  obligations, 
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dispose  of  and  convey  its  property,  and  collect  and 
divide  its  assets,  but  not  for  the  purpose  of  continu- 
ing business  except  in  so  far  as  necessary  for  the 
winding  ui)  thereof.  No  action  or  proceeding  to  which 
a  corjjoration  is  a  party  shall  abate  by  the  dissolution 
of  such  corporation  or  by  reason  of  proceedings  for 
dissolution  and  winding  up  thereof. 

Any  assets  inadvertently  or  otherwise  omitted  from 
the  winding  up  shall  continue  in  the  dissolved  corpo- 
ration for  the  benefit  of  the  persons  entitled  thereto 
upon  dissolution  of  the  corporation,  and  on  realiza- 
tion shall  be  distributed  accordingly.  (Enacted  1872; 
Repealed  by  Stats.  1905,  p.  563;  Added  by  Stats.  1929, 
p.  1277 ;  Superseded  by  Stats.  1931,  p.  1762 ;  Added 
by  Stats.  1931,  p.  1821;  Am.  Stat.  1933,  p.  1403.)" 
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No.  11,853 

IN  THE 

United  States  Court  of  Appeals 

For  the  Ninth  Circuit 


Arizona  Barite  Company 

(a  corporation), 

Appellant, 

vs. 

Western-Knapp  Engineering  Co. 
(a  corporation), 

Appellee. 


APPELLEE'S  PETITION  FOR  A  REHEARING. 


To  the  Honorable  William  Denman,  Presiding  Judge, 
and  to  the  Honorable  Associate  Judges  of  the 
United  States  Court  of  Appeals,  for  the  Ninth 
Circuit: 

Comes  now  Western-Knapp  Engineering  Company, 
a  corporation,  the  appellee  in  the  above-entitled  cause, 
and  presents  this,  its  petition,  for  a  rehearing  of  the 
above-entitled  cause,  and,  in  support  thereof,  respect- 
fully shows: 

I. 

That  the  above-entitled  Court  has  decided  the  case 
according  to  the  wrong  principles  of  law  iji  the  fol- 
lowing respects,  to-wit: 


(a)  Neither  Section  5  nor  Section  8  of  Article 
14  of  the  Arizona  Constitution,  upon  which  the  argu- 
ment of  appellant  and  the  opinion  of  the  Court  are 
based,  is  self -executing. 

(b)  That  Section  21-314  of  the  Arizona  Code 
Annotated  1939,  providing  for  substituted  service  on 
the  Corporation  Commission  of  Arizona,  applies  only 
to  domestic  corporations  of  the  State  of  Arizona,  and 
the  service  of  November  13,  1947,  is  therefore  invalid. 

(c)  The  appointment  of  an  agent,  known  as  the 
statutory  agent,  by  any  corporation  in  Arizona,  either 
foreign  or  domestic,  is  revocable,  and  the  service  of 
April  28,  1947,  upon  Keller,  was  therefore  invalid, 
his  appointment  having  been  revoked  before  that  date. 

(d)  That  Section  53-309,  Arizona  Code  Annotated 
1939,  pocket  part,  was  not  retroactive.  (See  Section 
1-101,  Arizona  Code  Annotated  1939.) 

(e)  Section  3305  of  the  California  Corporations 
Code  (formerly  Civil  Code  Section  402a)  which  was 
in  effect  when  appellee  corporation  was  dissolved, 
gives  appellant  a  clear  guide  to  service  of  due  process, 
and  the  proper  parties  to  be  served. 

(f)  By  said  Section  3305  and  by  the  other  sections 
of  the  California  Code  requiring  provision  for  pay- 
ment of  obligations  as  a  condition  precedent  to  disso- 
lution of  corporations,  appellant  is,  as  a  practical 
matter,  in  a  position  more  favorable  than  under  Ari- 
zona law,  since  Arizona  law  made  no  provision  for 
service  on  dissolved  corporations  and  now  makes  no 
provision  for  payment  of  obligations. 


(g)  The  Supreme  Court  of  the  State  of  Arizona 
interpreting  Sections  21-306  to  21-309  of  the  Arizona 
Code  has  stated  that  the  only  proper  method  of  serv- 
ing a  foreign  corporation  that  has  no  resident  agent 
is  by  publication. 


ARGUMENT. 

(a)  NEITHER  SECTION  5  NOR  SECTION  8  OF  ARTICLE  14  OF 
THE  ARIZONA  CONSTITUTION  IS  SELF-EXECUTING. 

Section  5  provides: 

''No  corporation  organized  outside  of  the  lim- 
its of  this  state  shall  be  allowed  to  transact  busi- 
ness in  this  state  on  more  favorable  conditions 
than  are  prescribed  by  law  for  similar  corpo- 
rations organized  under  the  laws  of  this  state. 
*  *  *"  (Emphasis  supplied.) 

A  constitutional  provision  is  not  self-executing  if 
there  is  language  indicating  that  the  subject  is  re- 
ferred to  the  legislature  for  action. 

11  Am.  Jur.  p.  692,  Constitutional  Law,  Sec- 
tion 74,  note  11. 

Where  a  constitution  provides,  for  example,  that 
debts  of  corporations  shall  be  secured  by  the  indi- 
vidual liability  of  the  stockholders  and  such  other 
means  as  shall  be  provided  by  law,  such  provision 
has  been  construed  as  not  self-executing  because  the 
language  used  plainly  contemplates  that  legislation 
is  necessary  in  order  to  make  it  effectual. 
Ibid.,  Sec.  75,  note  8. 


It  would  seem  that  the  language  used  in  Section  5 
of  Article  14  of  the  Arizona  Constitution  contem- 
plates that  the  conditions  for  transacting  business  by 
corporations  in  the  state  should  be  provided  by  law, 
and  that  the  section  was  addressed  to  the  legislature 
rather  than  to  the  Courts. 

Section  8  provides : 

'*No  domestic  or  foreign  corporation  shall  do 
any  business  in  this  state  without  ha^dng  *  *  * 
an  authorized  agent,  or  agents,  in  the  state  upon 
whom  process  may  be  served. 


»  *  *>> 


This  Section  8  is  almost  identical  with  the  provision 
on  the  same  subject  in  the  Arkansas  Constitution. 
It  was  construed  to  be  not  self -executing  in  St.  Louis, 
A.  <£?  T.  Co.  V.  Fire  Ass'n  of  PUla.,  60  Ark.  325,  30 
S.W.  350,  28  L.R.A.  83.  At  p.  352  of  30  S.W.  the 
Court  said: 

'^The  appellant  contends  that  the  evidence 
failed  to  show  that  the  Commercial  Company 
complied  with  Section  11,  Art.  12,  of  the  consti- 
tution. This  section  declares  that  'no  foreign  cor- 
poration shall  do  business  in  this  state,  except 
while  it  maintains  therein  one  or  more  known 
places  of  business  and  an  authorized  agent  or 
agents  in  the  same  upon  whom  process  may  be 
served'.  It  is  not  self -executing.  It  does  not 
provide  how  the  agent  shall  be  designated,  or  how 
the  place  of  business  shall  be  made  known.  The 
Commercial  Company  had  no  right  to  say  upon 
what  agent  process  may  be  served.  Tlie  legisla- 
ture alone  had  the  right.  Until  it  exercised  it, 
there  was  no  penalty  for  the  violation  of  the  con- 
stitution in  that  respect." 


This  case  was  decided  in  1895.  The  Arizona  Con- 
stitution became  effective  upon  the  admission  of  the 
territory  into  the  Union  in  1912,  having  been  formally 
adopted  before  that. 

Where  a  constitutional  provision  has  been  borrowed 
from  another  state  after  it  has  ])een  construed  by  the 
Court  of  last  resort  of  such  state,  the  general  rule  is 
that  the  construction  in  such  other  state  is  adopted 
with  the  provision. 

11  Am.  Jur.  p.  685,  Constitutional  Law,  Sec.  68. 

It  is  not  fully  apparent  that  Arizona  borrowed  this 
Section  8  from  Arkansas,  since  similar  provision  was 
in  the  constitutions  of  other  states,  e.g.,  California 
and  Utah.  But  we  have  found  no  construction  of  it 
in  any  other  state,  the  Arkansas  case  being  the  only 
one  that  has  come  to  our  attention. 

That  Section  5  and  Section  8  of  Article  14  of  the 
Arizona  Constitution  were  assumed  to  be  self -execut- 
ing is  implicit  in  the  argument  of  appellant  and  in 
the  decision  of  this  Court,  and  we  respectfully  submit 
that  both  appellant  and  the  Court  erred  in  making 
that  assumption. 

Since  the  Arizona  constitutional  provisions  are  not 
self-executing,  resort  must  be  had  to  the  Arizona 
statutes. 
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(b)  SECTION  21-314  OF  THE  ARIZONA  CODE  ANNOTATED  1939 
APPLIES  ONLY  TO  DOMESTIC  CORPORATIONS  OF  THE 
STATE  OF  ARIZONA. 

The  statutes  of  Arizona  set  out  in  the  opinion  of 
this  Court  do  not  inchide  foreign  corporations  in  the 
same  classification  as  domestic  corporations.  These 
statutes  mentioned  them  separately  and  distinctly  and 
treat  of  them  separately.  Even  Section  5  and  Sec- 
tion 8  of  Article  14  of  the  Arizona  Constitution  dis- 
tinguish them. 

Section  21-305  of  the  Arizona  Code  mentions  them 
separately  though  it  applies  the  same  rule  to  both. 

While  Section  53-305  treats  of  ''corporations"  with- 
out distinguishing  between  domestic  and  foreign,  Sec. 
53-801  treats  of  foreign  corporations  only,  as  do  53- 
802  and  53-804. 

Coming  down  to  Sec.  21-314,  this  section,  providing 
for  service  of  process  by  depositing  the  summons  in 
the  office  of  the  Corporation  Commission,  treats  only 
of  domestic  corporations  and  nowhere  mentions  for- 
eign corporations.  No  section  of  the  Arizona  code 
makes  specific  provision  for  serving  a  foreign  cor- 
poration by  so  depositing  the  summons  with  the  Cor- 
poration Commission. 

Since  the  legislature  of  Arizona  made  no  provision 
for  service  on  appellee  in  such  manner,  the  service 
of  November  13,  1947  was  ineffectual. 


(c)  THE  APPOINTMENT  OF  AN  AGENT,  KNOWN  AS  THE 
STATUTORY  AGENT,  BY  ANY  CORPORATION  IN  ARIZONA, 
EITHER  FOREIGN  OR  DOMESTIC,  IS  REVOCABLE. 

Cases  on  this  point  hold  that  the  appointment  of 
a  statutory  agent  is  irrevocable  upon  the  basis  of  some 
language  in  a  statute  involved. 

23  Am.  Jur.  p.  535,  Foreign  Corporations  Sec. 
514,  note  18. 

One  section  of  the  Arizona  statutes.  Sec.  53-507, 
recognizes  that  the  agency  of  a  domestic  corporation 
may  be  revoked  and  provides  a  penalty  for  revoca- 
tion, namely  dissolution.  But  no  section  of  the  Ari- 
zona Code  says  that  the  agency  of  a  foreign  corpora- 
tion may  not  be  revoked  or  that  it  may  be  revoked, 
and  no  penalty  is  provided  for  revoking.  The  silence 
of  the  legislature  in  executing  the  constitutional  pro- 
visions in  this  respect  is  significant.  And  it  becomes 
a  matter  of  pure  speculation  as  to  what  the  legisla- 
ture intended,  if  it  had  any  intention  at  all  on  this 
point.  It  would  have  been  a  simple  matter  for  the 
legislature  to  have  adopted  an  anti-revocation  statute 
as  so  many  other  states  have  done  and  on  which  cases 
denying  the  privilege  of  revocation  have  been  based. 

In  the  absence  of  a  statute  on  the  subject,  the 
agency  is  revocable.  Williams  v.  Mutual  Reserve 
Fund  L.  Assn.  (1907),  145  N.C.  128,  58  N.C.  802,  13 
Ann.  Cases  51. 
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(d)  SECTION  53-309,  ARIZONA  CODE  ANNOTATED  1939,  POCKET 
PART,  STATING  HOW  A  DISSOLVED  CORPORATION  MAY 
BE  SERVED  IS  NOT  RETROACTIVE. 

Section  1-101  of  the  same  code  provides:  ''No  stat- 
ute is  retroactive  unless  expressly  so  declared  there- 
in." Sec.  53-309  was  effective  ninety  days  after  March 
25,  1947,  and  nothing  in  it  indicates  that  it  was  in- 
tended to  relate  back  either  to  the  time  of  dissolu- 
tion of  appellee  corporation  or  to  the  beginning  of 
appellant's  suit  or  to  the  service  on  Keller,  or  that 
it  was  intended  to  apply  to  such  suit  already  begmi 
so  as  to  validate  service  attempted  on  November 
13,  1947. 

In  fact  its  very  passage  was  a  persuasive  indica- 
tion of  legislative  cognizance  of  the  omission  in  the 
statutes  of  any  provision  relating  to  service  on  dis- 
solved corporations. 


(e)  SECTION  3305  OF  THE  CALIFORNIA  CORPORATIONS  CODE 
(FORMERLY  CIVIL  CODE,  SEC.  402a)  WHICH  WAS  IN  EF- 
FECT WHEN  APPELLEE  CORPORATION  WAS  DISSOLVED, 
AND  STILL  IS  IN  EFFECT,  GIVES  APPELLANT  A  CLEAR 
GUIDE  TO  SERVICE  OF  DUE  PROCESS,  AND  TO  THE 
PROPER  PARTIES  TO  BE  SERVED. 

This  section  (of  which  Sec.  53-309  (c)  A.C.A.  1939 
is  substantially  a  rescript)  gives  appellant  every  fa- 
cility for  the  prosecution  of  its  suit.  The  Section 
reads : 

''Service  on  dissolved  corporation.  Siunmons 
or  process  against  a  dissolved  corporation  may 
be  served  by  delivering  a  copy  thereof  to  an  offi- 
cer, director,  or  person  having  charge  of  its  as- 
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sets,  or  if  no  such  person  can  be  found,  to  any 
person  who  is,  or  at  the  time  of  dissolution  was, 
an  agent  for  service  of  process.  If  no  such  per- 
son can  be  found  summons  or  process  may  be 
served  upon  the  dissolved  corporation  by  deliv- 
ering a  copy  thereof  to  the  Secretary  of  State 
or  an  assistant  or  deputy  secretary  of  state." 

Appellant  adopted  none  of  the  methods  thus  pro- 
vided for  it.  It  made  no  attempt  to  serve  the  direc- 
tors of  the  appellee  J.  N.  How,  J.  H.  How  and  Clara 
How,  referred  to  on  page  2  of  the  Court's  opinion. 

(f)  The  Arizona  Code  requires  no  provision  for 
payment  of  outstanding  obligations  of  a  corporation 
dissolving.  It  made  no  provision  for  service  upon  a 
dissolved  corporation,  even  though  the  corporation 
remained  in  existence  for  the  purpose  of  winding 
up  its  affairs.  The  position  of  the  appellant  is  there- 
fore made  more  favorable,  as  a  practical  matter,  than 
under  the  very  sketchy  Arizona  laws. 

(g)  The  Supreme  Court  of  Arizona  has  settled  the 
question  before  the  Court  in  the  case  of  D.  W.  Onan 
<&  Sons  V.  Superior  Court,  179  Pac.  (2d)  243.  In 
interpreting  Sections  21-306  to  21-309  of  the  Arizona 
Code  the  Court  ruled  that  the  only  proper  method  of 
serving  a  foreign  corporation  in  an  action  arising  out 
of  business  transacted  by  such  corporation  within  the 
state,  where  the  foreign  corporation  had  no  resident 
agent  or  officer  within  the  state,  was  by  publication. 

Wherefore,  upon  the  foregoing  grounds,  it  is  re- 
spectfully urged  that  this  petition  for  a  rehearing 
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be  granted  and  that  the  judgment  of  the  District 
Court  be,  upon  further  consideration,  confirmed. 

Dated,  December  1, 1948. 

Respectfully  submitted, 
Leslie  Parry, 
Herbert  Mallamo, 
August  P.  Shapro, 
August  B.  Rothschild, 
(Shapro  &  Rothschild), 
Attorneys  for  Appellee 
and  Petitioner. 


Certificate  of  Counsel. 

I  hereby  certify  that  I  am  of  counsel  for  appellee 
and  petitioner  in  the  above  entitled  cause  and  that 
in  my  judgment  the  foregoing  petition  for  a  rehear- 
ing is  well  founded  in  point  of  law  as  well  as  in  fact 
and  that  said  petition  for  a  rehearing  is  not  inter- 
posed for  delay. 

Dated,  December  1, 1948. 

Arthur  P.  Shapro, 

Of  Counsel  for  Appellee 
and  Petitioner, 


,  Allon: 

Vol,  2,  we  have  not  any  for 
?   Office. 

Yours  truly, 

Chns  Strather, 
Glerioal  Ass»t. 
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printing  in  italic  the  two  words  between  which  the  omission  seems  to 
occur.] 
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2  Schick  Service,  Inc.,  and  Schick,  Inc. 

In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

Civil  Action  No.  4601-JSJ— [WM] 

Infringement  of  Letters  Patent  No.  2,228,768 

RALPH  E.  JONES, 

Plaintiff, 

vs. 

SCHICK    SERVICE,    INC.,   a    Corporation,    and 
SCHICK,  INC.,  a  Corporation, 

Defendants. 

COMPLAINT 
To  the  Honorable  the  Judges  of  the  District  Court 
of  the  United  States  for  the  Southern  District 
of  California,  Central  Division: 
Plaintiff  complains  of  the  Defendants  and  alleges 
as  follows: 

I.     Plaintiff 
Pl^intil^  is  a  citizen  of  the  State  of  California 
and  resides  in  the  City  of  San  Diego,  California. 

11.     Defendants 
Defendants  Schick  Service,  Inc.,  and  Schick,  Inc., 
are  each  Delaware  corporations,   and  each  has  a 
regular  and  established  [2]  place  of  business  in  the 
Southern  District  of  California,  Central  Division. 

III.     Jurisdiction  and  Venue 
(a)     Jurisdiction  of  this  Court  is  based  upon  the 
Patent  Statutes  of  the  United  States. 
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(b)  The  acts  of  infringement  herein  complained 
of  have,  within  the  last  six  years,  and  are  being, 
committed  in  the  Southern  District  of  California, 
and  elsewhere  in  the  United  States. 

IV.  Title 
On  January  14,  1941,  United  States  Letters  Pal!- 
ent  No.  2,228,768  were  duly  and  legally  issued  to 
Plaintiff  for  an  invention  in  a  Hair  Clipping  and 
Shaving  Device;  and  since  that  date  Plaintiff  has 
been  and  still  is  the  owner  of  those  Letters  Patent. 

Y.     Infringement 

Defendants,  and  each  of  them,  have  for  a  long 
time  past  been  and  still  are  infringing  said  Letters 
Patent  by  making,  selling,  or  using  hair  clipping 
and  shaving  devices  embodying  the  patented  iYi- 
vention,  and  will  continue  to  do  so  unless  enjoined 
by  this  Court. 

VI.     Notice 

Plaintiff  has  given  written  notice  to  Defendant 
Schick  Inc.  of  its  said  infringements. 

Wherefore,  Plaintiff  Prays  for: 

(a)  A  final  injunction  against  further  infringe- 
ment by  said  Defendants  and  each  of  them  [3] 
and  those  controlled  by  each  of  them; 

(b)  An  accounting  for  profits  and  damages; 

(c)  An  assessment  of  costs  against  the  Defend- 
ants, jointly  and  severally; 

(d)  For  a  judgment  that  the  damages  caused 
by  the  acts  of  infringement  of  Defendant  Sobick, 


4  Schick  Service,  Inc.,  and  Schick,  Inc. 

Inc.,  be  trebled  because  of  the  deliberate,  wilful,  and 
flagrant  nature  of  its  acts  of  infringement;  and 

(e)     For  such  other  and  further  relief  as  the 
Court  may  deem  just. 

Signed  at  San  Diego,  California,  this  25th  day 
of  June,  1945. 

/s/  RALPH  E.  JONES, 
Plaintife. 
HARRIS,  KIECH,   FOSTER  & 
HARRIS, 
By  /s/  FORD  HARRIS,  Jr. 

[Endorsed] :     Filed  July  6,  1945.  [4] 


[Title  of  District  Court  and  Cause.] 

ANSWER  TO  COMPLAINT 

Now  come  the  defendants,  Schick  Service,  Inc., 
and  Schick,  Inc.,  and  answering  the  bill  of  com- 
plaint, herein  allege: 

I. 

They  admit  that  the  defendant  Schick  Service, 
Inc.,  has  a  regular  and  established  place  of  business 
in  the  Southern  District  of  California,  Central 
Division,  but  deny  that  the  defendant  Schick,  Inc., 
has  any  such  regular  and  established  place  of  busi- 
ness in  said  district  or  anywhere  else  in  the  State 
of  California. 

II. 

They  deny  that  they  or  either  of  them  have  com- 
mitted any  of  the  acts  of  infringement  herein  com- 
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plained  of  within  th('  last  six  years  or  at  any  other 
times  or  that  any  such  acts  of  infringement  are 
being  committed  by  the  said  defendants  or  either  of 
them  in  the  Southern  District  of  California  or  else- 
where in  the  United  States.  [5] 

III. 

They  deny  that  they  have  any  knowledge  or  in- 
formation thereof  sufficient  to  form  a  belief  as  to  the 
truth  of  each  and  every  allegation  contained  in  the 
paragraph  of  the  complaint  hei*ein  marked  '*IV. 
Title." 

IV. 

They  deny  each  and  every  allegation  contained 
in  the  paragraph  of  the  complaint  marked  "V. 
Infringement." 

V. 

They  admit  the  allegation  contained  in  the  para- 
graph of  the  complaint  marked  *'VI.     Notice." 

Further  answering  the  complaint  herein,  the  said 
defendants  allege  on  information  and  belief  that  the 
Letters  Patent  in  suit,  No.  2,228,768,  are  invalid 
and  void  for  the  following  reasons : 

VI. 

The  invention  or  inventions  purported  to  be  pat- 
ented thereby  were  patented  or  described  in  printed 
publications  prior  to  the  supposed  invention  or 
discovery  thereof  by  the  plaintiff,  Ralph  E.  Jones, 
or  more  than  two  years  prior  to  his  application  for 
patent  therefor,  to  wit,  in : 
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Peterson 

Dean 

Blackmore 

Cordova 

McArdle 

Bergendahl 

Friedman 

Szabo 

Kaufiiiami 

Ventimiglia 

Priest 


United  States 
1,744,280 
2,014,882 
1,788,614 
1,795,836 
1,723,364 
1,337,429 
1,516,635 
1,175,023 
1,799,907 
1,801,889 
532,335 


Patents 

January  21,  1930 
September  17,  1935 
January  13,  1931 
March  10, 1931 
August  6,  1929 
April  20,  1920 
November  25,  1924 
March  14,  1916 
April  7,  1931 
April  21,  1931 
January  8,  1895 


:  Publication 

/  Catalog  No.  27  of  McGill  Metal  Products  Com- 
pany—1923— p.  13. 

VII. 

;  In  so  far  as  any  device  used  or  sold  by  the  defend- 
ants may  be  claimed  by  the  plaintiff  to  be  covered 
Jby  the  Letters  Patent  in  suit,  Ralph  E.  Jones  was 
not  the  original  and  first  inventor  or  discoverer  of 
any  material  or  substantial  part  of  the  thing  thus 
claimed  to  be  patented,  all  material  and  substantial 
parts  thereof  having  been  known  or  used  by  others 
in  this  country  before  his  supposed  invention  or  dis- 
<i0very  thereof,  to  wit,  by  the  inventors  of  the 
iUnited  vStates  patents  listed  in  paragraph  VI  above, 
and  by  McGill  Metal  Products  Company  of  Chicago, 
Illinois,  at  Chicago,  Illinois,  and  elsewhere  in  the 
United  States. 
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VIII.  '  I 

The  invention  or  inventions  purported  to  be  p^t" 
ented  thereby  did  not  and  do  not  constitute  patent- 
able novelty  or  invention  within  the  meaning  of  the 
patent  laws,  in  view  of  the  prior  state  of  the  art,, 
and  in  view  of  what  was  common  knowledge  on  the 
part  of  those  skilled  in  the  art,  all  prior  to  the  date 
of  the  alleged  invention  or  inventions  of  the  plain- 
tiff, Ralph  E.  Jones. 

Wherefore  the  defendants  Schick  Service,  Inc., 
and  Schick,  Inc.,  pray  that  the  bill  of  complaint  be 

dismissed  with  costs. 

SCHICK  SERVICE,  INC.,  and 
SCHICK,  INC., 
By  /s/  VERN  IVEY, 

Attorney  for  Defendants. 

Dated  at  Los  Angeles,  California,  October  18, 
1945. 

Received  copy  of  the  within  Answer  of  Defend- 
ants this  18  day  of  October,  1945. 

/s/  FORD  HARRIS,  Jr., 

Attorneys  for  Plaintiff. 

[Endorsed]:     Filed  Oct.  22,  1945.  [7] 
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[Title  of  District  Court  and  Cause.] 

COMBINED  ORIGINAL  AND  SUPPLEMEN- 
TAL COMPLAINTS  FOR  INFRINGE- 
MENT OF  LETTERS  PATENT  No.  2,228,768 

To  the  Honorable  the  Judges  of  the  District  Court 
of  the  United  States  for  the  Southern  District 
of  California,  Central  Division: 

Plaintiff  complains  of  the  Defendants  and  alleges 
as  follows: 

I.     Plaintiff 

Plaintiff  is  a  citizen  of  the  State  of  California  and 
resides  in  the  City  of  San  Diego,  California. 

11.     Defendants 
Defendants  Schick  Service,  Inc.,  and  Schick,  Inc., 
are  each  Delaware  corporations,   and  each  has  a 
regular  and  established  place   of  business  in  the 
Southern  District  of  California,  Central  Division. 

III.    Jurisdiction  and  Venue 

(a)  Jurisdiction  of  this  Court  is  based  upon  the 
Patent  Statutes  of  the  United  States. 

(b)  The  acts  of  infringement  herein  complained 
of  have,  within  the  last  six  years,  and  are  being, 
committed  in  the  Southern  District  of  California, 
and  elsewhere  in  the  United  States. 

IV.     Title 
On  January  14,  1941,  United  States  Letters  Pat- 
ent No.  2,228,768  were  duly  and  legally  issued  to 
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Plaintiff  for  an  invention  in  a  Hair  Clipping  and 
Shaving  Device;  and  since  that  date  Plaintiff  has 
been  and  still  is  the  owner  of  those  Letters  Patent. 

V.     Infringement 

Defendants,  and  each  of  them,  have  for  a  long 
time  past  been  and  still  are  infringing  said  Letters 
Patent  by  making,  selling,  or  using  hair  clipping 
and  shaving  devices  embodjdng  the  patented  inven- 
tion, and  will  continue  to  do  so  unless  enjoined  by 
this  Court. 

YL     Notice 

Plaintiff  has  given  written  notice  to  Defendant 
Schick,  Inc.,  of  its  said  infringement. 

Wherefore,  Plaintiff  Prays  for: 

(a)  A  final  injunction  against  further  infringe- 
ment by  said  Defendants  and  each  of  them  and  those 
controlled  by  each  of  them; 

(b)  An  accounting  for  profits  and  damages; 

(c)  An  assessment  of  costs  against  the  Defend- 
ants, jointly  and  severally;  [10] 

(d)  For  a  judgment  that  the  damages  caused  by 
the  acts  of  infringement  of  Defendant  Schick,  Inc., 
be  trebled  because  of  the  deliberate,  wilful,  and  flag- 
rant nature  of  its  acts  of  infringement ;  and 

(e)  For  such  other  and  further  relief  as  the 
Court  may  deem  just. 

As  an  alternative  to  the  claim  set  forth  in  the  first 
cause  of  action  herein.  Plaintiff  as  a  second  and 
alternative  cause  of  action  alleges  as  follows: 
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I.     Parties 
Plaintiff  hereby  adopts  by  reference  all  of  the 
statements  made  in  Paragraphs  I  and  II  of  the  first 
cause  of  action  herein. 

II.     Jurisdiction 

The  matter  in  controversy  exceeds,  exclusive  of 
interest  and  costs,  the  sum  of  Three  Thousand  Dol- 
lars ($3000.00)  and  is  between  citizens  of  different 
states. 

III.     Title 

Plaintiff  hereby  adopts  by  reference  all  of  the 
statements  made  in  Paragraph  IV  of  the  first  cause 
of  action  herein. 

IV.     Contract 

On  or  about  January  29,  1941,  Plaintiff  entered 
into  an  oral  contract  with  Defendant  Schick,  Inc. 
(then  named  Schick  Dry  Shaver,  Inc.)  at  Los  An- 
geles, California,  under  the  terms  of  which  Plaintiff 
then  granted  to  said  Defendant  an  exclusive  right 
and  [11]  license  under  said  Letters  Patent,  No. 
2,228,7()8,  to  manufacture,  use,  and  sell  the  inven- 
tions covered  thereby,  and  said  Defendant  agreed  to 
pay  to  Plaintiff  a  royalty  amounting  to  One  and 
one-half  per  cent  (11/2%)  of  the  selling  price  of  all 
electric  shavers  sold  by  it  and  embodying  any  inven- 
tion of  said  Letters  Patent  until  Plaintiff  has  re- 
ceived from  said  Defendant  the  total  sum  of  Two 
Hundred  and  Fifty  Thousand  Dollars  ($250,000.00), 
following  which  said  Defendant  was  thereby  obli- 
gated to  pay  to  Plaintiff  a  royalty  of  One  per  cent 
(1%)   on  the  selling  price  of  all  of  said  shavers 
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thereafter  sold  by  it,  and  said  Defendant  fiirthei* 
agreed  thereby  to  pay  to  Plaintiff  an  immediate :  ad- 
vance on  such  royalties  amounting  to  Thirty  Thou- 
sand Dollars  ($30,000.00),  which  sum  was  to.  bje 
credited  against  said  royalties  thereafter  accruing 
to  Plaintiff  under  said  contract;  said  contract  has 
never  been  terminated  and  is  still  in  full  force  and 
effect;  and,  upon  information  and  belief,  Defendant 
since  January  29,  1941,  has  sold  large  numbers  of 
dry  shavers  embodying  the  inventions  claimed  in 
Plaintiff's  said  patent  and  upon  which  royalty  is 
due  to  Plaintiff  in  accordance  with  the  terms  of 
said  contract,  but  has  never  paid  to  Plaintiff  any  of 
said  royalties  due. 

V.  Demand  for  Performance 
Plaintiff  has  delivered  to  Defendant  Schick,  Inc., 
w^ritten  demand  for  performance  by  it  of  the  con- 
tract alleged  in  Paragraph  IV  of  this  cause  of 
action,  but  Defendant  has  refused  and  continues  to 
refuse  to  pay  Plaintiff  the  sums  due  him  under  said 
contract  or  any  of  such  sums,  and  refuses  and  has 
refused  to  recognize  that  said  contract  exists  or  ever 
did  exist. 

Wherefore,  Plaintiff  prays  for  an  accounting 
against  Defendant  Schick,  Inc.,  to  determine  the 
number  of  electric  [12]  shavers  sold  by  it  upon 
which  royalty  is  due  from  it  to  Plaintiff,  and  to 
determine  the  amount  of  such  royalty  so  due;  and 
Plaintiff  prays  for  a  judgment  against  Defendant 
Schick,  Inc.,  for  all  of  the  royalty  due  from  it  to 
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hiin  under  said  contract,  as  determined  by  said  ac- 
counting, and  for  Plaintiff's  costs  in  this  action. 

Signed  at  San  Diego,  California,  this  16th  day  of 
February,  1946. 

/s/  RALPH  E.  JONES, 
Plaintiff. 
HARRIS,  KIECH,  FOSTER  & 
HARRIS, 
By  /s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff. 

Received  copy  of  the  within  instrument  this  18 
day  of  Feb.,  1946. 

/s/  C.  VERN  IVEY, 

Attorney  for  Defendants. 

[Endorsed] :     Piled  Feb.  18,  1946.  [13] 
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ANSWER  OF  DEFENDANTS  TO  COMBINED 
ORIGINAL  AND  SUPPLEMENTAL  COM- 
PLAINTS FOR  INFRINGEMENT  OF  LET- 
TERS PATENT  NO.  2,228,768 

Come  Now  the  Defendants,  Schick  Service,  Inc., 
and  Schick,  Inc.,  and  answering  the  combined 
original  and  supplemental  complaints  herein, 
allege : 
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I. 

They  admit  that  the  Defendant,  Schick  Service, 
Inc.,  has  a  regular  and  established  place  of  business 
in  the  Southern  District  of  California,  Central  Di- 
vision, but  deny  that  the  Defendant,  Schick,  Inc., 
has  any  such  regular  and  established  place  of  busi- 
ness in  said  District  or  anyw^here  else  in  the  State 
of  California. 

II. 

They  deny  that  they,  or  either  of  them,  have  com- 
mitted any  of  the  acts  of  infringement  herein  com- 
plained of  within  the  last  six  years,  or  at  any  other 
times,  or  that  any  such  acts  of  infringement  [15] 
are  being  committed  by  the  said  Defendants,  or 
either  of  them,  in  the  Southern  District  of  Cali- 
fornia, or  elsewhere  in  the  United  States. 

III. 

They  deny  that  they  have  any  knowledge  or  infor- 
mation thereof  sufficient  to  form  a  belief  as  to  the 
truth  of  each  and  every  allegation  contained  in  the 
paragraph  of  the  Combined  Original  and  Supple- 
mental Complaints  herein  marked  *'IV.  Title." 

IV. 

They  deny  each  and  every  allegation  contained  in 
the  paragraph  of  the  Combined  Original  and  Sup- 
plemental Complaints  marked  "V.    Infringement." 

V. 

They  admit  the  allegation  contained  in  the  para- 
graph of  the  Combined  Original  and  Supplemental 
Complaints  marked  "VI.   Notice." 


14 


Schick  Service,  Inc.,  and  SchicJt,  Inc. 


Further  answering  the  Combined  Original  and 
Supplemental  Complaints  herein,  the  said  Defend- 
ants allege  on  information  and  belief  that  the  Let- 
ters Patent  in  suit,  No.  2,228,768,  are  invalid  and 
void  for  the  following  reasons : 

VI. 

The  invention,  or  inventions,  purported  to  be 
patented  thereby  were  patented  or  described  in 
printed  publications  prior  to  the  supposed  invention 
or  discovery  thereof  by  the  Plaintiff,  Ralph  E. 
Jones,  or  more  than  two  years  prior  to  his  applica- 
tion for  patent  therefor,  to  wit,  in: 

United  States  Patents 

Peterson  1,744,280  January  21,  1930 

Dean  2,014,882  September  17,  1935 

Blackmore  1,788,614  January  13,  1931 

Cordova  1,795,836  March  10,  1931 

McArdle  1,723,364  August  6,  1929 

Bergendahl  1,337,429  April  20,  1920 

Friedman  1,516,635  November  25,  1924 

Szabo  1,175,023  March  14,  1916 

Kaufmann  1,799,907  April  7,  1931 

Ventimiglia  1,801,889  April  21,  1931 

Priest  532,335  January  8,  1895 

Publication 
Catalog  No.  27  of  McGill  Metal  Products  Com- 
pany (1923),  p.  13. 

VII. 

Insofar  as  any  device  used  or  sold  by  the  Defend- 
ants may  be  claimed  by  the  Plaintiff  to  be  covered 


vs.  Ralph  E.  Jones  15 

by  the  Letters  Patent  in  suit,  Ralph  E.  Jones  was 
not  the  original  and  first  inventor  or  discoverer  or 
any  material  or  substantial  part  of  the  thing  thus 
claimed  to  be  patented,  all  material  and  substantial 
parts  thereof  having  been  known  or  used  by  others 
in  this  country  before  his  supposed  invention  or 
discovery  thereof,  to  wit,  by  the  inventors  of  the 
United  States  patents  listed  in  paragraph  VI  above, 
and  by  McGill  Metal  Products  Company  of  Chi- 
cago, Illinois,  at  Chicago,  Illinois,  and  elsewhere 
in  the  United  States. 

VIII. 

The  invention  or  inventions  purported  to  be  pat- 
ented thereby  did  not  and  do  not  constitute  patent- 
able novelty  or  invention  within  the  meaning  of  the 
patent  laws,  in  view  of  the  prior  state  of  the  art, 
and  in  view  of  what  was  common  knowledge  on  the 
part  of  those  skilled  in  the  art,  all  prior  to  the  date 
of  the  alleged  invention  or  inventions  of  the  Plain- 
tiff, Ralph  E.  Jones. 

Answering  Plaintiff's  Second  and  Alternative 
Cause  of  Action  of  the  Combined  Original  and  Sup- 
plemental Complaints,  Defendants  Allege: 

I. 

Answering  Paragraph  I  of  said  Second  Cause  of 
Action,  [17]  Defendants  re-allege  and  incorporate 
herein  all  of  the  allegations  contained  in  Para- 
graphs I  and  II  of  the  Answer  to  the  First  Cause 
of  Action  with  the  same  force  and  effect  as  if  set 
forth  herein  in  full. 
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II. 

Answering  Paragraph  II  of  said  Second  Cause 
of  Action,  Defendants  admit  the  allegations  set 
forth  in  said  Paragraph  II  of  said  Second  Cause 
of  Action. 

III. 

Answering  Paragraph  III  of  said  Second  Cause 
of  Action,  Defendants  re-allege  and  incorporate 
herein  all  of  the  allegations  contained  in  Paragraph 
III  of  the  Answer  to  the  First  Cause  of  Action 
with  the  same  force  and  effect  as  if  set  forth  herein 
in  full. 

IV. 

Answering  Paragraph  IV  of  the  said  Second 
Cause  of  Action,  Defendants  deny  that  on  or  about 
January  29,  1941,  or  at  any  other  time,  the  Plaintiff 
entered  into  an  oral  or  any  contract  with  Defendant, 
Schick,  Inc.  (then  named  Schick  Dry  Shaver,  In<!.), 
at  Los  Angeles,  California,  or  at  any  other  place, 
under  the  terms  of  which  contract  Plaintiff  granted 
to  said  Defendant  an  exclusive  or  any  right  and 
license  under  said  Letters  Patent  No.  2,228,768,  or 
under  any  Letters  Patent,  to  manufacture,  use  or 
sell  the  inventions  covered  by  said  Letters  Patent ; 
deny  that  said  Defendant  agreed  to  pay  to  Plaintiff 
a  royalty  amounting  to  one  and  one-half  (li/2%) 
percent,  or  any  other  percent,  of  the  selling  price  of 
all  electric  shavers  sold  by  it  and  embodying  any 
invention  of  said  Letters  Patent  until  Plaintiff  had 
received  from  said  Defendant  the  total  sum  of  Two 
Hundred  Fifty  Thousand  ($250,000.00)  Dollars,  fol- 
lowing which  said  Defendant  was  obliged  to  pay  to 
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Plaintiff  a  royalty  of  one   (1%)   percent,  or  any 
other  percent,  on  the  selling  price  of  all  said  shavers 
thereafter  sold  hy  it;  deny  that  said  [18]  Defendant 
further  agreed  to  pay  to  Plaintiff  an  immediate  ad- 
vance on  such  royalties  amounting  to  Thirty  Thou- 
sand ($30,000.00)  Dollars,  or  any  other  sum,  which 
sum  was  to  be  credited  against  said  royalties  there- 
after accruing  to  Plaintiff  under  said  alleged  con- 
tract; deny  that  said  alleged  contract  has  never  been 
terminated  and  is  still  in  full  force  and  effect,  and 
deny  that  it  was  ever  in  force  or  effect ;  deny  that 
Defendant  since  January  29,  1941,  or  at  any  other 
time,  has  sold  large  numbers  of  dry  shavers  em- 
claimed  [in  pencil] 
bodying    the    inventions    granted    in    said    Letters 
Patent ;  and  deny  that  any  royalty  is  due  to  Plain- 
tiff in  accordance  with  the  tenns  of  said  contract, 
or  otherwise,  or  at  all;  admit  that  it  has  never  paid 
to  Plaintiff  any  royalties,  but  specifically  deny  that 
any  royalties  are  due  to  Plaintiff  from  Defendants, 
or  either  of  them. 

y. 

Answering  Paragraph  V  of  said  Second  Cause 
of  Action,  Defendants  admit  the  receipt  by  Defend- 
ant, Schick,  Inc.,  of  a  registered  letter,  dated  De- 
cember 10,  1945,  from  the  firm  of  Harris,  Kiech, 
Foster  &  Harris,  as  attorneys  for  Plaintiff,  a  true 
and  correct  copy  of  which  letter  is  attached  hereto 
and  marked  "Exhibit  A,"  and  made  a  part  hereof; 
admit  that  said  Defendant,  Schick,  Inc.,  has  refused 
and  continues  to  refuse  to  pay  to  Plaintiff  any 
moneys,  and  refuses  and  has  refused  to  recognize 
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that  said  contract  exists,  or  ever  did  exist,  and  spe- 
cifically deny  that  the  alleged  or  any  contract  exists, 
or  ever  did  exist  between  Plaintiff  and  Defendants, 
or  either  of  them. 

VI. 
In  further  answer  to  said  Second  Cause  of  Action, 
Defendants  allege  that  the  claim  asserted  against 
Defendants  is  barred  by  the  Statute  of  Limitations 
of  the  State  of  California. 

VII. 

In  further  answer  to  said  Second  Cause  of  Action, 
Defendants  allege  that  the  claim  asserted  against 
Defendants  is  [19]  barred  by  the  provisions  of 
Section  337  of  the  Code  of  Civil  Procedure  of  the 
State  of  California. 

VIII. 

In  further  answer  to  said  Second  Cause  of  Action, 
Defendants  allege  that  the  claim  asserted  against 
Defendants  is  barred  by  the  provisions  of  Section 

338  of  the  Code  of  Civil  Procedure  of  the  State  of 
California. 

IX. 

In  further  answer  to  said  Second  Cause  of  Action, 
Defendants  allege  that  the  claim  asserted  against 
Defendants  is  barred  by  the  provisions  of  Section 

339  of  the  Code  of  Civil  Procedure  of  the  State  of 
California. 

X. 

In  further  answer  to  said  Second  Cause  of  Ac- 
tion,   Defendants    allege    that    the   claim    asserted 
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against  Defendants  is  barred  by  the  provisions  of 
Section  343  of  the  Code  of  Civil  Procedure  of  the 
State  of  California. 

XI. 
For  a  further  and  separate  answer  to  the  Second 
Cause  of  Action,  Defendants  allege: 

1.    That  the  supposed  agreement  mentioned  in  the 
Combined  Original  and  Supplemental  Complaints, 
and  by  which  these  Defendants  are  sought  to  be 
charged,  was  and  is  by  its  terms  not  to  be  performed 
within  one  year  from  the  making  thereof ;  that  said 
supposed  agreement  was  never  in  any  writing,  sub- 
scribed by  the  Defendants,  or  either  of  them,  or  by 
their  agent  or  agents,  and  that  there  is  not  now  or 
was  there  ever  any  note  or  memorandum  thereof 
subscribed  by  Defendants,  or  either  of  them,  or  by 
their  agent,  or  agents. 

2.  That  the  supposed  agreement  mentioned  in 
the  Combined  Original  and  Supplemental  Com- 
plaints, and  by  which  these  Defendants  are  sought 
to  be  charged,  was  for  the  sale  of  goods  or  chattels 
or  chose  in  action  for  a  price  exceeding  the  value 
of  Five  Hundred  [20]  ($500.00)  Dollars;  that  said 
supposed  agreement  was  never  in  writing,  sub- 
scribed by  the  Defendants,  or  either  of  them,  or  by 
their  agent,  or  agents,  and  that  there  is  not  now, 
nor  was  there  ever  any  note  or  memorandum 
thereof,  subscribed  by  Defendants,  or  either  of 
them,  or  by  their  agent,  or  agents ;  that  the  Defend- 
ants never  at  any  time  accepted  or  received  any 
part  of  said  goods  or  chattels  (or  the  evidence,  or 
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any  of  them,  of  said  things  in  action)  mentioned 
in  said  Second  Cause  of  Action;  and  that  Defend- 
ants have  never  paid  any  part  of  the  alleged  pur- 
chase money  therefor. 

Wherefore,  Defendants,  having  fully  replied  to 
said  Combined  Original  and  Supplemental  Com- 
plaints, pray  that  Plaintiff  take  nothing  by  this 
action,  and  that  said  Defendants  be  hence  dismissed 
with  their  costs. 

/s/  LEONARD  S.  LYON, 

Attorney  for  Defendants. 

EXHIBIT  A 

[Letterhead] :  Law  Offices  Harris,  Kiech,  Foster 
&  Harris. 

December  10,  1945. 
Registered 

Schick,  Incorporated, 
Stamford,  Connecticut 
Attention— Mr.  K.  C.  Gifford,  President 

Gentlemen : 

On  behalf  of  our  client.  Colonel  Ralph  E.  Jones, 
we  hereby  demand  performance  by  you  of  the  con- 
tract entered  into  on  January  29,  1941,  by  and  be- 
tween Colonel  Jones  and  your  predecessor  Schick 
Dry  Shaver,  Inc. 

This  contract  was  an  oral  agreement  on  that  date 
between  Colonel  Jones  and  Mr.  R.  J.  Cordiner,  on 
behalf  of  Schick  Dry  Shaver,  Inc.,  to  the  effect  that 
Colonel  Jones  thereby  granted  an  exclusive  license 
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to  Schick  Dry  Shaver,  Inc.,  under  United  States 
Letters  Patent  No.  2,228,768,  in  return  for  which 
Schick  Dry  Shaver,  Inc.,  agreed  to  pay  to  Colonel 
Jones  a  royalty  amounting  to  One  and  One-half 
Percent  (1%%)  of  the  selling  price  of  all  electric 
shavers  embodying  the  invention  of  said  patent 
until  Colonel  Jones  should  have  received  the  sum 
of  $250,000.00,  following  which  Schick  Dry  Shaver, 
Inc.  was  only  obliged  to  pay  to  Colonel  Jones  a 
royalty  of  One  Percent  (1%)  of  such  selling  price 
of  shavers  sold  thereafter,  and  Schick  Dry  Shaver, 
Inc.  agreed  to  pay  to  Colonel  Jones  an  immediate 
advance  on  such  royalties  of  $30,000.00,  which  sum 
was  to  be  credited  against  royalties  thereafter  ac- 
cruing to  Colonel  Jones  under  said  agreement. 

Neither  your  Company  nor  Schick  Dry  Shaver, 
Inc.,  has  ever  paid  to  Colonel  Jones  any  portion  of 
such  royalties  due  to  him  under  said  contract.  On 
his  behalf  we  hereby  demand  that  you  pay  to  Colo- 
nel Jones  within  ten  (10)  days  from  receipt  hereof 
a  sum  amounting  to  One  and  One-half  Percent 
(11/2%)  of  the  selling  price  of  all  electric  shavers 
sold  by  you  since  January  29,  1941,  embodying  any 
of  the  inventions  claimed  iii  said  Letters  Patent  No. 
2,228,768,  up  to  the  sum  of  $250,000.00  if  the  total 
royalty  due  has  amounted  to  that  figure,  and  a  sum 
amounting  to  One  Percent  (1%)  of  the  selling  price 
of  all  such  shavers  so  sold  by  you  after  the  total 
royalties  [22]  due  to  Colonel  Jones  amounted  to 
$250,000.00,  and  in  the  event  that  the  total  of  such 
sums  is  less  than  $30,000.00  we  alternatively  demand 
that  in  lieu  of  such  actual  royalty  you  pay  to  Colo- 
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nel  Jones  the  sum  of  $30,000.00  as  the  advance  on 
royalties  agreed  upon  by  said  contract. 
Yours  very  truly, 

HARRIS,  KIECH,  FOSTER 
&  HARRIS, 
By  /s/  FORD  HARRIS,  JR. 
HJR:BN 
cc :  Col.  Ralph  E.  Jones 

Abraham  Tulin,  Esq.  [23] 

Receipt  of  a  copy  of  the  within  is  hereby  admitted 
this  28  day  of  Feb.  1946. 

/s/  FORD  HARRIS,  Jr., 

Attorney  for  Plaintiff. 

[Endorsed]  :     Filed  Feb.  28,  1946.  [24] 


In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

Civil  Action  No.  4601-WM 

RALPH  E.  JONES, 

Plaintiff, 
vs. 

SCHICK    SERVICE,    INC.,    a   Corporation,    and 
SCHICK,  INC.,  a  Corporation, 

Defendants. 

STIPULATION   SUPPLEMENTING 
PRE-TRIAL  STATEMENT 
(Plaintiff's  Exhibit  No.  19) 
The  defendants  represent  and  it  is  hereby  stipu- 
lated by  the  parties  hereto  through  their  respective 
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counsel  that  the  following  facts  for  the  purposes  of 
this  case  are  true  and  correct: 

1.  From  January  14,  1941,  to  approximately 
January  1,  1942,  and  from  September,  1945,  to  the 
present  date,  J.  P.  Bosk  was  and  is  employed  by 
Schick,  Inc.,  on  a  salary  paid  monthly  by  it.  The 
title  of  his  position  is  and  has  been  District  Sales 
Supervisor.  Bosk's  duties  in  this  position  consti- 
tuted contacting  distributors  and  seeing  that  they 
received  all  Schick  advertisements,  broadsides  and 
advertising  mediums,  and  he  kept  them  informed  of 
what  Schick  was  selling  and  their  latest  advertis- 
ing campaigns. 

There  are  two  retail  stores  in  the  Southern  Dis- 
trict of  California  selling  Schick  Shavers  which  are 
sold  and  delivered  directly  to  them  by  Schick,  Inc., 
and  have  been  since  prior  to  the  filmg  of  the  Com- 
plaint and  since  January  14,  1941.  All  other  retail 
stores  purchase  Schick  Shavers  sold  by  them 
through  independent  distributors  who  purchase 
shavers  from  Schick  and  sell  them  to  the  retail  out- 
lets. The  above-mentioned  two  retail  stores  are,  and 
have  been  during  such  period  specified,  contacted 
from  time  to  time  by  Bosk.  He  cannot  accept  or- 
ders from  these  companies  and  if  they  desire  to  pur- 
chase shavers,  their  orders  are  sent  directly  to  the 
home  office  of  Schick,  Inc.,  at  Stamford,  Connecti- 
cut, where  they  are  either  accepted  or  rejected. 

From  approximately  January  1,  1942,  until  Sep- 
tember, 1945,  J.  P.  l>osk  was  in  no  way  employed 
by  Schick,  Inc.,  but  was  employed  by  Schick  Serv- 
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ice,  Inc.,  as  local  brancli  manager  of  the  office  of 
Schick  Service,  Inc.,  at  443  South  Spring  Street, 
Los  Angeles,  California.  His  salary  was  paid  by 
Schick  Service,  Inc.,  and  his  duties  were  supervis- 
ing the  repairs  and  personnel  employed  in  this 
office.  No  sales  were  ever  made  by  Schick  Service, 
Inc.,  other  than  sales  of  the  Service  Exchange 
Model  240D  (A  specimen  of  which  may  be  intro- 
duced in  evidence). 

2.  No  purchase  orders  for  Schick  Shavers  and 
addressed  to  Schick,  Inc.,  have  ever  been  sent  to 
the  office  at  443  South  Spring  Street  and  no  stock 
or  supply  of  Schick  Shavers  (other  than  of  the 
Service  Exchange  Model  240D)  has  ever  been  kept 
at  that  office.  ,  No  customers  of  Schick,  Inc.,  have 
ever  been  billed  in  the  name  of  Schick,  Inc.,  from 
that  office  and  no  payments  to  Schick,  Inc.,  have 
ever  been  sent  or  received  at  that  office,  and  no 
orders  for  shavers  have  ever  been  filled,  in  whole  or 
in  part  by  Schick,  Inc.,  in  its  name,  from  that  office. 

3.  Samples  of  all  Schick  Shavers,  including  the 
ones  charged  to  infringe,  have,  since  January  14, 
1941,  and  prior  to  the  filing  of  the  complaint  herein, 
been  sent  to  the  office  at  443  South  Spring  Street 
and  to  J.  P.  Bosk  for  continuous  display  purposes 
there  and  these  shavers  during  such  period  were  put 
on  public  exhibit  in  that  office  and  shown  to  dis- 
tributors. None  of  these  shavers  were  ever  sold  or 
given  away  with  the  exception  of  the  Service  Ex- 
change Model  240D  which  was  sold  from  that  office 
by  Schick  Service,  Inc.    Some  of  the  samples  for 
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display  purposes  were  carried  about  by  Bosk  in  the 
pursuance  of  bis  duties  for  Scbick,  Inc.,  as  set  forth 
above. 

4.  Tbe  service  exchange  models  are  sold  to 
Schick  Service,  Inc.,  by  Schick,  Inc.,  in  Stamford, 
Connecticut,  and  are  paid  for  there.  They  are 
shipped  by  Schick  Service,  Inc.,  to  the  various 
stores  maintained  by  Schick  Service,  Inc.,  and  the 
service  exchange  models  received  at  the  office  at 
443  South  Spring  Street  were  shipped  from  Stam- 
ford, Connecticut,  by  Schick  Service,  Inc. 

5.  Schick,  Inc.,  through  the  person  of  J.  P. 
Bosk,  prior  to  the  filing  of  the  comjjlaint  and  sub- 
sequent to  January  14,  1941.  has  distributed  pam- 
phlets, circulars  and  other  literature  describing  the 
Schick  Shavers  charged  to  infringement  throughout 
the  Southern  District  of  California,  a  sample  of  one 
of  which  is  attached  hereto  and  marked  Exhibit  37 
to  this  stipulation. 

6.  Exhibit  38  to  this  stipulation  is  a  sample  of 
the  business  card  used  by  J.  P.  Bosk  during  his  said 
employment  by  Schick,  Inc.,  and  it  bears  the  name 
of  Schick,  Inc.,  and  the  address  as  443  South  Spring 
Street,  Los  Angeles  13,  California. 

7.  From  January,  1941,  to  December,  1942,  R.  J. 
Cordiner  was  President  and  Director  of  both  Schick, 
Inc.,  and  Schick  Service,  Inc.;  from  December,  1942, 
to  the  present  date  K.  C.  Clifford  was  President  and 
Director  of  both  corporations ;  from  January,  1941, 
to  November,  1943,  R.  R.  Merkle  was  Secretiiry  and 
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Treasurer  of  both  cor^Dorations  and  a  Director  of 
Schick  Service,  Inc. ;  from  November,  1943,  to  April, 
1944,  William  H.  Powell  was  Secretary  and  Treas- 
urer of  both  corporations ;  from  April,  1944,  to  date, 
R.  R.  Baysinger  has  been  Secretary-Treasurer  of 
both  corporations  and  a  Director  of  Schick  Service, 
Inc.  During  the  year,  1942,  A.  F.  Fisher  was  Vice- 
President  of  Schick,  Inc.,  and  a  Director  of  Schick 
Service,  Inc.,  and  K.  C.  Gifford  was  Vice-President 
of  Schick,  Inc.,  and  a  Director  of  Schick  Service, 
Inc.  Since  November,  1943,  C.  C.  Lewis  and  J.  B. 
Elliott  were  Vice  Presidents  of  Schick,  Inc.,  and 
Directors  of  Schick  Service,  Inc. 

Dated  this  27th  day  of  May,  1946. 

HARRIS,  KIECH,  FOSTER  & 
HARRIS, 
By  /s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff. 

;  LYON  &  LYON, 

/s/  LEONARD  S.  LYON, 
/s/  FREDERICK  W.  LYON, 

Attorneys  for  Defendants. 

[Endorsed]  :  Filed  June  1, 1946. 
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In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

Civil  Action  No.  4601-WM 

RALPH  E.  JONES, 

Plaintiff, 

vs. 

SCHICK    SERVICE,    INC.,    a    Corporation,    and 
SCHICK,  INC.,  a  Corporation, 

Defendants. 

PLAINTIFF'S     INTERROGATORIES 
DIRECTED  TO  DEFENDANTS 

(Plaintiff's  Exhibit  No.  6- A.) 
To  defendants  Schick  Service,  Inc.,  and  Schick, 
Inc.,  in  accordance  with  Rule  33  of  the  Federal 
Rules  of  Civil  Procedure,  you  are  each  hereby  re- 
quested to  answer  separately  and  under  oath  by  any 
officer  or  officers  competent  to  testify  in  your  re- 
spective behalves,  the  following  interrogatories: 

1.  At  the  trial  of  this  cause,  will  the  defendants, 
or  either  of  them,  rely  upon  an}^  patent  or  publica- 
tion to  show  the  ''prior  state  of  the  art"  as  alleged 
in  Paragraph  VIII  of  the  Answer  herein? 

2.  If  your  answer  to  the  preceding  interroga- 
tory is  in  the  affirmative:  (a)  identify  each  and 
every  such  patent  by  the  country  of  its  issuance,  its 
number,  and  date  of  issuance ;  and  (b)  identify  each 
and  every  such  publication  by  its  name  and  date,  and 
provide  to  plaintiff  a  copy  of  each  thereof. 
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3.  State  ill  detail  the  **  common  knowledge  on  the 
part  of  those  skilled  in  the  art,"  as  alleged  in  Para- 
graph VIII  of  the  Answer,  upon  which  defendants, 
or  either  of  them,  will  rely  at  the  trial  of  this  cause, 
and  in  connection  therewith:  (a)  state  the  names 
and  addresses  of  all  persons  having  such  knowledge ; 
(b)  state  the  country  of  issuance,  number  and  date 
of  issue  of  each  and  every  Letters  Patent  upon 
which  defendants,  or  either  of  them,  will  rely  to 
show  such  knowledge;  and  (c)  describe  am^  and  all 
other  documentary  evidence  upon  which  defendants, 
or  either  of  them,  will  rely  to  show  such  knowledge, 
providing  jjlaintiff  with  copies  thereof. 

4.  At  the  trial  of  this  cause  will  the  defendants, 
or  either  of  them,  contend  in  substance  or  effect 
that  guards  20  shown  in  Letters  Patent  No.  2,228,- 
768  in  suit  are  not  adapted  to  or  capable  of  catching 
and  retaining  beard  clippings  accumulating  there 
between  during  normal  usage  of  the  shaver  shown 
in  said  patent? 

5.  At  the  trial  of  this  cause  will  the  defendants, 
or  either  of  them,  contend  in  substance  or  effect  that 
guards  20  shown  in  Letters  Patent  No.  2,228,768  in 
suit  are  not  adapted  to  or  capable  of  catching  and 
retaining  a  major  portion  of  beard  clippings  ac- 
cumulating there  between  during  normal  usage  of 
the  shaver  shown  in  said  patent? 

At  the  trial  of  this  cause  will  the  defendants,  or 
either  of  them,  contend  in  substance  or  effect  that 
defendants'  dry  shavers,  exemj^lified  by  Pre-Trial 
Exhibits  2,  3,  and  4,  or  either  of  them,  do  not  include 
a  guard  member  hinged  at  each  end  of  the  cutting 
head  of  each  thereof? 
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7.  If  your  answer  to  the  preceding  interrogatory 
is  in  the  negative,  state  which  of  said  Exhibits  2,  3, 
and  4  you  will  contend  at  the  trial  fails  to  include 
such  a  member. 

8.  At  the  trial  of  this  cause  will  the  defendants, 
or  either  of  them,  contend  that  any  of  the  etters 
Patent  pleaded  in  Paragraph  VI  of  the  Answer  dis- 
close a  device  adapted  to  or  capable  of  shaving  the 
beard  of  a  human  being  *? 

9.  If  your  ansAver  to  the  preceding  interrogatory 
is  in  the  affirmative,  state  which  of  said  Letters  Pat- 
ent discloses  a  device  adapted  to  or  capable  of  shav- 
ing the  beard  of  a  human  being? 

10.  At  the  trial  of  this  cause  will  the  defendants, 
or  either  of  them,  contend  that  the  ''whiskets"  (or 
hinged  members  moimted  at  the  ends  of  the  cutting 
head)  in  Pre-Trial  Exhibits  2,  3,  or  4  perform  any 
function  different  than  the  functions  intended  to  be 
performed  by  the  guards  of  20  of  Letters  Patent  No. 
2,228,768  in  suit,  as  specified  therein? 

11.  If  your  answer  to  the  preceding  interroga- 
tory is  in  the  affirmative,  state  separately  as  to  each 
of  said  Exhibits  2,  3,  and  4  all  of  the  fimctions  which 
defendants  will  contend  at  the  trial  are  performed 
by  said  "whiskets"  which  are  not  7)erformed  by  said 
guards  20. 

12.  State  the  total  number  of  shavers  of  each  of 
the  types  exemplified  by  Pre-Trial  Exhibits  2,  3,  4, 
and  the  "Service  Exchange  Mode]  240-D"  sold  by 
each  of  the  defendants  up  to  April  1,  1947,  specify- 
ing as  to  each  type  the  number  thereof  sold  by  each 
defendant. 
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13.  State  the  gross  sales  price  received  by  each 
of  the  defendants  from  sales  by  them  of  shavers 
of  the  types  exemplified  by  Pre-Trial  Exhibits  2,  3, 
4,  and  the  '' Service  Exchange  Model  240-D"  up  to 
April  1,  1947,  specifying  as  to  each  type  the  total 
dollar  volume  of  sales  thereof  by  each  defendant. 

14.  At  the  trial  of  this  cause,  will  the  defendants, 
or  either  of  them  in  substance  or  effect  contend  that 
Pre-Trial  Exhibit  16  discloses  any  razor,  dry  shaver, 
or  shaving  device? 

15.  If  your  answer  to  Interrogatory  14  is  in  the 
affirmative,  point  out  specifically  where  in  said  Pre- 
Trial  Exhibit  16  any  lazor,  shaver,  or  shaving  de- 
vice is  disclosed. 

16.  Is  each  of  the  Pre-Trial  Exhibits  2,  3,  and  4, 
a  hair  clipping  device?  Answer  separately  as  to 
each. 

17.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  cutting  head  ?  Answer  separately  as  to 
each. 

18.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  cutting  head  which  is  transversely  slit- 
ted?   Answer  separately  as  to  each. 

■  19,  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  head  having  a  longitudinally  extending 
passage  or  channel  adapted  to  receive  a  reciprocable 
cutter?  Answer  separately  as  to  each. 

20.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  cutter  adapted  to  reciprocate  in  a  cutting 
head  ?  Answer  separately  as  to  each. 

21.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  inchuie  a  head,  the  longitudinal  outer  edges  of 
which  are  transversely  rounded  ?  Answer  separately 
as  to  each. 
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22.  In  each  of  the  Pre-Trial  Exhibits  2,  3,  and  4 
does  the  head  (adapted  to  receive  a  reciprocable  cut- 
ter) have  transversely  rounded  longitudinal  outer 
edges  which  merge  into  an  outer  surface  of  the 
head  ?  Answer  separately  as  to  each. 

23.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  head  (adapted  to  receive  a  reciprocable 
cutter)  having  a  flat  outer  facel  Answer  separately 
as  to  each. 

24.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  hollow  head  (adapted  to  receive  a  re- 
ciprocable cutter)  having  a  chamber  therein  open- 
ing through  the  respective  opposite  ends  of  the 
head  ?  Answer  separately  as  to  each. 

25.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  head  (adapted  to  receive  a  reciprocable 
cutter)  mounted  in  a  handle'?  Answer  separately  as 
to  each. 

26.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  cutter  reciprocable  in  a  head?  Answer 
separately  as  to  each. 

27.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  end  flaps  momited  at  each  end  of  the  head 
thereof?  Answer  separately  as  to  each. 

28.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  a  handle?  Answer  separately  as  to  each. 

29.  Does  each  of  the  Pre-Tria]  Exhibits  2,  3,  and 
4  include  end  flaps  hinged  to  a  handle?  Answer  sepa- 
rately as  to  each. 

30.  If  your  answer  to  Interrogatory  27  is  in  the 
affirmative  as  to  any  of  said  exhibits,  in  such  exhib- 
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its  do  the  end  flaps  act  as  guards  during  shaving 
to  protect  or  })rovide  comfort  to  the  user?  Answer 
separately  as  to  each. 

31.  If  your  answer  to  Interrogatory  27  is  in  the 
affirmative,  do  such  end  flaps  have  rounded  upper 
sections  forming  rounded  end  extensions  and  bear- 
ing surfaces  for  the  razor  head?  Answer  separately 
as  to  each. 

32.  Does  eacli  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  include  means  for  detachably  holding  a  head 
(adapted  to  receive  a  reciprocable  cutter)  in  place 
on  the  handle?  Answer  separately  as  to  each. 

33.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  a  head  (adapted  to  receive  a  reciprocable  cut- 
ter) which  is  mounted  in  a  recess  in  the  handle 
structure?  Answer  separately  as  to  each. 

34.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  a  head  (adapted  to  receive  a  reciprocable  cut- 
ter) provided  with  an  outer  face  and  side  faces? 
Answer  separately  as  to  each. 

35.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  a  head  (adapted  to  receive  a  reciprocable  cut- 
ter) having  a  flat  base  adapted  to  rest  against  the 
end  of  the  handle?    Answer  separately  as  to  each. 

36.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  a  movable  cutter?  Answer  separately  as  to 
each. 

37.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  a  movable  cutter  adapted  to  co-operate  with 
shear  bars  in  the  head  in  which  the  cutter  is 
mounted?   Answer  separately  as  to  each. 
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38.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  an  element  or  member  at  each  end  of  the 
head,  each  element: 

(a)  having  a  longitudinally  rounded  sur- 
face at  its  extremity  merging  into  the  outer 
surface  at  the  head  of  one  end  thereof; 

(b)  being  parallel  to  slits  in  the  head; 

(c)  being  longitudinally  and  transversely 
rounded;  or 

(d)  being  relatively  thick  at  a  point  coinci- 
dent with  the  outer  end  of  a  longitudinally 
curved  face? 

Please  answer  separately  as  to  each  element  and 
each  exhibit. 

39.  Does  each  of  the  Pre-Trial  Exhibits  2,  3,  and 
4  have  a  transverse  channel-like  recess  in  the  outer 
end  of  its  handle.  Answer  separately  as  to  each. 

Dated,  at  Los  Angeles,  California,  this  30th  day 

of  April,  1947. 

HARRIS,  KIECH,  FOSTER  & 
HARRIS, 
By  /s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff. 

Received  copy  of  the  mthin  this  2nd  day  of  May, 

1947. 

LYON  &  LYON, 
/s/  LEONARD  S.  LYON, 

Attorneys  for  Defendants 

[Endorsed]  :  Filed  May  2,  1947. 
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In    the    United    States    District    Court,    Southern 
District  of  California,  Central  Division 

Civil  Action  No.  4601-WM 

RALPH  E.  JONES, 

Plaintiff, 

vs. 

SCHICK    SERVICE,    INC.,    a    Corporation,    and 
SCHICK,  INC.,  a  Corporation, 

Defendants. 

DEFENDANTS'  ANSWERS  TO  INTERROGA- 
TORIES PROPOUNDED  BY  PLAINTIFF 

(Plaintiff's  Exhibit  No.  6-B) 
Now  come  the  above-named  defendants,  by  R.  R. 
Baysinger,  Secretary-Treasurer  of  both  defendants, 
familiar  with  the  facts  the  disclosure  of  which  is 
demanded  by  interrogatories  propounded  to  the  de- 
fendants herein  by  the  plaintiff,  and  submit  the  fol- 
lowing answers  thereto  : 

Answering  Interrogatories  1  and  2,  both  defend- 
ants will  rely  upon  all  the  patents  enumerated  in 
Paragraph  VI  of  the  Answer  to  Combined  Original 
and  Supplemental  Complaints,  and  also  on  the  fol- 
lowing patents: 


Harris 

No. 

2,026,360 

January  7,  1936 

Smith 

No. 

313,027 

February  24,  1845 

Bernard 

No. 

765,954 

July  26,  1904 

Schick 

No. 

1,747,031 

February  11,  1930 

Schick 

No. 

1,757,978 

May  13,  1930 

Florman 

No. 

1,981,787 

November  20,  1934 
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No.  1,690,133 

No.  1,950,097 

No.  1,970,518 

No.  138,358 


November  6,  1928 
March  6,  1934 
August  14,  1934 


Schick 
B  runner 
Aaron 
Simkovits 

(Austrian) 
Appleyard  No.  753 

(British) 
and  the  publications  referred  to  in  Paragraph  VI 
of  the  above-identified  Answer. 

Answering  Interrogatory  3,  both  defendants  will 
rely  on  the  fact  that  it  is  common  knowledge  that 
a  rounded  corner  is  less  harsh  than  a  square  cor- 
ner and  that  this  fact  is  known  to  the  entire  public ; 
and  will  also  rely  upon  the  patents  enumerated  in 
Paragraph  VI  of  the  above-identified  Answer,  and 
on  the  following  patents: 


Harris 

Smith 

Bernard 

Schick 

Schick 

Florman 

Schick 

B runner 

Aaron 

Simkovits 

(Austrian) 
Appleyard 


No.  2,026,360 
No.  313,027 
No.  765,954 
No.  1,747,031 
No.  1,757,978 
No.  1,981,787 
No.  1,690,133 
No.  1,950,097 
No.  1,970,518 
No.      138.358 


January  7,  1936 
February  24,  1845 
July  26,  1904 
February  11,  1930 
May  13,  1930 
November  20,  1934 
November  6,  1928 
March  6,  1934 
August  14,  1934 


No. 


753 


(British) 
and  on  prior  use  by  Schick,  Inc.,  and  its  predeces- 
sor corporations,  and  on  the  publications  referred  to 
in  Paragraph  VI  of  the  above-identified  Answer. 
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Answering  Interrogatories  4  and  5,  the  answer  to 

each  interrogatory  is  yes. 

Answering  Interro.a^atories  6  and  7,  defendants 
are  unable  to  answer  these  interrogatories  as  there 
is  no  definition  of  the  meaning  of  the  words  "guard 
member. ' ' 

Answering  Interrogatories  8  and  9,  all  of  the  Let- 
ters Patent  pleaded  in  Paragraph  VI  of  the  above- 
identified  Answer  disclose  a  device  adapted  to  or 
capable  of  shaving  the  beard  of  a  human  being. 

Answering  Interrogatories  10  and  11,  the  "whisk- 
ets"  in  defendants'  Pretrial  Exhibits  2,  3  and  4 
perform  the  function  of  a  reservoir  for  beard  cut- 
tings which  is  not  possible  in  the  guards  20  of  the 
Letters  Patent  in  suit. 

Answering  Interrogatories  14  and  15,  the  answer 
to  each  interrogatory  is  no. 

Answering  Interrogatories  16  to  20,  inclusive,  the 
answer  is  yes  to  each  interrogatory,  respectively. 

Answering  Interrogatories  21  and  22,  defendants 
do  not  understand  the  use  of  the  words  "trans- 
versely rounded"  and  make  the  following  answer  to 
these  interrogatories:  The  free  ends  of  the  bars 
which  make  up  the  shearing  plates  have  never  had 
needle  points  on  them,  and  possibly  that  makes  them 
qualify  as  "transversely  rounded." 

Answering  Interrogatory  23,  none  of  the  Pretrial 

Exhibits  2,  3,  or  4  include  a  head  having  a  flat  outer 
face. 

Answering  Interrogatories  24  to  26,  inclusive,  the 
answer  is  yes  to  each  interrogatory,  respectively. 
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Answering:  Interrogatory  27,  none  of  the  Pretrial 
Exhibits  2,  3  or  4  have  end  flaps  mounted  at  the  ends 
of  the  heads,  but  they  do  have  attachments  known 
in  the  trade  as  ''Whisk-its"  at  the  ends  of  the  heads. 

Answering  Interrogatory  28,  the  answer  is  yes  as 

to  each  of  the  Pretrial  exhibits. 

Answering  Interrogatory  29,  none  of  the  Pretrial 
Exhibits  have  end  flaps  hinged  to  the  handle.  How- 
ever, Pretrial  Exhibits  3  and  4  of  the  Schick  Colonel 
and  the  Schick  Super  have  "Whisk-its"  hinged  to 
the  handle. 

Answering  Interrogatory  30,  as  the  answer  to  In- 
terrogatory 27  was  in  the  negative,  no  answer  is 
required  to  this  interrogatory. 

Answering  Interrogatory  31,  the  answer  is  no. 

Answering  Interrogatories  32  to  37,  inclusive,  the 
answer  is  yes  to  each  and  every  interrogatory. 

Answering  Interrogatory  38,  the  defendants  are 
unable  to  answer  this  interrogatory  without  further 
definition  of  the  meaning  thereof. 

Answering  Interrogatory  39,  the  answer  is  yes. 

SCHICK  SERVICE,  INC., 
By  /s/  R.  R.  BAYSINGER, 

Sec.-Treas. 

SCHICK,  INC., 
By  /s/  R.  R.  BAYSINGER, 

Sec.-Treas. 
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State  of  Connecticut, 
County  of  Fairfield — ss. 

R.  R.  Baysinger,  being  duly  sworn,  deposes  and 
says:  That  he  is  the  Sec.-Treas.  of  the  defendant 
corporation  Schick  Service,  Inc. ;  that  he  has  signed 
the  foregoing  Answers  to  Interrogatories  Pro- 
pounded by  Plaintiff  in  the  above-entitled  case ;  that 
he  does  not  have  personal  knowledge  of  certain  of 
the  facts  sought  to  be  ascertained  by  Plaintiff's  In- 
terrogatories; that  as  to  such  interrogatories  to 
which  he  does  not  have  personal  knowledge,  he  has 
relied  upon  information  furnished  by  others  having 
such  knowledge  in  answering  the  same ;  that  all  the 
foregoing  Answers  are  true  and  correct  to  the  best 
of  the  knowledge  and  ability  of  the  defendant  cor- 
poration Schick  Service,  Inc. 

/s/  ELIZABETH  C.  HANDEL. 

Subscribed  and  sworn  to  before  me  this  15th  day 
of  July,  1947. 

[Seal]         /s/  ELIZABETH  C.  HANDEL, 

Notary  Public  in  and  for  Said 
County  and  State. 

Commission  Expires  April  1,  1951. 
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State  of  Connecticut, 
County  of  Fairfield — ss. 

R.  R.  Baysinger,  being  duly  sworn,  deposes  and 
says:  That  he  is  the  Sec.-Treas.  of  the  defendant 
corporation  Schick,  Inc.;  that  he  has  signed  the 
foregoing  Answers  to  Interrogatories  Pro- 
pounded by  Plaintiff  in  the  above-entitled  case;  that 
he  does  not  have  personal  knowledge  of  certain  of 
the  facts  sought  to  be  ascertained  by  Plaintiff's  In- 
terrogatories; that  as  to  such  interrogatories  to 
which  he  does  not  have  personal  knowledge,  he  has 
relied  upon  information  furnished  by  others  hav- 
ing such  knowledge  in  answering  the  same;  that  all 
the  foregoing  answers  are  true  and  correct  to  the 
best  of  the  knowledge  and  ability  of  the  defendant 
corporation  Schick,  Inc. 

A/  ELIZABETH  C.  HANDEL, 

Subscribed  and  sworn  to  before  me  this  14th  day 
of  July,  1947. 

[Seal]         /s/  ELIZABETH  C.  HANDEL, 

Notary  Public  in  and  for  Said 
County  and  State. 
Commission  Expires  April  1,  1951. 

Due  service  and  receipt  of  a  copy  of  the  within  is 
hereby  admitted  this  16th  day  of  July,  1947. 
FORD  W.  HARRIS, 

Attorney  for  Plaintiff. 
LYON  &  LYON, 

Attorney  for  Defendant. 

[Endorsed]  :     Filed  July  16,  1947. 
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[Title  of  District  Court  and  Cause.] 

PLAINTIFF'S  MOTION  TO  AMEND  COM- 
BINED ORIGINAL  AND  SUPPLEMEN- 
TAL COMPLAINTS 

In  accordance  with  the  Court's  permission 
granted  herein,  plaintiff  hereby  moves  that  the 
Combined  Original  and  Supplemental  Complaints 
herein  be  amended  as  follows : 

Page  2,  line  20,  after  the  period,  insert — Said  in- 
fringing acts  of  defendants  are  and  at  all  times  have 
been  deliberate,  wilful,  and  wanton  and  in  conscious 
disregard  of  plaintiff's  rights  which  at  all  times 
mentioned  herein  have  been  fully  known  to  de- 
fendant Schick,  Inc. — 

Page  4,  line  20,  after  the  period,  insert — Plaintiff 
on  January  29,  1941,  fully  and  completely  per- 
formed his  obligations  under  said  oral  contract,  and 
thereafter  all  that  remained  to  be  done  thereunder 
was  the  paj^ment  of  said  royalties  by  defendant 
Schick,  Inc.,  to  plaintiff.  By  letters  dated  January 
30,  1941,  written  by  plaintiff,  and  February  5,  1941, 
written  by  or  on  behalf  of  defendant  Schick,  Inc., 
the  plaintiff  and  defendant  Schick,  Inc.,  made  a 
written  note  or  written  memorandum  of  said  oral 
contract.  On  or  about  Februar}^  20,  1941,  plaintiff, 
in  reliance  upon  said  oral  contract,  induced  by 
defendant  Schick,  Inc.,  and  at  the  written  request 
of  defendant  Schick,  Inc.,  disclosed  to  defendant 
Schick,  Inc.,  the  contents  of  two  pending  secret  and 
confidential  applications  for  LTnited  States  Letters 
Patent  not  theretofore  known  in  whole  or  in  part  to 
defendant  Schick,  Inc.,  as  a  result  of  which  plaintiff 
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irreparably  changed  his  position,  and  as  a  result 
of  which  it  would  be  a  fraud  upon  plaintiff  to  per- 
mit defendant  Schick,  Inc.,  to  deny  or  contest  the 
enforceability  of  said  oral  contract  and  defendant 
Schick,  Inc.,  is  equitably  stopped  from  doing  so. 
But  for  his  belief  in  and  reliance  upon  the  existence 
of  said  oral  contract,  induced  by  defendant  Schick, 
Inc.,  plaintiff  would  not  have  disclosed  said  two 
pending  patent  applications  or  either  of  them  to 
defendant  Schick,  Inc.  In  addition,  in  reliance  upon 
said  oral  contract  and  the  inducements  of  defend- 
ant Schick,  Inc.,  plaintiff  forebore  and'  refrained 
from  negotiations  for  a  patent  royalty  license  agree- 
ment with  others  than  said  defendant,  and  plaintiff 
has  never  done  so. — 

Dated :     Los  Angeles,  California,  this  15th  day  of 
October,  1947. 

HARRIS,   KIECH,   FOSTER  & 
HARRIS, 
By  /s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff. 
Approved  and  it  is  so  ordered  this  15th  day  of 
October,  1947. 


United  States  District  Judge. 
A  True  Copy. 

Attest,  Etc.,  April  12,  1948. 
[Seal]  EDMUND  L.  SMITH, 

Clerk,  U.  S.  District  Court,  Southern  District  of 
California. 

By  /s/  THEODORE  HOCKE, 
Deputy. 
[Endorsed]:     Filed  Oct.  15,  1947. 
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At  a  stated  term,  to  wit:  The  September  Term, 
A.D.  1947,  of  the  District  Court  of  the  United  States 
of  America,  within  and  for  the  Central  Division  of 
the  Southern  District  of  California,  held  at  the 
Court  Room  thereof,  in  the  City  of  Los  Angeles  on 
Wednesday,  the  15th  day  of  October,  in  the  year  of 
our  Lord  one  thousand  nine  hundred  and  forty- 
seven. 

Present :  The  Honorable  Wm.  C.  Mathes, 
District  Judge. 

[Title  of  Cause.] 

MINUTE  ENTRY 

For  argument,  after  proof  taken;  Ford  Harris, 
Jr.,  Esq.,  present  for  plaintiff;  Leonard  Lyon,  Fred- 
erick W.  Lyon,  Alexander  Macdonald,  and  Thos.  H. 
McGovern,  Esqs.,  present  for  defendant. 

Attorney  Harris  files  motion  to  amend  original 
and  supplemental  complaints  and  the  allegations  are 
deemed  denied. 

Attorney  Harris  lodges  proposed  Findings  and 
argues  for  plaintiff. 

Attorney  Macdonald  moves  to  introduce  in  evi- 
dence and  cause  is  reopened. 

Telegram  of  March  9,  1941,  from  Jones  to  Schick 
Dry  Shaver,  Inc.,  beginning  '* Documents  requested" 
Is  admitted  by  stipulation  and  marked  Defts'  Ex.  R. 

At  10 :20  a.m.  Attorney  Harris  argues  for  plaintiff 
on  infringement  of  invention.  At  11 :18  a.m.  Attor- 
ney Leonard  Lyon  argues  for  defendant. 

At  noon  court  recesses  to  1 :30  p.m.  At  1 :36  p.m. 
court  reconvenes  herein  and  all  being  present  as 
before.  Attorney  Leonard  Lyon  resumes  his  argu- 
ment. 
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At  3  p.m.  court  recesses.  At  3:15  p.m.  court  re- 
convenes herein  and  all  being  present  as  before, 
Attorney  Leonard  Lyon  resumes  argument.  Attor- 
ney Harris  argues  in  rebuttal. 

At  3 :35  p.m.,  Attorney  Macdonald  argues  on  sec- 
ond cause  of  action. 

Court  orders  cause  continued  to  1:30  p.m.,  Nov. 
4,  1947,  for  further  argument. 

A  True  Copy. 

Attest,  Etc.,  April  12,  1948. 

[Seal]  EDMUND  L.  SMITH, 

Clerk,  U.  S.  District  Court,  Southern  District  of 
California. 

By  /s/  THEODORE  HOCKE, 
Deputy. 


[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND  CONCLUSIONS 

OF  LAW 

FINDINGS  OF  FACT 
Upon  a  trial  being  had  in  open  court  and  for  good 
cause  shown,  the  Court  hereby  finds  as  follows : 

1. 

Plaintiff,  Ralph  E.  Jones,  is  a  citizen  of  the 
State  of  California  and  resides  in  the  city  of  San 
Diego,  State  of  California. 

2. 

Defendant  Schick  Service,  Inc.  is  a  Delaware 
corporation  and  has  a  regular  and  established  place 
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of  business  in  the  Southern  District  of  California, 
at  Los  Angeles,  California.  Defendant  Schick  Serv- 
ice, Inc.  is  a  wholly  owned  subsidiary  of  defendant 
Schick,  Inc.  Prior  to  July  19,  1941,  defendant 
Schick  Service  Inc.  was  [29]  named  Schick  Shaver 
Service  Corj^oration,  but  in  that  month  changed  its 
name  to  Schick  Service,  Inc.  and  since  that  time  has 
been  so  known. 

3. 
Defendant  Schick,  Inc.  is  a  Delaware  corporation. 
Prior  to  July  19,  1941,  defendant  Schick,  Inc.,  was 
named  Schick  Dry  Shaver,  Inc.  but  in  that  month 
changed  its  name  to  Schick,  Inc.  and  since  that  time 
has  been  so  known. 

4. 
Defendant  Schick,  Inc.  continuously  since  prior  to 
January  14,  1941,  has  been,  and  is  now,  engaged  in 
the  manufacture  and  sale  of  electric  dry  shavers. 
Throughout  this  period  it  has  had  a  number  of  dis- 
tributors and  jobbers  in  Southern  California  who 
have  taken  orders  for  dry  shavers  from  retail  out- 
lets and  transmitted  such  orders  to  the  Home  Office 
of  Schick,  Inc.,  at  Stamford,  Connecticut,  where 
such  orders  have  been  filled  and  shipped;  the  bills 
for  such  shipments  have  been  sent  from  defendant 
Schick,  Inc.  to  said  distributors  and  jobbers  who 
are  accountable  to  it  for  the  moneys  due  on  the  dry 
shavers  ordered  by  such  distributors  and  jobbers; 
defendant  Schick,  Inc.  has  had  desk  space  in  the 
premises  of  defendant  Schick  Service,  Inc.,  located 
at  443  South  Spring  Street,  Los  Angeles,  California, 
for  which  desk  space  it  has  compensated  defendant 
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Schick  Service,  Inc.,  monthly;  the  name  of  defend- 
ant Schick,  Inc.  has  appeared  in  the  telephone  books 
and  classified  directories  in  the  city  of  Los  Angeles, 
California,  and  upon  the  door  of  said  premises  lo- 
cated at  443  South  Spring  Street. 

From  January  14,  1941  to  approximately  January 
1,  1942,  and  from  September,  1945  until  the  present, 
J.  P.  Bosk  was  and  is  employed  by  Schick,  Inc.  on 
a  salary  paid  monthly  by  it,  and  the  title  of  his  posi- 
tion has  been  *' District  [30]  Sales  Supervisor"  for 
defendant  Schick,  Inc.,  for  Southern  California  and 
Arizona.  Said  Bosk  has  during  such  period  resided 
at  Los  Angeles,  California,  and  has  used  said  desk 
space  at  443  South  Spring  Street  in  the  perform- 
ance of  his  duties  for  defendant  Schick,  Inc.  Dur- 
ing such  period,  said  Bosk  has  used  a  business  card, 
attached  to  Exhibit  19  in  evidence,  which  bears  the 
name  of  defendant  Schick,  Inc.,  and  gives  its 
address  as  443  South  Spring  Street,  Los  Angeles 
13,  California. 

While  so  employed  by  defendant  Schick,  Inc., 
said  Bosk's  duties  have  included:  contacting  such 
distributors  and  seeing  that  they  received  all  the 
advertisements,  broadsides,  and  advertising  mediums 
put  out  by  defendant  Schick,  Inc.  with  regard  to 
its  products;  keeping  such  distributors  informed  of 
the  products  sold  by  defendant  Schick,  Inc.,  and  of 
its  latest  advertising  campaigns;  the  promotion  of 
sales  of  shavers  by  defendant  Schick,  Inc.  through 
local  advertising  campaigns  and  otherwise ;  and  con- 
tacting the  retail  stores  which  sell  the  products  of 
defendant  Schick,  Inc.    Samples  of  all  the  shavers 


4G  Schick  Service,  Inc.,  and  Schick,  Inc. 

charged  herein  to  infringe  have  been  sent  by  de- 
fendant Schick,  Inc.  to  said  Bosk  at  such  office  at 
443  South  Spring  Street  for  continuous  display 
purposes  there,  which  shavers  continuously  since 
January  14,  1941  have  been  on  public  display  in 
that  office  and  have  there  been  shown  to  such  dis- 
tributors, and  some  of  such  samples  have  been 
carried  about  by  said  Bosk  and  used  by  him  in 
pursuance  of  his  above  duties  for  defendant  Schick, 
Inc.  Said  Bosk,  in  pursuance  of  such  duties  for 
defendant  Schick,  Inc.  and  on  its  behalf,  has  dis- 
tributed pamphlets,  circulars  and  other  literature 
of  defendant  Schick,  Inc.  describing  the  shavers 
charged  herein  to  infringe,  throughout  the  South- 
ern District  of  California;  a  sample  of  one  of  such 
circulars  [31]  being  attached  to  Exhibit  19  as  Ex- 
hibit 37. 

There  are  two  retail  stores  in  the  Southern  Dis- 
trict of  California  selling  the  shavers  of  defendant 
Schick,  Inc.,  herein  charged  to  infringe,  which 
shavers  are  sold  and  delivered  directly  to  them  by 
defendant  Schick,  Inc.,  and  such  acts  have  been  per- 
formed since  January  14,  1941,  and  prior  to  the 
tiling  of  the  original  complaint  herein. 

Defendant  Schick,  Inc.,  has  used,  sold  and  offered 
for  sale,  and  is  using,  selHng,  and  offering  for  sale 
the  devices  herein  charged  to  infringe  within  the 
Southern  District  of  Califomia,  exemplars  of  which 
are  in  evidence  as  plaintiff's  Exliibits  2,  3  and  4,  and 
has  a  regular  and  established  place  of  business  in 
the  Southern  District  of  California.  Defendant 
Schick,  Inc.,  has  also  manufactured  and  sold  the 
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shaver  identified  in  evidence  as  Exhibit  5.  Defend- 
ant Schick  Service.,  Inc.,  subsequent  to  January  14, 
1941,  and  prior  to  the  commencement  of  this  action, 
has  exchanged  dry  shavers  of  one  type  charged  to 
infringe,  exemplified  by  Exhibit  5  in  evidence,  in 
this  District,  and  such  exchanges  constitute  sales  by 
it  within  this  District. 

5. 
From  January,  1941,  imtil  December,  1942,  R.  J. 
Cordiner  was  president  and  a  director  of  both  de- 
fendants ;  from  December,  1942,  to  the  present,  K.  C. 
Gifford  has  been  president  and  a  director  of  both 
defendants;  from  January,  1941,  until  November, 

1943,  R.  R.  Merkle  was  secretary  and  treasurer  of 
both  defendants  and  a  director  of  defendant  Schick 
Service,   Inc.;   from  November,   1943,   until  April, 

1944,  William  H.  Powell  was  secretary  and  treas- 
urer of  both  defendants ;  from  April,  1944,  until  the 
present,  R.  R.  Baysinger  [32]  has  been  secretary 
and  treasurer  of  both  defendants  and  a  director  of 
defendant  Schick  Service,  Inc.;  during  1942  A.  F. 
Fisher  was  vice-president  of  defendant  Schick,  Inc., 
and  was  a  director  of  defendant  Schick  Service, 
Inc.,  and  said  K.  C.  Gifford  was  vice-president  of 
defendant  Schick,  Inc.,  and  a  director  of  defendant 
Schick  Service,  Inc.;  and  since  November,  1943, 
J.  C.  Lewis  and  J.  B.  Elliott  have  each  been  vice- 
president  of  defendant  Schick,  Inc.,  and  director  of 
defendant  Schick  Service,  Inc.  The  infringing  acts 
of  defendant  Schick  Service,  Inc.,  at  all  times  herein 
mentioned  have  been  and  are  now  controlled  and 
directed  by  defendant  Schick,  Inc. 
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6. 

On  January  14,  1941,  United  States  Letters  Pat- 
ent No.  2,228,768  was  duly  issued  to  plaintiff  upon 
application  Serial  No.  53,809,  filed  in  the  United 
States  Patent  Office  on  December  10,  1935.  Since 
the  date  of  its  issuance  said  Letters  Patent  No. 
2,228,768  has  been  and  still  is  owned  by  plaintiff. 

7. 
Defendant  Schick,  Inc.,  was  first  given  notice  of 
infringement  by  plaintiff  on  January  24,  1941,  be- 
fore this  action  was  instituted. 

8. 
Prior  to  adopting  the  invention  of  the  patent 
in  suit  the  defendant  Schick,  Inc.,  commercially  sold 
approximately  1,700,000  dry  shavers,   which   sales 
extended  from  at  least  1931  until  1939. 

9. 

Since  February  18,  1944,  and  prior  to  Febru- 
ary 18,  1946,  defendant  Schick,  Inc.,  has  manufac- 
tured and  sold  substantial  numbers  of  each  of  the 
types  of  dry  shavers  [33]  charged  herein  to  infringe, 
exemplars  of  which  are  in  evidence  as  Exliibits 
2,  3,  4  and  5,  and  since  January  14,  1941,  it  has 
manufactured  and  sold  in  excess  of  100,000  thereof. 

10. 

The  subject  of  the  patent  No.  2,228,768  in  suit  is 
an  electric  dry  shaver  of  a  conventional  type,  with 
certain  improvements  thereto.  The  provision  of  said 
improvements  provides  added  shaving  comfort  to 
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the  user  of  the  shaver  and  thereby  permits  a  faster 
shave  than  would  otherwise  be  possible,  which  is  a 
very  desirable  feature  in  such  shavers.  Also,  such 
improvements  provide  ease  of  disassembly  and 
cleaning  of  the  device,  and  this  is  another  important 
advantage  of  the  invention. 

11. 

The  claims  of  patent  No.  2,228,768  which  are  in 
suit  are  claims  1,  11,  17,  18,  19,  20,  22,  23,  24,  25,  26, 
27,  28,  29,  30,  31  and  32.  These  claims  are  all  com- 
bination claims,  defining  combinations  of  mechanical 
elements. 

12. 
Claim  1  of  patent  No.  2,228,768  was  initially  pre- 
sented to  the  Patent  Office  as  claim  4  of  the  original 
application,   and  was  never   amended   or   changed 
from  its  original  form  in  any  significant  respect. 
This  claim,  like  others  in  suit,  refers  to  a  ''merg- 
ing" of  the  guard  members  or  elements  with  the 
cutting  head,  and  in  all  the  claims  the  term  '*  merg- 
ing"  means  that  the  curved  surface  or  surfaces  of 
the  guard  elements  join  the  flat  surface  or  surfaces, 
respectively,  of  the  cutting  head  in  substantial  pro- 
longation thereof  for  the  practical  purpose  of  pro- 
viding shaving  comfort  to  the  user.    Such  merging 
of  the  guard  members  with  the  surfaces  of  the  cut- 
ting head  is  of  importance  only  at  [34]  the  outer 
ends  of  the  cutting  head  and  guard  elements  which 
contact  the  skin  of  the  user  during  normal  use  of 
the  shaver;  whether  there  is  such  merging  at  points 
remote  from  the  areas  of  skin  contact  is  wholly 
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immaterial  so  far  as  the  present  invention  is  con- 
cerned. In  order  to  secure  the  benefits  of  such 
** merging"  it  is  only  necessary  that  there  be  an 
approximate  aligmnent  of  the  edges  of  the  end 
guards  with  the  ends  of  the  cutting  head.  From  the 
disclosure  of  patent  No.  2,228,768,  any  man  skilled 
in  the  art  of  dry  shavers  would  immediately  know 
the  extent  of  such  merging  to  be  provided  to  accom- 
plish the  objects  of  the  patent,  and  such  term,  when 
viewed  in  the  light  of  the  specification,  is  sufficiently 
definite  and  precise  to  provide  such  knowledge.  This 
is  evidenced  by  the  fact  that  Mr.  Gray,  Chief  Engi- 
neer of  defendant  Schick,  Inc.,  admittedly  experi- 
enced no  difficulty  in  making  Exhibit  A  from  the 
drawing  and  specification  of  patent  No.  2,228,768. 

13. 

The  claims  in  suit  of  patent  No.  2,228,768  vari- 
ously refer  to  the  end  guards  as  ' '  elements, "  "  mem- 
bers," '* parts,"  "guard  elements,"  "head  end  mem- 
bers," "guards,"  and  "end  flaps."  All  such  terms 
are  synonymous.  The  term  "guard"  as  used  in 
patent  No,  2,228,768  means  to  protect  the  skin  of 
a. user  of  the  shaver  against  discomfort  and  injury 
and  to  protect  the  ends  of  the  cutting  head  of  the 
shaver  against  injury  or  damage. 

14. 

Defendants  have  introduced  into  evidence  eighteen 
prior  art  patents,  as  Exhibits  L-4,  L-5,  L-6,  L-7,  L-8, 
L-9,  L-10,  L-11,  L-12,  L-13,  L-14,  L-15,  L-16,  L-17, 
L-18,  L-19,  L-20  and  L-21,  and  have  introduced  a 
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prior  art  paper  pimch  catalogue  Exhibit  M,  and  a 
paper  punch  Exhibit  N.  [35]    None  of  said  exhibits 
introduced  in  evidence  by  defendants  disclose  the 
construction  set  forth  in  patent  No.  2,228,768.    None 
of  such  prior  art  exhibits  describe  or  disclose  or 
suggest  a  dry  shaver  wherein  the  principle,  mode 
of  operation,  or  results  attained  are  equivalent  to 
those  of  patent  No.  2,228,768.     Of  such  prior  art 
patents  introduced  into  evidence  by  the  defendants, 
Exhibits  L-9,  L-11,  L-12,  L-13,  L-14,  L-15,  L-16, 
L-17  and  L-18  were  all  file-wrapper  references  con- 
sidered by  the  Patent  Office  in  connection  with  the 
patentability  of  the  invention  covered  by  patent  No. 
2,228,768,  and  none  of  the  other  of  said  prior  art 
patents,  nor  the  catalogue  Exhibit  M,  nor  the  paper 
punch  Exhibit  N,  any  more  nearly  disclose  the  in- 
vention in  suit  than  do  such  prior  art  patents  con- 
sidered by  the  Patent  Office.    All  such  prior  art 
exhibits    introduced   into    evidence    by   defendants 
have  so  little  in  common  with  the  invention  of  pat- 
ent No.  2,228,768  here  in  suit  as  to  merit  no  special 
separate  findings  with  regard  to  them. 

15. 

The  defendants  have  introduced  in  evidence  sam- 
ples of  dry  shavers  manufactured  by  defendant 
Schick,  Inc.,  which  are  Exhibit  B,  F,  H  and  I. 
There  is  no  sufficient  evidence  as  to  when  such 
shavers  were  commercially  sold  by  defendants  or 
either  of  them  or  otherwise  known  to  the  public. 
Although  complete  engineering  records  and  draw- 
ings of  all  types  of  shavei's  manufactured  by  <]e- 
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fendant  Schick,  Inc.,  were  admittedly  kept  by  it, 
none  of  such  drawings  of  any  of  said  Exhibits 
B,  F,  H  or  I  was  offered  into  evidence  by  defend- 
ants, nor  was  any  properly  identified  documentary 
proof  of  any  kind  offered  into  evidence  by  defend- 
ants even  tending  to  establish  when  shavers  as 
exemplified  by  said  exhibits  were  manufactured  or 
sold  by  defendants  at  any  time  prior  to  December 
10,  1935,  [36]  which  was  the  filing  date  of  the 
application  for  patent  No.  2,228,768  in  suit.  De- 
fendants called  only  two  witnesses  who  attempted 
to  testify  as  to  the  dates  of  manufacture  or  sale 
of  Exhibits  B,  F,  H  and  I,  Mr.  Quasnovsky  and 
Mr.  Gray,  both  of  whom  are  employees  of  defend- 
ant Schick,  Inc.,  and  neither  of  whom  ever  had 
anything  to  do  with  sales  of  any  type  of  dry  shaver 
so  far  as  the  record  shows.  I  have  carefully  ob- 
served the  demeanor  of  both  of  these  witnesses  in 
open  court  and  specifically  find  that  the  testimony 
and  demeanor  of  both  fail  to  carry  any  conviction 
as  to  the  dates  of  manufacture  or  sale  of  Exhibits 
B,  F,  H  and  I,  or  any  of  them.  None  of  said 
Exhibits  B,  F,  H  and  I  anticipate  any  of  the  claims 
of  patent  No.  2,228,768. 

16. 

Defendants'  shavers  exemplified  by  Exhibits  B,  F, 
H,  I,  2,  3,  4  and  5  all  have  reinforcing  bars  at  the 
ends  of  the  cutting  heads  thereof,  which  are  thicker 
than  the  shearing  plate  of  the  cutting  head.  The 
Aaron  patent.  No.  1,970,518,  which  is  in  evidence  as 
Exhibit  L-11,  shows  a  dry  shaver  having  reinforcing 
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bars  similar  in  all  functional  respects  to  the  rein- 
forcing bars  of  said  Exhibits.  This  Aaron  patent 
was  considered  by  the  Patent  Office  in  the  proceed- 
ings on  the  application  for  patent  No.  2,228,768, 
and  all  the  claims  in  suit  were  allowed  by  the  Patent 
Office  after  such  consideration.  Such  reinforcing 
bars  in  said  Exhibits  B,  F,  H,  I,  2,  3,  4  and  5  are 
not  the  equivalent  in  construction  or  operation  or 
function  of  the  end  guards  20  of  patent  No.  2,228,- 
768  in  suit. 

17. 
The  invention  of  patent  No.  2,228,768  is  an  im- 
provement on  prior  types  of  dry  shavers  and  has 
provided  substantial  contribution  to  the  art  of  dry 
shavers.  It  is  [37]  entitled  to  be  liberally  construed 
and  interpreted.  By  the  invention  of  the  patent  in 
suit,  the  skin  of  the  user  is  protected  against  the 
relatively  sharp  edges  and  corners  on  the  ends  of 
the  shaving  head,  and  this  provides  substantial 
shaving  comfort  to  the  user  which  in  turn  pemiits 
a  faster  shave  than  would  otherwise  be  possible, 
v^hich  is  highly  desirable.  Also,  the  ease  of  dis- 
assembly and  cleaning  provided  by  the  invention  is 
a  substantial  advantage. 

18. 
There  are  four  types  of  dry  shavers  charged  to 
infringe  which  have  been  introduced  into  evidence, 
exemplars  of  which  are  Exhibits  2,  3,  4  and  5. 
Shavers,  as  exemplified  by  all  said  exhibits,  have 
been  manufactured,  used,  and  sold  by  defendant 
Schick,  Inc.     The  only  one  of  such  shavers  used 
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or  sold  by  defendant  Schick  Service,  Inc.,  is  exem- 
plified by  Exhibit  5,  which  is  mechanically  identical 
with  Exhibit  3  in  construction  and  operation  and 
function.  All  of  such  shavers  made  and  sold  by 
defendants  are  provided  with  a  device  at  each  end 
of  the  cutting  head  of  the  shaver  and  referred  to 
by  defendants  as  a  ''whiskit."  The  ''whiskits"  in 
Exhibits  2,  3,  4  and  5  are  provided  for  the  same 
purpose  as  the  end  guards  20  of  the  patent  No. 
2,228,768  in  suit,  and  by  reason  thereof  accomplish 
the  same  result,  i.  e.,  the  provision  of  shaving  com- 
fort and  a  faster  shave  to  the  user  and  permit  ready 
disassembly  of  the  shaving  head  and  cleaning  of  the 
device.  Such  "whiskits"  in  defendants'  shavers 
also  serve  to  collect  beard  clippings,  but  the  end 
guards  20  of  patent  No.  2,228,768  also  serve  to  col- 
lect and  retain  in  the  cutting  head  some  of  the  beard 
clippings.  Even  if  the  end  guards  20  of  the  patent 
in  suit  would  not  retain  any  beard  clippings,  still 
at  best  this  function  is  merely  an  addition  to  the 
structure  of  the  patent  in  suit  and  does  [38]  not 
avoid  infringement.  Such  "whiskits"  on  defend- 
ants' shavers  are  the  full  mechanical  equivalent  of 
the  end  guards  20  of  patent  No.  2,228,768  in  suit, 
and  infringe  each  of  claims  22,  23,  31  and  32  of 
said  patent. 

The  proceedings  had  in  the  Patent  Office  on  the 
application  for  patent  No.  2,228,768,  as  exemplified 
by  the  file-wrapper  record  thereof  which  is  in  evi- 
dence as  Exliibit  K,  do  not  so  limit  or  restrict  the 
scope  of  the  claims  in  suit  of  the  patent  as  to  avoid 
infringement  by  defendants'  shavers  exemplified  by 
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Exhibits  2,  3,  4  or  5.  The  patentee  Jones  made  no 
admissions  in  such  proceedings  which  would  restrict 
or  limit  the  scope  or  interpretation  of  the  claims  in 
suit  herein  so  far  as  defendants'  shavers  exemplified 
by  Exhibits  2,  3,  4  and  5  are  concerned. 

20. 

Claims  22,  23,  31  and  32  of  patent  No.  2,228,768 
define  a  new  and  useful  invention  and  are  valid. 
Claims  1,  11,  17,  18,  19,  20,  24,  25,  26,  27,  28,  29  and 
30  of  said  patent,  however,  are  invalid  because  of 
indefiniteness. 

21. 

The  matter  in  controversy  exceeds,  exclusive  of 
interest  and  costs,  the  siun  of  Three  Thousand  Dol- 
lars ($3,000),  and  is  between  citizens  of  different 
states. 

22. 

Prior  to  January  24,  1941,  defendant  Schick,  Inc. 
on  its  own  initiative,  opened  negotiations  with  plain- 
tifi.  seeking  to  purchase  from  him,  for  the  sum  of 
Fifty  Thousand  Dollars  ($50,000)  in  cash,  his 
patent  No.  2,228,768,  which  was  the  only  patent  that 
issued  to  plaintiff  during  the  month  of  January, 
1941.  Plaintiff  declined  to  sell,  and  defendant 
Schick,  Inc.  thereupon  requested  an  exclusive 
license  under  said  patent.  [39] 

23. 

On  January  29,  1941,  plaintiff  and  defendant 
Schick,  Inc.  entered  into  an  oral  contract  by  the 
terms  of  which  plaintiff  granted  to  said  defendant 
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an  exclusive  license  under  patent  No.  2,228,768  for 
the  life  of  that  patent,  and  defendant  Schick,  Inc. 
agreed  to  pay  to  plaintiff  the  sum  of  Thirty  Thou- 
sand Dollars  ($30,000)  in  cash  as  an  advance  against 
future  royalties,  and  agreed  to  pay  to  plaintiff  a 
royalty  of  one  and  one-half  per  cent  (1%%)  of 
its  sales  price  on  all  dry  shavers  sold  by  it  embody- 
ing any  of  the  inventions  of  said  patent  No. 
2,228,768  until  the  total  royalties  so  paid  by  said 
defendant  to  plaintiff  should  amount  to  Two  Hun- 
dred Fifty  Thousand  Dollars  ($250,000),  following 
which  the  royalty  rate  would  automatically  reduce 
to  one  per  cent  (1%)  of  the  sales  price  of  all  such 
shavers  thereafter  sold  by  said  defendant  during 
the  life  of  said  patent.  At  the  time  of  the  making 
of  said  oral  contract  between  plaintiff  and  defend- 
ant Schick,  Inc.,  all  the  terms  thereof  were  agreed  to 
unconditionally  by  both  parties  thereto,  as  above 
stated;  and  that  oral  contract  was  not  conditioned 
Upon  the  making  of  any  subsequent  agreement  by 
the  parties  as  to  any  further  terms;  nor  was  said 
oral  contract  conditioned  upon  being  subsequently 
reduced  to  writing,  or  othei^ise.  Defendant  Schick, 
Inc.  never  performed  any  of  its  obligations  under 
said  oral  contract,  although  requested  to  do  so  by 
plaintiff;  and  defendant  breached  and  repudiated 
said  oral  contract.  Plaintiff  at  all  times  offered 
to  perform  all  of  his  obligation  mider  said  oral 
contract,  but  defendant  Schick,  Inc.  refused  to 
accept  perfonnance  by  the  plaintiff. 

Thereafter  and  on  or  about  March  13,  1941,  by 
written  notice  to  the  plahitiff,   defendant   Schick, 
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Inc.  [40]  renounced  and  abandoned  the  exclusive 
license  granted  by  said  oral  contract  on  the  ground 
that  plaintiff's  patent  No.  2,228,768  was  invalid-; 
and  said  defendant  did  not  thereafter  manufactut^e 
or  sell  any  dry  shavers,  pursuant  to  said  oral  Cdn- 
tract,  embodying  the  invention  covered  by  said 
patent. 

24. 
By  letter  dated  February  17,  1941,  written  by  its 
duly  authorized  agent,  and  exemplified  by  Exhibit 
12  in  evidence,  defendant  Schick,  Inc.  requested 
that  plaintiff  disclose  to  such  defendant  copies  of 
two  pending  applications  for  United  States  Letters 
Patent,  being  Serial  No.  314,287  and  316,154  owned 
by  plaintiff.  At  the  time  of  receipt  of  said  letter 
request  from  defendant,  plaintiff  had  never  there- 
tofore disclosed  to  defendant  in  whole  or  in  part 
the  contents  of  either  of  said  patent  applications, 
and  while  such  applications  were  pending  they  were 
secret  and  confidential  and  not  open  to  the  public. 
In  accordance  with  this  request  from  said  defendatit 
and  at  its  inducement,  plaintiff  mailed  copies  of  both 
such  pending  applications  to  defendant  Schick,  Inc., 
with  his  letter  of  February  20,  1941,  which  is  exem- 
plified by  Exhibit  13  in  evidence,  and  he  did  so  in 
reliance  upon  said  oral  contiact,  which  reliance  was 
induced  by  defendant  Schick,  Inc.  The  plaintiff 
would  not  have  so  sent  copies  of  his  said  pending- 
patent  applications  to  defendant  Schick,  Inc.,  had 
he  not  relied  upon  said  oral  contract.  By  sending 
copies  of  such  pending  patent  applications  to  de- 
fendant Schick,  Inc.,  plaintiff  changed  his  position 
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to  his  detriment,  and  he  could  not  be  put  back  into 
his  original  position  after  such  disclosure.  From 
January  29,  1941  until  at  least  March  14,  1941,  re- 
lying upon  the  acts  and  statements  of  defendant 
Schick,  Inc.,  plaintiff  believed  that  he  had  a  bind- 
ing and  [41]  enforceable  agreement  with  said  de- 
fendant, and  in  reliance  thereon,  plaintiff  through- 
out such  period  refrained  from  negotiating  with 
any  other  person  or  company  with  respect  to  his 
patent  No.  2,228,768,  and  thereby  suffered  further 
detriment. 

The  said  patent  applications  Serial  Nos.  314,287 
and  316,154  were  not  solely  referable  to  the  oral  con- 
tract of  January  29, 1941,  since  it  was  not  one  of  the 
terms  or  provisions  of  said  oral  contract  that  plain- 
tiff would  submit  said  patent  applications  or  dis- 
close them  to  defendant  Schick,  Inc.  Said  oral 
contract  extended  over  the  life  of  Patent  No. 
2,228,768,  and  was  a  contract  which  by  its  terms 
could  not  be  performed  within  one  year  from  the 
making  thereof.  There  was  no  written  note  or 
memorandum  of  the  oral  contract  subscribed  by  de- 
fendant Schick,  Inc.,  or  by  its  agent  or  agents,  as 
required  by  §  1624  of  the  Civil  Code  and  §  1973  of 
the  Code  of  Civil  Procedure  of  the  State  of  Cali- 
fornia, which  Code  sections  are  hereinafter  for  con- 
venience referred  to  as  the  "Statute  of  Frauds"  of 
California. 

25. 

Having  observed  the  demeanor  of  the  plaintiff 
while  testifying  in  open  court  during  the  trial,  and 
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the  manner  and  substance  of  his  testimony,  I  find 
that  his  testimony  as  to  the  facts  set  forth  in  find- 
ings 23  and  24  is  entitled  to  full  credibility  and  that 
it  carries  full  conviction  as  to  the  truth  of  the  above 
facts. 

26. 

The  infringement  by  both  defendants  of  patent 
No.  2,228,768  in  suit  has  been  conscious,  deliberate, 
wilful  and  wanton.  And  the  defendants  threaten, 
intend  to  and  will,  unless  enjomed  and  restrained 
by  order  of  this  court,  [42]  continue  infringement 
of  the  patent  in  suit. 

CONCLUSIONS  OF  LAW 

1.  This  Court  has  jurisdiction  of  tliis  Cause, 
and  the  venue  is  proper  as  to  both  defendants. 

2.  Patent  No.  2,228,768  in  suit  is  not  anticipated 
and  discloses  patentable  invention,  and  each  of 
claims  22,  23,  31  and  32  thereof  is  valid. 

3.  Claims  1, 11,  17,  18, 19,  20,  24,  25,  26,  27,  28,  29 
and  30  of  patent  No.  2,228,768  are  invalid  because 
of  indefiniteness. 

4.  Defendant  Schick,  Inc.  has  infringed  claims 
22,  23,  31  and  32  of  patent  No.  2,228,768  by  making 
and  selling  dry  shavers  of  the  types  exemplified  by 
Exhibits  2,  3  and  4  in  evidence,  each  of  which  in- 
fringes all  of  said  claims.  Defendant  Schick  Serv- 
ice, Inc.  has  infringed  each  of  said  claims  22,  23, 
31  and  32  of  said  patent  by  selling  dry  shavers  of 
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the  type  exemplified  by  Exhibit  5  in  evidence.  Since 
the  infringing  acts  of  defendant  Schick  Service, 
Inc.  are  directed  and  controlled  by  defendant 
Schick,  Inc.,  the  latter  defendant  is  also  liable  for 
all  infringement  by  the  former. 

5.  Plaintiff  is  not  required  to  elect  between  the 
remedies  alternatively  sought  by  the  first  and  second 
causes  of  action  alleged  in  the  complaint  as 
amended. 

6.  The  oral  license  contract  made  on  January  29, 
1941,  between  j)laintiff  and  defendant  Schick,  Inc., 
as  to  the  patent  in  suit,  was  by  its  terms  not  to  be 
performed  within  one  year  from  the  making  thereof, 
and  was  therefore  a  contract  declared  by  the  Statute 
of  Frauds  of  California  to  be  invalid.  There  is  no 
written  note  or  memorandum  of  [43]  said  oral  con- 
tract subscribed  by  defendant  Schick,  Inc.,  or  by  its 
agent  or  agents,  sufficient  to  satisfy  the  require- 
ments of  the  Statute  of  Frauds  of  California.  Said 
oral  contract  was  not  fully  or  otherwise  performed 
by  plaintiff  so  as  to  take  the  same  out  of  the  opera- 
tion of  the  Statute  of  Frauds  of  California.  Plain- 
tiff's act  of  submitting  the  two  applications  for 
United  States  Letters  Patent  to  defendant  Schick, 
Inc.  was  not  an  act  solely  referable  to  said  oral 
contract;  nor  was  plaintiff's  forbearance  from  ne- 
gotiations with  others  an  omission  solely  referable 
to  the  oral  contract ;  and  for  that  reason  defendant 
Schick,  Inc.  is  not  estopped  from  asserting  the  in- 
validity of  said  oral  contract  under  the  Statute  of 
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Frauds  of  California.  Said  oral  contract  is  invalid 
and  action  thereon  is  barred  by  the  provisions  of 
the  Statute  of  Frauds  of  California. 

7.  Plaintiff  is  entitled  to  an  injunction  against 
both  defendants  enjoining  their  further  infringe- 
ment of  patent  No.  2,228,768,  and  an  accounting  to 
aid  in  the  determination  of  plaintiff's  damages  aris- 
ing from  the  said  infringement  by  both  defendants. 

8.  Plaintiff  is  entitled  to  recover  from  the  de- 
fendants damages  arising  out  of  the  infringement 
by  the  respective  defendants  which  is  referred  to 
above  in  Finding  of  Fact  18  and  Conclusion  of 
Law  4. 

9.  Defendant  Schick,  Inc.  is  entitled  to  judgment 
that  nlaintiff  take  nothing  by  his  second  and  alter- 
native cause  of  action  and  that  said  second  and  al- 
ternative cause  of  action  be  dismissed  with  prejudice. 

December  31,  1947. 

/s/  WM.  C.  MATHES, 

United  States  District  Judge. 

[Endorsed]:     Filed  Dec.  31,  1947.  [44] 


62  Schick  Service,  Inc.,  and  Schick,  Inc. 

In  the  District  Court  of  the  United  States,  South- 
ern District  of  California,  Central  Division 

No.  4601-WM  Civil 

RALPH  E.  JONES, 

Plaintiff, 

vs. 

SCHICK    SERVICE,    INC.,    a   Corporation,   and 
SCHICK,  INC.,  a  Corporation, 

Defendants. 

INTERLOCUTORY  JUDGMENT 

This  cause  came  on  to  be  heard  April  30  and 
June  17,  1946,  and  on  September  19,  23,  24,  25,  26, 
October  15  and  16,  and  November  4  and  5,  1947,  and 
was  tried  in  open  court,  and  upon  consideration 
thereof,  and  for  good  cause  shown,  it  is  hereby 
ordered,  adjudged  and  decreed  as  follows: 

1.  That  United  States  Letters  Patent  No.  2,228,- 
768,  granted  January  14,  1941,  to  Ralph  E.  Jones, 
for  Hair  Clipping  and  Shaving  Device,  is  good  and 
valid  in  law.  as  to  claims  22,  23,  31  and  32  thereof. 

2.  That  said  patent  No.  2,228,768  is  invalid  in 
law  as  to  claims  1,  11,  17,  18,  19,  20,  24,  25,  26,  27, 
28,  29  and  30  thereof.  [45] 

3.  That  plaintiff,  Ralph  E.  Jones,  o^vns  the  entire 
right,  title  and  interest  in  and  to  said  Letters  Pat- 
ent No.  2,228,768,  together  with  all  rights  of  action 
for  past  infringement  thereof. 

4.  That  defendant  Schick,  Inc.,  has  infringed 
each  of  claims  22,  23,  31,  and  32  of  said  Letters 


vs.  Ralph  E.  Jones  63 

Patent  No.  2,228,768  by  making  and  selling  dry 
shavers  of  each  of  the  types  exemplified  by  Exhibits 
2,  3,  4  and  5  herein. 

5.  That  defendant  Schick  Service,  Inc.,  has  in- 
fringed each  of  claims  22,  23,  31  and  32  of  said 
Letters  Patent  No.  2,228,768  by  selling  dry  shavers 
of  the  type  exemplified  by  Exhibit  5  herein. 

6.  That  a  writ  of  injunction  issue  enjoining  and 
restraining  defendant  Schick,  Inc.,  and  Schick 
Service,  Inc.,  and  their  officers,  attorneys,  agents, 
servants  and  employees,  and  all  persons  in  active 
concert  or  participation  with  both  or  either  of  them, 
as  provided  by  Rule  65  (d)  of  the  Federal  Rules  of 
Civil  Procedure,  forthwith  and  for  the  remainder 
of  the  term  for  which  the  said  Letters  Patent  No. 
2,228,768  have  been  granted,  from  directly  or  in- 
directly, in  any  way  or  manner,  making,  using  or 
selling,  or  causing  to  be  made,  used  or  sold,  any  dry 
shavers  embodying  the  inventions  claimed  in  claims 
22,  23,  31  or  32  of  said  Letters  Patent  No.  2,228,- 
768;  and  more  specifically,  from  directly  or  indi- 
rectly, in  any  way  or  manner,  making,  using  or 
selling,  or  causing  to  be  made,  used  or  sold,  dry 
shavers  exemplified  by  Exhibits  2,  3,  4  or  5  herein; 
and  from  in  any  way  or  manner  infringing  upon 
claims  22,  23,  31  and  32  of  said  Letters  Patent  No. 
2,228,768,  or  upon  any  of  the  rights  of  the  plaintiff 
under  all  or  any  of  said  claims. 

7.  That  plaintiff,  Ra]])h  E.  Jones,  recover  from 
defendant  Schick,  Inc.  the  damages  arising  out  of 
and  [46]  acciuin.ii;  fiom  the  infringement  by  defend- 
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ant  Schick,  Inc.  of  claims  22,  23,  31  and  32  of  said 
Letters  Patent  No.  2,228,768,  by  making,  using  and 
selling  dry  shavers  of  each  of  the  types  exemplified 
by  Exhibits  2,  3,  4  and  5  herein,  at  any  time  during 
the  period  commencing  six  years  prior  to  the  filing 
of  the  bill  of  complaint  herein  on  July  6,  1945 ;  such 
damages  to  be  assessed  as  provided  by  §  4921  of  the 
Revised  Statutes,  as  amended,  [35  U.S.C.  §  70]. 

8.  That  plaintiff,  Ralph  E.  Jones,  recover  from 
defendant  Schick  Service,  Inc.  the  damages  arising 
out  of  and  accruing  from  the  infringement  by  de- 
fendant Schick  Service,  Inc.  of  claims  22,  23,  31, 
and  32  of  said  Letters  Patent  No.  2,228,768,  by  using 
and  selling  dry  shavers  of  the  type  exemplified  by 
Exhibit  5  herein,  at  any  time  during  the  period 
commencing  six  years  prior  to  the  filing  of  the  bill 
of  complaint  herein  on  July  6,  1945;  such  damages 
to  be  assessed  as  provided  by  §  4921  of  the  Revised 
Statutes,  as  amended,  [35  U.S.C.  §  70]. 

9.  That  plaintiff,  Ralph  E.  Jones,  is  entitled  to  an 
accounting  from  the  defendants  to  aid  determination 
of  the  issue  of  plaintiff's  damages. 

10.  That  this  cause  be  and  is  hereby  referred  to 
David  B.  Head,  Esquire,  as  Master  pro  hac  vice, 
pursuant  to  Rule  53  of  the  Federal  Rules  of  Civil 
Procedure,  with  directions:  (a)  to  hear  the  account- 
ing as  to  profits  derived  from  the  infringement  of 
Letters  Patent  in  suit  and  accruing  to  defendants 
Schick,  Inc.  and  Schick  Service,  Inc.,  or  either  of 
them,  at  any  time  during  the  period  commencing  six 
years  prior  to  the  filing  of  the  bill  of  complaint 
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herein  on  July  6, 1945 ;  (b)  to  hear  all  other  relevant 
evidence  on  the  issue  of  plaintiff's  damages,  to  be  as- 
sessed pursuant  to  §  4921  of  the  Revised  Statutes, 
as  amended,  [47]  [35  U.S.C.  §  70] ;  and  (c)  to  report 
his  findings  of  fact  and  conclusions  of  law  with  re- 
spect to  the  assessment  of  damages. 

11.  That  decision  on  plaintiff's  prayer  for  treble 
damages  and  attorney's  fees  shall  be  and  is  hereby 
reserved  until  after  determination  of  the  issue  of 
plaintiff's  damages. 

12.  That  plaintiff  shall  take  nothing  on  his  second 
and  a.  ternative  cause  of  action  and  said  second  and 
alternative  cause  of  action  is  hereby  dismissed  with 
prejudice. 

13.  That  all  parties  shall  pay  and  bear  their  own 
costs  in  this  Court. 

December  31,  1947. 

/s/  WM.  C.  MATHES, 

United  States  District  Judge. 

Judgment  entered  Dec.  31,  1947  Docketed  Dec. 
31,  1947.'   Book  47  Page  631 

EDMUND  L.  SMITH, 
Clerk, 
By  /s/  LEWIS  J.  SOMERS, 
Deputy.  [48] 

[Endorsed]:     Filed  Dec.  31,  1947. 
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[Title  of  District  Court  and  Cause.] 

MOTION  FOR  SUPERSEDEAS  STAYING 
ISSUANCE  AND  SERVICE  OF  INJUNCTION 

Now  come  the  defendants,  Schick  Service,  Inc., 
and  Schick,  Inc.,  and  move  the  court  for  an  order 
staying  the  injunction  and  the  issuance  and  service 
thereof  provided  in  Paragraph  6  of  the  judgment 
entered  in  favor  of  plaintiff  herein  on  the  31st  day 
of  December,  1947,  j^ending  determination  of  an 
appeal  of  said  defendants  from  said  judgment  to 
the  United  States  Circuit  Court  of  Appeals  for 
the  Ninth  Circuit. 

This  motion  is  based  upon  the  grounds  that  ir- 
reparable injury  might  result  to  said  defendants. 
That  this  court  fix  the  amount  of  bond  required 
to  [49]  be  filed  by  said  defendants. 

Upon  hearing  of  this  motion  said  defendants 
w^ill  refer  to  the  pleadings  and  papers  on  file  in 
said  cause  and  upon  the  attached  affidavit  of  K.  C. 
Gifford  and  Rule  62  of  the  Federal  Rules  of  Civil 
Procedure. 

Dated  January  6,  1948. 

Respectfully  submitted, 
/s/  LEONARD  S.  LYON, 
/s/  FREDERICK  W.  LYON, 
/s/  ALEXANDER  MACDONALD, 
Attorneys  for  Defendants. 
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[Title  of  District  Court  and  Cause.] 

AFFIDAVIT 

State  of  New  York, 
County  of  New  York — ss. 

K.  C.  Giiford,  being  duly  sworn,  deposes  and 
says: 

I  am  and  since  December  1942  have  been  Presi- 
dent of  each  of  the  above  named  Corporations,  of 
which  Schick  Service,  Inc.,  is  a  wholly-owned  sub- 
si("iary  of  Schick  Incorporated.  The  parent  com- 
pany, Schick  Incorporated,  has  its  only  plant  at 
Stamford,  Connecticut,  where  it  is  engaged  in  the 
manufacture  and  sale  of  electric  shavers.  The  sub- 
sidiary, Schick  Service,  Inc.,  maintains  thirty-eight 
(38)  establishments  throughout  the  United  States 
for  the  purpose  of  repairing  or  otherwise  servicing 
Schick  electric  shavers.  [51] 

Schick  Incorporated  is  a  one  product  company 
in  that,  except  for  one  or  two  related  accessories 
which  it  has  put  out  in  the  past,  it  has  manufac- 
tured and  at  the  present  time  actually  manufac- 
tures nothing  but  electric  shavers.  It  was  organized 
for  that  purpose  some  seventeen  years  ago,  when 
it  introduced  to  the  world  the  now  well-known  elec- 
tric shaver.  From  very  small  beginnings,  the  Com- 
pany has  progressed  and  grown  to  a  point  where 
it  now  gives  employment  to  more  than  nine  hundred 
(900)  men  and  women  at  its  plant  in  Stamford, 
Connecticut  and,  in  addition,  maintains  a  field  sales 
organization  of  approximately  twenty-five  (25)  em- 
ployees.  In  the  past  ten  years,  notwithstanding  our 
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switch  to  Naval  instrument  and  other  vital  produc- 
tion during  the  war  years,  Schick  Incorporated  has 
sold  more  than  three  million  four  hundred  thousand 
(3,400,000)  shavers. 

Schick  Service,  Inc.,  has  approximately  one  hun- 
dred ninety-five  (195)  employees  on  its  payroll. 

Schick  Incorporated  currently  manufactures  only 
two  general  types  or  forms  of  its  electric  shaver, 
one  with  a  single  head  and  the  other  with  a  double 
head,  and  both  of  them  have  been  held  to  infringe 
four  (4)  claims  of  the  plaintiff's  patent,  of  which 
all  the  other  thirteen  (13)  claims  in  suit  have  been 
held  invalid. 

The  feature  of  our  shaver  which  has  been  held  to 
infringe  the  plaintiff's  patent  is  no  part  of  the 
shaving  mechanism  or  of  the  motor  for  operating  it 
but  is  a  simple  adjunct  in  the  form  of  receptacles 
for  collecting  the  beard  clippings.  Our  shavers  have 
been  equipped  with  recejotacles  for  this  purpose 
since  long  prior  to  the  issuance  of  plaintiff's  patent. 
Although  the  infringement  involves  only  a  minor 
feature,  it  is  so  incorporated  as  an  integral  part  of 
the  design  that  our  shavers,  in  their  present  form, 
are  not  salable  without  it;  that  is  to  say,  simply  to 
omit  the  affected  j)arts  would  so  disfigure  or  impair 
the  appearance  of  the  shaver  that  it  could  not  be 
sold. 

While  our  shavers  could  be  redesigned  to  omit 
the  feature  said  to  give  rise  to  the  infringement, 
such  a  change  would  involve  numerous  incidental 
alterations,  even  including  a  different  shape  of 
plastic  case  or  handle  to  which  the  receptacles  are 
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fitted  and  hinged;  and,  quite  apart  from  the  ex- 
pense involved,  it  would  be  a  matter  of  many 
months  before  we  could  secure  new  case  molds,  tools 
and  dies  and  get  into  production  on  any  such  re- 
designed model.  The  making  of  such  new  case 
molds  and  other  required  tools  is  not  an  operation 
which  we  are  equipped  to  handle  or  are  capable 
of  handling  in  our  own  plant,  such  work  being 
irvaribly  undertaken  by  specialists  in  those  fields; 
and,  consequently,  our  plant  would  be  idle  during 
any  such  conversion  to  a  different  design  if  not 
permitted  to  continue  the  manufacture  of  our  cur- 
rent models. 

In  the  premises,  an  injunction  forbidding  the 
manufacture  and  sale  of  our  present  shavers  is 
nothing  short  of  a  total  prohibition  against  our 
doing  business  and,  unless  promptly  suspended,  will 
require  us  to  close  our  plant.  Such  a  step  would 
necessarily  work  untold  hardship  not  only  on  the 
company  but  also  on  its  hundreds  of  employees. 

While  a  continuing  injunction  against  our  entire 
operation  would  be  disastrous  at  any  time,  it  works 
a  particular  and  immediate  hardship  cominoj  to- 
ward the  end  of  the  year,  for  the  reason  that  our 
product  is  extremely  important  as  a  Christmas  gift 
item  and  our  records  over  many  years  have  shown, 
mthout  exception,  that  we  do  a  larger  volume  of 
business  in  December  than  in  any  other  month  of 
the  year.  [53] 

In  the  event  of  any  protracted  shut-down  of  our 
plant  and,  in  any  case,  after  they  had  exhausted 
such  local  relief  as  they  might  be  able  to  obtain. 
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the  majority  of  our  employees  would  be  compelled 
to  seek  other  work;  and  when  again  ready  to  op- 
erate, Schick  Incorporated  would  be  faced  with 
the  extraordinary  difficult  problem  of  reassembling 
its  working  force  or  securing  such  new  help  as 
could  be  found.  Furthermore,  the  electric  shaver 
business  is  highly  competitive  and  if  our  product 
should  be  kept  off  the  market  for  any  appreciable 
time  it  is  my  considered  judgment  that  even  if  our 
company  did  not  thereby  suffer  irreparable  injury, 
which  is  not  unlikely,  it  would  most  certainly  take 
us  several  years  to  regain  our  hard-won  competitive 
position. 

Our  companies  are  solvent  and  are  now,  and  if 
permitted  to  continue  in  operation  will  be,  in  my 
opinion,  able  to  pay  any  reasonable  judgment  likely 
to  be  entered  against  them,  if  it  should  ultimately 
be  decided  that  the  plaintiff  if  entitled  to  any  re- 
covery. Schick  Incorporated 's  current  assets  in 
excess  of  liabilities  amount  to  more  than  Two  Mil- 
lion Dollars  ($2,000,000.00). 

We  estimate  that  our  total  sale  of  shavers  during 
the  twelve  months  November  1,  1947,  to  October  31, 
1948,  will  amount  to  Six  Million  Dollars  ($6,000,- 
000.00)  ;  and  as  a  condition  of  the  suspension  of  the 
injunction,  we  are  prepared  to  post  a  surety  bond 
in  any  reasonable  amount.  I  venture  to  suggest 
Ninety  Thousand  Dollars  ($90,000.00)  which,  al- 
though far  in  excess  of  what  I  believe  would  be  a 
reasonable  royalty,  would  represent  one  and  one- 
half  per  cent  (1%%)  of  our  estimated  sales. 

Our  records  show^  that  in  the  period  from  Jan- 
uary 1,  1941,  to  November   1,   1947,   our   sales   of 
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shavers  equipped  with  hinged  receptacles,  that  is, 
of  the  kind  held  to  infringe,  [54]  amounted  to  ap- 
proximately Twenty  Million  Three  Hundred  Fifty 
Thousand  Dollars  ($20,350,000.00);  and,  as  a 
condition  of  the  suspension  of  the  accounting,  we 
are  likewise  prepared  to  post  a  surety  bond  in  any 
reasonable  amount. 

/s/  K.  C.  GIFFORD. 

Sworn  to  before  me  this  20th  day  of  November, 
1947. 

[Seal]        /s/  FRANCES  TUITE, 

Notary  Public.  [55] 

[Title  of  District  Court  and  Cause.] 

ORDER   SHORTENING  TIME  OF  HEARING 
OF  MOTION  FOR  SUPERSEDEAS  STAY- 
ING   ISSUANCE    AND    SERVICE    OP 
INJUNCTION 
It  Is  Hereby  Ordered  that  the  attached  motion 
for   supersedeas    staying   issuance   and    service    of 
injunction   shall   be   set   for   hearing   on   Monday, 
January  12,  1948,  at  the  hour  of  10:00  o'clock  a.m., 
or  as  soon  thereafter  as  counsel  can  be  heard,  in 
the  court  room  of  the  Honorable  Judge  Wm.   C. 
Mathes,  in  the  Post  Office  and  Court  House  Build- 
ing, Los  Angeles,  California. 

Dated:  Jan.  7,  1948. 

/s/  PAUL  J.  Mccormick, 

ITnited  States  District  Judge. 
[Endorsed] :  Filed  Jan.  7,  1948.  [56] 
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[Title  of  District  Court  and  Cause.] 

STATEMENT  OF  PLAINTIFF'S 
OPPOSITION  TO  DEFENDANTS'  MOTION 

Plaintiff  hereby  gives  notice  that  he  will  oppose 
the  granting  of  defendants'  "Motion  for  Superse- 
deas Staying  Injunction  and  Service  of  Injunction," 
dated  January  6,  1948,  and  plaintiff  will  rely  upon 
the  following  points  and  authorities : 

I. 

This  motion  is  untimely  because  no  notice  of  ap- 
peal has  been  filed,  and  the  granting  of  a  stay  of  an 
injunction  is  possible  only  after  "an  appeal  is 
taken. ' ' 

See:  Rule  62(c)  and  (d).  Rules  of  Civil  Proce- 
dure. 

II. 
The  stay  pending  appeal  of  an  injunction  is 
within  the  discretion  of  the  Trial  Court,  but  should 
only  be  granted  in  exceptional  circumstances.  As 
stated  by  the  Second  Circuit  Court  [57]  of  Appeals, 
in  Chadeloid  Chemical  Co.  v.  H.  B.  Chalmers  Co., 
242  Fed.  71,  72: 

"The  complainant  having  succeeded  so  far, 
I  do  not  see  any  sufficient  reason  why  it  should 
be  deprived,  pending  appeal,  of  its  right  to 
bring  suits  for  infringement,  or  why  the  defend- 
ants should  be  relieved  of  the  operation  of  the 
injunction  until  its  appeal  is  decided,  which 
may  not  be  for  six  months.   The  hardships  the 


vs.  Ralph  E.  Jones  73 

defendants  complain  of,  and  which  they  wish 
to  escape  by  help  of  the  court,  are  the  result 
of  defeat." 

And  in  Tiiiolat  et  al.  v.  Philadelphia  Pneumatic 
Tool  Co.,  130  Fed.  903  ( C.C.N. Y.  1904),  the  Court 
said: 

"The  power  to  grant  a  supersedeas  is  discre- 
tionary. In  re  Haberman  Manufacturing  Co., 
147  U.  S.  525,  13  Sup.  Ct.  527,  37  L.Ed.  266; 
Eq.  Rule  93.  Such  discretion,  however,  should 
be  cautiously  exercised,  and  only  where  it  is 
manifest  that  there  are  extraordinary  reasons 
to  justify  it." 

And  see : 

American    Strawboard    Co.    v.    Indianapolis 
Water  Co.,  81  Fed.  423  (CCA.  7th,  1894). 
Rule  62  (a),  (b),  (c),  Rules  of  Civil 
Procedure. 

III. 
There  are  no  special  circumstances  in  this  case 
warranting  a  stay  of  the  injunction,  because : 

(1)  Defendant  Schick,  Inc.,  sold  over  1,700,- 
000  dry  shavers  prior  to  adopting  the  invention 
in  suit,  and  can  readily  resume  the  manufacture 
and  sale  of  [58]  such  shavers  if  it  so  desires  or 
is  required  to  do  so; 

(2)  Defendant  Schick,  Inc.,  can  readily, 
and  without  any  appreciable  expense,  modify 
the  shavers  held  to  infringe  herein  so  as  to 
change  them  to  a  form  which  will  avoid  in- 
fringement of  all  of  the  claims  held  valid  by 
this  Court; 
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(3)  Defendants  are  merely  in  effect  asking 
for  a  license  from  this  Court  to  continue  their 
infringing  acts; 

(4)  This  action  has  been  pending  since  on 
or  about  July  6,  1945,  and  defendant  Schick, 
Inc.,  has  had  ample  opportunity  to  change  the 
construction  of  its  shavers  heretofore  if  it  so 
desired.  In  addition,  defendants  were  warned 
by  this  Honorable  Court  on  September  26,  1947, 
more  than  three  months  ago,  that  they  were 
probably  infringing  plaintiff's  patent  (See  Tr. 
545),  yet  defendants,  apparently,  have  made  no 
move  to  change  their  constructions  to  avoid  in- 
fringement. 

.    It  is  respectfully  submitted  that  defendants '  mo- 
tion should  be  denied. 

Signed  this  9th  day  of  January,  1948,  at  Los 
Angeles,  California. 

Respectfully  submitted, 

HARRIS,   KIECH,   FOSTER  & 
HARRIS, 
By  /s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff.   [59] 

Received  copy  of  the  within  Statement  of  Plain- 
tiff's Opposition  to  Defendant's  Motion  this  9th 
day  of  January,  1948. 

/s/  FREDERICK  W.  LYON, 

Attorney  for  Defendants. 

[Endorsed] :     Filed  Jan.  9,  1948.  [60] 


vs.  Ralph  E.  Jones  75- 

[Title  of  District  Court  and  Cause.] 

BOND  ON  STAY  OF  INJUNCTION 

Know  All  Men  by  These  Presents : 

That   Hartford   Accident    and   Indemnity    Com- 
pany, a  corporation  organized  and  existing  unde^ 
the  laws  of  the  State  of  Connecticut,  having  its  prin- 
cipal place  of  business  at  Hartford,  Connecticut,  is 
held  and  firmly  bound  unto  Ralph  E.  Jones,  plain- 
tiff in  the  above-entitled  suit,  in  the  sum  of  Ninety 
Thousand  Dollars  ($90,000.00)  to  be  paid  to  the  said 
plaintiff  Ralph  E.  Jones  and  for  payment  of  which 
well  and  truly  to  be  made  we  bind  ourselves  and  our 
successors  in  interest,  firmly  by  presents. 
Dated  this  19th  day  of  January,  1948.  [64] 
Whereas,  the  above-named  Schick  Service,  Inc., 
and  Schick,  Inc.,  defendants  in  the  above-entitled 
suit,  have  filed  a  notice  of  appeal  to  the  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit  in  the  Dis- 
trict Court  for  the  Southern  District  of  California, 
Central  Division,  from  so  much  of  the  judgment  en- 
tered in  this  action  on  the  31st  day  of  December, 
1947,  as  is  ordered,  adjudged  and  decreed  in  and 
by  paragraphs  1,  4,  5,  6,  7,  8,  9,  10,  and  11,  and  each 
thereof. 

Now,  Therefore,  the  condition  of  this  obligation 
is  such  that  if  the  above-named  defendants  Schick 
Service,  Inc.,  and  Schick,  Inc.,  shall  prosecute  their 
said  appeal  to  effect,  or  if  they  fail  to  make  good 
their  said  appeal,  shall  answer  all  costs  adjudged 
against  them  by  reason  thereof  and  shall  pay  plain- 
tiff all  damages  which  may  be  adjudged  against  de- 
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fendants  Schick  Service,  Inc.,  and  Schick,  Inc.,  or 
either  of  them,  from  and  after  the  entry  of  the  In- 
terlocutory Judgment  on  December  31,  1947,  until 
the  final  decision  of  the  United  States  Circuit  Court 
of  Appeals  for  the  Ninth  Circuit  upon  said  appeal, 
of  dry  shavers  described  in  claims  22,  23,  31  and  32 
of  the  United  States  Letters  Patent  2,228,768  which 
is  by  said  judgment  enjoined,  then  this  obligation 
shall  be  void,  otherwise  the  same  shall  be  and  remain 
in  full  force  and  effect ; 

;  But  It  Is  Understood  that  this  bond  shall  not  be 
considered  as  securing  the  pajrment  for  any  damages 
which  may  be  adjudged  against  said  Schick  Service, 
Inc.,  and  Schick,  Inc.,  or  either  of  them,  by  reason 
of  any  manufacture,  use  or  sale  of  said  enjoined 
dry  shavers  prior  to  the  making  and  entry  of  said 
Interlocutory  Judgment  on  December  31,  1947. 

HARTFORD  ACCIDENT  AND 
INDEMNITY  COMPANY, 
By  /s/  GLEN  HUNTSBERGER,  JR., 
Attorney  in  Fact.  [65] 

State  of  California, 
County  of  Los  Angeles — ss. 

On  this  19th  day  of  January,  in  the  year  1948,  be- 
fore me,  Eleanor  G.  Davis,  a  Notary  Public  in  and 
for  said  County,  residing  therein,  duly  commissioned 
and  sworn,  personally  appeared  Glen  Hunts) )erge7-, 
Jr.,  known  to  me  to  be  the  Attorney-in-Fact  of  the 
Hartford  Accident  and  Indemnity  Company,  the 
Corporation   described    in   and   that   executed    the 
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within  instrument,  and  also  known  to  me  to  be  th6 
person  who  executed  it  on  behalf  of  the  Corporation 
therein  named,  and  he  acknowledged  to  me  that  such 
Corporation  executed  the  same. 

In  Witness  Whereof,  I  have  hereimto  set  my  hand 
and  affixed  my  official  seal  the  day  and  year  in  this 
certificate  first  above  written. 

/s/  ELEANOR  G.  DAVIS, 
Notary  Public  in  and  for  the  County  of  Los  Angeles, 
State  of  California. 
My  Commission  Expires  May  27,  1951.  [65] 

Examined  and  recommended  for  approval  as  pro- 
vided in  Rule  8. 

/s/  LEONARD  S.  LYON, 

Attorney  for  Defendant. 

Approved  as  to  form: 


Attorney  for  Plaintiff. 


I  hereby  approve  the  foregoing.   Dated  this  19th 
day  of  Jan.,  1948. 

/s/  WM.  C.  MATHES, 
Judge. 

[Endorsed]:     Filed  Jan.  19,  1948.  [66] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  Is  Hereby  Given  that  Schick  Service,  Inc., 
and  Schick,  Inc.,  defendants  above  named,  appeal  to 
the  Circuit  Court  of  Appeals  for  the  Ninth  Cir- 
cuit from  so  much  of  the  judgment  entered  in  this 
action  on  the  31st  day  of  December,  1947,  as  is  or- 
dered, adjudged  and  decreed  in  and  by  Paragraphs 
1,  4,  5,  6,  7,  8,  9,  10  and  11,  and  each  thereof. 

Dated  this  12th  day  of  January,  1948. 

/s/  LEONARD  S.  LYON, 
/s/  FREDERICK  W.  LYON, 
/s/  ALEXANDER  MACDONALD, 
Attorneys  for  Defendants. 

[Endorsed] :     Filed  Jan.  12,  1948.  [67] 


[Title  of  District  Court  and  Cause.] 

CONCISE   STATEMENT   OF  POINTS   ON 

APPEAL   UNDER  RULE   75(a) 

I. 

The  trial  court  erred  in  holding  that  United  States 

Letters  Patent  No.  2,228,768,  granted  January  14, 

1941,  to  Ralph  E.  Jones,  for  Hair  Clipping  and 

Shaving  Device,   is   good  and   valid   in  law   as  to 

claims  22,  23,  31  and  32  thereof. 

IL 
The  trial  court  erred  in  holding  that  the  defend- 
ant, Schick,  Inc.,  has  infringed  each  of  claims  22, 
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23,  31  and  32  of  said  Letters  Patent  No.  2,228,768 
by  making  and  selling  dry  shavers  [68]  of  the  types 
exemplified  by  Exhibits  2,  3,  4  and  5  herein. 

III. 

The  trial  court  erred  in  holding  that  the  defend- 
ant, Schick  Service,  Inc.,  has  infringed  each  of 
claims  22,  23,  31  and  32  of  said  Letters  Patent  No., 
2,228,768  by  making  and  selling  dry  shavers  of  the 
tyjie  exemplified  by  Exhibit  5  herein. 

IV. 

The  trial  court  erred  in  ordering  that  a  writ  of 
injunction  issue  enjoining  and  restraining  the  de- 
fendants Schick,  Inc.,  and  Schick  Service,  Inc., 
their  officers,  attorneys,  agents,  servants,  employees, 
and  all  persons  in  active  concert  or  participation 
with  both  or  either  of  them,  forthwith  and  for  the 
remainder  of  the  term  for  which  the  said  Lettei^ 
Patent  No.  2,228,768  have  been  granted,  from  di- 
rectly or  indirectly,  in  any  way  or  manner,  making, 
using,  selling,  or  causing  to  be  made,  used  or  sold, 
any  dry  shavers  embodying  the  inventions  claimed 
in  claims  22,  23,  31  or  32  of  said  Letters  Patent  No: 
2,228,768;  and  more  specifically,  from  directly  or 
indirectly,  in  any  way  or  manner,  making,  using  or 
selling,  or  causing  to  be  made,  used  or  sold,  di'}^ 
shavers  exemplified  by  Exhibits  2,  3,  4  or  5  herein ; 
and  from  in  any  way  or  manner  infringing  uj)on 
claims  22,  23,  31  and  32  of  said  Letters  Patent  No. 
2,228,768,  or  upon  any  of  the  rights  of  the  plaintiff 
under  all  or  any  of  the  said  claims. 
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V. 

The  trial  court  erred  in  holding  that  plaintiff, 
Ralph  E.  Jones,  recover  from  Schick,  Inc.,  the  dam- 
ages accruing  from  the  infringement  by  defendant, 
Schick,  Inc.,  of  claims  22,  23,  31  and  32  of  said  Let- 
ters Patent  No.  2,228,768,  by  making,  using  and 
selling  dry  shavers  of  each  of  the  types  exemplified 
by  Exhibits  2,  3,  4  and  5  herein,  at  any  time  during 
the  period  commencing  six  years  prior  to  the  filing 
of  the  bill  of  complaint  herein  on  July  6,  1945 ;  such 
damages  to  be  assessed  as  provided  by  §  4921  [69] 
of  the  Revised  Statutes,  as  amended,  (35  U.S.C., 
§70). 

VI. 
The  trial  court  erred  in  holding  that  plaintiff, 
Ralph  E.  Jones,  recover  from  defendant,  Schick 
Service,  Inc.,  the  damages  accruing  from  the  in- 
fringement by  defendant,  Schick  Service,  Inc.,  of 
claims  22,  23,  31  and  32  of  said  Letters  Patent  No. 
2,228,768,  by  making,  using  and  selling  dry  shavers 
of  the  type  exemplified  by  Exhibit  5  herein,  at  any 
time  during  the  period  commencing  six  years  prior 
to  the  filing  of  the  bill  of  complaint  herein  on  July 
6,  1945;  such  damages  to  be  assessed  as  provided  by 
§•  4921  of  the  Revised  Statutes,  as  amended,  (35 
U.S.C.»  §  70). 

VII. 
The  trial  court  erred  in  holding  that  the  plaintiff, 
Ralph  E.  Jones,  is  entitled  to  an  accounting  from 
defendants  to  aid  determination   of  the   issue   of 
plaintiff's  damages. 


vs.  Ralph  E.  Jones  81 

VIII. 
The  trial  court  erred  in  ordering  that  this  cause 
be  referred  to  a  Special  Master  with  directions: 

(a)  To  hear  the  accounting  as  to  profits  de- 
rived from  the  infringement  of  the  Letters  Pat- 
ent in  suit  and  accruing  to  defendants  Schick, 
Inc.,  and  Schick  Service,  Inc.,  or  either  of  them, 
at  any  time  during  the  period  commencing  six 
years  prior  to  the  filing  of  the  bill  of  com- 
plaint herein  on  July  6,  1945 ; 

(b)  To  hear  all  other  relevant  evidence  on 
the  issue  of  plaintiff's  damages,  to  be  assessed 
pursuant  to  §  4921  of  the  Revised  Statutes,  as 
amended  (35  U.S.C.,  §  75);  and 

(c)  To  report  his  findings  of  fact  and  con- 
clusions of  law  with  respect  to  the  assessment 
of  damages.  [70] 

IX. 

The  trial  court  erred  in  holding  that  defendant, 
Schick  Service,  Inc.,  has  a  regular  and  established 
place  of  business  in  the  Southern  District  of  Cali- 
fornia, and  has  used,  sold,  offered  for  sale,  or  is 
using,  selling  and  offering  for  sale  the  devices  herein 
charged  to  be  infringed  within  the  Southern  Dis- 
trict of  California,  exemplars  of  which  are  in  evi- 
dence as  plaintiff's  exhibits  2,  3,  4  and  5. 

X. 

The  trial  court  erred  in  liolding  that  the  infring- 
ing acts  of  defendant,  Schick  Service,  Inc.,  at  nil 
times  have  been  and  are  now  controlled  and  directed 
by  defendant,  Schick,  Inc. 
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XI. 

=  The  trial  court  erred  in  holding  that  the  subject 
matter  of  Patent  No.  2,228,768  was  an  electric  dry 
shaver  of  a  conventional  type,  with  certain  imju'ove- 
ments  thereto,  or  that  the  provision  of  said  improve- 
ments provides  added  shaving  comfort  to  the  user  of 
the  shaver  and  thereby  permits  a  faster  shave  than 
would  otherwise  be  possible,  or  that  this  is  a  very 
desirable  feature  in  such  shavers,  or  that  such  un- 
provements  provide  ease  of  disassembly  and  clean- 
ing of  the  device,  or  that  this  is  another  important 
advantage  of  the  invention. 

XII. 

The  trial  court  erred  in  holding  that  the  claims 
in  suit  of  Patent  No.  2,228,768  variously  refer  to  the 
end  guards  as  ''elements,"  "members,"  "parts," 
"guard  elements,"  "head  end  members,"  "guards," 
and  "end  flaps,"  and  that  all  such  terms  are  sjmony- 
mous,  and  that  the  term  "guard"  as  used  in  Pat- 
ent No.  2,228,768  means  to  protect  the  skin  of  the 
user  of  the  shaver  against  discomfort  and  injury 
and  to  protect  the  ends  of  the  cutting  head  of  the 
shaver  against  injury  or  damage.  [71] 

XIII. 

The  trial  court  erred  in  holding  that  the  prior  art 
introduced  at  the  trial  as  Exhibits  L-4,  L-5,  L-6,  L-7, 
L-8,  L-9,  L-10,  L-11,  L-12,  L-13,  L-14,  L-15,  L-16, 
L-17,  L-18,  L-19,  L-20,  L-21,  Exhibit  M  and  Exhibit 
N  did  not  describe  or  disclose  or  suggest  a  dry 
shaver  wherein  the  principle,  mode  of  operation,  or 
results  attained  are  equivalent  to  those  of  Patent 
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No.  2,228,768,  and  that  all  such  exhibits  introduced 
into  evidence  by  the  defendants  have  so  little  in 
common  with  the  invention  of  Patent  No.  2,228,768 
as  to  merit  no  special  fmdings  with  regard  to  them. 

XIV. 

The  trial  court  erred  in  holding  that  there  is  no 
sufficient  evidence  as  to  when  the  shavers,  exempli- 
fied by  Exhibits  B,  F,  H,  and  I,  were  commercially 
sold  by  defendants,  or  either  of  them,  or  otherwise 
known  to  the  public,  and  that  although  complete 
engineering  records  and  drawings  of  all  types  of 
shavers  manufactured  by  defendant,  Schick,  Inc., 
were  admittedly  kept  by  it,  and  that  no  pro})erly 
identified  documentary  proof  was  offered  into  evi- 
dence by  defendants  even  tending  to  establish  when 
shavers  as  exemplified  by  said  exhibits  were  manu- 
factured by  defendants  at  any  time  prior  to  De- 
cember 10,  1935. 

XV.  m 

The  trial  court  erred  in  not  finding  that  the  plain- 
tiff, Ralph  E.  Jones,  by  his  oral  testimony,  ade- 
quately proved  that  Exhibits  B,  F,  H,  and  I  were 
manufactured  and  sold  by  defendants  prior  to  De- 
cember 10,  1935. 

XVI. 

The  trial  court  erred  in  holding  that  Exhibits  B, 
F,  H,  I,  2,  3,  4,  and  5,  all  have  reinforcing  bars  at 
the  ends  of  the  cutting  heads  thereof,  which  are 
thicker  than  the  shearing  plate  of  the  cutting  head, 
or  that  the  reinforcing  bars  are  not  ihc  equivalent 
in  construction  or  operation  or  function  of  [72]  the 
end  guards  20  of  Patent  No.  2,228,768  in  suit. 
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XVII. 

The  trial  court  erred  in  holding  that  the  inven- 
tion of  the  Patent  No.  2,228,768  is  an  improvement 
on  prior  types  of  dry  shavers  and  is  entitled  to  be 
liberally  construed  and  interpreted,  or  that  by  the 
invention  of  the  patent  in  suit,  the  skin  of  the  user 
is  protected  against  the  relatively  sharp  edges  and 
comers  on  the  ends  of  the  shaving  head,  and  this 
provides  substantial  shaving  comfort  to  the  user 
which  in  turn  permits  a  faster  shave  than  would 
otherwise  be  possible,  which  is  highly  desirable, 
and  that  the  ease  of  disassembly  and  cleaning  pro- 
vided by  the  invention  is  a  substantial  advantage. 

XVIII. 

The  trial  court  erred  in  holding  that  the  "whisk- 
its"  on  Exhibits  2,  3,  4,  and  5  are  provided  for  the 
same  purpose  as  the  end  guards  20  of  the  patent  No. 
2,228,768  in  suit,  and  by  reason  thereof  accomplish 
the  same  result,  i.e.,  the  provision  of  shaving  com- 
fort and  a  faster  shave  to  the  user  and  permit  ready 
disassembly  of  the  shaving  head  and  cleaning  of  the 
device. 

XIX. 

The  trial  court  erred  in  holding  that  the  "whisk- 
ets"  in  defendants'  shavers  also  serve  to  collect 
beard  clippings,  and  the  end  guards  20  of  Patent 
No.  2,228,768  also  serve  to  collect  and  retain  in  the 
cutting  head  some  of  the  beard  clippings,  and  even 
if  the  end  guards  20  (^f  the  patent  in  suit  would  not 
retain  any  beard  cli])pings,  still  at  best  this  function 
is  merely  an  addition  to  the  structure  of  the  patent 
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in  suit  and  does  not  avoid  infringement,  and  that 
such  "whiskits"  are  the  full  mechanical  equivalent 
of  the  end  guards  20  of  Patent  No.  2,228,768  in  suit 
and  infringe  each  of  the  claims  22,  23,  31  and  32  of 
said  patent. 

XX. 
The  trial  court  erred  in  holding  that  the  proceed- 
ings [73]  in  the  Patent  Office  on  the  application  for 
Patent  No.  2,228,768  do  not  limit  or  restrict  the 
scope  of  the  claims  in  suit,  or  that  the  patentee 
Jones  made  no  admissions  in  such  proceedings  which 
v^^ould  in  any  way  limit  the  scope  or  interpretation 
of  the  claims  in  suit  so  far  as  defendants'  shavers 
exemplified  by  Exhibits  2,  3,  4,  and  5  are  concerned. 

XXI. 

The  trial  court  erred  in  holding  that  claims  22,  23, 
31,  and  32  of  patent  No.  2,228,768  define  a  new  and 
useful  invention  and  are  valid. 

XXII. 

The  trial  court  erred  in  holding  that  the  defend- 
ants are  guilty  of  conscious,  deliberate,  wilful  or 
wanton  infringement  of  the  Patent  No.  2,228,768 
in  suit. 

XXIII. 

The  trial  court  erred  in  holding  that  this  court 
has  jurisdiction  of  this  cause  or  that  the  venue  is 
proper  as  to  both  defendants. 

XXIV. 

The  trial  court  erred  in  holding  that  each  of 
claims  22,  23,  31  and  32  of  Patent  No.  2,228,768  in 
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suit  is  valid  and  not  anticipated,   and  that  these 
claims  disclose  patentable  invention. 
Dated  this  22nd  day  of  January,  1948. 
/s/  LEONARD  S.  LYON, 
/s/  FREDERICK  W.  LYON, 

Attorneys  for  Defendants- 
Appellants.  [74] 

Received  copy  of  the  within  this  22nd  day  of  Jan., 
1948. 

/s/  FORD  HARRIS,  JR., 

Attorney  for  Plaintiff. 
[Endorsed]:     Filed  Jan.  22,  1948.  [75] 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  Is  Hereby  Given  that  plaintiff,  Ralph  E. 
Jones,  appeals  to  the  Circuit  Court  of  Appeals  for 
the  Ninth  Circuit  from  the  following  parts,  and 
each  thereof,  of  the  judgment  entered  in  this  action 
on  the  31st  day  of  December,  1947: 

(a)  Paragraph  2,  in  so  far  only  as  it  relates 
to  claims  1,  11,  26,  27,  28,  29,  and  30  of  patent 
No.  2,228,768  in  suit;  and 

(b)  Paragraph  12. 

Dated,  this  29th  day  of  January,  1948. 

HARRIS,   KIECH.   FOSTER   & 
HARRIS. 
By  /s/  WARD  D.  FOSTER, 
By  /s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff. 
[Endorsed] :     Filed  Jan.  29,  1948.  [82] 
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[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK 

I,  Edmund  L.  Smith,  Clerk  of  the  District  Court 
of  the  United  States  for  the  Southern  District  of 
California,  do  hereby  certify  that  the  foregoing 
pages  nmnbered  from  1  to  96,  inclusive,  contain  full, 
true  and  correct  copies  of  Complaint;  Answer  to 
Complaint;  Combined  Original  and  Supplemental 
Complaints  for  Infringement  of  Letters  Patent  No. 
2,228,768 ;  Answer  of  Defendants  to  Combined  Orig- 
inal and  Supplemental  Complaints  for  Infringe- 
ments of  Letters  Patent  No.  2,228,768;  Memo- 
randum to  Counsel;  Findings  of  Fact  and 
Conclusions  of  Law;  Interlocutory  Injunction; 
Motion  for  Supersedeas  Staying  Issuance  and 
Service  of  Injunction;  Statement  of  Plaintiff's 
Opposition  to  Defendants'  Motion;  Order  Staying 
Injunction  and  Accounting;  Bond  on  Stay  of  In- 
junction; Defendants'  Notice  of  Appeal;  Defend- 
ants' Concise  Statement  of  Points  on  Appeal  Under 
Rule  75(a)  ;  Defendants'  Designation  of  Portions 
of  Record  on  Appeal;  Stipulation  and  Order  for 
Use  of  One  Copy  of  Reporter's  Transcript;  Plain- 
tiff's Notice  of  Appeal;  Plaintiff's  Designation  of 
Additional  Portions  of  Record  on  Appeal;  Plain- 
tiff's Concise  Statement  of  Points  on  his  Cross- 
Appeal;  Plaintiff's  Designation  of  Portions  of  Rec- 
ord on  Appeal;  Defendants'  Designation  of  Addi- 
tional Portions  of  Record  on  Appeal ;  and  Order  for 
Transmission  of  Original  Exhibits  which,  together 
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with  original  plaintiff's  exhibits  1,  2,  3,  4,  5,  6a, 
6b,  7  and  exhibits  thereto,  8,  9,  10,  11,  12,  13,  14, 
19,  20,  21A  to  21Q  inclusive,  22,  23  and  24  and  origi- 
nal defendants'  exliibits  A,  B,  0,  D,  E,  F,  G, 
H,  I,  J.  K,  L-1  to  L-21  inclusive,  M,  N,  O,  P, 
Q  and  R,  transmitted  herewith,  and  original  re- 
porter's transcript  of  i3roceedings  on  September  19, 
1947,  September  23,  1947,  September  24,  1947,  Sep- 
tember 25,  1947,  September  26,  1947,  October  15, 
1947,  and  November  4  and  5,  1947,  transmitted  here- 
with, constitute  the  record  on  appeals  to  the  United 
States  Circuit  Court  of  Appeals  for  the  Ninth 
Circuit. 

I  further  certify  that  my  fees  for  preparing,  com- 
paring, correcting  and  certifying  the  foregoing  rec- 
ord amount  to  $20.60  one-half  of  which  has  been 
paid  by  each  of  the  appellants  and  cross-appellant. 

Witness  my  hand  and  the  seal  of  said  District 
Court  this  11th  day  of  February,  A.D.  1948. 

[Seal]  EDMUND  L.  SMITH, 

Clerk. 
By  /s/  THEODORE  HOCKE, 
Chief  Deputy  Clerk. 
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In  the  District  Court  of  the  United  States  in  and 
for  the  Southern  District  of  California,  Central 
Division 

Before:  Honorable  William  C.  Mathes, 
Judge  Presiding. 

No.  4601-WM  Civil 

RALPH  E.  JONES, 

Plaintiff, 

vs. 

SCHICK  SERVICE,  INC.,  a  corporation,  and 
SCHICK  INC.,  a  corporation, 

Defendants. 

Appearances : 

For  the  Plaintiff :  Messrs.  Harris,  Kiech,  Foster  & 
Harris,  by  Ford  Harris,  Jr.,  Esq. 

For  the  Defendants:  Lyon  &  Lyon,  by  Leonard  S. 
Lyon,  Esq.,  and  Frederick  W.  Lyon,  Esq. 

REPORTER'S   TRANSCRIPT   OF 
PROCEEDINGS    ON   PRE-TRIAL 

Los  Angeles,  California 

Tuesday,  April  30,  1946 

******* 

Mr.  Harris:  Yes;  I  have  several  little  things. 
On  page  4  of  the  statement,  under  Item  8,  it  says 
that: 

"Plaintiff   asserts   that   since   February   18, 
1944  and  prior  to  February  18,  1946,  Schick, 
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Inc.  has  manufactured  and  sold  substantial 
Numbers  of  each  of  said  three  types  of  electric 
shavers." 

I  would  like  to  see  if  we  can't  get  a  stipulation 
on  that,  because  we  will  have  to  call  witnesses  to 
establish  that  fact,  if  it  is  a  fact,  and  we  believe 
it  is. 


The  Court:  The  point  he  has  brought  up  now 
is  the  plaintiff's  assertion  at  lines  15  et  seq.  on  page 
4  of  the  pre-trial  statement  ''that  since  February 
18,  1944  and  prior  to  February  18,  1946,  Schick, 
Inc.  has  manufactured  and  sold  substantial  numbers 
of  each  of  said  three  types  of  electric  shavers,  and 
since  January  14,  1941  has  so  manufactured  and 
sold  in  excess  of  100,000  thereof." 

Of  course,  if  there  is  no  allegation  as  to  where, 
I  was  wondering,  subject  to  your  objection  as  to 
the  inmiateriality  of  it,  could  the  fact  itself  be 
stipulated  to? 

Mr.  L,  S.  Lyon :  We  can  stipulate  that  the  fact  is 
true  if  it  be  understood  that  in  so  doing  I  am  not 
waiving  any  objections  I  have  to  the  fact  appearing 
in  the  case. 
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[Title  of  District  Court  and  Cause.] 

REPORTER'S  TRANSCRIPT  OF 
PROCEEDINGS 

Los  Angeles,  California 

Friday,  September  19,  1947 
******* 

Mr.  Harris:  If  the  Court  please,  I  o:ffer  into 
evidence  as  Plaintiffs'  Exhibit  1,  a  soft  copy  of  the 
Jones  patent  in  suit,  No.  2,228,768.  I  also  hand  to 
the  clerk  a  bound  copy  for  the  Court's  use,  in  which 
the  drawings  have  been  separated  from  the  body  of 
the  specifications,  so  as  to  facilitate  the  reading  of 
the  patent  and  at  the  same  time  checking  the 
drawings. 

The  Court:  Very  weU.  The  patent  in  suit 
will  be  received  in  evidence  as  Plaintiff's  Ex- 
hibit 1.    [44*] 

******* 

Mr.  Harris :  The  black  one,  this  shaver  which  is 
identified  as  Exhibit  1  in  the  pre-trial  statement,  is 
offered  into  evidence  as  Plaintiff's  Exliibit  2. 

Mr.  L.  S.  Lyon:  I  object  to  that,  your  Honor, 
and  I  would  like  to  suggest  to  counsel  that  he  desig- 
nate against  which  defendant  he  is  offering  them  in 
evidence.  As  far  as  any  statement  or  evidence  ap- 
pears in  the  stii3ulation,  which  is  not  in  evidence, 
has  not  been  read  in  evidence,  that  device  has  not 
been  sold  by  Schick  Service  ComjDany  and  there  is 
no  evidence  here  that  the  device  has  even  been  sold 
in  the  Southern  District  of  California  by  the  Schick 
Company. 


*  Page  numbering  appearing  at  top  of  page  of  Reporter's  certified 
Transcript  of  Record. 
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The  Court:  Very  well.  I  will  overrule  the  ob- 
jection, and  admit  the  Schick  Captain  model, 
marked  Exhibit  2  on  the  pre-trial.  It  will  be  Ex- 
hibit 2  here. 

Mr.  Harris :  Next,  if  the  Court  please,  I  wish  to 
offer  [47]  into  evidence  the  further  model  shaver, 
which  was  identified  in  the  pre-trial  statement  as 
Exhibit  3,  that  shaver  being  offered  here  as  Plain- 
tiff's Exhibit  3,  and  being  the  Colonel  shaver  manu- 
factured by  the  defendant. 

Mr.  L.   S.  Lyon:     On  behalf  of  the  defendant 

Schick  Service  Company  I  object  upon  the  ground 

that  the  exhibit  is  not  admissible  against  it.   There 

is  no  foundation  that  it  has  ever  had  anything  to 

do  with  the  device.  I  should  like  a  ruling  on  that 

before  I  make  an  objection  on  behalf  of  the  other 

defendant. 

******* 

The  Court:  I  will  overrule  the  objection  of  the 
defendant  Schick  Service  Inc.  with  respect  to  the 
specimen  called  Colonel.  It  will  be  received  in  evi- 
dence and  marked  Plaintiff's  Exhibit  3. 

Mr.  L.  S.  Lyon:  May  I  ask  for  a  ruling  on  the 
same  objections  by  the  Service  Company,  as  to 
Captain  ? 

The  Court:  What  is  the  view  of  plaintiff  with 
respect  to  the  state  of  the  record  as  to  Captain, 
Exhibit  2  ?   [50] 

Mr.  Harris:  If  the  facts  are  that  the  Captain 
has  not  been  sold  by  Schick  Service,  Incorporated, 
of  course  it  would  not  apply  as  against  that  defend- 
ant. However,  it  Ixas  been  sold  admittedly  by  the 
defendant  Schick  Incorporated. 
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The  Court:  I  am  not  referring  to  Schick  Incor- 
porated. I  am  referring  to  the  defendant  Schick 
Service,  Incorporated.  I  don't  see  anything  in  the 
pre-trial  stipulation  covering  that. 

Mr.  Harris :  There  is  nothing  that  ties  in  Plain- 
tiff's Exhibit  2  with  Schick  Service,  Incorporated. 

The  Court:  Very  well.  Exhibit  2  is  received  in 
evidence  only  as  to  the  defendant  Schick,  Inc.;  not 
as  against  the  defendant  Schick  Service. 

Mr.  L.  S.  Lyon:  I  would  like  to  make  a  similar 
objection  on  behalf  of  Schick,  Inc.  with  reference 
to  Exhibit  3,  to  wit,  that  there  is  no  foundation  laid 
that  it  has  sold  any  such  device  within  this  district — 
manufactured,  sold  or  used  any  such  device  in  this 
district. 

The  Court:  The  objection  of  both  defendants 
with  respect  to  the  specimen  called  Colonel,  now 
marked  Exhibit  3,  is  overruled,  and  Exhibit  3  will 
be  received  in  evidence. 

Mr.  Harris:  Next  in  order,  if  the  Court  please, 
I  wish  to  offer  into  evidence  as  Plaintiff's  Exhibit  4, 
the  Schick  Super  shaver,  which  is  identified  in  the 
pre-trial  statement  as  Exhibit  4.    [51] 

Mr.  L.  S.  Lyon:  I  would  like  to  make  an  objec- 
tion on  behalf  of  Schick  Service,  Inc.  that  there  is 
no  foundation  laid  for  the  admission  of  this  exhibit 
in  evidence  against  it.  It  denies  ever  having  sold 
any  such  device. 

The  Court:  Do  you  offer  it  as  against  the  de- 
fendant Schick  Service,  Inc.? 
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Mr.  Harris:  If  the  fact  is  that  Schick  Service 
has  not  sold  any  such  device  in  this  district,  I  am 
not  offering  it  against  them. 

The  Court :     Is  there  anything  in  the  stipulation? 

Mr.  Harris:  Nothing  in  the  stipulation  which 
connects  Exliibit  4  with  the  defendant  Schick  Serv- 
ice, Incorporated,  as  I  recall. 

The  Court:  The  objection  of  the  defendant 
Schick  Service,  Inc.  with  respect  to  Exhibit  4  for 
identification,  of  Super,  is  sustained. 

Mr.  L.  S.  Lyon:  On  behalf  of  Schick,  Inc.  I 
object  to  the  offer  of  4  upon  the  ground  that  no 
foundation  has  been  laid  to  show  that  the  device  has 
been  manufactured,  used  or  sold  by  the  defendant 
Schick,  Inc.  in  this  district. 

The  Court:  The  objection  of  the  defendant 
Schick,  Inc.  is  overruled  as  to  Exhibit  4  for  identi- 
fication. The  Schick  Super  is  received  in  evidence 
as  against  the  defendant  Schick,  Inc.  only. 

Mr.  Harris:  Counsel  for  defendants  have  pro- 
duced still  [52]  another  model  shaver  here  which, 
as  I  miderstand  their  statement,  is  the  Service  Ex- 
change Model  240D,  which  the  defendant  Schick 
Service,  Incorporated  has  exchanged  here  in  this 
district.  I  ask  that  that  be  accepted  into  evidence 
as  Plaintiff's  Exhibit  5. 

Mr.  L.  S.  Lyon:  So  far  as  the  defendant  Schick 
Service,  Inc.  is  concerned,  this  is  the  device,  and 
the  only  model  device  that  it  sells  at  all,  your  Honor, 
and  I  might  explain  the  term  **sell."  This  Schick 
Service,  Inc.  is  a  service  company.  If  your  Scluck 
razor  becomes  out  of  order,  and  they  take  it  there, 
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and  it  can't  be  repaired  conveniently,  they  will  take 
it  in,  and  give  him  one  of  these  Exchange  models, 
so-called.  For  our  purposes  here,  it  cannot  be  said 
to  amount  to  a  sale.   It  is  an  exchange.   [53] 

Mr.  L.  S.  Lyon:  For  our  purposes  here  it  could 
be  said  to  amount  to  a  sale,  a  sale  on  exchange. 

The  Court:  It  is  manufactured  by  the  Schick 
Inc.? 

Mr.  L.  S.  Lyon :  It  is  manufactured  in  Connecti- 
cut by  Schick  Inc.;  and  insofar  as  the  exhibit  is 
offered  against  Schick  Inc.,  if  it  is  offered  against 
Schick  Inc.,  why,  it  is  objected  to  on  the  ground  that 
the  Schick  Inc.  has  nothing  to  do  with  this  device 
in  this  district;  and  there  is  no  fomidation  laid  for 
showing  that  this  device  has  been  manufactured, 
used  or  sold  by  Schick,  Inc.  in  the  Southern  District 
of  California. 

The  Court:  Your  objections  are  overruled  and 
Service  Exchange  Model  240D  is  received  into  evi- 
dence and  will  be  marked  Plaintiff's  Exhibit  5— is 
it,  Mr.  Clerk? 

The  Clerk:     Yes,  your  Honor. 

The  Court:  Received  into  evidence  as  against 
both  defendants. 

Mr.  Harris:  Next,  if  the  Court  please,  I  wish 
to  offer  into  evidence  the  plaintiff's  interrogatories 
addressed  to  the  defendants  in  this  case  which  are 
on  file  in  the  case,  as  Plaintiff's  Exhibit  6-A. 

The  Court:     6-A? 

Mr.  Harris:  6-A,  because  I  wish  to  offer  the 
answers  as  Exhi))it  6-B. 


96  ScJiick  Service,  Inc.,  and  Schick,  Inc. 

The  Court:  Identify  them  as  by  date  of  filing. 
Are  [54]  those  the  interrogatories  consisting  of 
seven  pages  filed  May  2,  1947? 

Mr.  Harris:  That  is  correct,  your  Honor;  filed 
May  2,  1947. 

The  Court:  They  will  be  received  into  evidence 
and  marked  Plaintiff's  Exhibit  6- A. 

Mr.  Harris:  Next,  if  the  Court  please,  we  will 
offer  into  evidence  as  Plaintiff's  Exhibit  6-B  the 
defendant's  answers  to  plaintiff's  interrogatories, 
the  filing  date  of  which  is  July  16,  1947. 

The  Court:  Answers  of  both  defendants,  plural 
possessive  answers,  ''defendants'  answers?" 

Mr.  Harris:  That  is  correct;  "defendants'  an- 
swers to  interrogatories  propounded  by  plaintiff." 

The  Court:  The  answers  will  be  received  into 
evidence  and  marked  Plaintiff's  Exhibit  6-B. 

Mr.  Harris :  Next,  if  tli^e  Court  please,  we  wish 
to  offer  into  evidence  certain  portions  of  the  pre- 
trial statement  which  was  filed  on  April  26,  1946, 
entitled  "Pre-Trial  Statement,"  except  that  I  shall 
simply  read,  with  the  Court's  permission,  the  por- 
tions of  that  pre-trial  statement  which  we  offer  into 
evidence. 

The  Court:  You  are  referring  now  to  the  origi- 
nal pre-trial  statement  filed  April  26,  1946? 

Mr.  Harris:     That  is  correct,  your  Honor.    [55] 

The  Court :     And  not  to  any  supplement  ? 

Mr.  Hai'ris:  Not  now,  I  am  not  referring  to  a 
supplement.  I  am  merely  referring  to  the  original 
stipulation  filed  on  April  26,  1946. 
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The  Court:     Very  well.    Will  you  identify  the 

portions  by  paragraph  numbers? 

******* 

The  Court:  All  of  page  1,  then,  goes  in  except 
the  caption? 

Mr.  Harris :     All  of  page  1  goes  in.  Al]  of  page  2, 

which  includes  paragraphs  numbered  3,  4,  5  and  6, 

except  for  the  last  line,  reading:  "Defendants  deny 

that  Schick,  Inc.,  has  a  regular  and" 

*  *  *  *  *  *  *      ' 

Also,  on  page  3,  I  exclude  in  the  last  line  the 
words:  "Plaintiff  asserts  that  said  Bosk  at  all 
times."   The  first  line  of  page  4  I  exclude. 

The  sentence  beginning  in  line  24  and  ending  in 

line  28  on  page  4  I  exclude. 

******* 

On  page  5  we  offer  all  the  material  down  to  line 
15.  We  exclude  and  do  not  offer  paragraphs  12  and 
13  on  page  5.  We  offer  all  of  paragraph  14,  com- 
mencing on  page  5  and  ending  on  page  6. 

On  page  6  we  offer  the  whole  page,  with  the  ex- 
ception of  the  following  words  at  the  commence- 
ment of  paragraph  15:  "Defendants  deny  that  the 
Jones  letters  patent  in  suit,  i^articularly  the  claims 
to  be  relied  thereon  by  j^laintiff,  are  valid;" 

And  the  line  appearing  at  the — rather,  the  sen- 
tence, the  last  sentence  in  i)aragraph  15,  which  is  in 
lines  27  to  30,  inclusive,  on  page  6. 

The  Court:     You  wish,  excluded? 

Mr.  Harris :  Excluded,  yes,  your  Honor.  We  are 
not  offering  that. 
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Mr.  L.  S.  Lyon:  In  connection  with  paragraph 
14  is  counsel  offering  the  exhibit  referred  to  in  that 
paragraph,  Col.  Jones'  letter? 

The  Court :  I  take  it  that  would  be  a  part  of  his 
offer. 

Mr.  L.  S.  Lyon:  I  should  think  that  the  docu- 
ments should  [62]  be  produced  and  marked  as  ex- 
hibits in  the  case. 

Mr.  Harris:  My  thought,  if  the  Court  please,  is 
that  those  exhibits  bear  different  numbers  than  will 
be  accorded  them  in  evidence  here,  and  I  would  pre- 
fer to  offer  them  separately  as  separate  numbers. 

The  Court:  Very  well.  Then  with  respect  to 
paragraph  14,  dealing  with  notice  of  infringement, 
do  you  wish  to  exclude  when  the  reporter  copies  into 
the  record,  I  take  it,  the  last  sentence  of  the  para- 
graph, referring  to  a  copy  of  the  letter,  the  sentence 
at  the  top  of  page  6,  is  that  correct  ? 

Mr.  Harris:  No.  I  think  that  should  go  in,  too. 
However,  we  will  offer  into  evidence  as  a  separate 
exhibit  this  letter  which  was  identified  as  Exhibit  5. 
It  will  then  be  offered  as  Plaintiff's  Exhibit  8. 

*  *  *  *  -x-  *  * 

The  Court:  Very  well;  you  offer  all  of  para- 
graphs 16  and  17? 

Mr.  Harris :  All  of  paragraph  16,  none  of  para- 
graph 17,  all  of  paragraph  18. 

******* 

(At  this  point  in  the  record  such,  portions  of 
the  "Pre-Trial  Statement"  as  indicated  by 
counsel  for  plaintiff  to  be  included  are  copied 
into  the  transcript  as  follows:) 
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'•Pursuant  to  the  Pre-trial  Order  of  this  Court 
dated  January  15,  1946,  the  parties  to  the  above- 
entitled  suit,  by  their  respective  attorneys,  for  the 
purpose  of  simplifying  the  issues  in  the  trial  of 
this  cause,  agree  as  follows:    [_66'] 

"1. 

"The  action  was  commenced  July  6,  1945,  by  the 
plaintiff  Ralph  E.  Jones  against  Schick  Service, 
Inc.,  a  corporation,  and  Schick,  Inc.,  a  corporation, 
for  the  alleged  infringement  of  plaintiff's  Patent 

No.  2,228,768. 

''Plaintiff  Ralph  E.  Jones  is  a  citizen  of  the  State 
of  California,  residing  in  the  City  of  San  Diego, 
California,  and  is  the  owner  of  the  patent  in  suit, 
No.  2,228,768,  which  issued  to  him  on  January  14, 
1941,  a  copy  of  which  is  attached  hereto  as  Exhibit  1. 

"Defendants  Schick  Service,  Inc.,  and  Schick, 
Inc.,  are  each  duly  incorporated  imder  the  laws  of 
the  State  of  Delaware. 

"3. 

"As  shown  by  the  Marshal's  return,  service  was 
made  by  the  Marshal  upon  tlie  defendants  Schick 
Service,  Inc.,  and  Schick,  Inc.,  by  handing  to  and 
leaving  a  true  and  correct  copy  of  the  summons  and 
complaint  'with  J.  P.  Bosk,  Mgr.,  personally,  at 
Los  Angeles,  in  said  District,  on  the  9  day  of  July, 

1945.' 

"4.  ' 

"Prior  to  July  19,  1941,  the  defendant  Schick, 
Inc.,  was  named  Schick  Diy  Shaver,  Inc.,  but  iii 
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that  month  [67]  changed  its  name  to  Schick,  Inc., 
and  since  that  time  has  been  so  Imown.  It  qualified 
to  do  business  in  California  as  a  foreign  corporation 
on  January  23,  1939,  and  withdrew  by  certificate 
dated  December  19,  1941,  and  since  that  date  has 
not  been  qualified  to  do  business  in  California. 

"5. 
■*  Prior  to  July  19,  1941,  the  defendant  Schick 
Service,  Inc.,  was  named  Schick  Shaver  Service 
Corporation,  but  in  that  month  changed  its  name 
to  Schick  Service,  Inc.,  and  since  that  time  has  been 
so  known.  It  qualified  to  do  business  in  California 
as  a  foreign  corporation  on  December  13,  1938. 

"6. 

''Defendants  admit  that  defendant  Schick  Serv- 
ice, Inc.,  has  a  regular  and  established  place  of  busi- 
ness at  443  South  Spring  Street,  Los  Angeles, 
California,  within  the  Southern  District  of  Cali- 
fornia, Central  Division,  and  that  Schick  Service, 
Inc.,  is  a  wholly  owned  subsidiary  of  Schick,  Inc. 

"Defendants  deny  that  Schick,  Inc.,  has  a  regular 
and  established  place  of  business  within  the  South- 
ern District  of  California,  Central  Division. 

"Defendants  admit  that  Schick,  Inc.,  continuously 
since  prior  to  the  year  1931  has  been,  and  is  now, 
engaged  in  the  manufacture  and  sale  of  electric  dry 
shavers,  with  its  principal  place  of  business  in 
Stamford,  Connecticut ;  *  *  *  Defendants  admit  that 
the  method  of  doing  business  of  Schick,  Inc.,  at  all 
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times  mentioned  herein  is  as  follows :  It  has  a  num- 
ber of  distributors  and  jobbers  in  Southern  Cali- 
fornia who  take  orders  for  dry  shavers  fronr  retail 
outlets  and  they  transmit  those  orders  to  the  home 
office  of  Schick,  Inc.,  in  Stamford,  Connecticut, 
w^here  the  orders  are  filled  and  shipped;  the  bills, 
for  such  shipments  are  sent  to  the  distributors  and 
jobbers  who  are  accountable  to  Schick,  Inc.,  for  the 
moneys  due  on  the  dry  shavers  upon  the  orders  of 
the  distributors  and  jobbers;  Schick,  Inc.,  has  desk 
space  in  the  premises  of  Schick  Service,  Inc.,  at  443 
South  Spring  Street,  Los  Angeles,  California,  for 
which  desk  space  it  compensates  Schick  Service, 
Inc.,  monthly ;  the  name  of  Schick,  Inc.,  appears  in 
the  telephone  books  and  classified  directories  in  the 
City  of  Los  Angeles  and  upon  the  door  at  443  South 
Spring  Street,  Los  Angeles,  California;  Schick, 
Inc.,  maintains  no  bank  account  in  the  Southern 
District  of  California ;  J.  P.  Bosk,  prior  to  the  date 
of  the  commencement  of  this  action  was  and  still  is 
District  [69]  Sales  Supervisor  for  Schick,  Inc.,  for 
Southern  California  and  Arizona,  residing  at  Los 
Angeles,  California,  and  using  said  desk  space  in 
the  performance  of  his  duties  for  Schick,  Inc.  *  *  ♦ 

"8. 
"Defendants  admit  that,  prior  and  subsequent  to 
the  filing  of  the  complaint  herein,  the  defendant 
Schick,  Inc.,  has  manufactured  and  sold  three  types 
of  electric  dry  shavers,  known  as  the  Schick  *' Cap- 
tain," a  specimen  of  which  is  marked  P^xhibit  2; 
the    Schick    "Colonel,"   a    specimen    of    which    iw 
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marked  Exhibit  3;  and  the  Schick  "Super,"  a  speci- 
men of  which  is  marked  Exhibit  4.  These  exhibits 
are  retained  by  comisel  for  defendants  and  will  be 
produced  at  the  trial  of  this  action.  Defendants 
admit  that  since  January  14,  1941,  Schick,  Inc.,  has 
manufactured  and  sold  electric  shavers  of  the  types 
illustrated  by  said  Exhibits  2  and  3,  but  defendants 
deny  that  Schick,  Inc.,  has  manufactured  or  sold 
any  of  said  electric  shavers  in  the  Southern  District 
of  California.  Plaintiff  asserts  that  since  February 
18,  1944,  and  prior  to  February  18,  1946,  Schick, 
Inc.,  has  manufactured  and  sold  substantial  num- 
bers of  each  of  said  three  types  of  electric  shavers, 
and  since  January  14,  1941,  has  so  manufactured 
and  sold  in  [70]  excess  of  100,000  thereof.  Defend- 
ants contend  that  until  infringement  has  been  ad- 
judged and  an  accounting  ordered  the  quantity  of 
shavers  sold  is  immaterial. 

"9. 

u*  *  *  Defendants  admit  that  since  January  14, 
1941,  and  prior  to  the  commencement  of  this  action 
the  defendant  Schick  Service,  Inc.,  maintained  at 
its  store  at  443  South  Spring  Street,  Los  Angeles, 
California,  a  service  exchange  whereby  an  owner  of 
a  Schick  dry  shaver  could  obtain  from  Schick  Serv- 
ice, Inc.,  at  said  location  a  new  dry  shaver,  know^n 
as  a  "Service  Exchange  Model,"  by  there  delivering 
his  dry  shaver  and  the  sum  of  Eleven  Dollars 
($11.00)  to  Schick  Service,  Inc.,  when  he  can  use 
his  present  cord,  and  Eight  Dollars  ($8.00)  if  the 
shearing  head  of  the  old  shaver  can  be  used  on  the 
exchange  assembly. 
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"10. 
"Defendants  admit  that  Schick  Service,  Inc.,  sub- 
sequent to  January  14,  1941,  and  prior  to  the  com- 
mencement of  this  action,  has  exchanged  in  the 
Southern  District  of  California,  Central  Division, 
in  the  manner  set  forth  in  Item  9  above,  Schick  dry 
shavers  of  the  type  kno^\m  as  the  Exchange  Service 
Model  240D ;  and  admit  that  the  Schick  Service  Ex- 
change Model  240D  is  mechanically  substantially 
identical  with  the  Schick  [71]  "Colonel''  exempli- 
fied by  said  Exhibit  3. 


"14. 
"Defendant  Schick,  Inc.,  admits  the  receipt  ^t 
Stamford,  Connecticut,  on  January  24,  1941,  of  a 
notice  of  infringement  by  the  letter  dated  January 
21,  1941,  from  Ralph  E.  Jones,  addressed  to  this 
defendant  under  its  then  name  of  Schick  Dry 
Shaver,  Inc.  A  true  and  correct  copy  of  said  letter 
accompanies  this  statement  and  is  marked  Exhibit  5. 

"15. 
"Defendants  deny  that  the  Jones  Letters  Patent 
in  suit,  particularly  the  claims  to  be  relied  thereon 
by  plaintiff,  are  valid;  that  upon  the  trial  of  this 
action,  the  defendants  will  rely  upon  the  following 
United  States  Letters  Patent  as  an  anticipation  of 
the  invention  claimed  in  the  patent  in  suit  or  as 
showing  a  lack  of  invention  by  Jones,  copies  of 
which  patents  accompany  this  statement  and  are 
marked  as  follows: 


6 

Peterson 

7 

Blackmore 

8 

Ventimiglia 

9 

Cordova 

10 

Kaufmann 

11 

Bergendahl 

12 

Szabo 

13 

Friedman 

14 

McAidle 

15 

Dean 
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' '  Exhibit        Issued  to  Patent  No. 

1,744,280 
1,788,614 
1,801,889 
1,795,836 
1,799,907 
1,337,429 
1,175,023 
1,516,635 
1,723,362 
2,014,882 

Defendants  will  also  rely  on  the  McGill  catalogue, 
attached  hereto  as  Exhibit  16,  together  with  a  paper 
punch  marked  as  Exhibit  17,  as  an  anticipation  of 
the  Jones  patent  in  suit  or  as  showing  a  lack  of 
invention.  *  *  * 

"16. 
'*Both  parties  agree: 

**(a)  That  uncertified  printed  copies  or  uncerti- 
fied photostatic  or  photographic  copies  of  United 
States  Letters  Patent  may  be  introduced  and  re- 
ceived in  evidence,  subject  to  the  legal  objections  as 
to  their  relevancy  and  materiality,  with  the  same 
force  and  effect  as  the  originals,  and  that  the 
printed  dates  of  application  and  issuance  of  such 
Letters  Patent  shall  be  taken  as  prima  facie  evi- 
dence of  the  actual  dates  respectively  thereof,  sub- 
ject to  correction  at  any  time  for  errors;  and 

''(b)  That  uncertified  photostatic  or  typewritten 
copies  of  the  file  wrapper  and  contents,  or  the  file 
history   and   contents,    of   the    Jones   patent,    No. 
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2,228,768,  may  be  introduced  and  received  in  evi- 
dence, without  further  proof  of  authenticity,  subject 
to  the  legal  objections  as  to  their  relevancy  and 
materiality,  with  the  same  force  and  effect  as  the 
originals  and  subject  to  correction  at  any  time  for 
errors. 

*' Second  Cause  of  Action 
"18. 
''On  February  18,  1946,  plaintiff  served  upon  C 
Verne  Ivey,  as  the  then  attorney  for  the  defendants, 
his  amended  complaint,  in  which  a  second  cause  of 
action  is  alleged  against  the  defendant  Schick,  Inc., 
for  an  account  of  royalties  allegedly  due  upon  an 
allegedly  oral  license  under  the  Jones  patent  No. 
2,228,768  entered  into  on  or  about  January  29,  1941, 
between  plaintiff  and  this  defendant  under  its  then 
name  of  Schick  Dry  Shaver,  Inc." 

«  *  *  *  *  *  *    ■ 

Mr.  Harris:  Your  Honor  will  recollect  that  we 
were  specifying  at  the  last  session  the  portions  of 
the  pre-trial  statement  which  is  marked  Plaintiff's 
Exhibit  7.  [77] 

*  *  *  *  *  *  * 

The  Court:  Very  well.  Paragraphs  23  and  24 
are  received.  Paragraphs  23  and  24,  page  15  of 
the  stipulation,  are  received,  on  the  understanding, 
as  I  have  it,  that  the  exhibits  referred  to  therein 
are  not  now  offered,  is  that  correct  ? 

Mr.  Harris:     That  is  correct. 
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(At  this  point  in  the  record  the  remaining 
portions  of  the  "Pre-Trial  Statement"  as  in- 
dicated by  counsel  for  plaintiff  to  be  included 
are  copied  into  the  transcript  as  follows:) 

''23. 

''Both  parties  admit  that  the  above  Exhibits  18 
to  31,  inclusive,  true  copies  of  which  accompany 
this  statement,  were  written  upon  the  dates  set  forth 
therein  and  by  the  persons  whose  signatures  are 
attached  thereto  and  were  [82]  received  by  the 
Respective  addressees  in  due  course  of  transmission 
of  mail ;  and  further  admit  that  the  same,  or  copies 
thereof,  may  be  introduced  and  received  in  evidence 
without  further  proof  of  authenticity,  with  the 
same  force  and  effect  as  the  originals,  subject  to 
the  legal  objections  as  to  their  relevancy  and  ma- 
teriality, subject  to  correction  at  any  time  for 
errors. 

''24. 

.  "Plaintiff  in  support  of  its  first  cause  of  action 
will  also  rely  on  photographs  of  the  dry  shaver, 
Exhibit  3,  made  by  plaintiff,  copies  of  which  are 
attached  hereto  and  marked  as  Exhibits  32,  33,  34, 
and  35,  which  defendants  admit  are  true  and  ac- 
curate photographs  of  said  exhibits;  and  defendants 
further  admit  that  said  Exhibits  32,  33,  34  and  35 
may  be  introduced  and  received  in  evidence  without 
further  proof  of  authenticity,  subject  to  the  legal 
objections  as  to  their  relevancy  and  materiality." 
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Mr.  Harris :  That  is  correct.  As  Exhibit  8  I 
wish  to  offer  Exhibit  5,  so  identified  in  the  pre-trial 

statement.  [84] 

*  *  *  *  *  *  *        . 

The  Court:  Very  well.  The  one  attached  to  the 
original  pre-trial  stipulation  in  the  file,  marked 
Exhibit  5  to  that  stipulation,  will  be  marked.  Any 
objection  to  the  offer? 

Mr.  L.  S.  Lyon:     There  is  no  objection  to  this. 

The  Court:  Very  well,  it  will  be  received  in 
evidence,  marked  Plaintiff's  Exhibit  8. 

Mr.  Harris:  Next,  if  the  Court  please,  we  offer 
as  Plaintiff's  Exhibit  9  the  letter  from  the  plaintiff 
to  the  Schick  Dry  Shaver  Inc.,  dated  January  30, 
1941,  being  identified  as  Exhibit  18  in  the  pre-trial 

statement.  [85] 

*  *  *  *  *  *  *     ;  ■ 

Mr.  Harris :  Very  well.  We  shall  offer  this  first 
letter,  which  is  the  pre-trial  exhibit  5— excuse  me— 
which  is  pre-trial  exhibit  18,  as  Plaintiff's  Exhibit  9. 

We  shall  offer  letter  dated  February  5,  1941, 
which  is  pre-trial  statement  exhibit  19,  as  Plaintiff's 
Exhibit  10. 

We  shall  offer  the  letter  dated  February  10,  1941, 
which  is  marked  as  pre-trial  statement  exhibit  20, 
as  Plaintiff's  Exhibit  11. 

We  shall  offer  the  letter  dated  February  17,  1941, 
which  is  pre-trial  statement  exhibit  21,  as  Plaintiff's 
Exhibit  12. 

We  shall  offer  the  letter  dated  February  20,  1941, 
which  is  pre-trial  statement  exhibit  22,  as  Plaintiff's 
Exhibit  13. 
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We  shall  offer  the  letter  dated  March  9,  1941, 
which  is  pre-trial  statement  exhibit  23,  as  Plaintiff's 
Exhibit — excuse  me,  your  tlonor.  We  are  not  offer- 
ing exhibit  23  attached  to  the  pre-trial  statement. 
That  was  an  error. 

We  offer  the  pre-trial  statement  exhibit  24,  which 
is  the  letter  dated  March  13,  1941,  as  Plaintiff's 
Exhibit  24. 

The  Court:     That  is  the  letter  of  March  13th ? 

Mr.  Harris :     The  letter  of  March  13th. 

The  Court:     From  Merrick  to  Jones'? 

Mr.  Harris:      From  Merrick  to  Col.  Jones;  yes, 

sir.   Those  are  the  only  letters  that  the  plaintiff  is 

offering  in  connection  with  this  transaction.  [89] 
******* 

The  Court:  *  *  *  First,  I  will  rule  as  to  the 
admissibility  of  these  exhibits  9,  10,  11,  12,  13,  and 
14  as  to  the  first  cause  of  action.  I  will  overrule 
the  defendants'  objection  with  [91]  respect  to  those 
documents,  that  chain  of  correspondence,  in  evi- 
dence as  to  the  first  cause  of  action.  [92] 

******* 

Mr.  Harris:     Yes,  your  Honor. 

Next,  plaintiff  wishes  to  offer  the  photograph 
which  is  attached  to  the  pretrial  statement  as  pre- 
trial exhibit  32.  Plaintiff  offers  that  as  Plaintiff's 
Exhibit  15. 

The  Court:  And  again,  you  wish  the  photograph 
which  is  attached  to  the  original  pre-trial  stipula- 
tion as  exhibit  32  marked  for  that  purpose? 

Mr.  Harris:  1  think  that  is  desirable,  if  the 
court  please. 
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The  Court:     Is  there  objection? 

Mr.  L.  S.  Lyon :  If  your  Honor  please,  I  would 
like  the  record  to  show  by  the  exhibits,  physical 
exhibits  that  have  been  received  in  the  case,  which 
physical  exhibit  that  is  a  photograph  of. 

The  Court:  Very  well.  The  first  photograph 
which  is  attached  to  the  pre-trial  stipulation  and 
marked  exhibit  32  thereof  is  received  now  into 
evidence  as  Exhibit  15  upon  the  trial;  and  that  is 
the  photograph  of  which  razor  1 

Mr.  Harris:  That  is  a  photograph  of  Exhibit 
3  in  this  case. 

The  Court:  It  is  a  photo  of  Exhibit  3  which  is 
the  Colonel,  is  that  it? 

Mr.  Harris:     That  is  correct. 

Mr.  L.  S.  Lyon:  I  ask  that  that  photograph  be 
received  [95]  subject  to  the  same  objections  and 
the  same  rulings  as  the  court  made  in  receiving 
Exhibit  3. 

The  Court:  Yes;  the  record  will  so  show  and 
the  objections  are  overruled. 

Mr.  Harris:  Next,  the  photograph  attached  to 
the  pre-trial  statement  as  exhibit  33,  which  is  a 
side  view  of  the  Schick  Colonel  Shaver,  Exhibit  3, 
is  offered  into  evidence  as  Plaintiff's  Exhibit  16. 

Mr.  L.  S.  Lyon:  I  ask  that  that  exhibit,  if  re- 
ceived, be  received  subject  to  the  same  objections 
and  the  same  ndings  as  were  made  with  respect  to 
Exhibit  3. 

The  Court:  Very  well;  the  record  will  so  show, 
and  the  objections  are  overruled  and  the  document 
is  received  as  Exhibit  16  into  evidence. 
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Mr.  Harris:  Next,  if  the  court  please,  plaintiff 
offers  into  evidence  the  third  photograph  which  is 
attached  to  the  pre-trial  statement  as  Exhibit  34, 
and  plaintiff  offers  that  photograph  into  evidence 
as  its  Exhibit  17. 

Mr.  L.  S.  Lyon:  I  ask  that  the  last  mentioned 
exhibit,  the  photograph,  be  received  into  evidence, 
if  it  is  received,  subject  to  the  same  objections  and 
same  rulings  as  were  made  in  connection  with  re- 
ceipt of  Exhibit  3  into  evidence. 

The  Court:  It  is  stipulated,  gentlemen,  that  the 
Exhibit  34  attached  to  the  pre-trial  stipulation  is  a 
photograph  of  Exhibit  3,  the  specimen  razor  the 
''Colonel"  [96]  in  evidence? 

Mr.  Harris:  That  is  correct,  your  Honor.  The 
same  applies  to  all  these  photographs  that  we  are 
offering. 

The  Court:  They  are  all  photographs  of  the 
Colonel  ? 

Mr.  Harris:  Of  the  Colonel,  different  views  of 
the  Colonel. 

The  Court:  Very  well.  You  said  "his  exhibit," 
you  referred  to  the  plaintiff,  his  exhibits'? 

Mr.  Harris:     That  is  correct;  his  exhibits. 

The  Court:  Exhibit  34,  the  photograph  attached 
to  the  pre-trial  stipulation  and  so  marked,  will  he 
received  into  e^ddence  and  ^vill  be  marked  in  evi- 
dence Plaintiff's  Exhibit  17. 

Mr.  Harris:  Next  in  order,  if  the  Court  please, 
we  offer  into  evidence  the  fourth  photograph  at- 
tached to  the  pre-trial  statement  and  marked  ex- 
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Mbit  35  in  connection  therewith,  which  is  a  side 
view  of  the  Shick  Colonel  Shaver,  as  Plaintiff's 
Exhibit  18. 

Mr.  L.  S.  Lyon:  We  ask  that  Exhibit  18  be 
received  subject  to  the  same  objections  and  same 
rulings  as  were  had  and  made  in  connection  with 
the  receipt  of  Exhibit  3,  your  Honor. 

The  Court:  The  record  will  so  show.  The  objec- 
tions are  overruled  and  the  photograph  will  be 
marked  into  evidence  as  Plaintiff's  Exhibit  18.  [97] 

Mr.  Harris :  Next,  if  the  court  please,  the  plain- 
tiff offers  into  evidence  the  stipulation  supplement- 
ing the  pre-trial  statement,  filed  in  this  court  on 
June  3,  1946,  as  Plaintiff's  Exhibit  19. 

The  Court :     Do  you  offer  the  entire  document  ? 

Mr.  Harris:  The  entire  document,  if  the  Court 
please. 

The  Court:  Do  you  desire  it  copied  into  the 
record  at  this  point? 

Mr.  Harris:  No;  that  is  not  necessary,  if  your 
Honor  please. 

The  Clerk:  Do  you  mind  checking  the  record 
here?  I  have  a  document  dated  Jmie  1,  1946.  I 
wonder  if  we  are  referring  to  the  same  document. 

Mr.  Harris:  This  document  is  entitled  "Stipu- 
lation Supplementing  Pre-Trial  Statement"  and  our 
record  shows  that  it  was  filed  on  June  3,  although 
it  might  have  been  filed  on  June  1st. 

The  Court:  What  does  the  file  mark  show,  Mr. 
Clerk? 

The  Clerk :     The  file  mark  shows  June  1st,  1946. 
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Mr.  Harris:  That  is  the  document  referred  to, 
if  the  Court  please.  If  I  may  examine  it?  Yes; 
examination  shows  that  that  is  the  document  offered. 

The  Court:  Then  the  ''stipulation  supplement- 
ing pre-trial  statement,"  filed  as  one  of  the  papers 
in  this  case  on  June  1,  1946,  is  received  into  evi- 
dence as  Plaintiff's  Exhibit  19.  [98] 


RALPH  E.  JONES 
the  plaintiff,  called  as  a  witness  in  his  own  behalf, 
having  been  first  duly  sworn,  testified  as  follows: 

The  Clerk :     Please  state  your  name. 
The  Witness :     Ralph  E.  Jones. 

Direct  Examination 
By  Mr.  Harris : 

Q.     Kindly  state  your  age  and  residence. 

A.  My  age  is  62.  My  residence  is  4150  Bradford 
Drive,  San  Diego  4,  Calif. 

Q.     What  is  your  occupation? 

A.  After  a  little  over  35  years'  service  I  was  re- 
tired from  the  United  States  Army  in  1939,  due  to 
physical  disability. 

Q.     With  what  rank?  A.     Colonel. 

Q.  Are  you  the  Ralph  E.  Jones  named  as  the 
patentee  in  the  patent  in  suit  No.  2,228,768? 

A.     Yes,  sir,  I  am. 

Q.  Are  you,  so  far  as  you  know,  the  owTier  of  all 
right,  title  and  interest  in  and  to  this  patent? 

A.     Yes,  sir.  [100] 

Q.     You  have  never  assigned  it,  or  any  part  of  it  ? 

A.     Never. 
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Q.  During  your  Army  career  did  you  have  any 
specialized  training  of  any  sort,  or  specialized 
duty"? 

A.     I  was  with  the  tanks  for  five  years. 

Q.     What  did  that  involve,  in  a  general  way? 

A.  My  particular  assignment — first,  I  was  as- 
signed by  the  War  Department  to  the  Tank  School 
of  the  Army  as  instructor  for  the  officers'  class 
there,  and  after  I  had  served  there  one  year  I  was 
selected  to  be  on  the  Tank  Board  of  the  Army  for 
the  general  work  pertaining  to  that  board,  and  spe- 
cifically also  for  the  purpose  of  writing  a  manual 
for  the  tank  units  and  the  equipment  that  the  tanks, 
and  the  various  kinds  of  equipment  that  those  tank 
units  used.  At  that  time,  as  a  member  of  the  Tank 
Board,  we  had  to  make  and  recommend  and  design 
tanks.  We  had  to  test  knowledge  and  construction 
pertaining  to  tanks,  and  various  other  articles,  and 
to  this  equipment  pertaining  to  the  units  that  em- 
ployed tanks,  and  I  also  commanded  a  tank  bat- 
talion for  one  year. 

Q.  Did  that  work,  in  connection  with  that  mat- 
ter, require  knowledge  of  the  construction,  detail, 
and  features  of  the  tanks,  as  employed  by  the  Army  ? 

A.     Yes,  sir,  it  did. 

Q.  I  note  that  the  patent  in  suit  issued  on  Janu- 
ary 14th,  1941.  Did  any  other  United  States  let- 
ters patent  on,  [101]  or  pertaining  in  any  way  to 
dry  shavers,  issue  to  you  during  the  month  of  Janu- 
ary, 1941  ?  A.     No,  sir,  they  did  not. 
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Q.  Have  you  ever  obtained  any  other  jDatent  of 
any  kind  on  electric  shavers,  other  than  the  patent 
in  suit?  A.     Yes,  four  others. 

Q.  Prior  to  the  application  that  you  made  for 
this  patent  in  suit,  which  is  identified  here  as  Ex- 
hibit 1,  had  you  made  any  prior  applications  for 
patents  on  electric  shavers,  or  for  appliances  in  con- 
nection with  electric  shavers? 

A.     No,  I  had  not. 

Q.  Are  you  a  user  of  an  electric  shaver.  Colonel 
Jones  ? 

A.  Yes,  sir,  I  have  used  an  electric  shaver  for 
a  number  of  years.  I  have  had  and  used  five  dif- 
ferent types  of  Schick  shavers,  besides  other  makes. 

Q.  By  Schicks,  do  you  mean  shavers  made  by 
the  Schick  Company? 

A.     Made  by  Schick,  Incorporated,  yes. 

Q.  When  was  it  that  you  first  used  a  dry  shaver 
made  by  the  Schick  Company. 

A.     In  the  summer  of  1935. 

Q.     Do  you  have  that  shaver  at  the  present  time? 

A.     No,  sir,  I  do  not.  [102] 

Q.     What  happened  to  it? 

A.  Oh,  it  was  exchanged  for  a  newer  one,  a  little 
different. 

Q.  Do  you  have  a  drawing  or  sketch  or  illustra- 
tion that  would  illustrate  the  type  of  cutting  head 
that  was  employed  on  that  shaver,  which  you  say 
you  used  in  1935? 

A.  Ye.s,  sir,  I  assume  and  believe  that  was  the 
1935  type  of  Schick  shaver.    It  was  the  one  that 
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preceded  the  one  that  had  the  S  on  the  shell,  and 
I  have  a  copy  here  of  the  Schick  patent  that  was 
applied  for  in  September  of  1935,  and  a  profile 
view  of  the  cutter  head, — a  transverse  profile  of  the 
cutter  head.  It  shows  very  sharp  longitudinal  edges 
on  the  cutter  head,  and  while  the  shaver  that  I  used 
in  1935  did  not  have  probably  edges  as  sharp  as 
shown  in  this  drawing,  they  were,  nevertheless,  very 
sharp  when  you  consider  that  the  shaver  was  ma- 
nipulated on  the  surface  of  the  face.  This  is  the 
patent  I  refer  to.  [103] 

Mr.  Harris:  May  I  ask  that  this  patent  be  re- 
ceived into  evidence  as  Plaintiff's  Exhibit  next  in 
number,  to  illustrate  the  testimony  of  the  witness? 

The  Court:     The  patent  number*? 

Mr.  Harris:  Patent  No.  2,051,106,  issued  on 
June  23,  1936,  on  an  application  filed  September 
20,  1935. 

The  Court :  To  whom  ?  What  is  the  name  of  the 
inventor  ? 

Mr.  Harris:     Schick. 

The  Court:     Schick. 

The  Clerk:     Jacob  Schick,  your  Honor. 

Mr.  Harris:  If  the  Court  please,  that  would  be 
Plaintiff's  Exhibit  No.  20. 

The  Court:     20  received  into  evidence. 

Q.  (By  Mr.  Harris) :  Col.  Jones,  I  show  you 
Plaintiff's  Exhibit  2.  Do  you  recognize  that  device? 

A.  Well,  it  is  a  Schick  shaver  with  the  earliest 
form  of  whisk-it  attachment. 
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Mr.  L.  S.  Lyon:  If  your  Honor  please,  I  don't 
like  to  interfere,  but  the  witness  was  asked  if  he 
could  recognize  something.  That  calls  for  a  yes  or 
no  answer.  I  think  he  should  not  volunteer.  It  de- 
prives us  of  an  opportunity  to  object. 

The  Court:  The  answer  '4t  is  a  Schick  shaver" 
may  stand.  The  remainder  of  the  answer  may  be 
stricken.    Does  that  meet  your  objection'?  [104] 

Mr.  L.  S.  Lyon:     Yes,  your  Honor. 

Q.  (By  Mr.  Harris)  :  Hid  you  ever  use  a  shaver 
of  that  character? 

A.  It  does  not  appear  to  me  that  I  did,  because — 
may  I  say  why? 

Mr.  Harris :  No ;  it  is  not  necessary,  unless  coun- 
sel wishes  to  cross-examine  you. 

A.     The  shell,  the  shell  looks 

Mr.  L.  S.  Lyon:  I  object  to  volunteering  here, 
your  Honor. 

The  Witness:  The  shell  has  the  appearance  of 
one  that  I  used. 

Q.  (By  Mr.  Harris) :  I  show  you  Plaintiff's 
Exhibit  3,  identified  in  evidence.  Do  you  recognize 
that  device? 

A.     That  is  unquestionably  the  late  type 

Mr.  L.  S.  Lyon:  I  object  to  that.  It  calls  for  a 
yes  or  no  answer. 

The  Court:  Well,  I  can't  tell  him  what  to  an- 
swer, but  he  may  answer  it.  I  take  it  w^hen  he  says 
*'that  unquestionably  is,"  that  means  that  he  recog- 
nizes it. 

The  Witness:     I  recognize  this  as 
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The  Court:  Do  not  argue  your  answers,  Mr. 
Jones. 

The  Witness :    Yes,  sir. 

The  Court:  Just  answer  the  questions  as  explic- 
itly as  you  can.  [105] 

The  Witness:  I  recognize  this  as  the  Colonel 
type  of  shaver.  I  don't  mean  by  that  the  early 
Colonel  type  but  the  recent  Colonel  type  that  is  still 
on  the  market.   I  have  one  just  like  it. 

Q.  (By  Mr.  Harris)  :  ^  I  show  you  Plaintiff's 
Exhibit  4.   Do  you  recognize  that  device? 

A.  Yes,  sir.  This  is  the  Schick  Super,  a  recent 
model. 

Q.  Have  you  been  a  regular  user  of  Schick  shav- 
ers since  the  summer  of  1935  ? 

A.  Almost  all  of  that  time ;  yes,  sir.  I  have  used 
dry  shavers  all  of  that  time.  There  was  a  period  of 
perhaps  six  or  eight  months  when  I  was  using  a 
Remington  made  by  Remington-Rand. 

Q.  During  that  period,  on  an  average  how  fre- 
quently have  you  used  such  a  shaver? 

A.  I  shave  on  an  average  a  little  bit  in  excess 
of  once  per  day. 

Q.  Since  the  issue  of  your  patent  in  suit  on  Jan- 
uary 14,  1941,  have  you  ever  had  any  negotiations 
of  any  kind  with  Schick,  Inc.? 

A.     Yes,  sir.   Yes,  sir;  I  have. 

Q.  Who  made  the  original  contact  in  connection 
with  those  negotiations  after  the  issuance  of  your 
patent  ? 

A.  AVell,  the  actual  starting  of  the  negotiations 
w^as  on  [106]  the  initiative  of  Schick  Corporation. 
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I  had  written  a  letter  but  they  had  not  received  it. 

Q.  Can  you  state  when  it  was  that  you  were  first 
contacted  by  a  representative  of  Schick  Company? 

A.  Well,  yes,  sir;  I  can.  It  was  either  on  the 
evening  of  January  21,  1941,  or  on  the  morning  of 
January  22nd  that  I  was  contacted,  perhaps  not  by 
an  agent  of  the  company,  but  by  a  friend  of  the  gen- 
eral attorney  of  the  company  as  a  preliminary.  [107] 
****** 

•  Q.  (By  Mr.  Harris)  :  Do  you  have  any  written 
record  in  mind  that  helps  you  fix  this  date  ? 

A.     Yes,  sir. 

Q.     Will  you  produce  it,  please?  Wliat  is  it? 

A.     I  have  a  diary,  if  I  wish  to  refer  to  it. 

Q.     Will  you  refer  to  any  entry  in  that  diary 

which  you  say  refreshes  your  recollection  as  to  that 

date?  [109] 

****** 

The  Court :  Are  you  attempting  to  lay  a  founda- 
tion to  offer  the  entry  ? 

Mr.  Harris:     Yes,  your  Honor. 

The  Court:  Very  well.  He  may  identify  a  page 
without  reading  it.  We  do  not  want  to  hear  the 
page. 

Can  you  find  anything  in  that  diary  that  refreshes 
your  recollection  as  to  that  date  ? 

The  Witness:  Yes,  sir.  Yes,  your  Honor;  on 
page  74. 

The  Court:     All  right.   Did  you  make  that  entry? 

The  Witness :  I  made  this  entry  on  January  the 
21st. 
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The  Court:     What  year?  [110] 

The  Witness :     1941. 

The  Court:  Is  it  your  practice  to  make  the  en- 
tries on  the  same  day  that  the  event  described 
occurs  ? 

The  Witness:     Yes,  sir.   Yes,  your  Honor;  it  is. 

The  Court:  Did  you  make  that  entry  on  that 
date,  on  the  same  day  as  the  events  referred  to 
occurred  ? 

The  Witness :     Yes,  your  Honor ;  I  did. 

The  Court:     Is  it  in  your  handwriting? 

The  Witness:     It  is;  yes,  sir. 

****** 

The  Court :  Do  you  have  any  independent  recol- 
lection of  the  date  now  that  you  have  refreshed 
your  memory  ?  In  other  words,  do  you  remember  the 
date? 

The  Witness:     I  don't  know  that 

The  Court:  Now  that  you  have  refreshed  your 
memory,  or  are  you  relying  entirely  upon  the  book  ? 

The  Witness:  I  would  know  without  the  exist- 
ence of  this  book  that  that  date  was  just  about 
January  21st. 

The  Court :  And  when  you  look  at  the  book  does 
that  refresh  your  recollection  that  it  was  Janu- 
ary 21st?  [112] 

A.  Well,  I  know  from  the  book  that  it  was  Jan- 
uary 21st. 

The  Court :  Do  you  know  it  by  anything  that  you 
see  in  the  book,  af)art  from  the  date  that  is  on  the 
page? 
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A.  Maybe  I  can  best  answer  that  question  a  little 
bit  indirectly:  That  date  of  entry,  when  I  see  it, 
I  know  that  I  made  it  on  the  date  entered. 

The   Court:     In   other  words,   you  recollect,   by 

looking  at  that  book — your  memory  is  refreshed  as 

to  what  happened  on  that  day  ? 

The  Witness:     Yes,  your  Honor.  [113] 
****** 

The  Court:  He  says  he  refreshes  his  recollec- 
tion, and  his  recollection  is  positive.  Objection 
sustained. 

Q.  (By  Mr.  Harris) :  When  did  you  first  ob- 
tain a  copy  of  your  patent  in  suit? 

A.  On  January  21,  1941.  That  was  the  original ; 
not  a  copy. 

Q.     It  was  the  original  patent  you  received? 

A.     Yes,  sir. 

Q.  What  did  you  do,  if  anything,  in  connection 
with  that  patent,  as  relates  to  the  defendants  or 
either  of  them,  in  this  case? 

A.  I  received  that  patent  in  the  morning,  and 
I  almost  immediately  composed  and  typed  a  letter 
addressed  to  the  Schick  Company,  and  I  mailed  the 
letter  that  same  day. 

The  Court:     That  was  the  day  of  the  20th? 

A.     The  21st  of  January. 

The  Court :  You  received  your  patent  that  day, 
and  wrote  the  Schick  people  the  same  day,  is  that 
correct?  A.     Yes,  your  Honor. 

Q.  (By  Mr.  Harris):  I  show  you  Plaintiff's 
Exhibit  8.  [114]  Is  that  a  copy  of  the  letter  which 
you  are  now  referring  to  ? 
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A.    Yes,  sir,  that  appears  to  be  a  copy  of  the 

letter  that  I  wrote  on  January  21st. 

****** 

The  Court:  *  *  *  Did  you  write  this  letter  be- 
fore you  heard  from  this  representative  whom  you 
say  was  a  friend,  some  lawyer  of  the  Schick 
Company  ? 

The  Witness:     Yes,  your  Honor. 

Q.     (By  Mr.  Harris)  :     How  much  before? 

A.     I  think  that  I  mailed  the  letter  early  in  the 

afternoon,   and  I   think  that   I   got   the   telephone 

call  the  evening  of  the  same  date. 

****** 

Q.     (By  Mr.  Harris):     From  whom? 

A.  Mr.  Joseph  Taylor,  an  attorney,  of  Los 
Angeles. 

Q.  What  was  said  by  you,  and  what  was  said  by 
him  at  that  time  over  the  telephone? 

Mr.  L.  S.  Lyon:  I  object  upon  the  ground  first 
that  the  matter  is  incompetent;  no  foundation  for 
receiving  statements  out  of  court  between  this  wit- 
ness and  Mr.  Taylor.  And,  [115]  second,  if  this  pur- 
ports to  go  into  the  negotiations  between  the  plain- 
tiff and  the  defendant  subsequent  to  the  writing  of 
Exhibit  8,  that  they  are  privileged,  and  in  the 
nature  of  settlement  negotiations.  The  witness  at 
that  time  directed  a  communication  and  a  demaiid 
to  the  Schick  Company. 

The  Court:  Is  there  any  issue  as  to  Mr.  Tay- 
lor's authority  to  speak? 

Mr.  L.  S.  Lyon:  No,  there  is  no  issue,  your 
Honor.  I  don't  think  he  had  any  authority  to  speak 
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for  the  Schick  Company,  but  they  are  leading  up 
to  an  introduction  of  an  attorney  that  came  out 
here  later  from  the  East,  that  did  represent  the 
Schick  Company. 

The  Court:  Is  there  any  issue  as  to  the  Schick 
agent's  delegation  of  authority  to  Taylor f 

Mr.  L.  S.  Lyon:     Not  when  he  arrived. 

The  Court :     At  the  time  of  this  conversation  ? 

Mr.  L.  S.  Lyon:     No. 

The  Court:  Objection  overruled.  I  will  receive 
the  evidence.  It  is  understood  that  no  evidence  is 
being  received  on  the  second  cause  of  action,  of 
course,  to  establish  an  oral  contract  for  a  license  ? 

Mr.  Harris :  So  understood.  Your  Honor  under- 
stands also,  of  course,  we  urge  that  the  evidence 
even  as  to  that  should  be  received  under  Rule  44  (c), 
but  we  understand  your  Honor's  ruling  is  confined 
to  that.  I  don't  propose  to  argue  the  [116]  contract 
question. 

The  Court :  I  understand  you  want  to  preserve 
your  i  ights.  All  the  evidence  is,  of  course,  with  the 
understanding  that  you  are  offering  it  on  both 
causes  of  action. 

Mr.  Harris :     That  is  correct. 

The  Court:  And  you  are  asking  as  to  any  ex- 
cluded evidence,  the  record  may  be  made  on  it;  as 
long  as  it  is  received  in  the  record  under  the  first 
cause  of  action  that  will  be  a  record  on  the  excluded 
evidence  as  to  the  second  cause  of  action. 
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The  Court :     What  did  Mr.  Taylor  say  to  you,  and 

what  did  you  say  to  him?  Isn't  that  your  question "? 

Mr.  Harris :     That  is  correct. 

*  *  *  *  *  *  . 

A.  The  telephone  in  my  house  rang,  and  I  an- 
swered it.  The  man  said:  ''Is  this  Ralph  E.  Jones 
speaking*?"  or  words  to  that  effect.  And  I  replied 
in  the  affirmative,  and  I  think  that  he  introduced 
himself  as  Mr.  Taylor  in  Los  Angeles.  At  [117]  any 
rate,  he  asked  me,  in  substance,  "Are  you  the  holder 
of  a  recent  patent  pertaining  to  electric  shavers?" 
And  I  replied  that  I  was;  that  it  had  just  arrived, 
or  words  to  that  effect.  And  he  asked  me  if  I  had 
formerly  lived  in  Grand  Rapids,  Michigan,  and  I 
replied  that  I  had,  and  I  think  as  a  matter  of  fact, 
that  question  came  before  the  question  about  if  I 
was  the  holder  of  the  patent  dealing  with  electric 

shavers. 

*  *  *  *  *  * 

The  Witness:  He  said,  "I  have  a  friend,"  or 
words  to  that  effect, — "I  have  a  friend  that  wants 
to  come  and  see  you  about  the  patent,  and  we  want 
to  find  out  if  we  can  come  down  to  San  Diego  to  see 
you,"  and  he  asked  me  if  I  was  planning  to  be  out 
of  town  in  the  near  future,  and  I  told  him  that  I 
was  not  planning  to  be  out  of  to^vn ;  that  I  would  be 
glad  to  see  them,  and  talk  with  them  about  the 
matter  at  any  time. 

The  Court:     Did  he  tell  you  who  the  friend  was? 

The  Witness:  No,  sir,  he  did  not.  And  he  sr^id 
that  he  would  phone  me  later,  shortly  before  they 
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came  down  to  see  me,  if  that  was  all  right  with  me, 
and  I  replied  tliat  it  was.  And  that  ended  that  tele- 
phone conversation. 

Q.      (By  Mr.  Harris)  :     Did  you  have  any  further 

conversation  at  a  later  date  with  this  Mr.  Taylor? 
******* 

A.  A  day  or  two  later — I  am  practically  certain 
it  was  on  the  morning  of  January  24th,  I  received 
another  phone  call  from  Mr.  Taylor,  and  he  asked 
me  if  it  would  be  convenient  for  him  and  this  other 
man  interested  in  the  shaver  patent  to  come  down 
and  see  me;  that  they  contemplated  driving  down, 
and  that  they  would  arrive  at  San  Diego  at  about 
4:00  p.m.  That  would  be  on  the  24th.  And  I  said 
that  would  be  fine;  and  that  was  that. 

Q.  (By  Mr.  Harris)  :  How  do  you  fix  that  date 
as  the  24th'?  A.     I  remember  that  date. 

Mr.  L.  S.  Lyon:  There  is  no  dispute  about  the 
date. 

A.  It  is  in  my  diary,  but  I  would  remember  it 
anyway. 

Q.     (By  Mr.  Harris)  :     Did  these  two  gentlemen 

arrive  in  San  Diego  as  they  planned?  [119] 

****** 

Mr.  Harris:     That  is  correct. 

A.     They  arrived  at  about  6 :30  that  evening. 

Q.     Did  you  have  a  conversation  with  them  ? 

A.     I  did. 

Q.  Will  you  kindly  state,  as  closely  as  you  can, 
the  exact  conversation  that  was  had  between  you 
and  these  two  gentlemen? 
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A.  I  will  state  the  essential  elements  of  the  con- 
versation. It  consumed  more  time  than  I  will 
consume.  [120] 

The  Court :     Tell  us  the  substance. 

The  Witness:  Yes,  sir.  Mr.  Taylor  introduced 
himself  to  me  as  Mr.  Taylor  from  Los  Angeles.  He 
introduced  Mr.  Merrick  to  me,  as  Mr.  Merrick,  and 
they  stated  that  they  had  come  to  see  me  about  the 
shaver  patent,  and  I  asked  who  they  represented, 
and  I  think  I  asked  the  question  a  second  time. 
Then  I  learned  that  Mr.  Merrick  was  Mr.  J.  H.  Mer- 
rick, general  attorney  for  the  Schick  Company. 

Mr.  Merrick  asked  me,  in  substance,  if  I  would 
like — well,  I  think  first  he  asked  me  if  I  held  that 
patent  issued  January  14th,  and  I  replied  that  I 
did.  He  asked  me,  in  substance,  if  I  would  like  to 
sell  it.  I  said  I  did  not  wish  to  sell  it  for  a  lump 
sum,  but  that  I  would  like  to  arrange  for  an  exclu- 
sive license  on  a  ro.yalt}"  basis. 

And  he  made  some  question  or  remark  to  this 
effect:  Don't  you  think  you  could  use  a  substan- 
tial amount  of  money  right  now  to  good  advantage*? 
And  I  replied,  in  substance,  possibly,  but  T  am  in 
no  hurry,  and  I  would  rather  have  my  income  from 
this,  if  any,  distributed  over  a  period  of  time.  Mr. 
Merrick  made,  in  substance,  that  same  suggestion 
several  times,  and  I  replied  each  time  in  substance 
to  the  same  general  effect,  that  I  have  stated. 

At  about  this  point,  I  think  it  was  Mr.  Merrick, 
but  T  could  not  be  positive  it  was  not  Mr.  Tayha*, 
asked,  in  almost  precisely  these  words:   "You  want 
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to  make  a  killing  on  this,  [121]  don't  your'  And  I 
replied,  "No,  I  wouldn't  say  that,  although  possibly 
you  might  interpret  it  that  way."  I  said,  ''The 
truth  simply  is  this :  That  I  do  not  want  to  sell  my 
patent  for  a  lump  sum,  and  I  do  want  a  royalty 
that  is  fair  and  reasonable." 

Mr.  Merrick  stated  to  me,  in  substance,  that  he 
was  not  authorized  to  negotiate  with  me  for  a  roy- 
alty agreement,  but  that  the  president  of  the  com- 
pany, Mr.  Cordner, — ^he  said  he  was  in  Hawaii,  or 
was  on  his  way  to  Hawaii  for  a  vacation,  and  pos- 
sibly he  could  arrange  to  have  Mr.  Cordner  come  to 
Los  Angeles  and  have  a  conference  with  him,  and 
that  possibly  something  might  be  negotiated.  I 
agreed  to  that  idea,  and  stated  that  I  would  be 
ready  at  any  day,  at  any  hour,  to  come  up  there  for 
some  conference,  and  with  that  the  substance  of 
this  conference  was  terminated,  and  the  two  gentle- 
men took  their  departure. 

Q.  (By  Mr.  Harris)  :  Did  you  have  any  fur- 
ther conversation  with  Mr.  Merrick? 

A,  One  of  the  two  gentlemen  specified — I  did 
have  such  a  conversation.  One  of  them  phoned  me 
a  little  later,  and  asked  me  if  I  could  come  up  to 
Los  Angeles  for  a  conference  with  Mr.  Cordner  on 
January  29th,  and  I  asked  what  hour.  He  said 
about  11 :00  o'clock,  and  I  said  that  I  could  get  up 
there  about  that  time.  I  did  not  know  just  what 
time  I  could  get  from  the  train  to  the  office.  I  was 
told  I  was  to  meet  them  in  Mr.  Taylor's  office  in  the 
Bartlett  Building,  on  West  [122]  7th  Street. 
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Q.     Did  you  so  meet  them  there? 

A.     I  did  meet  them  there. 

Q.     When  was  thaf? 

A.     That  was  January  29,  1941. 

Q.     Who  was  at  that  meeting? 

A.     Mr.  Merrick  and  Mr.  Cordner  and  myself. 

Q.     Was  Mr.  Taylor  there? 

A.  I  saw  Mr.  Taylor,  but  when  we  went  into  the 
room  where  the  conference  was  to  be  held,  Mr.  Tay- 
lor was  not  present.  Just  the  three  of  us. 

Q.  How  do  you  fix  the  date  on  which  this  meet- 
ing was  held? 

A.  I  have  never  forgotten  it.  Besides  that,  it 
is  in  my  diary. 

Q.  Will  you  kindly  give  us,  as  well  as  you  can, 
the  things  that  were  said  by  you  and  by  Mr.  Mer- 
rick and  by  Mr.  Cordner  at  that  conference  on  the 
29th  of  January,  1941? 

A.  Yes,  sir.  Most  of  this  discussion  was  carried 
on  between  Mr.  Cordner  and  me.  Mr.  Merrick  inter- 
jected himself  into  it  only  rarely,  and  mostly  when 
Mr.  Cordner  addressed  Mr.  Merrick. 

I  told  Mr.  Cordner,  as  I  previously  told  Mr.  Mer- 
rick, that  I  did  not  desire  to  sell  this  patent  for  a 
lump  simi,  and  did  wish  to  effect  a  royalty  agree- 
ment for  the  exclusive  [123]  license.  One  of  them 
said  to  me,  in  substance,  they  had  been  hoping  I 
would  be  willing  to  accept  something  which  would 
amount  to  about  five  or  six  thousand  dollars  a  year, 
and  so  be  fixed  for  the  rest  of  my  life.  I  commented 
upon  that  by  saying  that  I  thought  I  was  properly 
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entitled  to  a  specific  royalty,  and  I  believed  that  the 

royalty  should  properly  yield  more  than  that. 

We  had  a  little  discussion  as  to  how  the  royalty 
should  be  computed,  on  what  basis,  the  retail  price 
or  the  mamif acturer 's  sale  price.  At  first  I  favored 
and  advocated  the  retail  price,  but  I  was  talked  out 
of  that  by  the  other  two  gentlemen,  and  yielded,  and 
agreed  that  the  manufacturer's  sale  price  would  be 
a  suitable  basis  for  the  royalty.  I  suggested  to  Mr. 
Cordner  that  he  offer  me  a  royalty.  He  did  not  re- 
fuse to  do  so,  but,  on  the  other  hand,  he  did  not  offer 
any.  I  asked  Mr.  Cordner,  in  subtsance, — let  me 
see.   What  did  I  say  just  before  there? 

(Record  read  by  the  reporter.)  [124] 

The  Witness:  Will  you  please  strike  that  last 
thing  there  that  I  started  to  say.  I  asked  Mr.  Cordi- 
ner  in  substance  about  how  many  shavers  they  had 
been  manufacturing  per  year ;  and  he  replied  in  sub- 
stance that  they  hoped  and  expected  to  make  and 
sell  400,000  shavers  during  the  year  1941 ;  that  their 
recent  sales,  while  they  had  been  very  good,  had  not 
been  quite  up  to  that  figure. 

I  thought  that  over  a  little  bit  and  then  I  made 
an  offer  to  Mr.  Cordiner  as  the  representative  of 
Schick  Com]:)any  to  grant  them  the  exclusive  license 
to  this  patent  for  a  royalty  of  one  and  one-half  per 
cent  of  the  manufacturer's  sales  price  with  a  down 
payment  of  advance  royalties  in  the  amount  of 
$30,000. 
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Mr.  Cordiner  commented  upon  that  in  substance 
as  follows :  That  means  a  lot  of  money,  more  than 
is  suitable  or  justified.  In  reply  to  that  I  raised  the 
question  as  to  the  total  percentage  of  the  retail  sell- 
ing price  that  the  manufacturer  should  have  to  ex- 
pect to  pay  for  such  patent  or  patents  as  pertain  to 
his  product.  The  figure  of  four  and  one-half  per 
cent  of  the  retail  price,  v/hich  would  be  about  10 
per  cent  of  the  manufacturer's  sales  price,  was  men- 
tioned and  Mr.  Cordiner  said  in  substance  that, 
while  that  figure  might  be  all  right,  it  should  cover 
all  the  patents  pertaining  to  the  product. 

I  think  there  was  something  else  said  right  there. 
I  [125]  don't  rem.ember  just  what  was  said.  But  Mr. 
Cordiner,  very  shortly,  asked  me  the  question — oh, 
I  know  what  it  was. 

I  asked  Mr.  Cordiner  in  substance  that  if  I  should 
receive  a  royalty  of  one  and  one-half  per  cent  of  the 
manufacturer's  sales  price,  about  what  would  that 
yield  me;  and  he  replied  in  substance  that  that 
should  yield  me  a  quarter  of  a  million  dollars  in  a 
comparatively  few  years,  something  like  six  or  seven 
years. 

I  think  it  was  very  shortly  after  that  that  Mr. 
Cordiner  asked  me  if  I  would  be  willing  to  accept 
a  royalty  of  one  per  cent  on  the  manufacturer's 
sales  price;  and  I  replied  that  I  would  not  be  will- 
ing to  accept  that,  at  least  not  at  that  particular 

time. 

At  that  point  there  was  quite  a  period  of  stalling, 
sitting  around  there  and  nobody  saying  much  of 
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any  tiling,  and  after  a  time  one  of  the  gentlemen 
communicated  with  someone  outside  the  room  and 
apparent!}^  made  arrangements  or  apparently 
passed  word  to  the  stenographer  who  had  been  wait- 
ing, that  so  far  as  they  were  concerned  she  would 
not  need  to  wait  any  more;  they  didn't  think  they 
would  need  her. 

And  Mr.  Merrick  made  a  phone  call  there  in  the 
room  in  connection  with  the  placing  of  plane  res- 
ervations for  departing  from  Los  Angeles  that  night 
to  fly  to  New  York  City.  [126] 

I  decided  to  make  a  compromise  offer  and  I  of- 
fered Mr.  Cordiner  the  exclusive  license  for  a  roy- 
alty of  one  and  one-half  per  cent  of  the  manufac- 
turer's  sales  price  until  my  royalties  should  total 
$250,000,  after  which  the  royalty  should  be  one 
per  cent  to  the  end  of  the  life  of  the  patent. 

Mr.  Cordiner  commented  as  follows:  ''You  drive 
a  hard  bargain.  Is  that  the  very  best  offer  that  you 
are  willing  to  make?"  And  I  replied  in  substance, 
"Yes;  that  is  the  best  offer  that  I  will  make  at  this 
time." 

The  two  gentlemen  asked  to  be  excused  and  they 
requested  that  I  remain  in  the  room.  They  went  out 
of  that  room  and  closed  the  door.  They  remained 
out  for  a  little  time,  I  would  say  less  than  three 
minutes,  and  then  they  came  back  into  the  room. 

Q.  (By  Mr.  Harris):  Excuse  me.  Col.  Jones. 
Was  there  anything  said  before  they  left  the  room 
as  to  any  advance  royalties  to  be  paid  ? 
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A.  Oh,  I  inadvertently  omitted  that.  In  the  cxjm-^ 
promise  offer  I  also  included  one  and  one-half  per 
cent  to  a  certain  point  and  then  one  per  cent^  With 
a  down  payment  of  advance  royalties  in  the  amount 
of  $30,000. 

Q.  Now,  v/ill  3^ou  resume  and  tell  us  what  hap- 
pened in  that  room  *? 

A.  As  they  came  back  into  the  room  I  arose  and 
Mr.  Cor  diner  walked  directly  toward  me,  extending 
his  right  hand  [127]  and,  as  he  came  close,  he  said, 
*'It's  a  deal."  We  shook  hands  and  I  replied,  ''It's 
a  deal.  That  is  fine." 

Mr.  Cordiner  said  to  me  in  substance  as  follows: 
''Now,  you  won't  atempt  to  negotiate  a  sale  of  this 
patent  to  anyone  else  after  you  have  agreed  to  let  us 
have  it,  will  you?"  And  I  replied  in  substance,  "Cer- 
tainly not.  When  I  agree  to  a  thing  I  keep  my 
word,  I  stick  to  it. " 

I  said  to  Mr.  Cordiner  in  substance,  "How  are  we 
going  to  go  about  putting  this  agreement  in  writ- 
ing?" And  he  replied  to  me  in  substance,  "The 
agreement  will  be  drawn  up  in  the  main  offices  of  the 
Schick  Company.  You  may  send  to  us  such  points 
as  you  would  like  to  have  included  in  the  agree- 
ment and  if  possible,  we  will  include  them."       ..: 

And  then  there  was  some  sort  of  an  agreement 
or  understanding  of  the  minor  points  could  be 
ironed  out  through  correspondence.  And  that  was 
just  about  the  end  of  the  conference  and  I  took  my 
leave.  By  that  time  it  was  getting  in  the  vicinity 
of  4:00  o'clock — I  don't  know  just  what  time — a.n<l 
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I  departed  and  returned  to  San  Diego.    The  rest 

of  the  negotiations,  of  course,  were  in  writing  and 

are  known  to  those  concerned.  [128] 

****** 

Q.  Col.  Jones,  are  you  familiar  with  the  speci- 
fication and  claims  of  your  patent  in  suit? 

A.     T  believe  that  I  am  reasonably  so;  yes,  sir. 

Q.  Do  you  have  a  copy  of  your  patent  before 
you?  A.     I  do;  yes,  sir. 

Mr.  Harris:  I  might  say,  your  Honor,  in  con- 
nection with  this  line  of  examination  that  is  to  take 
place  now,  we  asked  the  defendants  certain  inter- 
rogatories couched  in  the  language  of  the  claims 
of  the  patent.  The  defendants  answered  those  in- 
terrogatories, or  some  of  them,  and  said,  "That  we 
do  not  know  what  these  terms  mean,"  in  effect.  In 
other  words,  they  avoided  answer  by  the  statement 
that  they  did  not  know  what  the  interrogatories 
meant,  the  terms  in  [129]  the  patent  meant. 

Therefore,  we  propose  to  ask  Col.  Jones,  who  is 
the  patentee  of  the  patent  in  suit,  and  perhaps  is  as 
well,  if  not  better,  qualified  than  anyone  else,  to 
point  out  where  in  the  patent  in  suit  are  these  vari- 
ous elements  that  are  referred  to  in  the  claims  as 
to  some  of  which  at  least  the  defendants  have 
pleaded  an  ignorance  as  to  the  meaning,  and  let  the 
record  show  where  they  are. 

Q.  Col.  Jones,  in  the  patent  in  suit  do  you  find 
any  showing  or  disclosure  of  a  transversely  slitted 
head? 
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Mr.  L.  S.  Lyon:  If  your  Honor  please,  I  object 
to  that  as  indefinite.  If  this  is  a  word  taken  from 
one  of  the  claims  of  the  patent,  I  think  it  should 
be  identified  as  to  where  it  appears  and  in  what 
claim;  and  if  the  witness  is  to  be  asked  to  place 
a  meaning  on  it,  I  think  he  should  be  first  asked  if 

that  meaning  is  stated  or  set  forth  in  the  patent. 

****** 

The  Court:  You  proceed.  I  will  overrule  the 
objection  to  this  question. 

A.  In  Figure  5  this  part  identified  as  12  is  that 
transversely  slitted  channeled  head.  In  Figure  3  the 
slits  on  what  might  be  called  the  outer  end  of  the 
head  can  be  seen,  slits  marked  15,  I  guess. 

The  Court :     Is  that  what  they  are,  or  16  % 

The  Witness:  Of  course,  this  slitted  channeled 
head  is  within  the  outer  shell  and  cutter. 

Q.     What  number  does  that  bear  on  the  drawing? 

A.     The  cutter  is  No.  18. 

The  Court:  The  specifications  show  ''The  outer 
end  of  this  head  is  formed  with  transvei*sely  ex- 
tending slots  15," 

The  Witness :     15,  yes,  sir. 

The  Court:     "as  shown  in  Figure  7,  these 

slots  being  very  close  together  and  defining  a  trans- 
versely extending  series  of  knives,  as  they  may  be 
called,  16."  That  is  at  the  bottom  of  1  and  the  top 
of  page  2  of  the  specification.  Doesn  't  that  cover  the 
situation  ? 

Mr.  Harris:  That  covers  that  first  element.  It 
does,  [134]  your  Honor. 
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Q.  Now,  this  head  12  that  you  have  referred  to, 
does  it  have  at  its  outer  longitudinal  edges  rounded 
surfaces,  or  are  the  outer  longitudinal  edges 
rounded  ? 

Mr.  L.  S.  Lyon:  I  object  to  that  as  leading  and 
suggestive,  your  Honor,  especially  as  he  is  taking 
disi^uted  terms  and  putting  them  in  the  witness's 
mouth  without  any  definition. 

The  Court :  It  is  a  matter  of  degree.  Overruled. 
I  can  see  they  are  rounded  on  Figure  5,  aren't  they, 
Figure  21 

The  Witness:  The  rounded  surfaces  are  shown 
as  14  in  Figure  5  on  each  side  of  the  flat  face  16. 

Q.  (By  Mr.  Harris)  :  Does  the  patent  specifi- 
cation refer  to  such  transversely  rounded  edges  ? 

A.     Yes,  sir. 

Q.  Will  you  simply  recite  the  page  and  column 
and  line  where  reference  is  made  to  that  feature? 

A.  Page  1,  column  1,  lines  43-45,  reads:  "Which 
rounded  beads  at  their  outer  portions  merge  into  the 
transversely  straight  surface  of  the  channeled 
head."  Just  a  moment.  That  is  not  what  I  really 
wanted. 

The  Court :  Are  you  looking  to  45-50  on  page  2, 
column  1? 

The  Witness :  Yes,  sir.  46  to  48,  page  2,  column 
1:  "It  will  thus  be  seen  that  the  lateral  corners  of 
the  channeled  head  12  are  rounded  by  reason  of  the 
provision  of  [135]  the  beads  14,"  and  also  in  page  2, 
column  2,  lines  43  to  45,  it  reads:    "The  beads  14 
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extend,  as  before  stated,  longitudinally  along  the  en- 
tire lateral  faces  of  the  head  13  at  the  outer  end 
thereof. ' ' 

Mr.  L.  S.  Lyon:  If  your  Honor  please,  I  do 
not  like  to  interfere,  but  unless  this  examination 
is  confined  to  particular  questions  and  specific  an- 
swers that  we  can  object  to  and  follow,  it  is  going 
to  lead  to  a  very  complicated  situation  on  cross- 
examination. 

The  Court :  He  is  just  helping  us  to  find  these  in 
the  patent.  I  can  read  it  all  and  find  it. 

Mr.  L.  S.  Lyon :  Yes ;  I  know.  But  the  point  is : 
What  is  he  defining  now  ?  The  term  that  he  started 
out  with 


The  Court:  He  is  asked  to  point  out  in  the 
specification  where  these  rounded  edges  commence, 
as  I  understand  it. 

Mr.  L.  S.  Lyon:  There  is  more  to  it  than  that. 
Claim  1  says  "transversely  rounded  surfaces." 
What  is  "transversely"  about  if?  That  was  in  the 
question  and  we  got  off  discussing 

The  Court:  "Transversely,"  means  across, 
doesn't  if? 

Mr.  L.  S.  Lyon :     What  is  it  ? 

The  Court:  "Transversely"  means  across  the 
head,  doesn't  if? 

Mr.  L.  S.  Lyon:  It  means  across  something,  but 
vvbaf?  You  will  find  here  in  this  patent  that  we  are 
going  to  run  [136]  into  a  great  deal  of  contradiction 
about  these  terms  and  when  it  comes  to  comparing 
the  Schick  wisk-it  stmcture  with  what  is  shown  in 
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this  patent,  you  are  going  to  find  some  differences 
and  you  are  going  to  be  called  on  to  construe  some 
very  particular  language  here.  So  that  merely  just 
saying  there  is  something  rounded,  we  can  all  look 
at  the  drawing  and  see  whether  a  thing  is  rounded 
somewhat,  although  the  patent  does  not  say,  and 
I  am  merely  trying  to  avoid  running  into  a  diffi- 
culty that  I  can  see  we  are  going  to  get  into  in  this 
case  if  we  just  forget  what  the  question  is  and  the 
witness  talks  beyond  the  question  and  not  to  the 
question. 

The  Court:  Well,  he  has  pointed  out  where  he 
says  in  the  specification  these  rounded  surfaces  are 
described,  hasn't  he? 

Mr.  Harris:  I  asked  as  to  where  he  found  in 
the  patent,  if  he  found  it  any  place,  the  head  hav- 
ing at  its  outer  longitudinal  edges  transversely 
rounded  surfaces. 

The  Court:     They  are  called  *' beads." 

Mr.  Harris:  And  the  witness  has  pointed  that 
out,  if  the  Court  pleases. 

The  Court:  As  long  as  he  calls  them  ''beads" 
and  gives  them  a  number,  and  you  can  see  a  draw- 
ing of  what  he  calls  a  bead,  that  is  a  definition, 
isn't  it? 

Mr.  Tj.  8.  Lyon:  I  can't  do  anything  more  than 
at  this  [137]  time  endeavor  to  help  the  court  by 
suggesting  that  we  should  confine  the  answer  to  a 
specific  question,  ask  for  an  answer  to  a  specific 
question.  This  question  of  the  word  ''rounded"  was 
only  one  part  of  this  question,  and  we  went  off  on 
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the  proposition  that  if  we  can  find  something  round 

here  that  is  in  answer  to  the  question. 

The  Court:  That  is  where  he  finds  it.  I  don't 
know^  w^hat  it  is  all  going  to  add  up  to. 

Mr.  L.  S.  Lyon:     That  is  right. 

The  Court:  I  may  meet  the  problem,  but  I 
haven't  been  confronted  with  it  yet. 

Mr.  L.  S.  Lyon:  I  don't  blame  your  Honor  at  all 
if  you  would.  There  is  some  language  in  this  pat- 
ent that  I  can't  understand. 

The  Court :  Perhaps  I  will  see  it  after  a  time,  if 
we  go  on  into  it.  Put  your  next  question,  Mr. 
Harris. 

Q.  (By  Mr.  Harris)  :  Col.  Jones,  in  your  pat- 
ent is  there  any  disclosure  of  the  cutting  head  being 
provided  with  transversely  rounded  surfaces  merg- 
ing into  the  outer  surface  of  the  head  ? 

A.  Yes,  sir.  That  is  best  shown  in  the  drawing 
in  Fisrure  5,  where  we  see  end  view  of  this  long 
channeled  head.  We  see  here  these  rounded  surfaces 
14  on  either  side  of  the  flat  cutting  surface  16;  and 
we  see  that  those  rounded  surfaces  14  do  merge  into 
the  flat  face  16.  [138] 

The  Court :  Wliere  is  that  described  in  the  speci- 
fications ? 

The  Witness:  Just  a  moment,  sir.  One  place 
that  is  found  is  in  i)age  2,  column  2,  lines  47  to 
51:  "Thus  smooth  rounded  surfaces  are  presented 
at  the  side  edges  and  end  edges  of  the  head  12,  per- 
mitting the  razor  to  glide  easily  and  smoothly  over 
the  face."  [139] 
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Q.  (By  Mr.  Harris) :  In  your  patent  in  suit, 
Col.  Jones,  does  the  patent  disclose  a  cutting  head 
having  a  flat  outer  surface? 

A.     Yes,  sir;  it  does. 

Q.     Where  is  that! 

A.  That  is  identified  by  No.  16  in  Figure  5.  It  is 
that  top  surface  of  that  figure.  It  is  also  seen  in 
Figure  6  in  a  larger  scale  and  identified  by  the 
number  16. 

Q.  Do  you  find  reference  to  that  in  the  specifi- 
cation? 

A.  Yes,  sir.  One  place  is  on  page  1,  column  1, 
lines  43  to  45.  It  says:  "which  rounded  beads  at 
their  outer  portions  merge  into  the  transversely 
straight  face  of  the  channeled  head." 

The  Court:  "Straight  surface  of  the  channeled 
head,"  isn't  it? 

The  Witness:  Just  a  minute.  "Straight  sur- 
face of  the  channeled  head,"  yes,  sir;  "trans- 
versely straight   surface   of  the   channeled  head." 

On  page  1,  column  2,  lines  13  to  16,  it  reads: 
"A  still  further  object  is  to  so  form  the  extremities 
of  these  guards  that  they  are  longitudinally  rounded 
and  merge  at  their  upper  ends  into  the  upper  flat 
face  of  the  channeled  head."  There  is  that  flat 
face  of  the  channeled  head. 

Q.  (By  Mr.  Harris) :  And  does  the  patent  dis- 
close at  any  place  how  such  a  flat  face  terminates  at 
either  side  [140]  in  rounded  surfaces  into  which  the 
slits  extend? 
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A.  That  can  be  seen  in  the  drawing  in  Figure  6. 
These  slits  15  are  shown  there;  and  in  the  specifi- 
cation, one  place  is  page  1,  column  1.  I  guess  that 
is  lines  50  and  51:  "Another  object  of  this  inven- 
tion in  this  connection  is  to  form  these  beads  with 
slots." 

And  also,  on  page  2,  column  2,  lines  26  and  27, 
it  reads  "Another  feature  of  my  invention  consists 
in  forming  the  slots  15  in  the  beads  14."  [141] 

Q.  Is  the  general  head  shown  on  your  drawing  in 
your  patent,  and  described  in  the  specifications'? 
Is  that  an  open  end  head'? 

A.  Yes,  sir,  the  open  end  of  the  complete  head, 
including  both  the  outer  head  and  the  cutter  VNdthin, 
is  shown  here  in  Figure  5.  Strictly  speaking,  the 
slitted  channeled  head,  I  presume  is  the  outer  head, 
and  the  channel  within  it  is  identified  in  Figure  5 
by  the  number  17.  The  cutter  is  also  shown  in 
there. 

Q.  Is  the  showing  made  of  the  head  being  cham- 
bered to  receive  a  reciprocating  cutter? 

A.  Yes,  sir,  that  is  best  shown  in  Figure  5, 
where  the  cutter  18  is  shown  with  the  slitted  head  12, 
the  lower  part  of  the  cutter  being  a  relatively  large 
block-like  structure  in  its  transverse  section,  and 
surrounding  the  hole  above  that  part  of  the  cutter  is 
the  thin  part  of  the  cutter  that  lies  close  to  the 
channeled  head. 

Q.  Is  there  any  reference  to  that  construction 
in  the  specifications? 

A.     Anv  reference  to  what? 
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Q.     To  that  construction,  in  the  specification. 
A.     On  page  2,  lines  4  to  8,  it  reads : 

''The  head  12  is  formed  with  a  longitudi- 
nally extending  passage  or  channel  17  within 
which  is  disposed  a  reciprocating  cutter  shown 
in  Figure  5  and  designated  [142]  18." 

Q.  Does  the  drawing  of  a  patent  show  such  a 
cutting  head,  having  an  outer  face  and  side  faces, 
and  will  you  point  them  out,  if  it  shows  such  con- 
struction ? 

A.  The  outer  face  of  that  channeled  head  is  the 
same  as  the  end  face  on  the  cutting  face  shown  in 
Figure  5  with  the  number  16.  The  side  faces  are 
those  curved  surfaces  14  on  either  side  of  16,  of 
that  same  figure. 

Q.  The  curved  surfaces  14,  is  the  side  face  of  the 
cutting  head? 

A.  In  between  these  side  faces  of  the  cutting 
head,  this  extended  further  downward,  as  shown 
on  Figure  5,  by  the  number  13. 

Q.  Is  that  construction  of  an  outer  face  and  side 
faces  described  in  the  specifications,  and  referred 
to,  and  if  so,  where  is  that? 

A.  Yes,  sir,  that  is  mentioned  in  several  places. 
On  page  1,  lines  13  to  16 

The  Court:     What  column? 

A.     Column  2,  lines  13  to  16: 

"A  still  further  object  is  to  so  form  the 
extr(>mities  of  these  guards  that  they  are  longi- 
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tudinally  rounded  and  merged  at  theii-  upper 
ends  into  the  upper  flat  face  of  the  channeled 

head" 

What  was  the  question  again,  please?  [143] 
Q.     Does  the  specification  refer  to  this  construc- 
tion which  you  described  as  the  head  having  an 
outer  face  and  side  faces'? 

A.     Oh,  yes.   I  will  refer  also  to  page  1,  column 
1,  lines  55  to  59 : 

"That  portion  of  the  head  which  projects 
beyond  the  extremity  of  the  handle  has  in- 
wardly and  upwardly  inclined  side  faces  13 
terminating  in  beads  14  which  extend  along  the 
channeled  head." 
Also  page  2,  column  2,  lines  42,  43  and  44: 

"The  beads  14  extend,  as  before  stated,  lon- 
gitudinally along  the  entire  lateral  faces  of  the 
head  13  at  the  outer  end  thereof." 
Q.     Does  the  drawing  show,  and  if  so,  point  out, 
a  handle  having  a  transverse  channel-like  recess  in 
its  outer  end  *? 

A.     Yes,  sir,  the  handle  is  the  part  in  Figure  1 
identified  by  the  number  10,  which  might  also  be 
called  a  shell  or  housing  for  the  material.    In  Fig- 
iire  5— what  is  the  latter  part  of  the  question? 
(Record  read  by  the  reporter.) 

A.  The  transverse  channel-like  recess  is  in  Fig- 
ure 5,  identified,  I  believe,  by  the  number  11.  It 
extends  from  this  point  downward  to  this  point,  and 
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across  from  this  point  up  to  this  point.  If  the  cut- 
ter head  were  removed  there  would  simply  be  a 
channel  through  the  end  of  the  handle.  [144] 

The  Court:  The  witness  has  indicated  three  sides 
of  a  right-angle  appearing  in  Figure  5,  one  side  of 
which  is  designated  No.  11,  is  that  correct  ■? 

The  Witness:     Yes. 

The  Court:  The  base  of  which  has  the  number 
25,  and  the  other  side  of  which  has  the  figure  12, 
is  that  correct '^ 

The  Witness:     That  is  correct,  your  Honor. 

Mr.  Harris:  Do  you  find  reference  to  such  chan- 
nel-like recess  in  the  specification? 

A.     Yes,  sir,  on  page  1,  column  2,  lines  51  to  53: 

"Referring  to  this  drawing,  10  designates  a 

handle  which  is  formed  at  its  cutter  carrying 

end  with  a  transverse  open-ended  chamiel  10." 

11  designates  that  channel,  although  that  Figure 
11,  in  Figure  5,  is  directed  by  a  lead  line  to  one 
side  of  the  chamiel. 

Q.  In  the  drawing  of  the  patent  in  suit,  is  there 
illustrated  a  cutter  reciprocating  v^ith  the  channel 
of  the  head  ? 

A.  Yes,  sir,  the  cutter  that  reciprocates  with  the 
channeled  head  when  the  device  is  in  operation 
is  located  here  in  Figure  5,  and  identified  by  the 
number  18. 

Q.  Is  that  referred  to  in  the  specifications,  and 
if  so,  where? 

The  Court:     Column  1,  page  2. 

The  Witness:  Column  1,  page  2,  yes,  sir,  start- 
ing with  [145]  line  5  read: 
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''The  head  12  is  formed  with  a  longitudi- 
nally extending  passage  or  channel  17  within 
which  is  disposed  a  reciprocating  cutter  shown 
in  Figure  5  and  designated  18." 

Wait  a  minute.    That  isn't  right. 

Q.  (By  Mr.  Harris)  :  12  refers  to  the  cutting 
edge,  doesn't  it? 

A.     18  refers  to  the  cutter,  of  course. 

The  Court :  19,  the  cutting  knives,  is  that  right — 
line  12,  column  1,  page  2? 

The  Witness :  Yes,  sir,  the  cutting  knives  of  the 
cutter  are  designated  as  19. 

The  Court:     The  cutter  itself  is  18? 

The  Witness:  That  is  correct,  your  Honor. 

Q.  (By  Mr.  Harris) :  That  is  the  reciprocal 
cutter,  is  it? 

A.     That  is  correct,  sir. 

Q.  In  the  drawing  of  your  patent  are  there 
shown  any  guard  elements  at  the  ends  of  the  cut- 
ting head? 

A.  Yes,  at  the  ends  of  the  cutting  head,  each  end 
of  the  cutting  head,  we  find  the  guard  element  20 — 
one  here;  one  here,  in  Figure  3.  The  end  view  of 
one  is  shown  in  Figure  2. 

Q.  Are  those  elements  referred  to  in  the  speci- 
fication, and  if  so,  where? 

A.     Yes,  they  are.  [146] 

The  Court:     Column  1,  line  30,  page  2. 

The  Witness:  Column  1,  line  30.  I  don't  quite 
see  it  there.  We  are  speaking  of  the  guards.  We 
find  on  page  1,  column  1,  lines  54  to  57: 
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"A    further    object    is    to    provide    guards 
mounted  upon  the   handle  of  the   device   and 
which  extend  across  both  ends  of  the  channel- 
shaped  edge." 
We  also  find  a  reference  to  that  on  page  1,  col- 
umn 2,  lines  3  to  5: 

"A  still   further   object  is  to   perform  this 
function  by  the  provision  of  two  guards  hinged 
to  the  handle  or  body  of  the  device." 
And  we  can  also  fiLud  reference  to  that  on  page 
2,  column  1,  lines  28  to  31. 

''I  have  provided  at  each  end  of  the  chan- 
nel 11  a  guard,  as  shown  in  Figure  3.    These 
guards  are  designated  20." 
The  Court:     Line  67,  column  1,  page  2. 
The  Witness:     Which  column  did  you  say? 
The  Court :     Column  1,  page  2,  line  67. 
The  Witness:     Yes — no,  I  don't  see  that  that  has 
to  do  with  the  guards,  sir. 

The  Court:     The  last  paragraph,  cohumi  1,  page 
2,  line  67 : 

''The  guards  20  are  held  in  the  position  as 
shown  in  [147]  Figures  2  and  3." 
The  Witness :     Oh,  yes.   I  misunderstood  the  line 
number : 

"The  guards  20  are  held  in  the  position  shown 

in  Figures  2  and  3  by  means  of  a  clip." 

Q.     (By  Mr.  Harris)  :     Does  the  drawing  of  your 

patent  show  such  guard  as  having  a  longitudinally 

rounded  surface  at  its  extremity  merging  into  the 

outer  surface  of  the  head  at  the  ends  thereof? 


vs.  Ralph  E.  Jones  145 

(Testimony  of  Ralph  E.  Jones.) 

Mr.  L.  S.  Lyon:  I  object  to  that  as  leading  and 
suggestive.   It  puts  a  whole  mouthful  at  the  witness 

without  any  terms  being  defined.  [148] 

*  -s  *  *  *  * 

The  Court:  The  only  place  the  head  is  men- 
tioned is  rounded  ? 

Mr.  L.  S.  Lyon :     Not  in  the  whole  patent. 

The  Court:  I  don't  know  where  the  questions 
are  coming  from.  Counsel  can  frame  his  question 
any  way  he  pleases.  They  are  not  objectionable 
just  because  they  quote  from  the  patent. 

Mr.  L.  S.  Lyon :  They  are  objectionable  as  lead- 
ing and  suggestive,  for  the  witness  to  take  three  or 
four  lines  from  the  claim,  and  say:  Do  you  find 
this?  without  anything  else. 

The  Court:  We  have  broad  language.  What  is 
generally  called  leading  and  suggestive  would  not 
be  called  that  in  a  patent  case.  If  the  witness  says 
it  is  there,  and  if  you  can't  find  it,  he  can't  go  be- 
yond what  appears  here.  It  is  like  an  expert  saying 
that  some  device  is  operative.  If  the  Court  does  not 
believe  it  is,  it  doesn't  matter  whether  he  said  it  or 
not.  You  may  answer. 

The  Witness :  The  rounded  surfaces  in  the  ques- 
tion are  identified  as  Figure  3  as  2-A.  It  can  be 
seen  in  Figure  3,  as  we  come  upward  on  these 
rounded  surfaces,  that  they  bend  to  the  horizontal, 
and  merge  into  that  flat  cutting  face  16. 

Q.  (By  Mr.  Harris)  :  You  have  referred  to 
Figure  2-A.   Is  that  2-A  or  24? 
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:  A.  24.  That  is  rather  a  poorly  made  24.  That 
is  the  [149]  number  24,  identifying  these  curved 
surfaces  at  the  outer  ends  of  the  guards.  By  ''lon- 
gitudinally rounded"  we  mean,  of  course,  that  we 
take  this  longitudinal  surface,  which  is  rounding  up 
from  the  hinge  toward  the  outer  end,  and  we  go  up 
more  or  less  to  the  proximity  of  the  outer  end,  and 
the  outer  surface  is  curved  inwardly  toward  the 
axis  of  the  shaver.  That  longitudinal  rounding  is 
the  kind  of  rounding  we  are  talking  about  now,  and 
is  best  seen  in  Figure  3. 

Q.  Do  you  find  reference  to  such  construction  in 
the  specification,  and  if  so,  where? 

A.     Yes,  I  do. 

The  Court:  Line  41,  column  1,  j)age  2,  is  that 
right  ? 

The  Witness:     Lines  41  to  45: 

"Each  of  these  guards  at  its  outer  end  is 
rounded,  as  at  24,  so  that  its  outer  face  extends 
longitudinally  of  the  guard  and  inward  toward 
and  merges  into  the  flat  upward  face  of  the 
channeled  head  12." 

I  think  that  is  referred  to  in  several  places. 
On  page 

Q.     (By  Mr.  Harris) :     Colonel  Jones 

The  Court:     He  has  not  finished  his  answer. 

Mr.  Harris:     Excuse  me,  your  Honor. 

A.  On  page  1,  column  2,  it  speaks  of  the  rounded 
ends  of  these  guards  so  that  no  sharp  end  corners 
will  be  present  in  manipulating  the  device  over  the 
face.    That  is  between  lines  15  and  20,  column  2, 


vs.  Ralph  E.  Jones  147 

(Testimony  of  Ralph  E.  Jones.) 

page  1 ;  the  first  part  of  that  [150]  paragraph  start- 
ing on  page  1,  column  2,  line  13,  says : 

"A  still  further  object  is  to  so  form  the  ex- 
tremities of  these  guards  that  they  are  longi- 
tudinally rounded  and  merge  at  their  upper 
ends  into  the  upper  flat  face  of  the  channeled 
head." 
Q.     (By  Mr.  Harris):     Referring  to  the  draw- 
ings of  your  patent,  are  such  guard  elements  shown 
as    being   transversely   rounded    surfaces    at    their 
outer  ends  merging  into  the  side  surfaces  of  the 

head  % 

A.  That  is  shown  in  Figure  3.  These  surfaces 
24,  by  the  shadins:.  The  shading  indicates  the  lait^ 
eral  rounding  of  these  end  guards,  and  it  also  can 
be  seen  in  Figure  2  where  we  see  again  24. 

Q.  Is  that  referred  to  in  the  specification,  and 
if  so,  where  ? 

A.  Yes,  sir,  we  find  that  in  the  latter  part  of 
the  ]iaragraph  I  was  just  talking  about,  page  1, 
column  2,  lines  16  to  21: 

"and  to  form  the  extremities  of  the  guards 
transversely  rounded  so  that  no  sharp  end  cor- 
ners will  be  presented  in  manipulating  the  de- 
vice over  the  face." 
There  is  another  mention  of  that  on  page  2,  col- 
umn 1,  lines  48  to  53: 

"while  the  ends  of  the  channeled  head  are 
rounded  off  by  means  of  the  curved  surfaces  24 
of  the  guards  and  [151]  the  four  junctions  of 
these  curved  surfaces  are  also  rounded." 
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Q.  Will  you  please  point  out  where  in  the  draw- 
ing such  guard  elements  are  shown  as  being  paral- 
lel to  the  slits  of  the  head  % 

A.  Yes,  they  are  shown  from  at  least  two  views 
as  being  parallel  in  Figure  3,  where  we  see  the 
guard  elements  20  up  and  down  on  the  sides,  and 
we  see  the  slits  15,  and  we  see  that  the  slits  are 
parallel  to  the  guards.  Then  if  we  look  at  Figure 
4  we  get  a  different  view  of  the  slit^  15.  They  also 
run  up  and  down,  and  we  see  they  are  shown  in  the 
view  also  as  parallel  to  these  guards  located  at  the 
ends  of  the  cutting  head. 

Q.  Does  the  drawing  illustrate  such  guard  ele- 
ments as  being  hinged  to  the  device  % 

A.  Yes,  sir,  these  guard  elements  are  shown 
hinged  in  Figure  3,  the  pivot  pin  being  identified 
by  the  number  23. 

Q.  In  what  direction  do  those  guard  elements 
move? 

A.  The  top  ends,  as  shown  in  Figure  3, — the  top 
ends  of  the  guards  rotate  respectively  through  their 
arcs,  the  right  one  rotating  to  the  right  about  the 
pivot  23  at  the  bottom  end  of  the  guard,  and  the 
left  one  rotating  to  the  left.  That  is  to  move  them 
to  an  open  position  from  the  closed  position  indi- 
cated in  Figure  3. 

Q.  Do  you  find  reference  to  any  such  construc- 
tion, and  if  so,  where? 

A.  We  find  it  on  page  1,  column  2,  lines  33  to  37. 
It  says: 
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"Figure  3  is  a  side  elevation  partly  in  section 
of  the  cutter  carrying  end  of  the  handle,  show- 
ing the  manner  in  which  the  guards  are  pivoted 
to  this  handle  and  how  these  guards  engage  with 
the  chamieled  member  to  hold  it  in  place"; 
Of  course,  that  latter  part  is  not  relevant.  We 
also  find  mention  on  page  1,  column  2,  line  3 : 

"A  still   further  object  is  to  perform  this 
function  by  the  provision  of  two  guards  hinged 
to  the  handle  or  body  of  the  device," 
Also  on  page  2,  column  2,  lines  59  to  64,  inclu- 
sive, the  statement: 

"then  the  guards  may  be  turned  down  to  a  po- 
sition at  right-angles  to  the  longitudinal  axis  of 
the  handle." 
The  Court:     Where  is  that"? 

The  Witness :     Strictly  speaking,  the  lines  should 
be  59  to  62. 

The  Court:     Column  2? 

The  Witness:     Column  2,  page  2,  your  Honor. 

The  Court:     What  line? 

The  Witness:     About  60: 

"then  the  guards  may  be  turned  down  to  a  po- 
sition [153]  at  right-angles  to  the  longitudinal 
axis  of  the  handle." 
The  Court:     I  have  it. 

Q.  (By  Mr.  Harris)':  And  in  the  drawing  are 
such  guards  shown  as  being  relatively  thick  at  a 
point  coincident  with  the  iimer  end  of  the  longi- 
tudinally curved  i^ortion  of  its  face? 
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1  Mr.  L.  S.  Lyon:     I  object  to  that  as  leading  and 
suggestive.    The  term  "relatively  thick,"   I   don't 
know  what  it  means.   It  is  not  relating  to  anything. 

The  Witness :     I  can  explain  that  very  readily. 

The  Court:  I  will  sustain  the  objection  in  that 
form.   Reframe  it. 

Q.  (By  Mr.  Harris) :  Do  you  find  any  showing 
of  the  guards  which  are  relatively  thick  at  any 
point,  in  your  patent '? 

A.  In  Figure  3,  if  we  consider  the  upper  end  of 
this  guard  at  the  right,  and  if  we  consider  what  you 
might  call  a  horizontal  line  about  even  with  the  bot- 
toms of  the  slits,  we  can  see  how  thick  the  guard 
is  from  right  to  left  at  the  point  that  the  outer  sur- 
face of  the  guard  starts  to  curve  over  to  the  left  and 
merge  into  the  cutting  face  16. 

The  thickness  there  is  a  function  of  the  radius  of 
that  curve,  and  vice  versa,  either  way  you  want 
to  look  at  it.  If  we  have  a  relatively  long  radius  for 
that  surface  we  get  comfort  when  the  shaver  is 
placed  against  the  face;  and  if  this  were  relatively 
thin  at  that  point  the  radius  would  be  [154]  shorter, 
and  the  guard  at  that  point  would  more  nearly  ap- 
I)roach  being  an  edge  which  might  be  less  comfort- 
able against  the  face. 

****** 

Q.  What  is  meant  by  the  phrase  "bearing  sur- 
faces for  the  head"  as  used  in  your  patent? 

A.  The  bearing  surfaces  refer  to  these  curves 
I  have  just  been  talking  about.  They  bear  against 
the  face  and  keep  the  skin  from  being  scratched 
by  the  sharp  edges  at  the  end  of  the  cutter  head. 
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Mr.  L.  S.  Lyon:  If  your  Honor  please,  I  move 
to  strike  the  answer  as  not  responsive  to  .the 
question. 

The  Court:     Motion  granted.  : 

Q.  (By  Mr.  Harris)  :  Referring  to  the  holes  35 
shown  in  the  drawing  of  your  patent,  are  those 
holes  of  the  same  size  as  the  channel  17  to  which 
you  referred  in  the  cutting  head? 

A.  No,  sir.  The  hole  35  in  Figure  2  is  smaller 
than  .the  hole  in  the  cutter,  the  cutter  being  identi- 
fied hy  18  in  Figure  5. 

Q.  What  does  your  patent  say  as  to  the  ad- 
vantages, if  any,  which  are  to  be  derived  from  the 
use  of  these  end  guards  to  which  you  have  referred  ? 

The  Court:  Isn't  that  a  matter  of  argument? 
We  can  read  it. 

Mr.  Harris:     Yes;  w^e  can. 

The  Court:  Is  there  any  occasion  for  expert 
testimony  as  to  that? 

Mr.  Harris:     I  don't  believe  so,  your  Honor. 

Q.  Does  this  patent,  Col.  Jones,  purport  to  cover 
only  one  feature  or  are  more  than  one  feature 
covered  ? 

Mr.  L.  S.  Lyon :  I  object  to  that,  as  improper  to 
ask  the  witness  what  the  patent  purports  to  cover. 
It  is  a  question  at  law  for  conchision  of  the  court. 
******* 

The  Court:     Sustained. 

Q.  (By  Mr.  Harris) :  On  page  3  of  your  patent, 
in  column  1,  lines  1  to  12,  there  are  set  forth  five 
advantages,  so-called,  which  the  patent  states  aie 
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obtained  hy  your  construction.  Referring  to  the  first 
one,  will  you  j^lease  explain  to  the  court  how  the 
comfort  for  the  person  whose  beard  is  being  clipped 
or  shaved  constitutes  an  advantage  of  this  device? 

A.  Without  the  features  set  forth  in  my  patent, 
the  skin  of  the  person  shaving  would  be  confronted 
with  four  relatiA^ely  sharp  edges  and  four  sharp 
points.  By  effecting  this  rounding  so  that  these 
sharp  edges  and  points  cannot  press  uncomfortably 
or  scratch  the  skin,  we  have  the  o]3vious  advantage 
of  comfort;  but  that  includes  an  equally  or  more 
important  advantage  of  making  possible  more  rapid 
manipulation  [157]  and  so  reducing  materially  the 
time  required  for  shaving.  That  is  the  most  im- 
portant, most  valuable  feature  of  my  invention  as 
I  conceive  it. 

Q.  From  your  experience  can  you  state  to  the 
court  how  much  quicker  a  shave  can  be  obtained 
with  such  rounded  end  guards  than  without  them? 

A.     Yes.  I  can  state  that  it  can  be 

Mr.  L.  S.  Lyon:  I  object  to  this,  your  Honor, 
on  the  groimd  there  is  no  foundation  laid. 

The  Court:     Sustained. 

Q.  (By  Mr.  Harris)  :  You  have  used  the  Schick 
shaver  as  exemplified  by  Exhibit  3.  the  Colonel 
shaver,  I  believe  you  testified,  is  that  correct? 

A.     That  is  correct;  yes,  sir. 

Q.  Does  your  experience  with  such  a  shaver 
indicate  that  you  can  obtain  a  faster  shave  with 
that  razor  than  witli  a  Schick  shaver  without  the 
end  guards?  A.     It  does. 
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Q.  And  how  much  of  a  reduction  in  shaving 
time,  so  far  as  your  personal  experience  is  con^ 
cerned,  has  been  effected  by  the  end  guards  in  that 
case  or  whisk-its,  as  the  defendants  call  them? 

A.  Well,  if  we  start  with  the  shaver  before  the 
whisk-its  appeared,  it  cut  my  shaving  time 

Mr.  L.  S.  Lyon:     I  object  to  that [158] 

The   Witness:     from    about    20    minutes    to 

about  three. 

Mr.  L.  S.  Lyon:  I  object  to  that  as  not  respon- 
sive to  the  question.  He  was  asked  a  question  about 
the  Schick  Colonel,  and  it  avoids  answering  by  giv- 
ing an  answer  to  something  else. 

The  Court:     Please  read  the  question. 

(Question  read  by  the  reporter.) 

The  Court:  On  what  type  of  razor,  on  the 
Schick? 

Mr.  Harris:  With  any  of  the  Schick  shavers 
that  the  witness  has  employed.  He  has  testified  that 
he  has  employed  the  Schick  Colonel  shaver  exem- 
plified by  Exhibit  3,  and  also  the  earlier  forms  that 
did  not  have  the  wisk-its  attached,  the  end  guards 
attached. 

Mr.  L.  S.  Lyon:  If  your  Honor  please,  I  think 
the  witness  has  testified  that  he  employed  one  razor 
which  he  thinks  was  the  1935  model,  which  he  has 
testified  was  sharp.  That  is  the  only  one  he  has 
testified  to  that  effect.  He  has  not  testified  that  he 
ever  made  any  comparisons  with  that  device  by 
putting  anything  on  it. 
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■  He  has  testified  that  he  has  used  a  Colonel.  He 
has  not  given  any  knowledge  of  ever  having  tried 
the  Colonel  with  and  without  the  whisk-its  on  it. 
I  think,  if  we  are  going  to  have  his  conclusions,  we 
should  have  a  definite  statement  as  to  what  his 
experiments  were  and  what  was  employed  in  those 
experiments  on  which  he  bases  those  conclusions. 

The  Court :     Lay  a  further  foundation. 

Q.  (By  Mr.  Harris)  :  Have  you  ever  shaved 
with  the  Schick  Colonel  as  exemplified  by  Exhibit 
3,  both  with  and  without  the  whisk-its  in  the  shav- 
ing, position  f  A,     Yes;  I  have. 

Q.  And  what,  if  any,  difference  in  shaving  time 
insofar  as  your  personal  experience  is  concerned 
is  obtained  b}''  the  one  or  the  other  condition  of  the 
shaver  during  shaving? 

A«  I  did  not  time  that  comparison,  but  I  esti- 
mated that  it  cut  the  shaving  time  about  in  half, 
because  I  could  manipulate  so  much  faster  with 
the  end  guards  on. 

I  also  used  to  shave  with  a  "Captain"  before  and 
after  putting  the  attachment  in  it,  and  found  that 
I  could  decrease  my  shaving  time  due  to  the  at- 
tachment that  was  placed  on  the  Captain  shaver. 

Q.  The  Captain  is  the  shaver  that  is  exempli- 
fied by  Exhibit  2  in  this  case,  is  that  correct? 

A.  Oh,  pardon  me.  I  guess  I  have  got  that  here. 
But  this  is  not  a  Captain,  not  the  kind  of  a  Caiv 
tain  I  had. 

Q.     You  are  referring  now  to  Exhibit  2? 

A.  I  am  referring  to  that  attachment.  I  am  re- 
ferring to  that  attachment. 
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The    Court:     By    "attachment"    what    do    you 

mean'?       *  '   ' 

The  Witness:     I  mean,  your  Honor,  this  attach^ 

ment  that  [160]  inchides  these  two 

The  Court:     End  guards? 

The  Witness :  End  guards.  The  attachment  can 
be  removed  entirely  from  the  shaver  by  unscrew^ 
ing  the  set-screw. 

The  Court:  Are  you  referring  to  the  attachment 
that  Mr.  Lyon  mentioned  here  at  the  opening  day 
of  the  trial  as  having  been  sold  separate  from  the 
razor  % 

The  Witness :  I  am,  your  Honor. 
Q.  (By  Mr.  Harris)  :  Col.  Jones,  in  this  list  of 
advantages  in  column  1  on  page  3  of  your  patent^ 
the  third  advantage  listed  states  that  your  type  of 
construction  obtains  security  against  damage  to 
fragile  and  expensive  parts.  How  is  that  advantage 
performed"? 

A.  That  advantage  is  accomplished  in  a  two- 
fold way.  Probably  most  persons  who  have  used 
an  electric  shaver  for  any  long  period  of  time  have, 
sometime  or  other,  dropped  it— I  know  I  have— 
and  when  it  is  dropped  off  there  are  end  guards 
there  and  it  would  otherwise  strike  a  hard  surface, 
that  is,  putting  the  end  edge  of  the  flat  shaving 
face  in  contact  with  the  hard  surface  that  was 
struck,  damage  would  be  done  to  an  expensive  part. 
With  an  end  guard  there  is  a  considerable  amount 
of  protection  against  such  damage  in  case  the  shaver 
falls.    And  in  my  construction  tliere  is  a  positive 


156  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Ralph  E.  Jones.) 
mechanical  blocking  of  the  shaving  head  to  the 
handle  which  cannot  be  dislodged  by  the  normal 
vibration  of  shaving;  whereas,  of  the  five  different 
types  of  Schick  [161]  shavers  I  have  used  at  one 
time  or  another,  every  one  has  vibrated  the  set- 
screw  loose  so  that  the  shaving  head  has  come  loose 
from  the  handle. 

Mr.  Harris:  If  your  Honor  please,  so  there  is 
no  question,  plaintiff  is  not  contending  that  the 
Schick  shavers,  any  of  them  in  suit,  include  this 
last  feature  of  the  mechanical  locking  between  the 
end  guards  and  the  shaving  head  to  retain  the 
cutting  head  on  the  shaver. 

The  Court :  I  understood  from  Mr.  Lyon 's  state- 
ment that  the  head  of  the  Schick  razor  screwed  on, 
has  always  been  screwed  on. 

Mr.  Harris:  This  is  merely  one  of  the  other 
features  of  the  patent. 

The  Court:  Has  a  set-screw  that  holds  the  head 
on,  is  that  correct? 

Mr.  L.  S.  Lyon:     Yes,  your  Honor. 

Q.  (By  Mr.  Harris) :  The  fourth  advantage 
stated  in  column  1  on  page  3  of  your  patent  is  an 
ease  in  disassembling  for  cleaning  and  ease  in  re- 
assembling the  parts.  Col.  Jones,  in  what  way  is 
this  an  advantage? 

A.  In  my  type  of  shaver  as  described  by  my 
patent,  removing  the  shaving  head,  if  desired,  for 
cleaning  is  a  quick  operation,  flipping  the  spring 
out  of  place  while  holding  the  guards  together,  re- 
leasing them  and  picking  the  head  out  away  from 
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the  handle,  and  facilitating  the  cleaning  [162]  of 
both  the  end  guards  and  the  cutting  head,  as  the 
end  guards  open  out  and  the  cuttmg  head  is  im- 
mediately disengaged  and  ready  for  cleaning. 

The  Court:  Does  the  cutting  head  just  lay  there 
on  the  handle  and  the  two  end  guards  come  up 
and  cover  over  the  ends  of  it  and  hold  it  in  place? 

The  Witness:     Your  Honor,  these  ends 

The  Court:  That  is  24  I  am  referring  to, 
point  24. 

The  Witness:  Well,  that  is  the  end  of  the  end 
guard,  the  outer  end  of  the  guard.  Now,  so  far  as 
holding  the  cutter  in  place,  I  mean  so  far  as  holding 
the  cutting  head  in  place  with  reference  to  the 
handle,  that  is  accomplished  down  here  near  the 
pivot  of  the  guard  where  the  point  in  guard  27 
locks  against  a  lip  at 

The  Court:     At  25? 

The  Witness:     at  the  bottom  of  the  end  of 

the  shaving  head. 

The  Court:     25,  isn't  it? 

The  Witness:  Yes,  sir;  25.  And  so  holds  the 
whole  cutting  head  down  close  against  the  handle; 
and  these  end  guards,  of  course,  also  ju-event  the 
cutting  head  from  sliding  to  the  left  or  to  the  right, 
as  shown  in  Figure  3;  in  other  words,  endwise  of 
the  cutting  head. 

The  Court :  Does  one  to  remove  the  cutting  head 
pull  one  of  these  guards  back  and  down,  away  from 
the  head  and  down?  [163] 

The  Witness:  That,  of  course,  depends  on  the 
construction    in    this    respect:    That    if    there    are 
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springs  to  maintain  a  tightness  of  the  cutting  sur- 
face of  the  cutting  head  against  the  cutting  surface 
of  the  shell,  then  those  springs  will  be  pressing  out- 
ward ao-ainst  the  cutting  head,  and  one  should  grasp 
the  upper  end  of  the  shaver  and,  with  one  finger, 
flip  away  the  spring,  then  allow  the  end  guards  to 
rotate  outwardly  and  pick  up  the  cutting  head 
with  the  other  hand  and  put  it  on  a  surface  and 
clean  everything  up.  On  the  other  hand — this  is 
lust  hypothetical — if  there  were  no  springs  push- 
ing upward,  one  then  might  rotate  the  end  guards 
outwardly  through  an  angle  of  about  90  degrees, 
and  placing  a  forefinger  at  one  end  of  the  cutting 
head  and  the  thumb  at  the  other,  he  could  then  lift 
up  the  cutting  head  with  his  thumb  and  forefinger 
and  very  readily  remove  it. 

The  Court:  What  does  your  patent  teach,  that 
there  is  a  spring  there? 

The  Witness:  Yes,  sir.  I  think — oh,  just  a 
moment.  The  spring  is  no  part  of  my  invention. 
I  don't  know  whether  there  is  any  mention  of  that 
spring  or  not.   I  guess  there  is  not. 

The  Court:     How  would  the  head  be  held  on? 

The  Witness:  Oh,  it  would  not  interfere  with 
the  holding  of  the  head  on  at  all.  The  only  thing  is 
that  in  [164]  the  actual  operation  of  a  shaver  there 
needs  to  be  some  means  of  keeping  those  two  shear- 
ing surfaces  in — — 

The  Court:  I  am  not  referring  to  that.  What 
holds  these  guards  up  against  the  sides  of  the  head, 
ends  of  the  head? 
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The  Witness:  Oh,  there  is  a  spring  clip,  the 
spring  clip  which  is  shown  in  Figure  2  as  29,  and 
that  is  shown  in  Figure  8  as  29.  And  here  you  can 
see  it  again  in  Figure  3.  You  can  see  the  ends  of  it. 

The  Court :  And  when  you  pull  that,  one  takes  a 
hand  and  grasps  the  upper  portion  of  the  guard 
and  pulls  it  away  from  the  hody  of  the  razor,  and 
it  would  pivot  on  pivot  23,  would  it? 

The  Witness :     Yes,  sir. 

The  Court:     And  pull  over? 

The  Witness :  That  is  correct,  your  Honor.  [165] 
******* 

Q.  Col.  Jones,  have  you  made  a  careful  study 
of  the  Schick  Colonel  Shaver  as  exemplified  by 
Exhibit  3?  A.     I  have. 

Q.     You  have  that  exhibit  before  you,  do  you? 

A.     This  is  it. 

Q.  Do  you  find  in  this  exhibit  a  transversely 
slitted  channeled  head?  A.     Yes;  I  do. 

Q.     Will  you  point  out  to  the  court  where  that  is? 

A.  This  shiny  metallic  shell  is  the  transversely 
slitted  channeled  head. 

Q.  How  is  that  attached  to  the  ])ody  of  the 
shaver  ? 

A.  It  reposes  in  the  open  channel  that  exists  in 
the  end  of  the  handle,  and  this  set-screw  passing 
through  a  portion  of  the  handle  bears  against  the 
side  of  the  channeled  head  and  so  holds  it  in  place. 

Q.  And  in  this  device  is  there  a  cutter  recipro- 
cating or  reciprocable  within  the  chamiel  of  the 
head? 
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A.  Yes;  there  is.  The  end  of  it  can  be  seen  at 
each  end  of  the  channel  of  the  outer  shell. 

Q.  Do  you  find  in  this  exhibit  that  the  head  has 
at  its  outer  longitudinal  edges — that  they  are  trans- 
versely rounded? 

Mr.  L.  S.  Lyon:  I  object  to  this,  your  Honor, 
as  merely  taking  the  claims  of  the  patent  and  testi- 
fying as  to  infringement,  which  is  a  question  for 
the  court.  They  [169]  are  all  leading  questions  and 
the  terms  have  not  been  defined  nor  established,  and 
we  do  not  know  in  what  sense  the  witness  is  using 
them. 

*  4f-  *  *  *  *  * 

The  Court:  Well,  I  will  sustain  your  objection 
upon  the  ground  that  you  claim  it  is  not  a  proper 
subject  for  expert  testimony.  [172] 

******* 

Mr.  Harris:     I  will  reframe  it. 

Q.  Colonel  Jones,  where,  in  Plaintiff's  Exhibit 
3  do  you  contend  is  shown  a  head  which  at  its 
longitudinal  outer  edges  is  transversely  rounded? 

A.  I  hold  this  Schick  Colonel  shaver  in  my  hand, 
w^ith  the  cutting  head  at  the  top.  and  the  place  for 
the  electric  wire  at  the  bottom.  On  the  side  where 
there  is  a  starting  wheel,  and  where  the  set  screw 
is,  about  a  half  an  inch  or  so  above  the  set  screw 
there  is  an  edge  extending  from  whisk-its  to 
whisk-its. 

The  Court :  You  are  referring  to  the  edge  of  the 
cutting  head? 
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The  Witness:  I  am  referring  to  the  edge  of 
the  cutting  head.  That  cutting  head,  I  contend,  is 
rounded.  Now  we  turn  the  shaver  around,  and  we 
see  the  little  red  circle  with  Schick  Colonel  on  it. 
We  see  the  edge  of  the  cutting  head  [175]  more  than 
an  inch  long  on  the  opposite  side.  I  contend  that 
is  also  rounded. 

Q.  (By  Mr.  Harris)  :  Do  you  contend  that  that 
is  transversely  rounded? 

A.  I  do,  transversely  of  the  longitudinal  axis  of 
the  cutting  head. 

The  Court :     You  mean  across  ? 

The  Witness:  Across.  Here  is  the  longitudinal 
axis  of  the  cutting  head  transversely  across  that 

axis. 

Q.  (By  Mr.  Harris)  :  In  connection  with  this 
Exhibit  3,  do  you  contend  that  such  transversely 
rounded  surfaces  merge  into  the  outer  surface  of 
the  head?  A.     I  do. 

Q.  Do  you  contend  that  the  outer  surface  of  the 
head  in  Exhibit  3  is  a  flat  surface?  A.     I  do. 


Los  Angeles,  California 
Wednesday,  September  24,  1947,  10:20  a.m. 
******* 
Q.     (By  Mr.  Harris)  :      Col.  Jones,  you  had  be- 
fore you  yesterday  at  closing  time  Plaintiff's  Ex- 
hibit 3  which  T  present  to  you  at  this  time. 
The  Court:     Exhibit  3  is  the [179] 
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Mr.  Harris :  That  is  the  Schick  Colonel  Shaver, 
if  the  Court  please. 

Q.  With  reference  to  that  exhibit  where  do  you 
contend  that  there  is  to  l:>e  found  in  that  exhibit 
elements  disposed  at  the  ends  of  the  channeled 
head? 

A.  Those  elements  are  these  hinged  members 
called  whisk-its,  one  on  each  side,  that  close  up 
against  the  ends,  each  one  closes  up  against  its  end 
of  the  channeled  head. 

Q.  And  where  do  you  contend  that  each  of  those 
whisk-its  or  elements  has  a  longitudinally  romided 
surface  at  its  extremity  merging  into  the  outer 
surface  of  the  head  at  the  ends  thereof? 

A.  If  we  hold  the  shaver  with  the  cutting  head 
up  and  one  of  the  flat  sides  toward  us,  we  get  in 
profile  at  one  of  the  upper  corners  the  curvature 
of  the  longitudinally  rounded  surface  ;  and,  as  we 
go  upward  toward  the  longitudinal  axis  of  the 
shaver  along  that  curve,  we  come  to  the  end  of  the 
curved  surface  which  merges  into  the  face,  the 
cutting  face  of  the  shaver. 

Q.  These  elements  that  I  have  given  you  and 
you  have  identified  as  being  found,  according  to 
your  contention,  in  the  Schick  shaver,  Exhibit  3, 
are  the  elements  of  the  claim  1  of  your  patent. 
Have  you  made  any  chart  or  diagram  or  illustra- 
tion showing  this  contention  of  yours  as  to  where 
these  elements  are  found  which  might  be  helpful 
to  the  court?  [180]  A.     I  have. 

Q.     Will  you  produce  it,  please? 

A.    Here  it  is,  sir. 
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Mr.  Harris:  May  we  have  this  chart  marked 
for  identification  as  Plaintiff's  Exhibit  next  in 
order  ? 

The  Clerk:     21  for  identification. 

The  Court:     Does  that  apply  to  only  claim   1? 

Mr.  Plarris :     Only  to  claim  1,  your  Honor. 

The  Court:     Of  the  patent  in  suit? 

Mr.  Harris:     Of  the  patent  in  suit. 

Q.  Mr.  Jones,  will  you  explain  what  this  dia- 
gram is  intended  to  illustrate  and  how  it  is  to  be 
read  ? 

A.  This  sheet  has  on  it  three  diagrams,  three 
different  views  outlined  of  the  Schick  Colonel 
shaver.  I  took  the  one  claim  and  clipped  it  out 
and  clipped  it  into  parts  that  seemed  to  be  suitable 
for  indicating  where  the  different  parts  of  the 
device,  as  mentioned  in  the  claim,  could  ])e  found 
in  this  type  of  Schick  shaver. 

Q.  What  do  these  numerals  in  ink  indicate  on 
this  exhibit  for  identification'? 

A.  The  successive  elements  of  the  claim,  as 
clixDped  out,  were  given  successive  numbers,  1-2-3 
and  so  on,  as  they  appeared,  and  they  were  placed 
on  the  diagram  as  a  whole,  starting  at  the  top  and 
working  down  toward  the  bottom;  and  where  the 
same  element  appeared  in  a  different  view,  that 
same  identifying  number  was  used  to  identify  that 
same  part  in  the  different  view. 

Q.  Was  this  diagram  made  by  you  or  under 
your  direction? 

Mr.  L.  S.  Lyon:  I  object  to  that  as  indefinite. 
I  would  like  to  know  whether  it  was  made  by  him. 
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Q.  (By  Mr.  Harris)  :  Will  you  state  the  extent 
to  which  this  was  made  by  you? 

A.  The  artist's  work  of  placing  the  basic  dia- 
grams on  i)aper  was  not  done  by  me,  nor  was 
the 

The  Court :  By  that  you  mean  the  diagram  that 
purports  to  be  a  diagram,  or  three  diagrams,  show- 
ing different  views  of  the  Schick  Colonel  razor,  is 
that  it? 

The  Witness :  That  is  correct,  your  Honor.  And 
this  heading  in  large  letters  was  not  made  by  me. 
But  I  took  such  a  diagram,  as  you  might  say,  in 
blank  and  I  studied  claim  1  and  I  divided  it  into 
parts  and  then  I  clipped  out  from  a  copy  of  the 
patent  claim  1  and  I  clipped  it  into  those 
same  parts;  and  I  studied  to  see  where  those 
parts,  as  taken  from  the  claim,  could  be  found  in 
these  three  diagrams  on  the  sheet  of  paper  and  I 
pasted  those  clipped  parts  onto  that  piece  of  paper 
and  I  assigned  numbers  to  them,  and  I  drew  lines 
from  the  numbers  to  the  parts  as  illustrated  in 
the  diagram.  And  after  I  had  completed  this,  a 
draftsman  inked  in  my  pencil  work  and  the  thing 
was  later  copied  [182]  photographically  so  that  the 
clipped  paper  of  printing  would  not  be  scraped  off 
accidentally,  I  presume. 

Mr.  Harris:  This  diagram.  Exhibit  21  for  iden- 
tification, is  offered  into  evidence  as  Plaintiff's 
Exhibit  21-A  to  illustrate  the  testimony  of  Colonel 
Jones. 
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Mr.  L.  S.  Lyon:  Objected  to  upon  the  ground 
that  it  is  not  proper  evidence. 

The  Court :  It  is  offered  only  to  illustrate  what 
he  said  were  his  contentions.  You  permitted  him 
to  state  what  his  contentions  are.  [184] 

******* 

The  Court:  Is  it  with  that  understanding  that 
you  withdraw  your  objection^ 

Mr.  L.  S.  Lyon:  Yes,  with  that  understanding, 
I  have  no  objection  to  these  charts. 

The  Court :  Being  purely  illustrative  of  the  con- 
tention [186]  of  the  plaintiff,  which  he  has  been 
permitted  to  state. 

Mr.  L.  S.  Lyon:  Yes.  Mr.  Harris  has  a  similar 
chart  for  each  and  every  claim.  To  save  time,  if 
permissible,  he  can  identify  the  chart,  and  state 
that  is  the  basis  of  each  particular  claim  relied  on, 
without  going  through  laying  the  foundation  fur- 
ther, because  that  will  really  save  time,  if  he  wants 
to  do  it. 

Mr.  Harris:     It  was  my  hope  that  we.  could  do 

it  that  way. 

The  Court:  Exhibit  21  for  identification  will  be 
received  in  evidence  for  the  limited  purpose  stated. 
If  you  have  other  charts,  pursuant  to  the  stipula- 
tion tendered  by  Mr.  Lyon  they  might  be  offered 

now. 

Mr.  Harris:  Your  Honor,  may  that  be  Exhibit 
21-A  into  evidence,  so  we  may  number  the  other 
charts  21-B,  C  and  so  forth? 
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The  Court :  21-A  will  be  the  chart  just  discussed, 
being  a  chart  showing  plaintiff's  contention,  as  I 
understand  it — correct  me  if  I  am  in  error — a  chart 
showing  where  plaintiff  contends  Exhibit  3,  the 
Schick  Colonel,  infringes  Claim  1  of  the  patent  in 
suit. 

Mr.  Harris:  May  I  correct  you  on  this  exhibit, 
your  Honor,  that  it  is  a  chart  which  shows  wherein 
the  plaintiff  contends  that  the  elements  of  Claim 
1  of  the  patent  in  suit  are  to  be  found  in  the  Schick 
Colonel  shaver,  exemplified  by  Exhibit  3.  I  make 
a  distinction  between  whether  the  elements  [187] 
are  found,  and  whether  he  contends  it  infringes  or 
not.  His  contention  is  that  the  patent  infringes. 
It  is  simpl}^  a  contention  by  him  that  these  ele- 
ments, and  each  of  them,  of  the  claims  are  found 
in  the  Schick  shaver,  Exhibit  3. 

Q.  Colonel  Jones,  have  you  prepared  similar 
charts  illustrating  your  contention  that  each  of  the 
other  claims  in  suit,  the  elements  of  it,  are  found 
in  the  Schick  Colonel  shaver.  Exhibit  3  '^ 

A,     Yes,  I  have  17  altogether. 

Q.     Are  those  other  charts  available  here? 

A.     They  are. 

Q.     Will  you  produce  them,  please? 

A.     Here  they  are. 

The  Court :  Mr.  Harris,  I  believe  your  notes  are 
probably  here. 

Q.  (By  Mr.  Harris)  :  And  these  further  charts 
you  have  produced.  Colonel  Jones,  were  they  made 
^y  yo^>  or  under  your  direction,  in  the  same  manner 
as  to  which  you  have  testified  Exhibit  21-A  was 
made  ? 
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A.  In  precisely  the  same  way,  so  far  as  I  am 
concerned,  yes. 

Mr.  Harris:  These  charts  are  offered  into  evi- 
dence as  Plaintiff's  Exhibits  21-B 

The  Court:  Would  it  be  better  to  have  them 
taken  seriatum,  and  have  him  state  what  each  one 
successively  shows,  and  each  one  should  be  given 
the  number  of  the  exhibit,  21,  and  the  next  con- 
secutive letter. 

Mr.  Harris:  Verj^  well,  your  Honor,  but  I 
thought  perhaps  that  would  take  considerable  time, 
which  I  wanted  to  avoid,  if  possible. 

The  Court:  Are  the  charts  themselves  titled  so 
as  to  state  what  they  purpoii:  to  show?  Let  me  put 
it  this  way :  Do  all  of  them  deal  with  Exhibit  3,  the 
Schick  Colonel? 

Mr.  Harris:  They  all  deal  with  Exhibit  3,  and 
each  chart  separately  shows  plaintiff's  contention 
as  to  how  a  particular  claim  in  suit,  and  the  ele- 
ments of  it,  are  to  be  found  in  the  Schick  Colonel 
shaver. 

The  Court:  Very  well.  The  only  difference  is 
that  each  separate  chart  takes  up  a  separate  claim? 

Mr.  Harris:  That  is  correct.  The  claim  number 
is  on  the  top  of  each  separate  chart. 

The  Court:  Very  well.  They  will  be  received 
in  evidence,  and  the  clerk  will  number  the  exhibit 
following  Claim  1,  in  consecutive  order.  That  will 
be  Exhibit  21-B.   Would  you  care  to  identify  it? 

Mr.  Harris:  Just  briefly,  for  the  record.  The 
chart  referring:  to  Claim  11  is  offered  as  Plantiff's 
Exhibit  21-B; 
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The  chart  referring  to  Claim  17  is  offered  as 
Plaintiff's  Exhibit  21-C; 

The  chart  referring  to  Claim  18  is  offered  as 
Plaintiff's  [189]  Exhibit  21-D; 

The  chart  referring  to  Claim  19  is  offered  as 
Plaintiff's  Exhibit  21-E; 

The  chart  referring  to  Claim  20  is  offered  as 
Plaintiff's  Exhibit  21-P; 

The  chart  referring  to  Claim  22  is  offered  as 
Plaintiff's  Exhibit  21-G; 

The  chart  referring  to  Claim  23  is  offered  as 
Plaintiff's  Exhibit  21-H; 

The  chart  referring  to  Claim  24  is  offered  as 
Plaintiff's  Exhibit  21-1; 

The  chart  referring  to  Claim  25  is  offered  as 
Plaintiff's  Exhibit  21- J; 

The  chart  referring  to  Claim  26  is  offered  as 
Plaintiff's  Exhibit  21-K; 

The  chart  referring  to  Claim  27  is  offered  as 
Plaintiff's  Exhibit  21-L; 

The  chart  referring  to  Claim  28  is  offered  as 
Plaintiff's  Exhibit  21-M; 

The  chart  referring  to  Claim  29  is  offered  as 
Plaintiff's  Exhibit  21-N; 

The  chart  referring  to  Claim  30  is  offered  as 
Plaintiff's  Exhibit  21-0; 

The  chart  referring  to  Claim  31  is  offered  as 
Plaintiff's  Exhibit  21-P;  [190] 

And  the  chart  referring  to  Claim  32  is  offered  as 
Plaintiff's  Exhibit  21 -Q. 
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Mr.  L.  S.  Lyon:  It  is  m}^  understanding,  with 
reference  to  the  use  and  receipt  of  Exhihit  21 -A, 
that  that  will  be  understood  as  applying  to  this 
entire  series  21-A  to  Q,  inclusive? 

The  Court:  Yes,  21-B  to  Q  inclusive  will  be 
received  in  evidence  for  the  limited  purpose  here- 
tofore stated  with  respect  to  Exhibit  21-A. 

Q.  (By  Mr.  Harris) :  Colonel  Jones,  yesterday, 
in  response  to  a  question  from  the  court,  page  164 
of  the  record,  you  referred  to  rotating  the  end 
guards  of  the  shaver  illustrated  and  described  and 
disclosed  in  your  patent,  90  degrees,  or  through  a 
90-degree  angle,  and  also  referred  to  the  matter 
of  springs  pushing  on  the  cutting  head  outwardly. 
I  don't  think  the  record  is  clear  on  that,  and  I 
w^ould  like  to  have  you  explain  what  you  meant  by 
these  references  that  you  made  yesterday  to  those 
features.  [191]  Well,  if  I  might,  I  would  first  like 
to  state  that  at  that  time  yesterday  I  was  under 
the  impression  that,  according  to  the  drawings  in 
my  patent,  the  guards  could  be  rotated  approxi- 
mately^ 90  degrees;  but  after  those  questions  yester- 
day, I  last  night  examined  the  drawings  again  care- 
fully and  my  examination  indicates  to  me  that  the 
guards  cannot  be  rotated  that  far,  as  shown  in  the 
drawings.  They  can  be  rotated,  I  would  say, 
through  an  arc  of  between  45  and  60  degrees. 

Q.     That  is  the  maximum  rotation? 

A.  Maximum  rotation  outward  and  downward 
of  each  particular  guard.  Shall  I  go  on  about  the 
spring  ? 
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Q.     If  you  will,  please. 

A.  I  was  influenced  yesterday  by  something 
rather  extraneous,  but  I  wish  to  say  this  about  the 
springs  in  the  Schick  shaver.  In  December  of  1935, 
when  I  applied  for  this  patent,  in  the  Schick  shaver 
selling  at  that  time  there  were  two  springs  to  hold 
the  cutting  surface  of  the  cutter  18  in  closely  against 
the  cutting  surface  of  the  outer  shell  at  16.  Those 
springs,  however,  were  entirely  located  in  the  base 
portion  of  the  outer  element  of  the  cutting  head, 
this  outer  element  being  identified  as  12  in  Figure  5. 
The  amplitude  of  motion  of  those  springs  in  press- 
ing the  cutter  up,  I  would  think  w'ould  be  in  the 
vicinity  of  l/32nd  of  an  inch.  Those  springs  merely 
actuated  between  the  [192]  outer  shell  of  the  cutting 
head  and  the  inner  cutter.  They  had  no  tendency 
whatever  to  lift  the  cutting  head  as  a  whole  from 
its  base  in  the  handle  against  which  it  rested  at  any 
time  under  any  circumstances.  Consequently  there 
was  nothing  in  the  construction  of  the  shaver,  as 
illustrated  by  my  patent,  to  cause  or  tend  to  cause 
the  cutting  head  to  be  dislodged  from  its  proper 
position  in  the  handle  when  the  guards  were  ro- 
tated to  their  open  i^ositions. 

Q.  Also,  yesterday,  at  page  157  of  the  record 
you  referred  m  speaking  about  the  advantages  of 
your  construction  as  shown  in  your  patent,  you 
referred  to  the  head  as  having  or  there  l^eing  four 
relatively  sharp  edges  and  four  sharp  points  that 
might  press  uncomfortably  against  the  skin  of  the 
user.  Will  you  point  those  out  with  a  little  more 
exactitude  so  that  we  may  have  the  record  clear? 
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A.  The  four  edges  that  I  referred  to  then  con- 
sisted of  two  short  edges  found  at  the  ends  of  the 
cutting  head  and  in  proximity  to  the  respective  ends 
of  the  cutting  face ;  and  the  other  two  long  surfaces 
that  I  referred  to  were  the — or  I  beg  your  pardon — - 
not  "long  surfaces"  but  long  edges — long  edges  that 
I  referred  to  were  those  edges  at  the  respective 
sides  of  the  cutting  face  which,  in  my  patent,  are 
rounded  and  called  beads. 

Just  let  me  go  on  just  a  little  further.  These  four 
edges  form  the  boundaries  of  the  cutting  face  of  the 
outer  [193]  shell  of  the  cutting  head  of  the  Schick 
shaver,  and  the  junctions  of  those  four  lines  con- 
stitute the  four  points  that  I  referred  to. 

However,  there  are  other  edges.  There  are  edges 
extending  downward  from  those  points,  if  the  shaver 
is  held  in  a  vertical  position  with  its  cutting  head 
up.  There  would  be  four  of  those  also.  They  are 
not  quite  so  important  from  the  standpoint  of  dis- 
comfort as  the  four  mentioned. 

Q.  Does  any  view  of  the  drawing  of  your  patent 
illustrate  those  four  edges  that  you  first  mentioned  *? 

A.  Yes,  sir.  They  can  be  seen  in  Figure  4,  the 
outline  of  the  cutting  face  of  the  outer  element  of 
the  cutting  head. 

The  Court:  Is  not  the  shaver  always  supposed 
to  be  held  at  right  angles  to  the  surface  being 
shaved  ? 

The  Witness :  Very  closely  at  least,  your  Honor. 
I  remember  sometimes  T  have  experimented  shaving- 
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purposely  with  a  slight  deviation  from  that,  possibly 
like  you  see  a  surf  board  scooting  along  on  the 
surface  of  the  water. 

The  Court :  But,  for  the  most  satisfactory  result, 
the  shaver  should  be  at  right  angles,  the  handle  of 
the  shaver  should  be  at  right  angles  to  the  surface 
being  shaved*? 

The  Witness:  Generally  speaking,  I  would  say 
yes,  sir,  your  Honor.  However,  in  the  early  types 
of  Schick  shavers  that  I  used,  I  found  that  that 
sharp  front  edge  did  less  damage  to  my  skin  if  I 
elevated  it  a  little  bit,  the  front  [194]  edge  as  you 
are  moving. 

The  Court:  You  mean  if  you  hold  it  a  little  bit 
off  the  90  degree  angle,  is  that  it? 

The  Witness:  Yes,  sir;  a  little  bit  off  the  90 
degree  angle. 

The  Court:     Upwarc^? 

The  Witness:  So  that  it  would  move  as  a  to- 
boggan on  the  skin,  sort  of. 

The  Court:  But  would  any  other  part  of  the 
razor  touch  the  skin  except  the  shaving  head,  if  it 
is  held  properly  1 

The  Witness:  Well,  yes,  sir;  it  would.  May  I 
illustrate  that  in  this  manner?  Suppose  that  you 
have  a  shaver  of  this  kind  with  no  guard  elements 
at  the  ends. 

The  Court:  You  are  referring  to  the  shaving 
head  now? 

The  Witness:  I  know,  we  are  referring  to  the 
shaving  head. 
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The  Court:     By  "guard  elements"  you  mean  the 

ends  or  sides,  is  that  it?  What  do  you  call  the  sides « 

The  Witness :     I  call  the  sides  these  long  Y)ortions: 

The  Court:     The  long  face  of  it? 

The  Witness:     These  sides  that  are  more  than 

an  inch  long,  I  call  them  the  sides  in  speaking  of 

the  shaving  head. 

The    Court:     At   the    widest    dimension    of   the 
handle  or  of  the  head,  you  call  the  sides  ? 
A.     Yes,  sir.  [195] 

The  Court:     And  the  narrowest  dimension  you 
call  the  end,  is  that  it? 

The  Witness :     That  is  correct,  your  Honor. 
The  Court :     Very  well. 

The  Witness :  Now,  if  a  man  is  shaving  with  a 
shaver  of  this  type  and  it  has  long  end  guards,  and 
he  is  shaving  his  neck  and  he  is  moving  it  perhaps 
diagonally  from  below  his  ear  and  below  his  jaw  up 
toward  the  point  of  his  chin,  moving  it  quickly, 
trying  to  get  a  shave  within  a  reasonable  time,  he 
runs  into  a  concave  portion  of  his  skin  and  the  end 
portion  of  this  cutting  head  will  protrude  and  cause 
the  skin  to  adapt  itself  to  the  shape  that  exists  there 
on  the  shaver  and  it  will  form  a  sharp  recess  in.  the 
skin,  and  through  that  recess  which  must  be  con- 
tinuously formed  as  the  shaver  moves  will  be  forced 
this  rather  sharp  edge,  giving  the  scratching  effect, 
and  the  skin  will  be  not  only  in  contact  with  the 
shaving  face,  it  will  be  in  contact  with  the  surfaces 
at  the  end  of  the  shaving  head,  there  being  no  guard 
there  to  keep  the  skin  away  from  that  particular 
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place.   So,  for  that  reason,  I  say  that  the  skin  does 

not  come  in  contact  with  other  parts  of  the  shaving 

head  than  merely  the  shaving  face  of  the  shaving 

head. 

The  Court:  My  question  was — I  can  see  from 
your  illustration  that  the  ends  of  the  sha\dng  head 
would  come  in  contact  with  the  skin,  particularly  in 
shaving  the  neck  [196]  and  chin — but  I  am  refer- 
ring to  other  parts  of  the  razor  than  the  shaving 
head  itself. 

:  The  Witness:  Oh,  I  am  sorry,  sorry  I  did  not 
understand  your  question.  No;  no  other  part  of 
the  shaver  excepting  the  shaving  head,  in  the  ab- 
sence of  guards,  should  come  in  contact  with  the 
skin. 
;    Mr.  Harris:     Council  may  cross-examine. 

The  Court:  We  might  take  the  morning  recess 
at  this  time  of  five  minutes. 

(Short  recess.) 

Cross-Examination 
By  Mr.  L.  S.  Lyon : 

Q.  Col.  Jones,  before  you  filed  your  patent  ap- 
plication did  you  construct  or  have  constructed  a 
razor  embodying  the  improvements  that  are  re- 
ferred to  in  your  patent  in  suit?  A.     No,  sir. 

Q.     Have  you  ever?  A.     I  have  never. 

Q.  I  show  you  a  razor  and  ask  you  to  examine 
it  and  state  whether  or  not  it  embodies  the  improve- 
ments which  you  refer  to  in  the  patent  in  suit? 
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Mr.  Harris:  May  the  witness  take  this  shaver 
apart? 

Mr.  L.  S.  Lyon:     Oh,  certainly,  certainly. 

A.  May  I  say,  first,  sir,  that  this  has  a  different 
construction  [197]  than  my  patent  shows'? 

Q.     In  what  respect? 

A.  There  are  apparently  springs  here  that  push 
this  shaving  head  hard  np  away  from  the  handle. 
I  believe  springs  of  this  general  nature  appeared  in 
the  Schick  product  some  years  after  my  patent  was 
applied  for. 

Q.  Would  the  fact  that  such  springs  were  em- 
bodied in  the  razor  mean  that  your  improvements 
did  not  apply  ? 

A.  Well,  it  would  mean  that  this  sort  of  a  con- 
struction would  be  unsatisfactory  and  unacceptable 
so  far  as  use  as  a  shaver  is  concerned,  in  my 
opinion. 

Q.     Why? 

A.  Well,  it  would  tend  to  throw  the  cutter  head 
out  away  from  the  handle. 

Q.  You  mean  the  construction  shown  in  your 
patent  would  not  apply  or  could  not  be  used  satis- 
factorily with  the  shaver  having  those  springs  in  it  i 

A.     Yes,  sir. 

Q.  Otherwise  than  that  and  if  you  can,  elimin- 
ating from  consideration  those  springs,  do  you  find 
the  improvements  referred  to  in  your  patent  em- 
bodied in  the  model  or  specimen  that  I  have  just 
handed  you? 
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I  don't  want  to  approach  the  witness  if  the  Court 
would  prefer  I  stand  over  here,  but  when  he  has 
the  model,  your  Honor,  I  find  it  a  little  more  con- 
venient if  I  may.  [198] 

The  Court:     Whatever  is  practicable. 

Mr.  L.  S.  Lyon:  Judge  Trippett  used  to  accuse 
the  patent  lawyers  of  always  walking  around  the 
witness  and  would  say,  ^'You  patent  lawyers  go 
back  and  sit  down." 

:  The  Court:  It  is  very  difficult,  sometimes,  if  the 
witness  is  looJving  at  something  and  you  want  to  see 
it,  too,  unless  you  have  a  duplicate  of  what  he  is 
looking  at. 

Mr.  L.  S.  Lyon:     I  have. 

The  Court :     It  is  very  difficult  to  examine. 

A.  I  noticed  that,  considering  the  angle  to  which 
one  of  these  guards  may  be  rotated,  the  lip  27  is 
down  to  such  a  low  position  that  it  would  no  longer 
resist  longitudinal  movement  of  the  cutter  head. 
However,  that  would  not  be  of  any  great  signifi- 
cance but  it  is  a  fact  that  these  open  farther  than 
that  drawing  in  my  patent  permits.  There  may  be 
other  slight  differences  but,  in  general,  with  the 
exceptions  stated,  at  this  hasty  examination  of  mine, 
it  appears  that  this  is  similar  to  the  construction 
advocated  by  my  patent. 

Q.  (By  Mr.  L.  S.  Lyon) :  And  by  "similar" 
you  mean  tliat  it  embodies  the  improvements  that 
are  set  forth  in  your  ])atent'? 

A.  Well,  in  some  degree  at  least.  I  don't  know 
whether  these  transversely  rounded  surfaces — it  ap- 
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pears  to  me  that  those  transversely  rounded  sur- 
faces of  the  guard  [199]  elements  are  not  as  well 
rounded  as  in  my  patent,  possibly. 

Q.  Does  your  patent  depend  in  that  respect  upon 
any  particular  amount  of  rounding'? 

A.  Well,  only  in  that  a  very  minute  amount  of 
rounding  would  not  do  much  good. 

Q.     How  much  rounding  would  it  require? 

A.  Well,  that  is  a  rather  difficult  question  for 
me  to  answer. 

Q.  Well,  did  you  ever  conduct  any  experiments 
to  find  out?  A.     No;  I  didn't. 

Q.     Have  you  ever  conducted  any  to  find  out? 

A.  I  did  my  every-day  shaving  ever  since  I  first 
used  an  electric  shaver,  have  been  in  a  measure 
experiments  to  find  out  such  things  as  that. 

Q.  Do  you  know  how  much  rounding  you  would 
have  to  embody  to  be  practical  and  successful  ? 

A.  It  is  not  possible,  I  believe,  to  fix  any  pre- 
cise line  of  demarcation.  A  liberal  rounding  is  pref- 
erable to  a  minor  rounding.  I  think  I  might  say  that 
my  preference  is  for  a  liberal  rounding  and  that  I 
really  intended  a  more  liberal  rounding  than  is 
shown  in  the  drawings,  but  that  is  beside  the  point. 

Q.  Will  you  refer  to  your  patent,  to  any  place  in 
your  patent  that  states  that  there  shall  be  a  liberal 
rounding  or  how  much  rounding  there  shall  be? 

A.  There  is  a  point  in  the  patent  where  it  says 
that  the  guards  at  the  inner  end  of  the  longitudinal 
rounding  are  relatively  thick.  ^Phe  thicker  the 
guards  are  at  that  point  the  greater  is  the  radius 
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of  the  rounding;  and  that  very  point  is  indicative 
of  the  need  for  the  guards,  because  you  cannot 
round  the  relatively  thin  metal  of  the  shaving  head 
at  the  end.  If  you  extend  the  metal  around  there, 
you  would  not  be  able  to  get  the  cutter  out  of  the 
outer  shell. 

Q.  Then  what  you  mean  to  say  is  that  the  amount 
of  roimding  will  depend  upon  the  thickness  of  the 
end  of  the  guard  at  the  point  marked  24  in  your  pat- 
ent, is  that  right? 

••.  A.  When  we  are  speaking  of  longitudinal  round- 
ing— well,  and  that  would  apply  also  to  transverse 
rounding,  provided  the  transverse  rounding  was 
done— I  mean  the  thickness  is  necessary  for  the 
rounding.  You  might  have  the  thickness  without 
having  the  rounding. 

:  Q.  And  you  could  have  a  thick  end  on  your 
guard  20  of  3^our  patent  and  have  a  very  slight 
amount  of  rounding,  could  you  not? 

A.     Yes,  sir;  that  could  l)e  done. 

Q.  Is  there  anything  in  your  patent  that  tells 
you  how  much  rounding  to  employ  on  these  ends  of 
your  members  20  of  your  patent  ? 

A.  I  think  there  is,  although  not  precisely.  I 
think  that  is  indicated  in  this  way:  That  the  very 
first  mention  [201]  of  the  purpose  of  the  patent,  or 
the  criticism  of  the  prior  art,  is  that  need  for  the 
rounding  the  sharpness  of  those  edges. 

Q.  Now,  will  you  examine  the  thickness  of  the 
ends  of  the  guards  20  on  this  specimen  that  I  have 
handed  you,  and  state  whether  or  not  those  ends  are 
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sufficiently  thick  to  accomplish  the  improvement /you 
have  set  forth  in  the  patent  in  suit.  [202]  '■:■■  ■■'< 

A.  Well,  I  have  no  micrometer  to  measure  this 
thickness.  It  looks  a  little  skimpy  to  me.  I  would 
prefer  that  it  be  thicker,  and  more  fully  rounded. 

Q.  You  say  you  would  prefer  it.  Can  you  state 
w^hether  or  not  it  is  sufficient,  as  it  appears  in  this 
model  or  specimen  that  I  have  handed  you  ? 

A.  It  is  certainly  sufficient  to  give  a  very  great 
deal  of  improvement  and  comfort  over  the  absence 
of  any  guards. 

Q.  But  is  it  sufficient  for  the  purpose  stated  in 
your  patent? 

A.  That  demands  a  relative  answer,  it  seems 
to  me. 

The  Court:  The  question  is,  how  does  it  appear 
to  you,  from  your  examination  ? 

The  Witness:  It  appears  to  me  to  be  sufficient, 
although  not  as  much  as  desirable. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Does  your  patent  in 
suit  teach 

The  Court:  Don't  you  think  we  had  better  mark 
this  specimen,  so  the  record  will  be  clear  ? 

Mr.  L.  S.  Lyon :  The  model  which  the  witness  has 
examined,  Vv^hich  he  has  referred  to  in  his  testirhony, 

is  offered  in  evidence  as  Defendants'  Exhibit  Nol  A. 

*  *  *  *  *         .      *  •  • 

The  Court:  You  will  have  ample  opportunity  to 
examine  it.  Defendants'  Exhibit  A,  the  specimen 
razor  concerning  which  the  witness  has  just  testi- 
fied, is  received  in  evidence. 
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Q.  (By  Mr.  L.  S.  Lyon) :  In  addition  to  the 
thickness  of  the  end  of  the  guard  24,  the  effect  that 
you  are  seeking  to  produce  by  rounding  that  end 
depends  upon  the  angle  at  which  it  is  rounded, 
doesn't  it? 

A.  I  don't  think  I  understand  just  what  you 
mean  by  the  angle  at  which  it  is  rounded. 

Q.  What  do  you  mean  by  "rounded"  in  your 
testimony  ? 

A,  Well,  rounding  is  perfectly  ideal  for  the  pur- 
pose. It  would  probably  be  cylindrical  rounding 
or  spherical  rounding,  or  comprised  between  the 
two. 

Q.  I  am  trying  to  find  out  what  it  is,  as  de- 
scribed in  your  patent,  and  as  you  have  used  the 
term  in  your  testimony. 

A.  Are  you  referring  particularly  to  the  end 
guards  ? 

Q.  I  am  talking  about  the  rounding  of  the  ends 
of  the  guards  20.  [204] 

A.  The  ends  of  the  guards  20,  as  contemplated 
and  expressed  by  my  patent,  are  longitudinally 
roiDided  and  transversely  rounded,  and  I  believe 
there  is  something  in  the  patent — I  don't  remem- 
ber the  words,  but  it  indicates  that  the  junction 
of  those  two  rounded  surfaces  is  also  rounded. 

Q.  Colonel  Jones,  I  want  you  to  feel  free  to  look 
at  the  patent  at  any  time  during  the  cross-exami- 
nation. You  have  the  patent  in  front  of  you.  I 
don't  want  to  ask  you  to  rely  on  your  recollection 
unless  you  are  sure  you  remember  what  the  patent 
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states.  This  matter  of  adding  comfort  to  the  Schick 
razor,  which  you  referred  to  on  your  direct  exami- 
nation, depends  entirely  on  eliminating  the  sharp 
corners,  or  sharp  edges  at  the  razor  head,  is  that 
correct  1 

A.  Yes,  I  think  that  is  correct.  However,  I 
w^ould  like  to  qualify  that  hy  saying  I  think  a  little 
preferred  phraseology,  although  not  in  any  way  dif- 
ferent from  the  obvious  meaning  of  my  patent,  is  to 
refer  to  the  edges  possibly  where  three  surfaces 
make  a  point.  That  is,  of  course,  very  objectionable 
from  the  standpoint  of  comfort. 

Q.  I  am  using  the  word  ''corner"  in  the  same 
sense  you  use  "points" — do  you  understand  that? 

A.     Yes. 

Q.  So  far  as  improving  the  comfort  in  the  Schick 
razor  is  concerned,  by  what  is  shown  in  your  pat- 
ent in  suit,  that  improvement  is  accomplished  en- 
tirely by  eliminating  the  sharp  [295]  corners  or 
points  or  sharp  edges,  is  that  correct  *? 

A.  That  is  correct,  provided  that  we  mean  by 
that  the  substitution  of  curved  surfaces  or  rounded 
liberal  radius. 

Q.  The  value  of  that  radius  is  in  no  case  in  the 
specifications  of  your  patent  in  suit,  is  if? 

A.     Well,  yes. 

Q.  Will  you  turn  to  the  specification  and  point  to 
any  place  in  the  wording  of  the  specification  which 
specifies  the  value  of  that  radius?  At  any  time  in 
this  examination,  Colonel  Jones,  that  it  will  take  a 
considerable  time  to  arrive  at  an  answer,  because 
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you  have  to  examine  the  document,  or  something, 
and  you  would  rather  make  that  examination  dur- 
ing the  recess,  to  save  the  court's  time,  you  can  take 
the  question  under  advisement,  as  we  say  in  our 
calculating  machine  case. 

A.  I  am  not  sure  that  I  can  find  an  answer  to 
that  question  immediately.  I  hardly  think  it  ought 
to  be  necessary,  because  what  I  refer  to  is  just  what 
you  doubtless  recall.  It  says  that  the  guards  at  this 
certain  point  are  reasonably  thick.  That  starts  a 
curve  more  or  less  as  a  90-degree  segment  of  a 
circle. 

Q.  You  can  haA^e  just  as  little  rounding  on  an 
edge  or  corner  of  a  guard  20  having  a  thick  end  as 
with  a  thin  end  ? 

A.  These  are  rounded  the  maximum  of  that 
thickness. 

Q.     Does  the  specification  so  state?  [206] 

A.     The  drawings  so  show. 

Q.     Does  the  specification  so  state? 

A.     Not  in  those  words,  no,  sir. 

Q.  Supposing  you  merely  beveled  off  at  a  45- 
degree  angle  the  edge  at  the  end  of  the  guard  20, 
instead  of  rounding  it  off,  would  that  add  any  com- 
fort to  the  shaving  with  the  Schick  razor  ? 

A.  If  that  bevel  went  right  up  to  a  sharp  point, 
so  far  as  the  guard  was  concerned,  the  guard,  of 
course  lying  adjacent  and  against  the  end  of  the 
cutting  head,  that  would  not  add  comfort. 

Q.  Would  it  eliminate  discomfort  if  the  edge  was 
beveled  off? 
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A.  I  visualize  this  beveled  off  surface  approach- 
ing the  cutting  face  of  the  head  at  an  angle  not  very 
far  distant  from  a  right  angle.  And  in  that  case  I 
don't  see  how  any  comfort  would  be  added.  The 
end  of  the  guard  would  be  more  or  less  of  a  sharp 
edge  resting  against  the  end  of  the  cutting  head 
at  its  cutting  face. 

Q.  I  am  referring  now  to  the  numeral  20  as  ap- 
plied in  the  upper  right-hand  view  of  Figure  3  of 
the  drawings  of  the  patent  in  suit.  That  numeral 
20  is  applied  to  a  curved  surface,  is  it  not? 

A.     Yes,  sir. 

Q.  Supposing  that  that,  instead  of  being  a  curved 
surface,  was  beveled  off  at  45  degrees,  would  that 
eliminate  any  of  the  tendency  of  the  edge  that  would 
otherwise  be  formed  at  the  end  of  the  guard  20 
scratching,  or  adding  discomfort  to  the  face  dur- 
ing shaving? 

A.  I  will  answer  that  by  stating  that  the  ques- 
tion of  a  45-degree  angle  that  you  describe  would 
decrease  the  discomfort  to  some  extent.  However, 
I  wish  to  qualify  that  by  adding  this:  That  if  that 
angle,  instead  of  being  45  degrees,  gave  a  sharp, 
slender  taper,  and  the  guard  as  it  approached  that 
cutting  face,  we  will  say  at  an  angle  10  degrees  or 
so  off  of  normal,  off  of  90  degrees,  I  don't  think 
there  would  be  any  practicable  decrease  of  discom- 
fort with  a  45-degree  angle.  You  would  present  to 
the  face,  instead  of  the  sharp  edge  of  the  end  of  the 
shaving  face, — you  would  present  two  45-degree 
angles. 
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Q.  It  would  be  better  than  one  90-degree  angle, 
would  it  not?  A.     It  would  somewhat. 

Q.  Would  that  embody  the  improvement  that 
you  are  referring  to  in  your  patent  ? 

A.  I  would  say  that  if  you  had  a  45-degree  angle 
there  and  the  extremities  of  that  angular  surface, 
the  45-degree  angles  were  perfectly  sharp,  you 
would  not  call  that  complying  with  the  intent  of 
this  patent. 

Q.  If  you  wanted  to  roimd  off  the  corner,  could 
you  [208]  round  it  off  by  beveling  it  off  45  degrees  ? 

A.     You  don't  round  it;  of  course  not. 

Q.  That  rounding  applies  to  something  different 
than  beveling,  and  indicates  some  kind  of  a  curva- 
ture, as  you  have  used  the  term,  is  that  so? 

A.     The  curvature,  however,  might  be  variable. 

Q.  Depending  on  what  that  curvature  was,  you 
might  or  you  might  not  obtain  the  added  comfort, 
the  purpose  directed  in  your  patent,  is  that  correct  ? 

A.  Depending  on  what  it  was,  yes.  I  don't  know 
just  how  to  answer  that  question.  If  you  eliminate 
the  sharp  edge,  you  increase  the  comfort. 

Q.  How  sharp  does  the  edge  have  to  be  to  be  a 
sharp  edge,  as  you  are  using  that  term,  a  90-degree 
edge? 

A.  It  is  a  sharp  edge  if  it  is  as  sharp  as  the  ends 
of  this  Schick  shaver  are  right  now,  with  the  whisk- 
its  in  the  o]:)en  position,  or  removed. 

Q.     You  are  referring  to  Exhibit  3? 

A.     Yes. 
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Q.  Do  you  know  whether  or  not  those  edges  have 
been  rounded  off  in  the  manufacture  of  that  exhibit  ? 

A.  Yes,  there  is  a  certain  very  minute  rounding 
there. 

Q.     Why  do  you  say  it  is  minute  ? 

A.     Because  it  isn't  enough  to  get  any  comfort. 

Q.  Do  you  know  of  your  own  knowledge  the 
steps  that  [209]  are  taken  in  the  manufacture  of 
that  device.  Exhibit  3,  by  the  Schick  Company? 

A.  No,  but  I  know  I  shaved  this  morning  with 
a  Schick  Colonel  shaver,  with  the  guards  removed, 
and  I  know^  how  it  felt  on  my  face. 

Q.  Do  you  know  how  the  edges  you  have  called 
attention  to  are  rounded  off  by  a  special  step  taken 
in  the  manufacture  of  that  device? 

A.  I  know  that  these  edges  are  not  rounded  in 
the  sense  of  this  patent,  and  I  know  they  are 
rounded  to  some  extent. 

Q.  Will  you  say  how  much  they  can  be  rounded 
without  being  rounded  within  the  sense  of  the 
patent  ? 

A.  The  metal  is  not  thick  enough  to  permit  them 
to  be  rounded  in  the  sense  of  the  patent. 

Q.  How  much  do  they  have  to  be  to  comply  with 
this  phrase  you  have  used,  to  be  rounded  in  the  sense 
of  the  patent? 

A.  That,  as  1  said  before,  is  a  variable.  You  take 
the  thickness  of  these  guards  on  this  exhibit  re- 
cently submitted,  that  increases  the  comfort  very 
greatly  over  the  absence  of  any  guards,  and  yet  there 
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isn't  as  much   curvature  in  there  as  desirable  in 

order  to  give  a  very  liberal  or  extreme  degree  of 

comfort. 

Q.  Colonel  Jones,  assume  that  you  are  a  manu- 
facturer, and  wanted  to  round  these  edges  off  of 
your  shaver,  but  you  don't  want  to  infringe  your 
patent.  As  you  read  the  patent,  [210]  does  the  pat- 
ent tell  you  how  much  you  can  round  them  off  with- 
out infringing? 

The  Court:  Aren't  you  gentlemen  speaking 
about  two  different  things'?  Aren't  you  asking  him 
about  the  rounding  of  the  ends  of  the  shaving  head, 
and  isn't  he  speaking  about  the  guards? 

Mr.  L.  S.  Lyon:  Yes,  your  Honor,  but  it  is  the 
same  thing.  You  can  round  off  the  edge  of  the 
shaving  head  by  rounding  it  off  itself  or  putting 
on  an  element. 

The  Court:  I  w^anted  to  be  sure  you  under- 
stood it. 

The  Witness:  My  understanding  and  belief  is 
that  that  is  just  the  trouble.  You  can't  round  the 
shaving  head  to  any  degree  that  is  helpful  because 
the  metal  must  not  be  thick  enough  there  to  do  that, 
and  if  you  extend  it  down  you  would  have  the  cut- 
ter imprisoned  so  you  would  have  to  have  a  sepa- 
rate jnece  in  order  to  take  the  rounding. 

Q.  (By  Mr.  L.  S.  Lyon) :  Is  that  the  best  an- 
swer you  can  give  to  my  question  ? 

A.  If  I  understand  your  question,  I  think  that 
is  a  pretty  good  answer.  Maybe  I  don't  understand 
your  question. 
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Q.  Suppose  I  am  going  to  put  some  whisk-its 
on  my  razor  head,  but  I  don't  want  to  round  off  the 
ends  of  them  enough  to  conflict  with  your  patent — 
how  much  rounding  can  I  have  and  not  employ  the 
rounding  that  you  say  is  contemplated  by  your 
patent?  [211] 

A.  I  don't  think  you  could  have  any  rounding 
at  all  on  the  whisk-its  without  infringing  my  patent. 

Q.     Can  you  bevel  off  the  ends? 

A.  So  far  as  the  rounding  is  a  part  of  my  pat- 
ent, certainly.  As  I  said  before,  if  you  ran  a  slope 
up,  and  it  gave  the  sharp  edge,  it  would  not  be,  of 
course,  the  same  sharp  edge  after  the  whisk-its  was 
closed,  because  it  would  bear  right  up  against  the 
end  of  the  cutting  head.  A  beard  cutting  catcher 
of  that  type,  in  my  opinion,  would  certainly  be  no 
infringement  on  my  patent,  so  far  as  the  rounded 
surfaces  are  concerned. 

Q.  You  concede,  then,  am  I  correct,  that  if  the 
Schick  razors  were  made  with  whisk-its  that  came 
to  a  sharp  end  at  the  top,  that  would  not  infringe 
your  patent  ? 

A.     So  far  as  any  rounding  is  concerned, 

Q.     For  any  reason? 

A.  I  would  have  to  study  that  before  I  give  an 
answer  to  that. 

Q.     You  are  not  prepared  to  answer  that? 

A.     I  am  not  prepared  to  answer  that. 

Q.  You  are  not  prepared  to  state  how  much  that 
could  be  rounded  without  infringing  your  patent, 
insofar  as  your  patent  is  directed  to  rounding? 
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A.  I  would  say  they  could  not  be  rounded  at  all 
without  infringing  my  patent,  if  you  are  speaking 
of  the  end  guards.  [212] 

Q.  But  you  say  beveled-off  edges  would  not  be 
rounding,  is  that  right? 

A.  Of  course,  a  rounded  surface  is  nothing  but 
a  series  of  infinite  bevels,  so  far  as  that  is  con- 
cerned, if  you  are  referring  to  the  bevel.  I  am 
not  admitting  anything,  but  I  presume  that  that 
would  not  be  rounding  as  contemplated  by  my 
patent. 

Q.  If  you  made  the  bevel  in  two  steps  would 
that  be  rounding,  within  the  meaning  of  your 
patent  % 

A.  I  don't  think  that  I  should  be  called  upon  to 
make  admissions  of  that  sort.  I  think  that  is  a 
matter  for  my  attorney  to  plead  rather  than  for 
me  to  testify  to. 

Q.  I  am  just  trying  to  find  out.  Colonel  Jones, 
what  you  contend,  as  a  part  of  the  cross-examina- 
tion, as  your  interpretation  of  the  patent.  If  you 
can't  answer  the  question,  if  you  will  so  state  that 
mil  be  an  answer. 

Mr.  Harris:  If  the  Court  please,  I  object  to  the 
question  on  this  ground,  that  none  of  the  shavers 
manufactured  by  the  Schick  Company,  to  our  knowl- 
edge, have  any  beveled  end  guards  whatever  on 
them.   It  is  not  an  issue  in  this  case  in  any  way. 

The  Court:  Does  the  plaintiff  contend  that  the 
use  of  any  sort  of  an  end  guard,  whether  it  has  a 
sharp  edge  or  not,  is  an  infringement  of  the  patent 
in  suit? 
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Mr.  Harris :  Certainly  not,  your  Honor.  The  end 
guard  [213]  must  be  rounded  so  as  to  provide  shav- 
ing comfort,  which  we  are  talking  about. 

The  Court :  In  other  words,  the  end  guard  itself 
is  not  a  part  of  the  invention  claimed  by  plaintiff  ? 

Mr.  Harris :  It  is  a  part,  of  the  invention,  and  no 
one  else  put  any  end  guards  on  shavers  until  Colonel 
Jones  disclosed  it. 

The  Court :  If  Schick  puts  end  guards  on  razors, 
no  matter  what  kind  of  ends, — they  may  be  good,  or 
they  may  be  bad,  is  it  claimed  that  that  infringes 
the  patent  in  suit? 

Mr.  Harris:  I  don't  think  we  are  called  upon  to 
answer  that,  because  the  only  end  guards  in  suit  we 
say  are  rounded,  or  in  the  patent — we  say  this  with- 
out committing  ourselves  in  any  way  in  any  future 
litigation, — that  if  they  put  an  end  guard  on  the 
shaver,  in  which  you  left  sharp  comers  on  the  cut- 
ting head  projecting  so  as  to  interfere  with  shaving 
comfort,  then  I  would  not  contend  that  was  an  in- 
fringement of  the  patent.  This  is  a  patent  covering 
end  guards  rounded  so  as  to  add  shaving  comfort  to 
the  user. 

The  Court:  Any  guard  not  rounded  would  in- 
fringe the  patent? 

Mr.  Harris:  I  don't  want  to  be  committed  by 
that,  because  I  don 't  know  what  the  future  litigation 
will  be. 

The  Court:  If  the  plaintiff  claims  any  kind  of 
a  guard  on  a  dry  shaver  is  an  infringement  of  his 
patent,  we  don't  [214]  need  any  refinements. 
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Mr.  Harris:  We  don't  claim  that  in  this  case. 
We  claim  the  primary  basic  invention  is  the  provi- 
sion of  end  guards  that  add  this  desired  comfort  to 
the  user,  and  any  end  guards  which  could  be  made, 
and  there  are  many  that  can  be  made,  I  think  this 
can  be  readily  understood  by  referring  to  the  devices 
in  suit, — many  could  be  made  -without  these  rounded 
edges  and  rounded  corners,  and  would  not  have  any- 
thing to  do  with  the  patent  in  suit. 

The  Court:  I  then  misunderstood  your  opening 
statement,  that  the  plaintiff  claimed  that  the  use  of 
any  sort  of  end  guard  on  a  dry  shaver  such  as  this, 
would  infringe  his  patent. 

Mr.  Harris:  No,  j^our  Honor;  I  am  sorry.  It  is 
the  end  guard  with  the  rounding  that  conforms  to 
the  shaving  head,  so  that  the  sharp  edges  and  cor- 
ners of  the  shaving  head  are  eliminated.  That  is  the 
invention.  It  does  not  have  anything  to  do  with  the 
invention  of  a  guard.   You  can  put  a  flat  plate  on. 

The  Court:  Plaintiff  has  presented  on  direct  ex- 
amination his  contentions.  Counsel  on  cross-exami- 
nation would  be  permitted  to  test  the  scope  of  his 
contentions. 

Mr.  Harris:  I  think  that  is  perfectly  proper. 
The  only  thought  I  point  out,  in  the  question  now, 
is  that  it  is  relating  to  devices  which  are  not  in  suit 
here.  If  the  defendants  have  any  shavers  which 
they  have  made  which  they  wish  to  take  [215]  up 
now,  as  to  whether  we  claim  they  are  infringements 
of  this  patent,  we  will  be  glad  to  do  so,  but  this  is 
merely  a  hypothetical  question.  Have  I  answered 
your  Honor's  question? 

(Last  question  read  by  the  reporter.)   [216] 
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The  Court:  Yes;  I  think  you  have.  I  think  in 
view  of  the  direct  examination,  counsel  is  entitled 
to  test  the  scope  of  those  contentions,  and  that  is 
undoubtedly  the  reason  why  Mr.  Lyon  permitted  the 
plaintiff  to  state  his  contentions  on  his  direct  exami- 
nation ;  he  wished  to  test  the  scope  of  them  on  cross. 
Objection  overruled. 

Mr.  L.  S.  Lyon :     Do  you  have  the  question? 
(Question  read  by  the  reporter.) 

A.  The  bevel  made  in  two  steps  with  sharp  junc- 
tions of  the  surfaces  involved  would  be  rounding, 
in  my  opinion. 

Q.  How  round  does  the  edge  have  to  be  to  be 
rounded  as  you  have  used  that  term ;  can  you  tell  us  ? 

A.  Well,  as  I  said  before,  a  curved  surface  is 
nothing  but  an  infinite  series  of  bevels,  and  there 
is  no  sharp  line  of  demarcation. 

Q.     Well,  your  patent  does  not  give  any,  does  it? 

A.  No;  it  doesn't  give  any.  My  pat\ent  doesn't 
attempt  to  define  the  precise  line  of  demarcation  be- 
tween a  series  of  bevels  and  a  curved  surface. 

Q.  You  have  stated  that  this  idea  of  these  im- 
provements which  are  set  forth  in  the  patent  in  suit 
came  to  you  because  you  were  using  a  1934  model 
Schick  razor,  is  that  correct? 

A.     I  think  that  is  not  correct,  sir. 

Q.  AVell,  you  did  refer  to  a  razor  that  you  were 
using  [217]  and  which  3^ou  said  had  shai'p  edges 
and  corners,  and  which  you  were  unable  to  pro- 
duce; do  you  remember  that? 

A.     I  did ;  yes,  sir. 
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Q.  Was  that  the  razor  that  you  intended  to  illus- 
trate in  the  drawings  of  the  patent  in  suit,  and  with 
the  additions  that  are  described  in  the  patent? 

A.  With  the  additions  and  modifications,  I  would 
say  yes,  sir. 

Q.  That  is  the  razor,  that  1934  razor  that  I  am 
referring  to? 

A.  I  don't  know  about  that.  I  bought  it,  I  think, 
in  the  late  summer  of  1935. 

Q.  But  you  say  it  did  not  have  these  springs 
with  sufficient  power  under  the  heads  so  that  if  the 
screw  was  loosened  the  head  would  be  moved  or 
snapped  outwardly,  is  that  right? 

A.  It  was  not  a  question  of  power.  The  springs 
were  not  there  at  all  where  they  could  have  any  lift- 
ing influence  on  the  cutting  head. 

Q.  I  am  going  to  hand  you  a  specimen  of  a 
Schick  razor  and  ask  you  how  that  compares  with 
the  device  that  you  are  referring  to  as  having  pur- 
chased some  time  in  1935. 

Mr.  Harris:  May  we  have  this  given  a  number 
for  identification,  first,  please? 

Mr.  L.  S.  Lyon:  I  will  be  glad  to.  I  will  ask 
that  this  [218]  be  marked  Exhibit  $  for  identifica- 
tion. 3 

The  Court:  That  is  the  specimen  razor  just 
shown  the  witness? 

Mr.  L.  S.  Lyon:     Yes,  your  Honor. 

A.  This  shaver  is  unmistakably  an  earlier  model 
than  the  one  that  I  had.  This  shaver,  I  am  almost 
positive,   has   a   little   different  bevelina:   effect   on 
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those  edges  than  the  shaver  that  I  purchased  in 
1935.  The  shaver  that  I  purchased  in  1935  I  am 
almost  positive  had  edges  that  were  sharper  than 
this,  although  I  will  say  that  this  shaver  as  exhib- 
ited here  would  be  very  uncomfortable  to  shave  with 
and  would  necessitate  a  slow  manipulation  which 
would  make  the  shaving  time  very  unsatisfactory. 

Q.  I  call  your  attention  on  this  Exhibit  B  to  the 
fact  that  the  shaving  head  on  each  side  has  a  bead. 
Do  you  see  the  bead  ? 

A.  Well,  I  have  a  magnifying  glass  here,  and 
if  I  may  look  at  this  with  a  magnifying  glass  per- 
haps I  can  answer  your  question  better.  I  hope  I 
have  it  here.  I  did  have  it.  (Examining  through 
glass.)  I  would  say  from  a  casual  and  not  very 
thorough  examination,  that  this  shaving  head  on 
this  shaver  has,  to  a  limited  extent — of  course,  I  em- 
phasize ''to  a  limited  extent" — beads  that  are  some- 
what beveled  and  somewhat  rounded. 

Q.  Were  there  such  beads  on  the  1935  Schick 
razor  that  [219]  you  purchased  and  which  you 
undertook  to  improve  by  the  additions  in  the  patent 
in  suit? 

A.  The  metal  was  thicker  at  those  edges,  so  far 
as  I  know,  on  all  of  the  Schick  shavers.  The  sharp- 
ness of  the  edge  I  have  excellent  reason  to  believe 
from  my  observations  has  differed  a  little  from 
time  to  time,  but  all  of  them  have  been  too  sharp 
for  any  reasonable  degree  of  comfort  when  shav- 
ing, in  the  early  models. 
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Q.  I  am  sorry,  but  that  was  not  my  question. 
My  question  was:  Did  this  earlier  model  that  you 
purchased  in  1935  have  those  beads  on  it? 

The  Court :  You  mean  the  beads  that  the  witness 
has  referred  to  in  Exhibit  B  for  identification? 

Mr.  L.  S.  Lyon:  Like  in  Exhibit  B  for  identi- 
fication; yes,  your  Honor. 

A.  I  could  not  state  that  they  did  have,  because 
my  impression  is  that  that  model,  1935,  it  was  more 
nearly  than  this  is — it  more  nearly  than  this  shaver 
approached  the  type  of  head  shown  in  the  Schick 
patent  applied  for  in  September  of  1935. 

Q.  Let  us  eliminate  from  consideration  just  for 
the  purpose  of  this  question  the  question  of  whether 
the  beads  were  rounded,  and  let  us  first  get  your 
recollection  as  to  w^hether  or  not  that  Schick  1935 
razor  that  you  have  referred  to  had  beads  along 
the  edges  of  the  cutting  head.  [220] 

A.  My  understanding  of  the  use  of  the  word 
''bead"  is  that  it  is  necessarily  rounded  or  it  is  not 
a  bead. 

Q.  Did  the  edges  along  the  wide  dimension  on 
opposite  sides  of  the  cutter  heads  project  outwardly 
in  a  similar  manner  to  that  shown  in  Exhibit  B, 
elimmating  now  for  the  moment  how  sharp  those 
projections  were? 

A.  In  both  cases  the  metal  projected  outwardly 
beyond  the  plane  of  the  outer  side  faces  of  the 
shaving  head. 

Q.  And  did  the  slits  across  the  cutter  head  ex- 
tend out  so  that  they  were  open-ended? 
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A.  I  think  that  the  slits — I  don't  think  I  have 
ever  seen  a  Schick  razor  where  the  slits  did  not 
go  through  that  metal  which  extends  beyond  the 
flat  face,  the  flat  side  face  of  the  shaving  head. 

Q.  Now,  so  far  as  the  construction  of  the  shav- 
ing head  itself  is  concerned  you  do  not  claim  that 
you  have  added  anything  to  the  Schick  prior  design, 
except  that  you  have  rounded  off  to  a  greater  extent 
these  beads  in  the  patent  in  suit,  is  that  correct? 

A.  So  far  as  that  particular  phase  of  improve- 
ment is  concerned,  my  only  accomplishment  was  to 
make  those  beads  larger,  with  a  greater  radius,  and 
round  them  in  a  better  way  so  as  w^e  would  have 
comfort  there,  instead  of  the  discomfort  that  was 
marked  and  existed  in  all  models  that  I  have  ever 
seen  of  the  earlier  shavers.  [221] 

Q.  Novv^,  in  those  earlier  shavers  prior  to  your 
invention  were  those  surfaces  rounded  at  all*?        •■ 

A.  Oh,  yes,  sir.  If  you  look  at  them  with  a 
magnifying  glass,  you  can  see  that  the  sharp  edges 
are  rounded  to  some  extent. 

Q.  Does  your  patent  tell  you  to  state  how  much 
more  to  round  those  surfaces  than  they  had  been 
rounded  in  the  prior  Schick  devices? 

A.  In  no  specific  manner,  I  believe.  It  just 
teaches  the  advantage  of  having  a  sufficient — in  this 
effect  of  having  a  sufficient  radius  and  I'ounding  to 
accomplish  the  comfort. 

Q.  Do  you  know  why  those  surfaces  were 
rounded  at  all  in  the  prior  Schick  razors? 
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A.  Well,  of  course,  if  they  were  sharp  you  would 
cut  your  finger  on  them  and  cut  your  face  with 
them. 

Q.  Weren't  they  rounded  to  add  comfort  to  the 
razor 1 

A.  Certainly,  to  a  certain  extent,  of  course, 
because  otherwise  you  would  really  cut  your  face. 

Q.  All  you  proposed  insofar  as  this  point  was 
concerned,  was  to  round  them  some  more;  is  that 
correct  *? 

A.  Enlarge  them  and  round  them  some  more 
so  far  as  comfort  of  these  long  lateral  edges  are 
concerned ;  that  is  correct,  sir. 

Q.  Does  your  patent  state  how  much  larger  to 
make  them?  [222] 

A.     No,  sir;  not  specifically  in  the  specification. 

Q.  I  call  your  attention  on  Exhibit  B  to  the  ends 
of  the  cutter  head.  Do  you  find  at  the  ends  of  that 
cutter  head  two  integral  elements  or  members  which, 
looking  at  the  face  of  the  cutter  head  at  its  widest 
dimension,  are  considerably  wider  than  any  of  the 
indiividual  teeth? 

A.  Yes,  sir;  they  are  wider  than  the  individual 
intermediate  teeth. 

Q.  I  will  call  those  for  our  present  purpose  '*  re- 
in forcing  ends."  Do  you  know  whether  such  rein- 
forcing ends  were  on  the  prior  Schick  razors, 
including  the  one  you  purchased  in  1935? 

A.     I  believ^e  that  they  were;  yes,  sir. 

Q.  Do  you  show  those  reinforcing  ends  in  Figure 
1  of  the  drawing  of  the  patent  in  suit? 
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A.  No,  sir;  I  believe  we  do  not.  It  was  con- 
sidered no  part  of  this  invention  and  I  don't  think 
it  would  be  necessary  to  show  them. 

Q.  Now,  do  yon  notice  that  in  Exhibit  B  those 
reinforcing  ends  extend  above  the  flat  tooth  face 
of  the  cutting  head?  A.     Slightly. 

Q.  Do  you  know  whether  or  not  that  was  ti-ue 
of  the  reinforcing  ends  in  the  prior  Schick  razors, 
including  your  1935  model  that  you  have  referred 
to?  [223] 

A.  I  believe  that  in  the  1935  model  and  the 
subsequent  single-cutter  Schick  shavers,  that  that 
has  been  present  in  all  of  those  models.  I  don't 
know,  going  further  back,  of  course. 

Mr.  L.  S.  Lyon:  Shall  we  adjourn  for  lunch, 
your  Honor? 

The  Court :     It  might  be  a  good  point.  It  is  12 :00 

0  'clock. 

Mr.  L.  S.  Lyon:     I  was  not  trying  to  suggest  it. 

1  thought  your  Honor  indicated  perhaps  that  it  was 
lunch  time. 

The  Court:  It  is  time.  You  may  step  down.  Col. 
Jones.   We  will  recess  the  trial  until  1:30. 

(Whereupon,  a  recess  was  taken  until  1 :30 
o'clock  p.m.  of  the  same  day,  Wednesday,  Sep- 
tember 24,  1947.)  [224] 
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Cross-Examination  ( Continued) 
By  Mr.  L.  S.  Lyon: 

Q.  Colonel  Jones,  do  you  know  what  the  pur- 
pose has  been  m  the  Schick  razor  of  providing  these 
reinforcing  elements  at  the  ends  of  the  cutting 
head  and  extending  those  elements  upward  beyond 
the  face  of  the  head? 

A.     I  surmise  that  I  do. 

Q.  Will  you  tell  us  what  you  l^elieve  to  be  that 
purpose  ? 

A.  The  reason  I  think  that  they  do  not  extend 
below  the  surface  is  because  they  would  interfere 
with  the  action  of  the  cutter,  and  the  reason  that 
they  are  thickened  is  to  provide  some  degree  of 
protection  against  damage  to  these  very  thin, 
fragile  plates  that  do  the  cutting. 

Q.  Do  you  mean  hy  thickness  that  they  are 
wider  horizontally  than  the  width  of  the  tooth. 

A.  No,  what  I  had  reference  to  was  the  vertical 
thickness. 

Q.  Why  do  you  think  they  are  wider  horizontally 
than  the  width  of  the  tooth?  [225] 

A,  More  or  less  for  the  purpose  of  giving  a 
little  greater  strength  at  the  end,  for  the  purpose 
that  should  the  shaver  fall  only  a  short  distance 
and  it  landed  on  a  moderately  hard  place,  it  might 
not  be  deformed  by  the  accident,  whereas  if  they 
were  as  thin  and  narrow  as  the  rest,  and  should 
touch  against  a  hard  surface,  it  would  damage  them. 

Q.  Why  do  you  think  that  they  are  projected 
upwardly  beyond  the  face  of  the  cutting  head? 
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A.  That  is  the  thickness  I  referred  to  first.  I 
think  both  the  greater  width  and  greater  thickness 
is  for  the  same  purpose,  I  surmise,  to  protect  these 
delicate  edges  from  damage  in  contact  with  a  hard 
surface. 

Q.  Is  that  the  only  reason  for  that  elevation 
that  occurs  to  you  ? 

A.  Well,  no  other  reason  occurs  to  me  right 
now.  I  thinly  that  most  probably  is  the  primaiy 
reason. 

Q.  Didn't  you  mention  in  your  testimony  that 
there  was  a  problem  of  having  sufficient  mass  or 
thiclmess  of  the  metal  at  that  point  to  be  able  to 
round  off  the  ends  of  the  cutting  headf 

A.     Yes,  sir. 

Q.  Doesn't  that  elevation  of  those  reinforcing 
elements  provide  for  mass  or  more  material  for 
that  purpose? 

A.     I  would  say  not  to  any  significant  degree. 

Q.     It  does  to  some  degree,  doesn't  it?  [226] 

A.  No  significant  degree.  It  is  a  little  thicker, 
yes. 

Q.  And  to  the  extent  that  it  is  thicker,  it  pro- 
vides more  material  to  be  rounded,  doesn't  it,  or 
could  be  rounded? 

A.  I  don't  think  such  rounding  is  of  any  sig- 
nificance. 

Q.  I  am  not  asking  you  that;  I  am  asking  the 
physical  fact. 

A.  If  you  are  talking  about  it  microscopically, 
that  is  true,  yes,  sir. 
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Q.     Will  you  refer  to  Claim  1  of  your  patent. 

In  your  opinion  does  that  claim  read  on  the  prior 

Schick  razor,  and  by  prior  I  mean  prior  to  your 

conception  of  your  invention  purporting  to  be  the 

patent  in  the  patent  in  suit  ? 

A.     In  my  opinion  it  does  read  upon  it,  yes,  sir. 
******* 

Q.  (By  Mr.  L.  S.  Lyon)  :  The  word  "element" 
in  claim  I  of  your  patent  in  suit  is  broad  enough 
to  read  on  these  reinforcing  elements  to  which  I 
have  called  your  attention,  is  it  not? 

The  Court:     Just  a  moment,  please. 

Mr.  Harris:  Which  element  is  that,  please,  if  I 
may  ask  ? 

Mr.  L.  S.  Lyon:  The  element  of  the  claim  1 
which  is  item  5  on  Exhibit  21- A. 

The  Court:     Is  there  objection  to  the  question? 

Mr.  Harris:  No;  there  is  no  objection  to  that 
question. 

A.     I  would  reply  to  that  in  the  negative,  sir. 

Q.  (By  Mr.  L.  S.  Lyon) :  You  think  that  these 
reinforcing  parts  that  I  have  called  your  attention 
to  could  not  be  called  "elements"? 

A,     I  do. 

Q.     Why  not? 

A.  Why,  an  element  is  something  different.  It 
is  a  different  part.  That  is  a  part  of  the  cutting 
face  there.  It  is  just  a  little  thickened  for  strength- 
ening the  edge  of  it,  that  is  all. 

Q.  Isn't  it  an  element  on  the  cutting  face,  or 
one  element  at  each  end  of  the  cutting  face? 
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A.  I  would  not  interpret  them  as  ''an  element," 
certainly  not  in  comiection  with  claim  1.  [228] 

Q.  There  is  no  statement  in  claim  1  that  the 
element  has  to  he  a  hinged  memher  or  a  separately 
movahle  member  from  the  cutter  head,  is  there  ^ 

A.  No ;  but  obviously  it  is  not  part  of  the  cutting 
face. 

Q.  Is  there  any  statement  in  claim  1  that  the 
element  referred  to  in  item  5  on  Exliibit  21 -A  is 
not  formed  integral  on  the  cutting  head? 

A.     Oh,  I  think  the  common 

Mr.  L.  S.  Lyon :  I  am  just  asking  you  that  ques- 
tion.   Is  there? 

The  Witness :     Will  you  please  read  the  question  ? 

The  Court :     Please  read  it,  Mr.  Reporter. 
(Question  read  by  the  reporter.) 

A.  No;  there  is  no  statement  of  that  kind 
injected  into  claim  1. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Referring  to  these 
reinforcing  elements  that  I  have  called  your  atten- 
tion to,  and  particularly  those  that  you  knew  of 
on  the  Schick  razors  before  your  conception  of  the 
invention  of  the  patent  in  suit,  were  those  elements 
rounded  ? 

A.  I  would  call  them  "portions"  as  far  as  I  am 
concerned.    I  would  not  call  them  "elements." 

Q.  We  won't  stop  to  argue  about  that.  But  you 
know  what  parts  I  am  referring  to?  [229] 

A.  Portions;  I  know  what  portions  you  are 
referring  to. 
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Q.  All  right;  we  will  use  the  word  ''portions." 
Were  those  portions  rounded? 

A.  From  an  infinitesimal  standpoint,  I  presume 
they  were. 

Q.     Now,  what  do  you  mean  by  infinitesimal'? 

A.     Or  from  a  microscopic  standpoint. 

Q.  Do  you  know  whether  or  not  some  separate 
and  special  operation  was  performed  on  them  for 
the  purpose  of  rounding  them  in  the  manufacture 
of  the  razors? 

A.  Oh,  I  assume  it  would  be  done,  because  other- 
wise it  would  be  a  sharp  edge  that  would  cut 
anybody. 

Q.     Well,  do  you  know? 

A.     I  do  not.   I  surmise  that  they  were  rounded. 

Q.  Will  you  feel  of  the  edges  of  those  elements 
on  Exhibit  B  for  identification  and  tell  me  whether 
they  appear  to  you  to  be  rounded  or  to  have  been 
roimded  in  their  manufacture  ? 

A.  Well,  there  is  some  degree  of  rounding  there. 
I  don't  Imow  how  it  came  about. 

Q.  There  are  various  edges  and  corners  on  those 
parts.  I  wish  you  would  refer  to  each  one  and,  in 
each  case,  sj)ecify  whether  or  not  the  same  appears 
to  you  to  have  been  rounded  ?  [230] 

A.  I  would  say  that  they  all  are  rounded  from 
the  standpoint  of  examining  them  with  a  magni- 
fying glass;  yes,  sir. 

Q.  Now,  you  say  "they  all."  Let  us  find  out  how 
many  different  edges  and  corners  and  surfaces  are 
included  in  that  statement  ''all."    Is  the  edge  at 
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each  end  that  parallels  the  slits  in  the  head  at  the 

outer  face,  is  that  rounded? 

A.  Now,  we  are  speaking  of  the  end  of  the 
cutting  head,  aren't  we? 

Q.    Yes. 

A.  The  cutting  face  or  the  little  extension  there 
or  extended  portion  thereof,  possihly.  Well,  it  seems 
to  me  that  from  the  standpoint  of  e:iamining  them 
with  a  glass  and  feeling  of  them  carefully  that  they 
are  rounded;  yes,  sir. 

Q.     Is  there  any  other  rounding  on  those  parts'? 

A.  Well,  now,  just  which  parts  do  you  refer  to, 
sir? 

Q.  Those  reinforcing  parts  which  we  have  iden- 
tified in  preceding  testimony  and  which  you  do  not 
like  to  call  ''elements"  and  would  rather  call 
*' parts."  A.     "Portions." 

Q.     Please  excuse  me. 

A.  Well,  I  don't  think  there  is  any  edge,  any 
edge  or  corner  that  is  not  rounded  as  viewed  through 
a  glass. 

Q.  Have  the  four  corners  that  would  otherwise 
be  formed  [231]  at  the  ends  of  the  cutting  head 
in  Exhibit  B  been  rounded  off  in  Exhibit  B? 

A.  From  the  standpoint  of  an  examination  with 
a  magnifying  glass  they  have,  by  some  means  or 
other,  been  rounded. 

Q.  Now,  so  far  as  that  rounding  that  you  have 
referred  to  of  these  portions  as  it  appears  on  Ex- 
hibit B  was  there  a  similar  rounding  at  the  similar 
points  and  along  similar  lines  or  edges  in  the  Schick 


204  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Ralph  E.  Jones.) 

razors  as  you  knew  them  prior  to  your  conception 
of  the  invention  that  you  have  attempted  to  patent 
in  the  patent  in  suit  ? 

A.  Yes,  sir.  I  don't  recall  that  I  ever  found 
any  absolutely  sharp  edge  or  point  on  a  Schick 
razor  in  that  place  or  in  those  general  places. 

Q.     Would  you  say  that  these  end  portions  or 

reinforcing  portions  to  which  I  have  called  your 

attention  on  Exhibit  B  merge  into  the  outer  surface 

of  the  head  at  the  ends  thereof?  [232] 

******* 

A.     I  would  say  that  they  do  not. 

Q.     (By  Mr.  L.  S.  Lyon)  :     Why  not? 

A.  Well,  it  doesn't  appear  to  me  that  there  is 
any  merging.  These  are  substantially  flat  surfaces 
which  are  microscopically  elevated  above  the  cut- 
ting faces,  and  then  at  the  inner  edge  of  the  ele- 
vated surface  there  appears  to  be  a  flat  slope 
downward  and  that  doesn't  merge,  I  don't  believe, 
into  the  face  of  the  cutting  head.  [233] 

Q.  Will  you  define  the  term  ''merge"  or  "merg- 
ing," as  you  have  used  it  in  the  patent  in  suit? 

A.  I  used  it  in  this  patent  to  indicate  that  a 
curve  joins  a  flat  surface  in  prolongation.  That  is 
to  say,  substantially.  I  don't  refer  to  it  as  micro- 
scopically forming  a  continuation  of  the  flat  sur- 
face, but  just  for  all  practical  x^^^rposes.  But  this 
is  not  a  curve.  That  is  the  distinction  I  make  here, 
that  that  is  a  flat  angle;  merging  means  a  gradual 
changing;  not  any  sudden  departure  in  shape. 
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Mr.  Harris:  Excuse  me.  May  the  record  show 
that  the  witness  when  he  said  this  is  something  else, 
was  having  in  his  hand  at  that  time  Defendants' 
Exhibit  B  for  identification. 

The  Court:     Is  that  agreed? 

Mr.  L.  S.  Lyon:     Yes,  your  Honor. 

Q.  Do  3^ou  know  whether  or  not  the  word 
*' merge"  or  "merging"  has  an}^  other  meaning  or 
connotation  except  the  one  that  you  intended  for 
it,  as  you  stated*? 

A.  I  am  unable  to  say  what  the  dictionary  says 
about  the  meaning  of  the  word  "merge"  except 
that  I  vmderstand  it  to  be  applicable  where  a  curved 
surface  joins,  for  example,  a  plane  surface,  but 
forming  a  continuation  of  the  other,  and  that,  of 
course,  is  in  my  patent  not  intended  to  be  jorecise. 
That  is  the  general  effect  of  the  shape. 

Q.  Is  the  word  "merge,"  or  the  word  "merg- 
ing," defined  in  your  patent  in  the  specification? 

A.     No,  sir. 

Q.  Now,  you  say  that  the  word,  as  you  intended 
to  use  it,  was  not  to  be  limited  to  anything  precise. 
Is  there  any  statement  in  the  patent  specification 
as  to  how  closely  the  relationship  must  approach 
such  precision  to  be  included  within  your  term? 

A.     It  is  definitely  implied. 

Q.  Is  there  any  statement  that  measures  how 
nearly  it  must  come?  A.     Yes. 

Q.     Where  is  that  statement? 

A.  I  mean  the  statement  that  this  was  to  accom- 
plish comfort  for  the  user.  That  implies  a  degree 
that  is  satisfactory  to  give  comfort. 
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Q.  How  far  can  you  depart  from  that  degree,  as 
a  matter  of  fact,  and  still  maintain  that  comfort? 

A.     I  don't  think  that  is  a  very  specific  question. 

Q.  Do  you  know  how  far  you  can?  Have  you 
made  any  experiments? 

A.  I  don't  think  anyone  can  know.  I  don't 
think  the  question  is  explicit. 

Q.  Does  your  patent  state  how  far  you  may 
depart  ? 

A.  If  you  depart  so  far  as  to  leave  sharp  ridges 
or  edges  that  depress  the  skin  to  a  degree  to  cause 
discomfort,  then  you  have  departed  from  the  plan 
of  the  shaver  to  give  [235]  comfort. 

Q.  How  far  would  that  he?  Can  you  tell  from 
the  patent? 

A.  Well,  I  can  say  that  any  of  these  edges  here, 
which  are  rounded  to  some  slight  degree;  if  these 
were  the  rounded  edges  of  a  metallic  right  angle, 
two  planes  at  right  angles  to  each  other,  and  that 
was  pressed  against  the  face,  it  would  not  give 
comfort. 

Q.     What  if  it  left  a  45  degree  angle? 

A.  Well,  ri:i  that  way  it  would  not  he  quite  so 
uncomfortable,  hut  it  would  not  give  comfort  if  it 
was  a  sharp  edge. 

Q.  What  if  it  was  an  edge  of  45  degrees,  would 
that  be  included  within  the  term  "merge"  or  not? 

A.  You  mean  45  degrees  change  in  direction; 
not  the  sharp  edge  45  degrees? 

Q.     That's  right. 

A.     What  is  the  question? 
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Q.  Would  that  be  included  withm  the  term 
^' merge,"  or  not? 

A.  In  my  opinion  two  plane  surfaces  that  meet 
do  not  merge. 

Q.  Then  there  must  be  absolute  alignment  or 
absolute  l^lending  to  come  within  that  term  of 
"merging"? 

A.  There  must  be  something  other  than  a  sharp 
line. 

Q.     How  sharp?  [236] 

A.  That  is  a  pretty  hard  question  to  answer; 
for  instance,  if  you  weld  two  places  together,  like 
that,  that  are  rather  thick,  and  you  come  along 
with  a  grinder,  and  grind  off  a  sharp  edge  and  put 
a  curve  there,  you  get  parts  that  merge  the  two 
pieces. 

Mr.  Harris:  May  I  have  the  record  show  that 
in  giving  that  last  answer  the  witness  was  holding 
his  hands  and  fingers  pointed  apart  at  an  angle  of 
about  30  or  40  degrees? 

The  Court:     Do  you  agree? 

Mr.  L.  S.  Lyon:     Yes. 

Q.  Let  us  take  that  example  you  gave,  and  apply 
it  to  the  opposite  slope  of  a  roof,  that  came  to  an 
apex.   Do  the. two  sides  merge  at  the  apex? 

A.  The  ordinarv  roof  I  think  comes  to  an  edsje 
up  there,  and  does  not  merge. 

Q.     It  does  not  merge? 

A.     That  would  be  my  interpretation  of  it. 

Q.  If  there  was  an  edge,  no  matter  what  angle 
it  was,  your  answ^er  would  be  the  same? 
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A.  Well,  I  suppose  so,  unless  it  was  rounded. 
Of  course,  you  approach  an  infinitesimal,  as  you 
change  the  angle. 

Q.  Will  you  point  to  any  statement  in  the  speci- 
fication of  the  patent  in  suit  that  sets  forth  how 
much  departure  there  can  be  from  precision,  and 
still  be  within  the  term  ^' merge''  as  you  have  em- 
ployed it  in  the  patent  in  suit?  [237] 

A.  I  think  I  am  perfectly  safe  in  stating  that 
there  is  no  statement  of  that  kind  in  my  specifica- 
tion, as  to  any  precise  limitation,  but  there  is  a  very 
definite  statement  that  these  surfaces  must  be  so 
shaped  as  to  make  it  possible  to  give  comfort  to 
the  face  of  the  person  shaved. 

Q.  Then  the  only  specification,  or  the  only  direc- 
tions that  you  attempt  to  set  forth  in  your  patent 
specification  on  that  matter  is  in  the  terms  of  the 
function  that  is  to  be  performed,  is  that  correct? 

A.  I  am  not  sure  that  I  can  answer  that  ques- 
tion correctly,  but  that  may  be  true  when  we  con- 
sider also  the  fact  that  there  is  sujDplementary  in- 
formation to  be  found  in  the  drawings. 

Q.  In  the  drawings  is  any  departure  indicated, 
or  any  latitude,  any  permissible  latitude  indicated? 

A.     Any  permissible  latitude  from-  what  ? 

Q.  From  exact  precision  in  this  matter  of 
merging. 

A.  Well,  I  don't  know  that  there  is  specifically. 
I  don't  know  whether  there  is  specifically  in  the 
specification,  or  not,  but  primarily  it  is  just  a  matter 
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of  practical  common  sense.  If  you  have  got  a  curved 
surface  with  a  reasonably  large  radius,  you  have 
got  smootlmess  against  the  skin.    If  you  have  got 
a  sharp  edge  you  have  got  discomfort. 

Q.  Referring  to  your  Exhibit  No.  3,  the  accused 
Colonel  specimen,  3^ou  have  indicated  on  Exhibit 
21-A  that  the  end  of  [238]  the  whisk-its  on  this 
device  merges  with  the  face  of  the  cutter  head.  So 
far  as  the  elevation  is  concerned,  does  the  outer- 
most end  of  the  whisk-its  align  with  the  slitted  face 
of  the  cutter  head,  or  does  it  align  with  the  outer 
faces  of  the  extended  reinforcing  parts  or  portions  ? 

A.  Well,  the  two  sides  are  different.  Of  course, 
we  are  speaking  now  from  the  standpoint  of  a 
practical  device.  We  are  not  speaking  of  a  magni- 
fied surface,  such  as  you  would  examine  something 
microscopicalh^  One  side  of  this  device  approxi- 
mately merges  into— that  is,  one  of  these  whisk-its 
or  guards  merges  ai3proximately  into  the  outer  face 
of  the  reinforcing  portion  at  the  end  of  the  cutting 
face.  On  the  other  side  it  appears  to  merge  direct!}^ 
into  the  plane  of  the  cutting  face  with  the  little 
reinforcing  portion  extending  an  insignificant  dis- 
tance further  outwardly  than  does  the  cutting  face 
or  the  end  of  the  whisk-its. 

Q.  Does  the  whisk-its  in  that  Exhibit  3  merge 
in  the  sense  of  conforming  to  the  contour  of  the 
cutting  face,  insofar  as  the  beads  on  the  cutting 
face  are  concerned? 

A.     Yes,  sir,  I  would  say  it  does. 
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Q.  Will  you  hold  the  device,  Exhibit  3,  in  front 
of  you,  and  look  at  the  whisk-its,  and  see  if  they 
are  shaped  to  conform  to  the  outline  of  the  l)eads? 

A.     I  would  say  they  are,  yes,  sir. 

Q.  In  any  event,  the  cutting  face  of  Exhibit  3 
is  [239]  separated  from  the  ends  of  the  whisk-its 
members  by  the  reinforcing  parts  or  portions,  is 
it  not? 

A.  No,  sir,  the  reinforcing  portions  are  part  of 
the  cutting  face. 

Q.  I  am  not  asking  you  that,  whether  that  is 
part  of  the  cutting  face  or  not.  They  separate  the 
ends  of  the  whisk-its  from  the  slitted  face  of  the 
cutting  head,  do  they  not  ? 

A.  We  wull  take  one  of  these  reinforcing  por- 
tions here,  between  the  whisk-its  and  the  first  slot. 

Q.  In  order  to  merge  with  the  cutting  head  or 
the  face  of  the  cutting  head,  it  is  necessary  that 
more  than  one  surface  of  the  whisk-its  be  curved 
to  align  with  any  particular  part  of  the  cutting 
head  ? 

A.     Please  read  the  question. 

(Question  read  by  the  reporter.) 

A.  I  would  like  to  have  that  question  explicit, 
as  to  whether  the  word  ''or"  comes  in  there.  You 
are  talking  about  the  face  of  the  cutting  head,  or 
are  you  talking  about  the  cutting  head  in  its 
entirety  ? 

A.  A  cutting  head  has  more  than  one  face,  does 
it  not?  A.    Yes. 
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Q.  The  cutting  head  of  a  Schick  razor  has  more 
than  one  surface,  does  it  not?  It  may  have  a  flat 
outer  face,  or  it  may  haAc  more  than  one  outer 
face,  and  that  might  not  be  flat,  in  the  event  they 
have  side  faces,  or  beads?  [240] 

A.  The  cutting  head  in  that  shaver  has  curved 
side  faces  which  are  at  the  opposite  sides  of  the 
flat  cuttmg  face. 

Q.  Is  it  necessary  that  there  be  different  curva- 
tures on  the  whisk-its  so  that  the  whisk-its  will  con- 
form to  the  face  of  each  and  all  of  these  different 
faces  on  the  cutting  head,  in  order  that  there  be 
the  merging  that  your  patent  refers  to? 

A.     No,  sir.  [241] 

Q.  Does  your  patent  state  which  of  those  faces 
may  be  ignored  and  still  the  merging  exist? 

A.  Well,  my  patent  provides  for  a  merging  of 
the  longitudinal  curvature  of  the  guard  substan- 
tially into  the  cutting  face ;  and  it  also  provides  for 
other  curvature.  But  you  are  asking  me  if  it  is 
necessary  for  one  curvature,  or  I  think  that  the 
question 

Q.     Maybe  I  had  })etter  clear  it  up. 

A.     Maybe  so. 

Q.  Referring  now  to  the  specimen  of  the  Colonel 
model.  Exhibit  3,  do  you  And  that  the  reinforcing 
end  portions  are  beveled  off  at  the  four  ends  of  the 
combs  ? 

A.  The  reinforcing  portions  are  beveled  off 
where  ? 
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Q.     At  the  four  corners  at  the  ends  of  the  combs. 

A.  There  is  a  bevel  at  each  of  the  four  corners 
of  the  face. 

Q.  And  the  combs  project  out  beyond  those 
bevels,  do  they  not? 

A.     Not  to  any  significant  degree. 

Q.  Well,  I  am  not  asking  you  about  how  signifi- 
cant it  is. 

A.     Microscopically,  they  do. 

Q.     How  far  would  you  say  they  extend? 

A.  May  I  take  the  glass?  Well,  I  don't  know. 
Maybe  a  hundredth  of  an  inch.  I  don't  know.   [242] 

The  Court:     Are  you  using  a  magnifying  glass? 

The  Witness:     I  am,  your  Honor. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Can  you  tell  from 
examining  this  Exliibit  3  whether  or  not  the  side 
faces  at  the  end  of  the  whisk-its  merge  with  those 
beveled  faces  or  merge  with  the  outer  configuration 
of  the  combs? 

A.     I  don't  imderstand  that  question  yet. 

Q.  Now  referring  to  your  drawings,  an  enlarge- 
ment of  which  is  before  you  on  the  blackboard,  the 
combs  or  beads  are  shown  as  No.  14  in  Figure  5, 
are  the}^  not?  A.     Yes,  sir. 

Q.  And  in  Figure  2  you  show  the  guards  20  as 
having  parts  24  which  conform  in  shape  to  the  beads 
14,  do  you  not?  A.     Yes,  sir. 

Q.  In  the  Colonel  model  as  exemplified  in  Plain- 
tiff's Exhibit  3,  do  the  ends  of  the  whisk-its  conform 
to  the  beads  in  configuration  or  do  they  confonn  to 
the  beveled-off  portions  of  the  reinforcing  members  ? 
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A.  Well,  they  conform  pretty  well  from  the 
standpoint  of  comfort  in  each  direction. 

Q.  Which  do  they  conform  to,  the  beads  or  the 
beveled-oif  portion? 

A.  The  beveled-off  portion  has  curves  in  it  at 
the  ends  of  the  bevel,  and  the  departure  from  con- 
forming as  between  [243]  the  whisk-its  and  the  bev- 
eled and  curved  surfaces  is  very,  very  slight,  and 
the  departure  between  the  reinforced  portions  of 
the  cutting  face  relative  to  the  bevel  and  the  curves, 
the  departure  as  comparing  that  with  what  you 
might  call  the  beaded  portion  is  a  little  greater. 
They  are  not  enough  to  cause  discomfort  so  far  as 
those  departures  from  one  to  the  other  is  concerned, 
certainly  not  to  any  great  degree. 

Q.  You  have  made  quite  a  statement  here,  but 
I  do  not  think  you  have  answered  my  question.  I 
am  not  asking  you  to  argue  about  the  effect  of  this. 
I  am  trying  to  find  out,  if  I  can,  if  you  can  tell  me, 
whether  the  ends  of  those  whisk-its  along  their  sides 
conform  to  the  beads  or  to  those  beveled-off  portions 
that  we  have  identified? 

A.  Well,  they  conform  to  a  rather  satisfactory 
degree  to  the  beveled  and  curved  surfaces  pertain- 
ing to  the  small  end  portions  of  the  cutting  face. 

Q.  Well,  would  you  say  they  merge  with  those 
beveled  surfaces'? 

A.  We  always  have  to  draw  the  distinction 
whether  we  are  talking  about  microscopically  or 
practically,  and  practically  they  do  merge. 
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Q.  Now,  is  this  feature  that  I  have  called  your 
attention  to  by  reference  to  the  enlargement  of  the 
drawings  of  the  patent  in  suit  conforming  the  sur- 
face numbered  24  in  [244]  Figure  2  of  the  drawings 
to  the  surface  marked  No.  14  in  Figure  5  of  the 
drawings  a  feature  of  your  patent? 

A.  Not  in  the  sense  that  those  two  drawings 
have  to  fit  each  other  with  precision. 

Q.  Is  an  approximate  conformation  at  that  point 
a  feature  of  your  patent  ? 

A.  Yes,  sir.  There  must  be  an  approximate 
alignment  and  an  approximate  merging  in  order 
that  the  features  of  my  patent  may  obtain. 

Q.  If  those  two  configurations  did  not  conform 
substantially  then  would  the  Schick  razor  be  apt  to 
scratch  or  cut  at  that  point  or  along  those  points  1 

A.     Well,  it  depends  on  how  much  the  offset  was. 

Q.  I  call  your  attention  to  your  Exhibit  No.  21-C, 
item  5  of  that  exhibit.  Well,  I  am  going  to  take  a 
different  exhibit.  Referring  to  21-E,  item  5,  it  calls 
for  the  "members  at  the  ends  of  the  heads  having 
rounded  surfaces  at  their  outer  ends  complementing 
and  merging  into  the  rounded  surfaces  of  said 
head."  What  are  the  roimded  surfaces  there  re- 
ferred to  in  item  5?   Are  they  not  the  beads'? 

A.  Well,  they  are  the  rounded  surfaces  of  this 
outer  element  of  the  cutting  head  at  the  ends  thereof. 
The  interposition  of  the  slight  change  in  surface 
between  the  first  slit  and  the  guard  does  not  obviate 
the  essentials  of  the  thing.    [245] 
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Q.  I  think  you  have  missed  the  point  of  my 
question.  I  am  referring  now  to  item  5  on  Exhibit 
21-E,  the  phrase  "rounded  surfaces  of  said  head." 
What  are  those  rounded  surfaces  in  your  patent? 
Are  they  the  beads? 

A.  Well,  they  are  any  rounded  surfaces  that 
come  along  here  on  this  side.  You  have  got  rounded 
surfaces  here  on  this  exhibit,  on  these  reinforced 
portions,  too. 

Q.  Is  that  the  way  you  interpreted  the  language 
in  preparing  your  Exhibit  21-E? 

A.  I  interpreted  it  as  being  any  of  these  rounded 
surfaces  along  this  edge  of  this  metal  part  here. 

Q.  Did  you  interpret  that  phrase  as  meaning  the 
roimded  surfaces  specified  in  item  2  on  Exhibit 
21-E? 

A.  2  being  traversely  rounded  surfaces — well, 
that  is  the  same  thing. 

Q.     Well,  those  are  the  beads,  are  they  not? 

A.  Not  altogether.  I  mean  if  you  refer  to  beads 
you  mean  really  the  little  portions  between  those 
two  adjacent  slits.  If  that  is  what  you  mean  by 
beads  it  includes  more  than  that. 

Q.  Where  in  the  device  shown  in  the  drawings 
of  your  patent  is  there  shown  any  transversely 
slitted  face  termmating  at  each  side  in  rounded  sur- 
faces except  tlie  beads? 

A.  Well,  the  bead  extends  all  the  way  along 
across  the  edge,  is  my  understanding  of  a  bead.  It 
is  not  like  a  [246]  bead  a  woman  wears  or  a  child. 
It  is  a  rounded,  perhaps,  piece  of  metal  going  right 
along  in  a  line  that  can  be  called  a  bead. 
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Q.  Let  us  start  in  further  back,  then.  I  call  your 
attention  to  item  2  on  your  Exhibit  21-E  which 
reads:  "Having  a  transversely  slitted  face  termi- 
nating at  each  side  in  roim.ded  surfaces  into  which 
the  slits  extend.  Will  you  point  to  those  rounded 
surfaces  in  the  patent  drawing  I 

A.  They  extend  from  one  end  of  the  cutting  head 
to  the  other,  right  along  there. 

Q.     And  form  the  beads'? 

A.     And  form  the  bead,  singular. 

Q.     One  on  each  side  of  the  head,  isn't  there? 

A.     Yes ;  but  I  am  talking  about  this  near  one. 

Q.  All  right.  If  we  are  talking  about  one  on  one 
side  of  the  head,  then  those  rounded  surfaces  form 
the  bead,  is  that  right?  A.     That  is  right. 

Q.  Are  those  the  same  rounded  surfaces  that  are 
referred  to  in  item  5  where  the  language  reads 
"merging  into  the  rounded  surfaces  of  said  head?" 

A.     Yes,  sir;  that  refers  to  a  bead  on  each  side. 

Q.  Now  then,  in  order  to  merge  into  the  rounded 
surfaces  of  the  head  as  called  for  by  that  language 
is  it  necessary  that  there  be  conformity  between  the 
configuration  [247]  at  the  ends  of  the  end  guards 
and  the  shape  of  the  bead? 

A.     Not  precisely;  no,  sir. 

Q.     How  near? 

A.     So  there  will  be  no  discomfort. 

Q.  Well,  does  your  patent  tell  you  how  close  to 
make  that  conformity  so  as  to  avoid  discomfort? 

A.     It  gives  no  precise  dimensions. 
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Q.  How  far  could  there  be  departure  there  and 
not  encounter  discomfort? 

A.  Of  course,  there  is  a  variable  enters  into  tliat, 
but  generally  speaking,  I  could  pick  up  one  where 
comfort  is  provided  and  another  where  comfort  is 
definitely  not  jjrovided;  anybody  could. 

Q.  You  could  tell  that  from  your  own  experi- 
ence? A.     I  could  tell  by  looking  at  it. 

Q.  A  man  not  having  that  experience,  could  he 
tell  from  your  patent? 

A.  Well,  the  patent  shows  the  way  to  get  com- 
fort, and  any  mechanic  could  follow  the  patent  and 
get  comfort. 

Q.  Now,  look  at  Plaintiff's  Exhibit  No.  4,  a 
Schick  Super  model.  Do  the  sides  of  the  ends  of 
the  whisk-its  on  that  model  conform  to  the  config- 
uration of  the  beads?  A.     Not  precisely. 

Q.  How  closely  do  they,  or  do  they  conform 
at  all? 

A.     Yes,  sir;  they  conform  for  practical  use. 

Q.  Do  the  beads  project  out  beyond  the  sides  of 
the  whisk-its? 

A.  Not  in  every  instance.  You  have  got  four 
corners  here;  one  of  them  does  not,  one  does,  the 
other  does — well,  the  other  might  to  a  very  micro- 
scopic degree.  But  all  of  those  offsets  are  so  small 
that  they  do  not  make  very  much  difference  as  to 
the  essential  purposes  of  all  of  these  curved  surfaces 
that  are  merging. 

Q.  It  is  true,  is  it  not,  that  the  whisk-its  at  their 
side  portions  at  their  outer  ends  do  not  conform  to 
the  shape  of  the  cutter  head  at  its  side? 
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.   A.     Yes,  sir ;  that  is  true  in  this  model.  Of  course, 

that  sharp  edge  down  there  so  far  from  the  cutting 

face  is  very  unlikely  to  come  in  contact  with  the 

face ;  so  for  that  reason  it  does  not  make  very  much 

difference. 

Q.  Wliat  do  you  think  the  reason  for  leaving 
that  lack  of  conformity  is  in  the  Schick  razor? 

A.  Well,  it  would  be  foolish  to  shape  the  whisk- 
its  to  conform  to  that  shape,  because  that  would  in- 
crease the  factor  of  discomfort.  I  presume  that  the 
outer  shells  were  shaped  as  they  are  in  order  to  fit 
the  cutter  inside,  and  it  was  evidently  thought  that 
this  offset  inwardly  as  to  the  side  walls  of  the  cutter 
head  in  respect  to  the  outline  of  the  whisk-its  was 
not  a  feature  that  would  cause  discomfort,  because 
the  skin  where  it  might  come  in  contact  [249]  with 
the  outer  portion  of  the  whisk-it — now,  by  "outer" 
in  that  case  I  mean  away  from  the  axis  of  the  handle 
in  the  direction  of  the  longitudinal  axis  of  the  cutter 
head — speaking  of  ''outer"  in  that  sense,  the  skin 
would  come  in  contact  with  that  outer  surface  where 
it  would  not  come  in  contact  with  the  inner  surface. 

,Q.  Isn't  that  lack  of  conformity  between  those 
surfaces  in  the  Schick  Exhibit  No. 

A.    4. 

Q.    i  so  that  3^ou  can  get  your  fingernail  or 

something  mider  the  edge  of  the  whisk-it  so  you  can 
pivot  it  out? 

Mr.  Harris:  If  the  Court  please,  we  object  to 
this  line  of  examination  of  the  witness  as  to  what 
the  Schick  Company's  purpose  was  in  making  the 
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shaver  that  they  have  made  as  it  is.  That  calls  for 
simply  a  conclusion  of  this  witness  as  to  what  is  the 
Schick  Company's  purpose  or  its  object.  He  is 
speculating  entirely  upon  what  the  company's  pur- 
pose was. 

The  Court:  Do  you  use  "purpose"  in  the  sense 
of  the  function?  Is  that  it? 

Mr.  L.  S.  Lyon:  That  is  correct,  your  Honor.  I 
am  referring  to  the  fact  that  this  surface  does  not 
merge  with  this  surface  but  stands  out  so  as  to  be 
able  to  get  hold  of  the  whisk-it  and  thrust  it  up. 

The  Court:  Your  question,  then  is:  Is  that  the 
function  [250]  of  it  ? 

Mr.  L.  S.  Lyon:     Yes.   Yes,  your  Honor. 

Mr.  Harris:  In  the  preceding  question  he  was 
asked  the  same  sort  of  thing,  in  which  he  was  asked 
what  was  the  purpose  of  the  Schick  Company  in 
domg  so  and  so  or  in  making  this  razor  so  and  so. 
And  this  is  the  same  question.  It  is  the  same  thing 
exactly  and  I  merely  wish  to  object. 

The  Court:  Counsel  has  said  that  he  uses  ''pur- 
pose" in  the  sense  of  "function."  Is  that  correct? 

Mr.  L.  S.  Lyon:  That  is  correct.  And  my  ques- 
tion does  not  refer  to  Schick  Company  at  all. 

The  Court:  Col.  Jones,  do  you  so  understand 
the  question,  that  he  was  calling  for  the  function? 

The  Witness:  I  have  no  objection,  your  Honor, 
to  expressing  my  opinion  as  to  the  apparent  func- 
tion or  purpose  of  any  of  these  things. 

Mr.  Harris:  So  long  as  the  Court  is  clear  that 
it  is  not  speculation  entirely  as  to  what  the  purpose 
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was  of  the  manufacturer  of  this  sliaver  in  making 

the  shaver,  we  have  no  objection. 

Q.  (By  Mr.  L.  S.  Lyon)  :  With  that  under- 
standing, Col.  Jones,  will  you  answer  my  question? 

A.  I  would  say  it  is  quite  probable  that  the  con- 
venience of  that  offset  which  is  an  eighth  of  an  inch, 
more  or  less,  downward  from  the  cutting  face  of  the 
cutting  head,  the  [251]  convenience  of  that  offset 
was  probably  recognized,  that  is,  its  convenience  for 
facilitating  the  opening  of  the  whisk-its. 

Q.  Referring  to  your  Exliibit  No.  21-C,  item  5, 
reading  "each  having  longitudinally  and  trans- 
versely rounded  surfaces  at  their  outer  ends,"  will 
you  point  on  the  drawings  of  the  Schick  patent  to 
which  you  have  the  enlargement  here  the  longi- 
tudinally rounded  surface  as  distinguished  from  the 
transversely  rounded  surface? 

A.  That  is  not  the  Schick  patent;  that  is  my 
patent. 

Q.  I  don't  mean  the  Schick  patent.  I  mean  your 
patent.   Excuse  me. 

A.  Now  we  are  talking  about  the  rounded  sur- 
face of  what,  of  the  cutting  head? 

Q.     No.   This  is  element  5  of  your  Exhibit  21-C. 

A.  Oh,  the  guard,  the  guard.  Element  what,  did 
you  say? 

Q.     5  of  your  Exhibit  21-C. 

A.  Oh,  well,  that  "5"  doesn't  mean  anything. 
You  go  back  here  5,  4,  elements  at  the  end  of  the 
head,  yes.  Yes;  I  see  all  right.  We  are  speaking  of 
what  I  call  "guards,"  the  profile  shown  in  Figue  3, 
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profile  of  the  upper  end  of  this  guard  on  the  right 
that  I  am  pointing  to,  shows  the  longitudinally 
curved  surface.  The  transversely  curved  curvature 
is  shown  by  shading  in  that  Figure.  If  I  had  a  [252] 
concave  cone  with  a  grinding  surface  on  the  inside 
and  I  were  to  thrust  this  shaver  in  accordance  with 
its  longitudinal  axis  in  there  and  grind  around  on 
the  cutting  head  end  of  it,  the  tendency  would  be 
to  put  a  transversely  rounded  surface  on  the  ends 
of  the  guards.   [253] 

In  other  words,  if  I  were  to  cut  this  shaver,  a  part 
of  the  shaver  head  off  in  a  plane  at  right  angles  to 
the  shaver's  hole,  and  slightly  below  the  cutting  face 
of  the  cutting  head,  as  it  cut  the  guards  that  would 
give  a  curvature.  That  is  the  curvature  of  the  trans- 
versely rounded  surface. 

Q.  Does  that  transverse  rounding  show  on  Fig- 
ure 2  of  your  patent  drawings? 

A.  Only  through  shading.  It  does  not  show  in 
profile. 

Q.     Can  you  tell  from  the  shading? 

A.     Yes. 

Q.     How  much  that  is  rounded? 

A.  Well,  I  should  say  it  is  i-ounded  rather 
liberally. 

Q.     Why? 

A.  It  gives  the  impression.  It  gives  the  effect  of 
the  picture. 

Q.  Can  you  tell  from  Figure  2  how  much  the 
rounding   is?  A.     Well,   approximately 
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Q.     What  is  the  radius  of  it? 

A.     I  don't  have  any  means  of  measuring  it, 

Q.  Can  }^ou  tell  from  Figure  3  how  much  that 
transverse  rounding  is*? 

A.  The  picture  gives  the  impression  of  being  a 
rounding  as  a  quarter  of  a  circle,  approximately. 

Q.  I  show  you  Defendants'  Exhibit  A.  Can  you 
point  out  the  transverse  rounding  to  the  court,  on 
that  exhibit?  [254] 

A,  Well,  the  guards  on  this  exhibit  are  quite  a 
lot  thinner  in  proportion  than  are  the  guards  in  my 
patent  application. 

Q.  Thinner  than  those  shown  in  Figure  1  of 
your  drawing  of  your  patent  ? 

A,  I  was  referring  to  this  enlarged  view  down 
here. 

Q.  Look  at  Figure  1.  The  thickness  of  the 
guards  shown  on  Figure  1  at  the  upper  end  is  about 
the  thickness  of  a  tooth  of  the  shaver  head,  is  it  not? 

A.  That  is  rather  inaccurate  a  way  to  get  at  it, 
when  you  have  got  a  good  enlargement  lielow. 

Q.  I  am  referring  to  Figure  1.  Doesn't  it  show 
the  thickness  at  the  end  of  the  guards  20  about  the 
same  value  as  the  thickness  of  one  of  the  teeth  on 
the  head? 

A.  I  don't  think  there  is  any  effort  on  the  part 
of  the  draftsman  to  space  these  slits  properly. 

Q.  I  am  not  asking  you  what  the  draftsman 
tried  to  do.  Isn't  that  what  the  drawing  actually 
shows  in  Figure  1? 
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A.  I  don't  think  it  can  be  based  upon  the  ap- 
parent distance  between  the  slits.  I  think  it  would 
have  to  be  based  upon  the  size  of  the  sketch  as  a 
w^hole. 

Q.  Do  you  say  that  this  Exhibit  No.  8,  Defend- 
ants' Exhibit  A,  insofar  as  the  thickness  of  the  ends 
of  the  guards  20  with  reference  to  the  thickness  of 
the  tooth,  is  not  in  accord  with  Figure  1  of  the 
patent  drawings?  [255] 

A.  I  don't  thmk  that  is  a  proper  answer  to  that 
question.  If  we  are  going  to  talk  about  the  thick- 
ness of  those  guards.  I  think  it  has  to  be  in  pro- 
portion to  the  device  as  a  whole. 

Q.  Look  at  Figure  1  of  your  patent  drawings. 
Does  Exhibit  A  conform  to  that  drawing,  Figure  1  ? 

A.     I  would  say  that  it  does  not. 

Q.     In  what  respect? 

A.  The  guards  are  much  thinner  on  this  Exhibit 
A  than  they  are  in  Figure  1  of  my  drawings. 

Q.  Are  they  too  thm  to  embody  your  improve- 
ments that  you  sought  to  patent  in  your  patent  in 

suit  ? 

A.     They  embody  it  to  a  partial  degree. 

Q.  Is  your  answer  that  they  are  too  thin,  or  not 
too  thin  to  embody  your  imi)rovements  ? 

A.     I  say  they  embody  it  to  a  partial  degree. 

Q.     How  much,  50  per  cent,  90  per  cent,  10  per 

cent? 

A.  I  think  they  embody  it,  so  far  as  thickness 
is  concerned,  more  than  50  per  cent. 
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Q.  Will  you  point  to  the  transverse  rounding 
that  is  referred  to  in  item  5  on  Exhibit  21 -C  of  this 
Exhibit  A? 

A.  In  place  of  being  too  thin  they  are  not  prop- 
erly rounded,  and  here,  in  addition,  too  broad,  and 
the  cumulative  effect  of  those  three  factors  make 
these  relatively  unsatisfactory  from  the  standpoint 
of  comfort.  [256] 

Q.  Then  you  would  say  that  Exhibit  A  would 
not  embody  the  improvements  that  you  sought  to 
patent  in  this  patent  in  suit? 

A.     Only  in  part. 

Q.     In  what  part  *? 

A.     In  a  fractional  part. 

Q.  Does  your  patent  in  suit  indicate  to  what  ex- 
tent these  improvements  are  called  for"? 

A.     Yes,  sir. 

Q.     Does  your  patent  offer  perfection  % 

A,  No,  sir,  but  it  would  call  for  a  better  job  of 
it  than  this. 

Q.  Let  us  go  back  to  this  transverse  question.  I 
wish  you  would  answer  that  question,  and  point 
out  to  me  if  there  is  a  transverse  rounding  in  Ex- 
hibit A. 

A.  There  is  some,  yes,  due  to  those  three  fac- 
tors,   rt  is  much  less  than  it  should  be. 

Q.     Where  is  it?   Will  you  point  it  to  the  court? 

A.  It  is  right  around  here.  The  transverse 
rounding,  if  we  hold  the  shaver  in  an  upright  posi- 
tion, and  we  were  to  cut  off  the  top  part  of  the 
shaver  head,  then  you  will  look  down  on  the  outline 
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that  remains,  and  you  would  find  a  curve  at  each 
one  of  these  corners,  and  that  curve  would  be  an 
indication  of  the  transverse  rounding  in  question. 

The  Court:  The  transverse  rounding  of  what 
elements'?  [257] 

The  Witness :     Of  the  guard  elements. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Is  that  rounding 
somewhere  down  along  the  vertical  edge  of  the 
drawing  ? 

A.  I  think  it  refers  to  the  ends.  That  means  the 
portion  up  close  to  the  extreme  ends.  I  would  say 
in  the  case  of  this  shaver  it  would  be  possibly  three 
thirty-seconds  dowm,  would  be  the  important  part, 
from  the  outer  face  down  about  three  thirty-seconds 
of  an  inch. 

Q.     Will  you  refer  to  Exhibit  22-M 

Mr.  Harris:     There  isn't  any  exhibit  22,  counsel. 

Q.  (By  Mr.  L.  S.  Lyon) :  21-M,  item  No.  7  on 
that  exhibit  which  reads: 

"Each  guard  having  a  longitudinally  and  trans- 
versely rounded  outer  face  merging  into  the  outer 
face  and  the  side  faces  of  the  cutter  head." 

What  do  you  mean  by  "merging  into  the  side 
faces  of  the  cutter  head"  at  that  point? 

A.  I  mean  primarily  merging  into  the  rounded 
side  faces  that  are  in  close  proximity  to  the  cutting 
face  of  the  cutter  head. 

Q.  You  have  stated  that  there  is  no  exact  merg- 
ing in  Exhibit  No.  4.  I  would  like  to  call  the  Court's 
attention  to  what  T  am  talking  about. 

A.     No,  sir. 
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The  Court:     I  understand.  [258] 

Q.  (By  Mr.  L.  S.  Lyon) :  What  were  you  going 
to  say? 

A.  I  would  like  to  say  something  about  that  very 
point. 

Q.  Go  ahead  and  say  it.  If  you  don't  say  it  now 
you  will  say  it  on  redirect,  so  we  might  as  well 
have  it. 

A.  In  the  case  of  this  cutter  the  rounding  sur- 
faces start  away  back  here  in  the  cutting  face. 
There  is  a  relatively — I  don't  think  entirely  flat, 
but  a  relatively  flat  central  portion  in  the  cutting 
face,  and  then  there  are  rounded  surfaces  of  the 
cutting  face. 

Q.  And  in  the  case  of  this  Schick  "Super,  these 
guards  conform  to  those  rounded  surfaces? 

A.  When  you  get  down  undemeath  they  don't 
conform,  but  that  doesn't  make  so  much  difference. 

Q.     I  am  referring  to  7  on  Exliibit  21-M. 

A.    We  are  talking  about  the  Colonel,  aren't  we? 

Q.  I  am  asking  you  with  regard  to  the  Super. 
Do  the  v/hisk-its  on  the  Super  merge  into  the  side 
faces  of  the  cutter  head  on  that  model? 

A.     Let  me  see  how  that  reads. 

The  Court :     21-M  depicts  the  Colonel  ? 

Mr.  L.  S.  Lyon:     Yes. 

The  Court:  You  are  asking  the  witness  now 
about  the  Super? 

Mr.  L.  S.  Lyon:     Yes. 

A.  Some  of  these  side  faces,  in  the  case  of  the 
Super,  [259]  include  this  ]:>art  of  the  cutting  face, 
and  in  that  sense  they  do. 
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Q.  But  in  the  sense  of  the  side  faces  below  the 
cutting  face,  do  they  merge? 

A.     Of  course,  I  don't  know  just  how  far  the  cut- 
ter reaches  underneath  there,  but  after  we  come 
to  the  extremity  where  the  long  edge  is,  and  we  go 
below  it,  then  they  do  not  merge. 
(Short  recess.) 

Q.  (By  Mr.  L.  S.  Lyon):  Will  you  now 
examine  the  Exchange  model,  Plaintiff's  Exhibit 
No.  5,  and  compare  the  configuration  at  the  sides  of 
the  ends  of  the  whisk-its  with  the  flat  side  faces  of 
the  cutter  head,  and  state  whether  or  not  the  same 
merge  ? 

A.  The  side  faces  of  the  cutting  head  below  the 
curved  portions  which  come  in  contact  with  the  skin 
do  not  merge  precisely  with  the  whisk-its. 

Mr.  L.  S.  Lyon:  I  want  to  show  that  to  your 
Honor.  Look  along  the  side  face  of  the  cutter  head 
until  you  come  to  the  side  of  the  whisk-its,  and 
you  can  determine  that. 

The  Court:  What  does  ''merging"  there  mean, 
coming  together?  What  do  you  understand  merg- 
ing to  mean? 

A.  I  understand  it  to  mean,  in  the  case  of  a 
curved  surface  and  a  plane  surface,  that  if  they 
merge  they  come  together  in  such  a  way  that  one 
surface  appears  to  be  [260]  substantially  a  continu- 
ation of  the  other.  If  your  Honor  heard  me  on  that 
last  question,  I  spoke  about  the  portion  of  the  side 
faces  which  are  below  the  curved  side  faces,  and 
there  is  a  lack  of  precision  in  merging  there,  when 


228  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Ralph  E.  Jones.) 

you  go  dowji  that  distance  from  the  cutting  face. 

The  Court:  It  is  your  contention  and  design 
that  it  would  merge,  but  in  the  manufacture  it  may 
lack  precision  ■? 

The  Witness:  In  a  very  small  measure.  I  guess 
the  design  was  not  expected  to  merge  perfectly.  Of 
course,  when  you  go  that  far  down  the  sides  the 
practical  aspect  of  it  disappears,  because  the  skin 
is  not  present. 

The  Court:  You  are  only  interested,  so  far  as 
the  performance  of  the  razor  is  concerned,  in  your 
view  of  the  situation,  in  that  portion  of  the  guards 
or  wisk-its  which  come  in  contact  with  the  cutting 
head '? 

The  Witness:  The  cutting  face  and  curved  sur- 
faces at  the  sides,  as  they  are  the  ones  that  come  in 
contact  with  the  skin. 

The  Court:  Let  me  see  if  I  understand  you. 
The  only  portion  of  the  end  guards  or  whisk-its  in 
which  you  are  interested,  in  your  point  of  view, 
of  the  shaving  comfort,  is  that  portion  which  comes 
in  contact  with  the  shaving  head  or  cutting  head,  is 
that  correct? 

The  Witness:  I  think  cutting  head  is  a  pretty 
large  term. 

The  Court:  What  do  you  call  this  metal  appa- 
ratus on  the  [261]  shaver? 

The  Witness:  The  whole  shell  is  the  cuttino: 
head. 

The  Court :  I  thought  you  called  this  the  handle. 
I  understood  the  cutting  head  was  the  metal  as- 
sembly on  top. 


vs.  Ralph  E.  Jones  229 

(Testimony  of  Ralph  E.  Jones.) 

The  Witness :     Yes,  sir ;  when  I  say  the  shell,  I 
mean  the  shell  that  surrounds  the  cutter. 

The  Court:     There  is  a  shell,  and  the  cutter  in- 
side is  all  metal? 
The  Witness:     Yes. 

The  Court:     This  metal  assembly  on  the  top? 
The   Witness:     That   is  the   cutting  head,   your 
Honor. 

The  Court:  When  you  speak  about  rounded 
edges  and  merging  for  shaving  comfort,  you  are 
referring  to  that  portion  of  the  end  guards  and 
whisk-its  that  come  in  contact  with  the  metal  as- 
sembly cutting  head  on  the  top  of  the  shaver? 

The  Witness:  Your  Honor,  in  my  patent  there 
are  some  places  where  that  may  be  a  correct  inter- 
pretation. There  may  be  other  places  where  we  are 
dealing  with  the  merging  of  the  guard  into  these 
rounded  surfaces  that  are  paii:  of  the  side  face,  and 
as  a  practical  matter  of  fact  that  is  the  part  that 
cuts,  because  that  is  where  the  skin  reaches. 

The  Court:  Down  towards  the  base  of  these 
whisk-its  there  is  no  contact  with  the  skin  in  shav- 
ing, is  there? 

The  Witness:     No,  sir. 

The  Court:  It  is  immaterial,  in  your  view,  I 
suppose,  [262]  whether  they  merge  or  not  down 
there? 

The  Witness:     Yes. 

The  Court:     Whether  it  is  rounded  or  not? 
The  Witness:     I  wouldn't  want  to  cut  my  hand 
on  it. 


230  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Ralph  E.  Jones.) 

Q.  (By  Mr.  L.  S.  Lyon)  :  Does  item  No.  7  of 
Exhibit  21-M,  where  it  specifies  and  calls  for  merg- 
ing into  the  outer  face  and  side  faces  of  the  cutter 
head,  specify  how  far  down  the  side  faces  they  be? 

A.     Yes,  it  says  here: 

"Whereby  to  provide  rounded  ends  and  corners 
for  said  head  extending  flush  with  the  outer  and 
side  faces  thereof,^' 

I  think  that  that  intent  there  is  to  deal  wdth  the 
curved  side  faces  which  come  in  contact  with  the 
skin. 

Q.  (By  Mr.  L.  S.  Lyon)  :  It  doesn't  say  the 
curved  faces,  does  it,  in  Claim  28  of  the  patent? 

A.  Let  me  see.  It  doesn't  say  whether  they  are 
curved  or  not.  It  doesn't  say  they  have  to  merge  all 
the  whole  length  of  that. 

Q.     It  doesn't  say  how  far  they  shall  merge? 

A.     No. 

Q.  Can  this  word  "merge"  be  satisfied  by  any 
conformity  of  one  surface  to  another  irrespective  of 
the  extent  of  that  conformity? 

A.  Well,  it's  pretty  difficult,  it  seems  to  me.  The 
purpose  [263]  of  these  things  is  to  provide  comfort, 
and  it  is  perfectly  evident  that  the  skin  comes  in 
contact  with  the  cutting  face,  or  portion  close  to 
that,  and  these  curved  surfaces,  that  is,  these  side 
faces  conform  to  the  idea  of  side  faces,  and  it  is 
more  than  a  significant  degree  they  are  merging, 
because  that  is  the  place  where  it  cuts. 
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Q.  The  fact  is  that  this  term  "merging"  is  not 
defined  in  the  patent  in  suit,  and  the  only  definition 
that  you  can  draw  for  it  is  such  a  conformity  as  will 
give  comfort  and  avoid  scratching,  is  that  right? 

A.  That  is  the  primary  criterion,  I  would  say, 
sir. 

Q.  Colonel,  when  did  you  first  learn  of  the 
manufacture  and  sale  of  Schick  razors  having 
whisk-its  on  them? 

A.  Well,  I  don't  know  the  exact  date.  It  may 
have  been  in  1938;  it  may  have  been  early  in  1939, 
but  I  would  guess  it  was  in  1938,  and  I  think  it  was 
within  a  week  or  two  from  the  time  that  these  at- 
tachments first  appeared  on  the  Schick,  if  that  is 
what  you  mean — or  do  you  mean  later,  when  they 
were  built  in? 

Q.  Maybe  we  had  better  be  a  little  more  definite. 
Somebody  has  applied  the  attachment  to  Exhibit  2. 
By  the  attachment  you  mean  the  whisk-its  that  was 
provided  as  an  accessory  to  be  mounted  on  a  Schick, 
that  does  not  have  a  whisk-its,  is  that  right  ? 

A.     That  is  correct,  sir.  [264] 

Q.  You  knew  of  this  sometime  in  1938  or  1939, 
according  to  the  best  of  your  recollection? 

A.     Yes,  sir, 

Q.  When  did  you  first  learn  of  Schick  razors 
being  made  and  sold  in  which  whisk-its  were  em- 
bodied as  a  permanent  part  of  the  razor? 

A.  I  wouldn't  be  sure  about  that,  but  I  know  I 
bought  one  myself  in  the  latter  part  of  '40. 
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Q.  Did  you  communicate  with  the  Schick  Com- 
pany in  any  way  regarding  the  matter,  prior  to 
sending  them  this  notice  of  infringement  on  Janu- 
ary 21,  1941 ? 

A.     Did  I  communicate  with  them  in  any  way? 

Q.  Regarding  the  fact  that  they  were  using 
these  whisk-its,  and  that  you  had  a  patent  applica- 
tion pending  in  which  you  were  attempting  to  cover 
the  subject  matter  of  the  patent  in  suit? 

A.     I  did. 

Q.     When  for  the  first  time? 

A.     June — may  I  refer  to  my  diary? 

Q.     If  you  need  it  to  refresh  your  recollection. 

A.  I  can  give  you  the  exact  date.  On  June  26th, 
1940. 

Q.  Was  that  the  first  time  that  you  advised  them 
that  you  had  a  patent  application  pending  covering 
the  disclosures  that  are  set  forth  in  the  patent  in 
suit?  A.     Yes,  sir.  [265] 

******* 

Q.  (By  Mr.  L.  S.  Lyon)  :  I  call  your  attention 
to  Exhibit  26  to  the  pre-trial  stipulation.  This  is  a 
letter,  is  it  not,  Mr.  Jones,  which  you  wrote  to  the 
Schick  Dry  Shaver,  Inc.,  on  March  14,  1941? 

A.     Just  a  moment  while  I  glance  at  it. 
******* 

Mr.  L.  S.  Lyon:  Yes;  I  would  like  to  offer  it  for 
the  purpose  of  the  record  as  Defendants'  Exhibit  D. 

The  Court:  That  the  letter  from  Jones,  the 
plaintiff,  to  Schick  Dry  Shaver,  Inc.,  dated  March 
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14,  1941,  copy  of  which  is  Exhibit  26  to  the  pre- 
trial stipulation,  is  received  into  evidence  and  will 
be  marked  Defendants'  Exhibit. 

The  Clerk:     D,  your  Honor. 

The  Witness:  That  appears  to  be  a  copy  of  the 
letter  that  I  sent  to  Schick,  as  indicated  by  the 
date. 

Q.     (By  Mr.  L.  S.  Lyon) :     *     *     *     [269] 

At  the  time  you  wrote  this  Exhibit  D  Vv^hich  I 

have  read  to  you  did  you  believe  that  you  had  a 

right  to  negotiate  [270]  with  others  if  the  Schick 

Company  did  not  reply  to  you  by  April  4th?  [271] 

******* 

Mr.  L.  S.  Lyon:  I  want  to  show  also  in  con- 
nection with  this  attempt  to  apply  this  oral  agree- 
ment under  the  first  cause  of  action,  that  no  such 
agreement  was  made;  that  the  only  thing  that  was 
done  was,  there  was  an  understanding  as  to  what 
the  royalty  would  be,  provided  the  parties  arrived 
at  a  satisfactory  agreement;  and  I  want  to  show 
some  of  the  things  that  Col.  Jones  was  not  prepared 
to  settle  at  that  meeting  and  what  they  were. 
****** 

Q.  At  the  time  you  wrote  your  letter  of  March 
14,  1941  to  the  Schick  Dry  Shaver  Company,  de- 
fendants' Exhibit  D,  did  you  believe  that  you  had 
the  right  to  proceed  with  [279]  negotiations  with 
someone  else  if  you  did  not  hear  from  the  Schick 
Company  by  August  (April)  4,  1941  ? 
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A.  Well,  I  did  not  think  I  had  a  right  to  negoti- 
ate \Y\i\\  anyone  else  as  long  as  there  was  any  possi- 
bility of  the  Schick  Company  complying  with  their 
oral  agreement. 

Q.  But  if  they  did  not,  you  proposed  to  ne- 
gotiate with  somebody  else? 

A.  Well,  I  wouldn't  let  that  patent  go  by  in- 
detuiitely,  if  they  refused,  if  they  denied  or  if  they 
refused  to  comply,  if  they  refused  to  put  the  agree- 
ment in  writing  and  refused  to  comply  with  its 
terms.  It  seems  to  me  then  I  would  have  a  right 
to  deal  with  somebody  else.  I  never  did  deal  with 
anyone  else,  however. 

Q.  Now,  you  state  on  page  128  of  the  transcript 
here  in  your  testimony,  after  reciting  your  conser- 
vation with  Mr.  Cordiner  and  just  as  you  terminate 
your  testimony  on  that  point: 

"I  said  to  Mr.  Cordiner  in  substance,  'How 
are  we  going  to  go  a])out  putting  this  agree- 
ment in  wiiting?'  And  he  replied  to  me  in  sub- 
stance, 'The  agreement  will  be  drawn  up  in 
the  main  offices  of  the  Schick  Company.  You 
may  send  to  us  such  points  as  you  would  like 
to  have  included  in  the  agreement  and  if 
possible,  we  will  include  them.' 

"And  then  there  was  some  sort  of  an  agree- 
ment or  [280]  understanding  of  the  minor 
points  could  be  ironed  out  through  corre- 
spondence." 
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I  want  you  to  tell  us,  if  you  will,  what  these 
points  were  that  you  did  not  settle  at  your  meeting 
with  Mr.  Cordiner,  what  points  that  would  have  to 
be  incorj)orated  in  the  agreement. 

A.  Well,  they  were  not  definitely  enumerated 
or  anything  like  that.  I  presmne  they  would  deal 
with  such  matters  as  when  the  payments  would  be 
made  and  anything  that  was  necessary,  or  that  one 
side  wanted  that  the  other  side  would  agree  to. 
As  far  as  I  was  concerned,  I  had  no  intention  of 
refusing  to  sign  the  contract. 

Q.  I  am  not  asking  you  that.  I  am  asking  you 
what  these  points  were  that  remained  to  be  settled 
between  you  and  the  Schick  Company  that  you  did 
not  settle  at  your  meeting  with  Mr.  Cordiner. 

A.  It  was  merely  the  general  subject  of  minor 
points;  there  was  nothing  specific. 

Q.  I  am  not  asking  you  whether  they  were 
minor  or  not.  I  am  asking  you  what  the  points  were. 

A.     Well,  they  were  unspecified. 

Q.     Were  none  of  them  discussed  or  mentioned? 

A.     I  can't  seem  to  recall  that  any  one  was. 

Q.  Was  there  any  discussion  a)jout  who  should 
take  the  responsibility  for  any  suit  that  was  brought 
against  a  [281]  licensee  by  an  outside  party  for 
putting  these  whisk-its  on? 

A.     Yes;  I  believe  that  was  mentioned. 

Q.     How  was  that  settled,  if  it  was  ? 

A.  Well,  I  don't  recall  that  it  was  settled.  We 
were  going  to  reach  an  agreement  on  those  small 
points. 
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Q.  You  did  not  have  an  attorney  present  with 
you,  representing  you  at  this  meeting  with  Mr. 
Cordiner,  did  you? 

A.  That  is  correct.  I  intended,  of  course,  to 
have  an  attorney  to  consult  with  just  as  a  final 
check  when  I  received  the  contract  from  them. 

Q.  Did  you  discuss  whether  or  not  the  agree- 
ment should  provide  that  Schick  should  take  over 
the  prosecution  of  your  pending  patent  application  % 

A.  Well,  there  was  something  said  about — take 
over  the — oh.  Oh,  you  mean  those  two  pending 
application  I  had*? 

Q.    Yes. 

A.  I  don't  remember  for  sure,  but  I  think  I 
said  that  I  didn't  care  whether  they  took  them 
over  or  whether  I  completed  the  prosecution  my- 
self. 

Q.  Was  it  settled  as  to  what  the  agreement 
was  to  provide  on  that  or  was  that  left  open  ?  [282] 

A.     I  believe  that  was  left  open  to  their  option. 

Q.  Did  Mr.  Merrick  at  this  meeting  or  Mr. 
Cordiner  call  your  attention  to  a  number  of  differ- 
ent things  that  would  have  to  be  covered  in  that 
agreement,  and  advise  you  that  it  would  be  a  very 
unwise  thing  for  you  to  attempt  to  negotiate  these 
terms  of  this  license  agreement  with  them  if  you 
were  acting  as  your  own  attorney? 

A.  Well,  Mr.  Merrick  asked  me,  just  before 
the  conference  started,  as  I  recall  it,  "Have  you 
an  attorney  for  this  matter?"  And  I  answered 
him  that  I  did  not.  And  he — I  dcm't  know.  He  may 
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have  said,  "Well,  don't  you  think  you  ought  to  have 
one?"  Or  something  of  that  kind.  And  he  said, 
"If  you  don't  have  an  attorney,  I  may  have  to  act 
as  your  attorney,  in  addition  to  being  the  attorney 
for  the  Schick  Company,"  or  suggested  something 
of  that  nature. 

Q.  He  did  not  suggest  that.  Now,  you  are  not 
sure  of  that,  are  you,  that  he  also  act  as  your 
attorney  while  he  was  representing  Schick? 

A.  Well,  that  he  w^ould  have  to  look  after — yes; 
he  said  something  to  that  effect.  And  I  said  that  I 
thought  that  we  could  negotiate  the  main  matters 
at  hand  this  afternoon;  that  I  didn't  have  any 
attorney  engaged;  and  that  I  could  have  an  at- 
torney's advice  later  on  as  to  whether  everything 
was  all  right. 

Q.  It  was  understood  by  you  when  you  left 
th£m  that  [283]  you  were  to  consult  an  attorney 
regarding  the  settlement  or  many  of  the  terms  of 
the  agreement,  was  it  not,  before  you  signed  the 
agreement  % 

A.  Not  necessarily,  no;  because  I  was  going 
to  consult  an  attorney  and  consider  his  advice  if 
I  wanted  to.  If  I  didn't  want  to,  I  reserved  the 
right  to  act  on  it  myself  without  consulting  any 
attorney.  I  didn't  say  I  was  necessarily  going  to 
consult  an  attorney. 

Q.  Do  you  agree  with  this  statement,  and  by 
"we"  in  the  statement  reference  is  made  to  Mr. 
Cordiner  and  Mr.  Merrick: 


238  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Ralph  E.  Jones.) 

"A¥ell,  we  discussed  some  of  the  terms  that 
would  necessarily  have  to  be  inserted  into  a 
license  agreement  of  that  knid.  We  discussed 
a  very  large  number  of  such  subjects,  includ- 
ing some  pending  patent  applications  of  Col. 
Jones,  and  whether  he  would  turn  over  the 
prosecution  of  those  ai^plications  to  us. 

"We  called  his  attention  to  the  captions 
that  would  necessarily  be  included  in  the  patent 
agreement,  and  asked  him  if  he  was  prepared 
to  discuss  the  provisions  that  would  have  to 
be  written  in  mider  those  captions  of  such 
agreements,  and  he  said,  'No.' 

"We   asked  him   about   his   patent   counsel, 
and  he  said  he  had  no  patent  counsel,  that  he 
always  acted  as  his  own.   I  told  him  that  it 
would  be  a  very  miwise  [284]  thing  for  him  to 
attempt  to  negotiate  a  patent  license  agreement 
with  us,  acting  as  his  own  counsel,  and  illus- 
trated the   importance   of   getting   counsel  by 
asking  him  whether  he  would  agree  to  certain 
provisions  in  the  agreement  that  we  thought 
would  be  needed  in  it.  And  he  said  that  he  had 
no  ideas  on  the  subject,  and  he  said  that  I  was 
right,  that  he  would  have  to  get  counsel." 
Do  you  remember  whether  that  is  a  correct  state- 
ment of  what  transpired  at  the  meeting  with  Mr. 
Cordiner  ? 

A.     Well,  I  don't  know  that  it  is  a  hundred  per 
cent  accurate  but,   for  the  most  part,   I  presume 
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it  is  the  truth.  However,  I  never — my  only  state- 
ment about  getting  an  attorney  was  in  accordance 
with  my  intention  that  I  would  get  an  attorney's 
advice  to  such  extent  as  I  saw  fit,  and  sign  the 
contract  if  it  satisfied  me. 

Q.     Now,  do  you  agree  with  this  statement: 

"Was  anything  said  as  to  whether  or  not 
Colonel  Jones  reserved  the  right  to  approve 
or  disapprove  the  completed  written  agreement 
when  it  was  finally  prepared? 

"Well,  both  sides  miderstood  that  a  consid- 
erable number  of  clauses  vv^ould  have  to  be 
inserted  in  the  agreement  that  were  not  dis- 
cussed at  that  meeting.  The  agreement  was 
reached  only  in  respect  to  the  basic  [285] 
royalty  provisions.  Questions  as  to  rights  and 
obligations  in  respect  to  offensive  and  defensive 
litigations  were  touched  on  lather  briefly. 

"My  recollection  is  that  Colonel  Jones  was 
not  prepared  to  go  as  far  as  we  thought  he 
should  in  authorizing  the  expenses  and  damages 
that  might  be  incurred  by  the  Schick  Company 
in  defending  litigations,  to  be  deducted  from 
royalties.  I  remember  that  we  had  a  discussion 
whether  it  would  apply  only  to  current  royal- 
ties for  that  year,  or  back  royalties,  whether 
it  would  be  a  lien  on  future  royalties,  and  he 
said  that  he  had  not  thought  about  those 
matters  and  was  not  prepared  to  give  an  answer 
at  this  meeting." 
Is  that  in  accord  with  your  recollection? 
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A.  AVell,  I  don't  remember  all  of  that  was.  I 
know  that  there  were  provisions  that  they  wanted 
to  put  in,  but  I  was  satisfied  with  the  basic  agree- 
ment and  I  had  no  intention  of  passing  up  the 
agreement  and  refusing  to  sign  it  when  they  sul)- 
mitted  an  agreement,  unless  there  was  something 
that  would  markedly  interfere  with  my  normal 
rights  in  the  matter.  [286] 

Q.  You  did  recognize  that  you  reserved  in  your 
own  mind  the  right  to  reject  the  agreement  if, 
when  it  was  written,  it  was  not  satisfactory  to  you 
on  those  points  that  you  had  not  settled  at  your 
meeting,  isn't  that  right? 

A.  I  wouldn't  say  that  I  had  any  intention  to 
reject  that  agreement. 

Q.  I  am  not  asking  you  what  your  intention 
was.  I  am  askmg  you  if  you  reserved  the  right 
to  reject  whatever  agreement  they  drafted  that 
you  were  not  satisfied  with  the  way  they  treated 
these  unsettled  points. 

The  Court:  Do  you  mean  did  he  say  that  he 
would  reserve  it;  that  that  was  his  intention? 

Mr.  L.  S.  Lyon:  Wasn't  that  your  understand- 
ing with  them? 

A.  I  understood  it  this  way,  that  we  had  made 
an  agreement  as  to  the  essentials,  and  that  neither 
side  was  justified  in  rejecting  that  agreement  with 
the  idea  of  submitting  an  unreasonable  condition, 
and  rejecting  it  on  the  basis  of  an  unreasonable 
condition.    I    thought    these    side    issues    could    l)e 


vs.  Ralph  E.  Jones  241 

(Testimony  of  Ralph  E.  Jones.) 

ironed  out  on  a  reasonable  basis,  and  we  were  both 

going  to  stick  to  our  agreement. 

Q.  But  they  were  not  ironed  out  at  that  meet- 
ing? 

The  Court:     We  will  suspend  now. 

Mr.  L.  S.  Lyon:  May  the  record  show,  your 
Honor,  that  this  cross-examination,  since  my  last 
notice,  is  all  for  the  [287]  purpose  of  the  record  de 
bene  esse,  and  without  waiving  our  position  as  to 
the  second  cause  of  action. 

The  Court:     Yes,  the  record  Avill  so  show.  [288] 


Los  Angeles,  California, 

Thursday,   September  25,   1947,   10:00  A.M. 

*  *  *  *  *  * 

Q.  (By  Mr.  L.  S.  Lyon)  :  Colonel  Jones,  do  you 
remember  receiving  Plaintiff's  Exhibit  10,  which  is 
a  letter  dated  February  5,  1941,  addressed  to  you 
by  Mr.  Merrick  ? 

A.  I  would  like  to  glance  at  it,  please.  Yes,  sir, 
I  remember  that. 

Q.  That  letter  refers  to  Paragraph  VI T  of  the 
draft  which  you  forwarded  to  the  Schick  Dry 
Shaver  Company  with  your  letter  of  January  30, 
1941,  Exhibit  9,  which  draft  is  entitled:  Prelimi- 
nary Draft.  Do  you  remember  the  i)rovisions  of  that 
Paragraph  VII?  A.     Not  precisely.  [291] 

The  Court:  There  is  no  suggestion  compelling 
you  to  do  that.  I  merely  ask  the  question :  Are  you 
prepared  to  go  ahead  at  this  time  ?  Up  to  this  time 
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we  have  tried  the  case  upon  the  supposition  that  all 
the  evidence  is  admissible  only  as  to  the  first  cause 
of  action. 

Mr.  L.S.Lyon:     Yes.  [293] 

*  #  -::-  *  *  * 

The  Court:  And  the  minute  I  came  to  that  con- 
clusion or  very  shortly  after  I  did,  I  interrupted  the 
counsel  and  made  that  statement  so  that  you  would 
have  that  in  mind  in  your  cross-examination  of  the 
plaintiff.  This  cross-examination  is  proper  even 
under  the  first  cause  of  action,  I  take  it. 

*  *  ■»  *  -jf-  * 

Q.  You  have  in  mind  the  provisions  of  this  para- 
graph 7.  To  what  extent  were  those  provisions  dis- 
cussed by  you  at  the  meeting  with  Mr.  Merrick  and 
Mr.  Cordiner? 

A.  Oh,  in  a  very  tentative  sort  of  a  way  and  not 
very  extensively,  I  would  say.  I  don't  know  that 
these  provisions  were  discussed  at  all  as  a  matter  of 
fact,  that  is,  some  of  them,  anyway.  There  was  not 
very  much  discussion  about  what  appears  in  this 
suggestion  to  Scliick  Company,  because  these  largely 
were  thoughts  that  I  had  after  that  conference  was 
over  and  I  made  them  as  suggestions  to  the  Schick 
Company. 

Q.  These  two  patent  applications  which  you  for- 
warded to  the  Schick  Company  with  your  letter  of 
February  20,  1941,  Exhibit  13,  were  merely  cai'bon 
copies  of  documents  tliat  were  on  file  in  the  United 
States  Patent  Office,  is  that  correct? 
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A.  Yes;  they  were  carbon  copies  of  the  patent 
applications  that  had  been  submitted  to  the  Patent 
Office. 

Q.  And  you  did  not  deliver  or  furnish  to  the 
Schick  Company  any  power  of  attorney  or  any  as- 
signment or  right  to  those  patent  applications,  or  a 
right  to  do  anything  with  them  at  that  stage,  did 
you  ?  A.     I  did. 

Q.     What? 

A.  I  had  told  them  in  the  conference  before  that, 
if  [298]  they  obtained  this  exclusive  license  for  this 
patent  in  question  here,  that  they  could  have  my 
other  patents  and  the  patents  that  would  issue  to  me, 
if  they  wanted  them. 

Q.  But  my  point  is,  Col.  Jones,  that  all  you  did 
in  connection  with  transmitting  these  copies  with 
Exhil^it  13,  your  letter  of  February  20,  1941,  was  to 
send  them  copies  of  papers  that  were  on  filo  in  the 
Patent  Office,  is  that  right? 

A.  Well,  yes ;  they  were  patent  applications  that 
had  been  sent  to  the  Patent  Office. 

Q.  You  did  not  furnish  them  a  power  of  attorney 
which  they  could  file  in  the  Patent  Office  and  take 
any  action  in  connection  with  your  applications  ? 

A.  No;  though  I  had  told  them,  as  T  recall  it, 
that  if  thoy  wanted  the  two  patents  that  had  issued, 
in  addition  to  the  patent  at  issue,  and  the  two  pat- 
ents that  might  issue  in  pursuance  to  my  two  other 
applications — I  believe  I  told  them  that  they  could 
either  take  over  the  prosecution  of  those  two  patents, 
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or  I  would  continue  the  prosecution  of  them,  which- 
ever they  desired. 

Q.  Did  the  Schick  Company  take  any  action  in 
the  Patent  Office  in  connection  with  your  applica- 
tions at  any  time? 

A.  I  don't  think  they  did,  no,  sir.  I  don't  see 
how  they  could  have. 

Q.  And  they  returned  to  you  the  carbon  copies 
that  you  [299]  had  forwarded  them  with  your  letter, 
Plaintiff's  Exhibit  13,  did  they  not? 

A.  I  believe  that  they  ultimately  did.  I  don't  re- 
call positively. 

Q.  Did  you  continue  your  prosecution  of  those 
two  applications?  A.     I  did. 

Q.     Yourself?  A.     My  attorney. 

Q.  And  did  the  Schick  Company  ever  interfeie 
in  any  way  with  your  prosecution  of  these  applica- 
tions? A.     Not  so  far  as  I  know. 

Q.  They  never  took  any  steps  in  the  Patent  Office 
in  regard  to  the  matter,  to  your  knowledge  at  all,  did 
they?  A.     Not  so  far  as  I  know. 

Q.  And,  so  far  as  you  know,  did  your  sending 
these  two  copies  of  the  applications  to  Schick  Com- 
pany in  any  way  affect  your  further  prosecution  of 
those  applications? 

A.  Affect  my  further  prosecution  of  them?  I 
suppose  not. 

Q.     What  happened  to  those  applications?    Did 
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the  Patent  Office  find  anything  patentable  in  them? 

A.     They  did. 

Q.     Did  they  issue  into  patents'? 

A.     They  did.  [300] 

Q.     In  your  name  ?  A.     That  is  correct,  sir. 

****** 

Mr.  L.  S.  Lyon :     All  right,  sir. 

Q.  What  discussion,  specifically,  did  you  have 
with  Mr.  Merrick  and  Mr.  Cor  diner,  according  to 
your  best  recollection,  as  to  this  matter  of  how  far 
you  should  go  in  indemnifying  the  Schick  Company 
against  liability  to  others  for  infringement  in  oper- 
ating under  the  proposed  license? 

A.  Well,  I  can't  remember  all  the  details  of  that. 
I  didn't  regard  that  as  of  primary  importance^ 
There  were  statements  back  and  forth  and  a  few 
questions  about  things  of  that  nature,  just  prelimi- 
nary to  the  ultimate  drafting  up  of  the  written  con- 
tract; and  I  didn't  regard  it  as  any  negotiations  at 
that  time.  I  thought  we  just  had  a  sort  of  a  prelimi- 
nary discussion,  because  I  expected  them  to  work 
out  the  contract  that  they  thought  should  be  signed, 
and  then,  unless  there  was  something  horribly  wrong 
with  it,  I  expected  to  sign  it.  [302] 

Q.  Did  you  settle  the  provisions  as  to  how  far 
you  would  go  in  indemnifying  the  Schick  Company, 
at  that  meeting  ? 

A.  I  made  no  commitments  restiicting  what  I 
would  or  would  not  do.  T  tliouglit  tliat  we  would 
have  no  praticular  difficulty  in  reaching  an  agree- 
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ment  on  the  secondary  issues,  if  you  want  to  call 
them  that.  I  did  not  anticipate  any  difficulty  in 
reaching  that.  I  was  willing  to  concede  to  any 
reasonable  secondary  provisions  in  the  contract, 
when  they  presented  my  contract,  which  they  had 
agreed  to  prepare,  which  they  never  did. 

Q.  At  that  meeting  you  did  not,  actually  agree  on 
what  those  specific  provisions  would  be? 

A.     No.  I  had  not  seen  what  they  v/anted. 

Q.  But  they  did  advise  you  that  they  wanted  pro- 
visions on  that  point  in  the  contract  ? 

A.     Regarding  suing"? 

Q.  Regarding  defending  suits  that  were  brought 
against  Schick. 

A.  Yes,  they  mentioned  that  I  should  take  the 
responsibility  of  defending  suits,  and  I  did  not 
agree,  and  did  not  have  any  final  comment  upon  that 
statement. 

Q.  Did  you  also  discuss  with  them,  and  did  they 
tell  you  that  fact,  that  they  would  want  the  provision 
in  the  contract  with  regard  to  the  extent  which  you 
would  go  in  defraying  the  cost  of  suing  others  in  the 
event  there  was  an  [303]  infringement  of  your 
patent  1 

A.  Perhaps  that  was  mentioned.  I  don't  remem- 
ber those  details. 

Q.  Did  you  settle  at  that  meeting  just  how  far 
you  would  go  on  that  point? 

A.     I  don't  think  it  was  necessary. 

Q.     Did  you? 
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A.  No,  I  did  not  say  I  would  go  this  far,  and  no 
further,  certainly  not.  I  expected  to  get  the  contract 
from  them  for  my  signature,  or  my  protest,  but  if 
something  seemed  radically  wrong  with  it  I  expected 
to  request  them  to  change  it,  whatever  it  might  be, 
when  they  sent  me  the  contract. 

Q.  But  they  did  bring  up  the  fact  that  they  ex- 
pected you  to  defray  to  some  extent  those  expenses, 
did  the}^  not?  A.     I  think  they  probably  did. 

Q.  Did  you  settle  on  how  far  you  would  go  at 
that  time  % 

A.  No,  I  did  not  settle.  I  did  not  take  any  posi- 
tion on  the  matter  other  than  it  was  something  to  be 
worked  out  when  they  sent  me  the  contract. 

Q.  When  you  sent  them  the  draft  entitled :  Pre- 
liminary Draft,  accompanying  your  letter  of  Janu- 
ary 30,  1941,  Plaintiff's  Exhibit  9,  under  provision 
15  you  provided  that  Schick  shall  assume  said  bur- 
den and  the  expense  of  defending  your  patent  in 
court,  and  in  prosecuting  infringers.  Why  did  you 
arrive  at  that  wording;  on  what  basis'?  [304] 

A.  I  don't  knovv^  They  had  invited  me  to  submit 
such  points  as  I  would  like  to  have  embodied  in  the 
contract  w^hen  it  was  written,  and  they  said  they 
would  include  in  it  as  much  of  my  suggestions  as 
they  could.  I  don't  remember  anything  very  explicit 
or  binding.  There  was  no  binding  oral  agreement 
about  any  of  this  minor  stuff  at  the  conference,  It 
was  mentioned,  and  it  was  just  something  that  had 
not  l)een  established  yet,  was  all. 

Q.     But  at  the  meeting  with  Mr.  Merrick  and  Mi-. 
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Cordiner  there  was  no  agreement  that  Schick  would 

pay  all  the  expenses  of  defending  your  patent,  was 

there? 

A.  There  wasn't  any  agreement  whatever 
whether  the  Schick  people  would  pay,  or  I  would 
pay.  The  only  agreement  was  the  basic  matter,  that 
I  would  give  them  it  exclusively,  and  they  could  have 
the  four  patents  of  they  wanted  them,  and  they 
would  give  me  a  stipulated  royalty,  or  a  stipulated 
down  payment.  That  was  a  definite  statement.  And 
they  were  to  prepare  the  contract,  and  send  it  to  me, 
and  then  if  I  objected  I  was  to  try  to  persuade  them 
as  to  what  changes  I  thought  ought  to  be  made  in  it. 

Q.  Will  you  tell  us  again  what  the  terms  of 
royalty  arrangement  were,  as  you  say  you  agreed 
with  them,  with  Mr.  Merrick  and  Mr.  Cordiner?  I 
mean,  what  were  those  rates'? 

A.  The  rates  were — I  was  to  obtain  l^/o  per  cent 
of  the  manufacturer's  sales  price  until  these  royal- 
ties, the  [305]  total  of  these  royalties  should  be 
$250,000,  after  which  the  rate  was  to  l)e  1  per  cent  to 
the  expiration  of  the  life  of  the  patent. 

****** 

Q.  (By  Mr.  L.  S.  Lyon)  :  I  call  your  attention 
to  this  paragraph  of  royaltj^  to  be  paid  of  3  per  cent 
of  the  manufacturer's  sales  price. 

A.  You  have  to  read  more  than  one  line  in  order 
to  obtain  the  truth  of  the  document. 

Q.     1  will  ask  you  to  read  the  whole  i)aragraph, 

A.  I  will,  and  there  is  more  than  this  paragraph 
that  pertains  to  that. 
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Q.  Perhaps  you  will  explain  to  us  why  you  pro- 
vided 3  per  cent. 

A.  I  provided  1%  per  cent  in  that  document;  not 
3  per  cent.  That  was  subject  to  a  discount  of  50  per 
cent.  Anyway  it  was  only  suggested.  They  were  not 
restricted  to  this.  I  had  not  refused  to  change  any  of 
this  phraseology  [306]  in  any  respect.  This  was  just 
a  suggestion. 

Q.  Had  Mr.  Merrick  or  Mr.  Cordiner  agreed  to 
the  provisions  as  set  forth  in  Paragraph  3  of  this 
preliminary  document  that  you  submitted? 

A.     They  had  not  seen  these  suggestions.  [307] 
****** 

Q.  (By  Mr.  L.  S.  Lyon) :  Have  you  made  any 
arrangement  with  the  Remington  Rand  whereby 
they  are  authorized  under  [308]  your  patent  to 
manufacture  their  razors  with  these  end  elements  on 
them? 

A.  I  did  not  enter  into  any  negotiations  with 
Remington  Rand,  because  of  my  oral  negotiations 
with  the  Schick  Company. 

*  *  *  *  *  * 

Q.  (By  Mr.  L.  S.  Lyon)  :  Then  your  answer  is 
that  you  have  no  understanding,  and  Remington 
Rand  has  no  authority  under  your  patent  to  manu- 
facture the  device  I  have  shown  you? 

A.  That  is  correct.  I  have  never  negotiated  up 
to  the  present  time  with  Remington  Rand. 

Mr.  L.  S.  Lyon :  I  would  like  to  mark  this  device 
for  identification,  as  Defendants'  Exhibit  E. 
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Redirect  Examination 
By  Mr.  Harris:  [309] 

Q.  Did  you  at  that  time  believe  that  you  had 
no  right  to  negotiate  with  anyone  else,  at  that  time 
that  you  sent  your  letter  of  March  14,  1941,  to  the 
Schick  Shaver  Company,  Exhibit  D? 

****** 

A.  I  did  not  believe,  when  I  sent  that  letter,  that 
I  had  a  right  to  negotiate  with  anyone  else.  I  was 
not  completely  convinced  that  the  S'Chick  Company 
had  repudiated  their  oral  agreement. 

Q.  (By  Mr.  Harris)  :  Why  did  you  not  think 
that? 

A.  I  had  not  received  any  definite  word,  as  I  re- 
call, at  that  time  that  they  had. 

Q.  From  January  29,  1941,  until  this  letter  of 
March  14,  1941,  which  is  Defendants'  Exhibit  D, 
did  you  at  all  times  believe  that  you  had  a  binding 
agreement  with  the  defendant  Schick  Inc.  ?  [310] 

A.  Mr.  Harris,  up  to  the  time  of  that  letter,  that 
is,  the  letter  where  I  enumerated  that  I  had  done 
certain  things,  and  that  they  had  not  replied  to 
it 

Q.  (By  Mr.  Harris) :  I  will  show  you  the 
letter. 

A.  Yes,  sir.  When  I  sent  this  letter  of  March 
14th,  up  to  that  time,  from  January  29  to  March  14, 
I  believed  that  I  had  a  valid  oral  agreement  with  the 
Schick  Company,  and  that  I  did  not  have  anv  ris^ht 
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to  negotiate  with  anyone  else  during  that  period 

regarding  my  patents. 

The  Court :  Did  you  believe  it  after  you  sent  that 
letter  of  March  14th'? 

The  Witness:  Well,  I  don't  know.  I  thought 
this:  That  in  view  of  the  correspondence  that  fol- 
lowed the  oral  agreement,  I  thought  there  might  be 
enough  confirmation  of  the  oral  agreement  there 
to  make  the  agreement  binding. 

The  Court:  The  question  is  what  you  thought 
you  were  entitled  to  do ;  not  what  the  Schick  Com- 
pany could  do.  The  question  is  what  you  thought 
you  could  do. 

The  Witness:  I  did  not  think  I  was  entitled  to 
negotiate  until  I  Vv'as  certain  the  Schick  Company 
had  repudiated  its  agreement  with  me. 
The  Court:  When  was  that? 
The  Witness:  I  never  was  sure,  and  I  did  not 
take  a  chance.  I  just  did  not  negotiate  with  any- 
body else.  [311] 

The  Court:  At  the  time  you  wrote  the  letter  of 
March  14th,  Defendants'  Exhibit  D,  had  you  re- 
ceived from  Mr.  Merrick  the  letter  of  March  13th, 
Exhibit  14  <? 

The  Witness :  No,  sir,  when  I  wrote  my  letter  of 
March  14th,  I  had  not  received  Mr.  Merrick's  letter 
of  March  13th. 

Q.  (By  the  Court)  :  Had  you  received  Defend- 
ants' Exhibit  C,  from  Jeffery,  Kimball  &  Eggles- 
ton  March  13th?  Lay  these  exhibits  before  the 
witness. 
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A.  No,  sir,  I  had  not  received  these  March  13th 
letters  when  I  wrote  my  letter  of  March  14th. 

The  Court:  In  ruling  upon  your  objection,  this 
evidence  is  received  only  in  connection  with  the 
first  cause  of  action.  I  have  not  changed  my  ruling 
with  respect  to  the  second  cause  of  action.  However, 
it  serves  the  purpose  of  making  a  record  of  ex- 
cluded evidence  under  Rule  41(c),  as  stated 
previously. 

Mr.  L.  S.  Lyon:  My  understanding  is  that  all 
evidence  of  this  class,  all  of  the  exhibits,  both  on 
direct,  cross  and  redirect  examination,  is  subject 
to  that  understanding  and  ruling,  your  Honor. 

The  Court:    Yes. 

Q.  (By  Mr.  Harris)  :  Colonel  Jones,  prior  to 
the  time  that  you  sent  these  two  copies  of  pending 
patent  applications  to  the  Schick  Company  with 
your  letter  of  February  20,  which  appears  as  Plain- 
tiff's Exhibit  13, — prior  to  that  had  you  ever  dis- 
closed to  Schick,  Inc.,  or  any  of  its  representatives 
any  part  of  either  of  those  two  pending  applications. 

A.  No,  sir.  I  think  I  had  mentioned  that  I  had 
applications  in  for  two  other  patents  in  connection 
with  electric  shavers,  but  I  didn't  disclose  the  sub- 
stance of  those  patent  applications,  or  anything 
about  the  details  of  it,  or  anything  of  that  kind, 
until  I  sent  the  patent  application  copies  in. 

Q.  Would  you  have  sent  those  applications  to 
the  defendant  Schick,  Inc.,  had  you  not  believed  you 
had  that  contract  with  them  on  January  29,  1941? 
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Mr.  L.  S.  Lyon:  That  is  objected  to  as  incompe- 
tent. 

The  Court :  Overruled.  His  state  of  mind  is  ma- 
terial as  to  whether  or  not  these  were  negotiations 
for  settlement  of  the  claim. 

The  Witness :  I  certainly  would  not.  I  would  not 
have  considered  it. 

The  Court:  Of  course,  that  is  in  respect  only  to 
the  first  cause  of  action. 

Q.  (By  Mr.  Harris) :  I  hand  you  Defendant's 
Exhibit  A.  Have  you  made  a  study  of  this  device 
to  determine  whether  or  not  it  correctly  depicts  the 
shaver  shown  in  the  drawings  of  your  patent  in  suit  ? 

A.     I  have,  yes,  sir. 

Q.  Does  it  properly  and  accurately  depict  the 
shaver  shown  in  the  patent  in  suit? 

A.  In  a  considerable  number  of  respects  it  very 
definitely  does  not. 

Q.     In  what  respects? 

A.  These  springs  in  there  that  tend  to  toss  the 
shaving  head  out  are  one.  The  holes  in  the  guards 
are  excessively  wide,  thereby  narrowing  the  mate- 
rial available  for  rounding  the  guards.  According 
to  the  measurements  I  made  of  those  guards,  with 
my  steel  square  and  magnifying  glass,  the  other 
day,  and  the  computation  I  made  last  night,  it  should 
be  116  per  cent  thicker  than  it  is  in  order  to  be  in 
proportion  to  the  device. 

Q.  The  device  as  shown  in  the  drawings  of  your 
patent?  A.     Yes,  sir. 

Q.     Which  element  should  be  thicker? 
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A.  The  thickness  of  the  end  guards,  and  even  as 
thin  as  they  are  they  are  not  appropriately  rounded. 

Q.  Are  there  any  other  respects  that  you  have 
been  able  to  find  in  which  this  model  does  not  illus- 
trate properly  the  drawings  of  your  patent  in  suit? 

A.  Yes,  according  to  the  drawings  of  my  pat- 
ent, it  would  not  be  possible  for  the  end  guards  to 
rotate  so  far  in  the  open  position  as  they  do  in  this 
model.  I  think  that's  all  that  I  have  noticed. 

Q.  Going  back  to  this  conference  between  jout- 
self,  Mr.  Merrick  and  Mr.  Cordiner,  on  January 
29,  1941,  had  you  at  any  time  at  that  conference,  or 
prior  thereto,  advised  the  defendant,  [314]  Schick, 
Inc.,  or  any  of  its  agents  or  representatives,  that  it 
was  infringing  your  patent  in  suit  here,  or  that  it 
might  infringe  such  patent  after  such  patent  was 
issued,  and  I  exclude  from  that  question  the  letter 
which  you  wrote  them  which  appears  as  Plaintiff's 
Exhibit  8,  notifying  them  of  infringement  ?  I  mean, 
other  than  that  letter,  did  you  at  any  time  notify 
them,  or  intimate,  or  refer  to  them  that  they  either 
infringed  your  patent  after  its  issue,  or  would  in- 
fringe it  after  the  patent  was  issued  ?  [315] 

A.  Well,  I  think  I  had— I  think  I  had  told  them 
some  time  that  I  had  sent  them  a  letter  after  I 
received  the  patent,  and  Mr.  Merrick  asked  me  when 
I  sent  H.  And  I  told  him,  ''Well,  of  course,  I  didn't 
get  that,  because  that  would  arrive  several  days 
after  I  left  the  Schick  plant." 

Mr.  Harris:     Perhaps  my  question  was  not  clear. 

Q.     At  any  time  prior  to  January  29,  1941,  did 
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you  advise  the  Schick  Company,  the  defendant  in 
this  ease,  or  any  of  its  representatives  that  it  in- 
fringed or  might  possibly  in  the  future  infringe 
your  patent  in  suit? 

A.  No,  sir.  I  just  sent  that  letter  and  I  relied 
on  that  as  my  notification.  That  was  the  only  noti- 
fication. 

Q.  With  reference  to  this  draft  of  agreement 
that  you  sent  the  Schick  Company  together  with 
your  letter  of  January  30,  1941,  both  of  which  are 
marked  Plaintiff's  Exhibit  9,  who  prepared  that 
draft?  A.     I  did. 

Mr.  L.  S.  Lyon :     I  object  to  that  as  immaterial. 

Q.  (By  Mr.  Harris)  :  Did  you  have  legal  coun- 
sel— excuse  me,  your  Honor. 

The  Court :     The  answer  may  stand. 

A.  I  had  no  counsel  of  any  kind.  I  just  wrote  it 
myself  and  sent  it  in  as  a  suggestion. 

Q.  (By  Mr.  Harris) :  Referring  you  back  again 
to  the  letter  of  March  14,  1941,  that  j^ou  wrote  to  the 
Schick  Company,  [316-317]  which  is  marked  De- 
fendants' Exhibit  D,  did  you  at  any  time  up  to  the 
time  that  you  wrote  that  letter  consult  an  attorney 
with  regard  to  your  legal  rights  as  to  the  oral  con- 
tract which  you  say  you  entered  into  with  the 
Schick  Company? 

Mr.  L.  S.  Lyon:  I  object  to  that  as  immaterial, 
not  in  any  way  binding  on  the  defendants. 

The  Court:     The  objection  will  be  sustained.   He 
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may  make  a  record  of  the  witness'  answer,  the  ques- 
tion and  answer,  pursuant  to  Rule  43(c). 


A.     I  did  not. 

Mr.  L.  S.  Lyon:     Which  letter  is  that? 

Mr.  Harris:     Defendants'  Exhibit  D. 

Mr.  L.  S.  Lyon :  And  that  is  the  letter  of  March 
9th  ? 

Mr.  F.  W.  Lyon:    March  14th. 

Mr.  Harris:     That  concludes  the  redirect. 

The  Court:  Defendants'  Exhibit  D  is  the  Jones 
letter  of  March  14,  1941,  is  it  nof? 

Mr.  Harris:  That  is  correct,  your  Honor.  That 
concludes  the  redirect  examination.  [318] 


Recross-Examination 
By  Mr.  L.  S.  Lyon: 

Q.     Col.  Jones,  in  your  ox>inion,  will  claim  1  of 
your  patent  in  suit  read  on  Defendants'  Exhibit  A? 

A.     Well,  I  am  not  a  patent  lawyer.   I  would  like 
to  look  at  that  claim  1. 

Q.     Certainly. 

A.     I  have  got  a  copy  of  it  right  here.    Just  a 
moment. 

Q.     Certainly. 

A,     In  my  opinion,  that  claim  reads  upon  this 
device. 

Q.     And  is  your  answer  the  same  as  to  the  other 
claims  of  your  patent  in  suit  which  are  involved  in 
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this  suit  ?  By  ' '  those  claims ' '  I  mean  the  same  claims 
that  you  made  these  charts  for  with  reference  to  the 
Colonel  model.  You  may  check  the  claims. 

Mr.  Harris:  I  would  like  the  witness  to  check 
the  claims  on  that  if  he  is  going  to  answer  that 
question. 

Mr.  L.  S.  Lyon:     That  is  satisfactory.    He  may 

check  them.  [319] 

*  *  *  *  *  * 

Mr.  L.  S.  Lyon:  We  will  hope  the  Colonel  will 
do  that  during  the  recess. 

The  Court:     Yes.    Five  minutes. 

A.  My  answer  to  that  question  is  that,  in  my 
opinion,  all  of  the  claims  at  issue  read  upon  this 
Exhibit  A. 

Mr.  L.  S.  Lyon :     Thank  you.  That  is  all,  Colonel. 

The  Court:  Now,  so  the  record  will  be  clear, 
those  are  the  claims  that  are  mentioned  in  the  pre- 
trial stipulation,  is  that  it  % 

Mr.  L.  S.  Lyon:     Those  are  the  claims 

The  Witness:     17. 

The  Court:  Let  us  have  the  record  show  spe- 
cifically. 

Mr.  Harris:  They  are  those  claims  which  are 
illustrated  by  the  charts  Exhibits  21-A  to  21-Q, 
inclusive  ? 

The  Witness :     That  is  correct,  sir. 

*  ***** 

Mr.  Harris:  If  the  Court  please,  at  this  time 
we  wish  to  offer  into  evidence  the  deposition  of  J. 
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Harold  Merrick  taken  at  New  York  City  on  March 
29,  1947,  which  is  on  file  with  the  clerk,  as  Plain- 
tiff's Exhi])it  22. 

The  Court:     May  I  see  it,  Mr.  Clerk?  [320] 

Mr.  L.  S.  Lyon :  If  the  court  would  prefer  to  just 
read  the  deposition,  I  will  stipulate  that  it  may  he 
deemed  read  in  evidence,  .your  Honor,  or  have  it 
read. 

The  Court :  Do  you  wish  it  coi}ied  into  the  record 
at  this  juncture? 

Mr.  Harris:  Either  way  your  Honor  prefers. 
It  makes  no  difference  to  us  whether  it  appears  as 
an  exhi])it  or  whether  it  is  copied  into  the  record. 
It  is  quite  brief. 

Mr.  L.  S.  Lyon :  And  the  offer  includes  the  com- 
plete deposition? 

Mr.  Harris :     That  is  correct. 

The  Court:     Are  there  any  exhibits? 

Mr.  L.  S.  Lyon:  It  includes  the  direct  examina- 
tion and  cross-examination? 

The  Court:     Are  there  any  exhibits  attached? 

Mr.  Harris:     There  are  no  exhibits  attached. 

Mr.  L.  S:  Lyon :  Will  you  stipulate,  Mr.  Harris, 
at  this  time  that  at  the  time  of  the  taking  of  the 
deposition  of  Mr.  Merrick,  he  was  no  longer  the 
attorney  for  or  connected  with  the  Schick  Company  ? 

Mr.  Harris:  Yes.  That  is  correct,  your  Honor. 
I  will  so  stipulate. 

The  Court:  The  reporter  will  copy  into  the  rec- 
ord at  this  point  the  direct  examination  and  the 
cross-examination  of  the  witness  J.  Harold  Merrick. 
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It  embraces  pages  2  to  [321]  17,  does  it  not,  gentle- 
men, both  inclusive? 

Mr.  Harris:     That  is  correct,  your  Honor. 

The  Court :  There  are  no  exhibits,  I  understand, 
attached  % 

Mr.  L.  S.  Lyon:     No  exhibits. 

The  Court :  Very  well.  The  deposition  itself  will 
be  received  into  evidence  and  marked  Plaintiff's 
Exhibit 

The   Clerk:     22,  your  Honor. 

The  Court:     22? 

The  Clerk:     Yes,  your  Honor. 

''J.  HAROLD  MERRICK 

*' called  as  a  witness  on  behalf  of  the  plaintiff,  being 
first  duly  sw^orn  by  the  notary,  testified  as  follows: 

' '  Direct  Examination 
''By  Mr.  Harris: 

'*Q.  You  are  an  attorney  and  counselor  at  law, 
are  you  not?  A.     I  am. 

"Q.  During  the  months  of  January,  February 
and  March  of  1941  you  were  general  counsel  for 
Schick  Dry  Shaver,  Inc.,  a  Delaware  corporation? 

''A.     I  was. 

"Q.     What  is  your  present  residence? 

''A.     I  think,  legally,  Wilbraham,  Massachusetts. 

'^Q.  During  those  months  in  1941  were  you  an 
officer  of  the  defendant  Schick  Dry  Shaver,  Inc.? 

"A.  It  is  my  recollection  that  I  was;  I  am  not 
100  per  cent  certain. 

"Q.     What  office  did  you  hold? 
'A.     I  think  I  was  [322]  vice-president. 


u 
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''Q.  Were  you  at  that  time  a  director  of  the 
company?  A.     No. 

"Q.     Were  you  ever  a  director  of  the  company? 

"A.     No,  I  was  never  a  director. 

"Q.  During-  those  months  in  1941  Mr.  R.  J. 
Cordiner  was  president  of  the  company,  was  he  not? 

"A.     He  was. 

''Q.  In  January  of  1941  Mr.  Cordiner  was  on  a 
vacation  in  the  Hawaiian  Islands,  was  he  not? 

"A.     He  was. 

"Q.  Do  you  remember  the  Schick  patent  No. 
2,288,768,  the  Jones  patent,  bearing  that  number, 
issued  to  Colonel  Jones,  who  resides  at  San  Diego? 

"A.  I  don't  remember  the  patent  by  number;  I 
recall  a  patent  that  was  issued  to  Colonel  Ralph 
Jones. 

"Q.  And  that  patent  was  issued  in  January  of 
1941,  was  it  not?  A.     That  is  my  recollection. 

''Q.     What  did  that  patent  relate  to? 

"A.     I  did  not  hear  the  question. 

"Q.     What  did  that  patent  relate  to? 

''A.  I  don't  remember  the  language  of  the  pat- 
ent, but  it  related  to  a  device  to  be  attached  to  the 
electric  shaver  for  the  purpose  of  catching  beard 
clippings,  if  I  recall  correctly. 

"Q.  How  did  that  patent  come  to  the  attention 
of  [323]  the  Schick  Company,  do  you  remember? 

''A.  Well,  I  can  only  say  how  it  came  to  my 
attention. 

"Q.     Very  well,  if  you  will. 
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''A.  The  patent  counsel  for  the  company,  Mr. 
Reginald  Hicks,  telephoned  me  one  day  and  told  me 
that  he  had  read  in  a  gazette  of  the  issuance  of  a 
patent  to  Colonel  Ralph  E.  Jones,  and  told  me 
something  about  it. 

"Q.  Hid  you  or  Mr.  Hicks  immediately  obtain 
a  copy  of  that  patent  ? 

"A.  I  am  sure  that  Mr.  Hicks  sent  for  it  imme- 
diately. I  do  not  think  that  I  saw  it  for  a  week  or 
ten  days,  something  like  that. 

*'Q.  And  very  soon  after  this  telephone  conver- 
sation with  Mr.  Hicks  you  made  a  trip  to  Grand 
Rapids,  Michigan,  did  you  nof? 

"A.     No,  I  did  not. 

"Q.  You  did  not  fly  to  Grand  Rapids  to  see 
Colonel  Jones  in  connection  with  that  patent? 

"A.     No. 

"Q.  You  did,  however,  shortly  after  this  con- 
versation, make  a  trip  to  San  Diego? 

''A.     I  did. 

"Q.  And  that  was  in  connection  with  this  pat- 
ent that  was  issued  to  Colonel  Jones,  was  it  not? 

"A.     It  was. 

"Q.  You  were  empow^ered  on  making  that  trip, 
were  you  not,  to  pay  up  to  $50,000  to  Colonel  Jones 
for  an  outright  purchase  of  the  ])atent  ? 

"A.     That  is  my  recollection.  [324] 

"Q.  To  get  to  San  Diego,  what  means  of  trans- 
portation did  you  use? 

"A.     I  think  I  used  the  combination  of  all  mod- 
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ern  forms  of  transportation :  airplane,  train,  Super- 
Chief,  automobile. 

"Q.  Were  you  instructed  to  get  there  as  quickly 
as  you  could? 

"A.  Well,  I  did  not  have  any  too  specific  in- 
structions on  that  point. 

"Q.  You  first  arrived  in  Los  Angeles  on  that 
trip,  did  you  not,  before  going  to  San  Diego? 

''A.     I  did. 

*'Q.  You  had  an  acquaintance,  an  attorney  there, 
Joseph  D.  Taylor,  who  phoned  Colonel  Jones;  isn't 
that  correct?  A.     I  did. 

"Q.  And  made  an  appointment  for  Mr.  Tajior 
and  yourself  to  see  Mr.  Jones  in  San  Diego? 

''A.     Correct. 

"Q.  Do  you  remember  that  you  arrived  in  San 
Diego  on  the  24th  of  January,  1941,  and  visited 
Colonel  Jones  at  his  home  about  6:30  or  7  o'clock 
in  the  evening? 

"A.  I  do  not  recall  the  exact  date.  I  know  that 
it  was  in  the  last  part  of  January.  I  know  also 
that  we  went  to  his  home  and  that  it  was  in  the  early 
evening. 

'*Q.     That  was  Mr.  Taylor  and  yourself? 
That  is  correct. 

And  was  Colonel  Jones  there  at  that  time? 
Yes. 

And  Mrs.  Jones  was  there,  too,  was  she  not  ? 
Yes. 
Was  she  present  during  the  conversation 


"A 
"A 
*'A 


that  ensued? 
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"A.  I  could  not  answer  that  too  specifically.  She 
was  there  when  we  first  arrived,  and  we  chatted  in 
general  for  some  time,  and  I  think  that  she  left  the 
room  during  the  conversation.  I  do  not  recall  that 
she  was  there  during  any  of  the  business  discus- 
sions. At  the  same  time,  I  would  not  want  to  defi- 
nitely say  that  she  was  not. 

"Q.     When  did  you  first  meet  Colonel  Jones? 

"A.     At  that  time. 

''Q.  Mr.  Taylor  first  introduced  himself  to  Colo- 
nel Jones,  did  he  not,  and  then  introduced  you  to 
Colonel  Jones  ? 

"A.  I  think  so.  Mr.  Taylor  had  made  the  ap- 
pointment with  him,  and  it  would  certainly  be  nat- 
ural for  him  to  do  that. 

"Q.  And  either  you  or  Mr.  Taylor  stated  to 
Colonel  Jones  at  that  time  that  you  were  general 
counsel  for  the  Schick  Dry  Shaver,  Inc.,  is  that  a 
fact? 

"A.  We  told  him  my  status  during  the  course  of 
the  conversation. 

"Q.  You  asked  him  at  that  time  in  substance  or 
effect  whether  or  not  he  desired  to  sell  this  patent, 
did  you  not?  A.     I  did. 

"Q.  And  he  stated  in  substance  or  effect  that  he 
did  not  want  to  sell  it;  isn't  that  a  fact? 

"A.  I  am  not  certain  that  he  said  he  would  not 
sell  it  at  all.  He  certainly  said  that  he  was  going 
to  try  to  make  a  fortune  out  of  the  patent.  Whether 
he  indicated  any  selling  price  that  was  so  high  that 
it  was  not  considered  by  us  or  not,  I  don't  recall. 
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"Q.  Do  you  recall  that  j^ou  advised  him  during 
the  conversation  that  you  were  not  empowered  to 
enter  into  license  agreement  with  him  under  which 
he  would  license  this  patent  to  the  Schick  Company, 
that  that  was  something  within  the  province  of  Mr. 
Cordiner  ? 

"A.  There  are  two  parts  to  that  question.  I  un- 
doubtedly did  advise  him  that  I  had  no  authority  to 
negotiate  a  license  agreement.  I  was  empowered  to 
purchase  it.  As  far  as  stating  who  had  the  power  to 
enter  into  any  license  agreement,  I  don't  recall. 

"Q.  He  did,  however,  discuss  with  you  the  possi- 
bility of  a  license  agreement  at  that  time,  did  he  not  ? 

'^A.     Yes. 

"Q.  Did  you  tell  him  during  that  conference,  in 
substance  or  effect  that  Mr.  Cordiner  was  in  the  Ha- 
waiian Islands,  and  that  you  would  have  to  get  in 
touch  with  him  there,  and  that  you  would  do  so? 

'*A.     Yes. 

"Q.  And  that  you  would  find  out  if  it  was  agree- 
able to  Mr.  Cordiner  to  cut  short  his  vacation  in  the 
Hawaiian  Islands  and  return  to  this  country  for  a 
conference  in  connection  with  such  license  ?  [327] 

*'A.  I  am  not  certain  that  I  knew  at  that  time 
when  Mr.  Cordiner  was  intending  to  return.  My 
recollection  is  that  I  told  him  that  if  I  found  that 
he  was  not  intending  to  return  within  a  compara- 
tively short  time,  I  might  suggest  to  him  that  he 
hasten  his  departure.  I  do  not  think  at  that  time  I 
knew  just  when  he  was  due  back. 
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"Q.  Do  you  remember  any  of  the  further  details 
of  that  conference  with  Colonel  Jones'? 

''A.  »So  far  as  it  relates  to  the  matter  at  hand, 
no.  I  remember  we  had  some  discussion  about  mili- 
tary tank  tactics,  and  Colonel  Jones'  book  on  that 
subject. 

''Q.  Then  j^ou  and  Mr.  Taylor  departed  and  ar- 
ranged with  Colonel  for  a  further  meeting  ? 

"A.  Yes.  We  did  not  make  any  arrangements  at 
that  time  for  a  definite  meeting,  but  we  said  that 
we  would  be  in  touch  with  him  later,  after  we  had 
communicated  with  Mr.  Cordiner. 

''Q.  And  subsequently  to  that  meeting  you  tele- 
phoned Mr.  Cordiner,  did  you  not,  and  discussed  this 
situation  with  him? 

''A.  I  do  not  think  I  did.  I  am  not  eertaiu 
whether,  when  I  got  back  to  Los  Angeles,  I  dis- 
covered he  had  already  left  Honolulu,  or  just  what 
the  situation  was.   My  recollection  is  vague  on  that. 

"Q.  Do  you  know  whether  you  did  hold  a  further 
meeting  with  Colonel  Jones  and  with  Mr.  Cordiner 
in  Los  Angeles  at  a  later  date  ?  A.     We  did. 

''Q.  After  you  left  Colonel  Jones'  residence  in 
San  Diego,  several  days  later  you  communicated  to 
him  that  such  a  conference  could  be  held  and  he 
agreed  to  come  to  Los  Angeles  for  it,  did  he  not? 

"A.     He  did. 

"Q.  And  such  a  conference  was  held  in  Mr.  Tay- 
lor's law  office  in  Los  Angeles,  was  it  not? 

''A.     It  was. 
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"Q.  And  that  was  on  January  29,  1941,  was  it 
not? 

"A.  My  recollection  is  that  it  was  four  or  five 
days  following  our  conversation  with  Colonel  Jones 
at  his  house.    I  do  not  know  the  day  of  the  month. 

''Q.  And  that  conference  was  held  at  930  A.  G. 
Bartlett  Building  in  Los  Angeles,  was  it  ? 

"A.     What  was  that  building? 

"Q.     A.  a.  Bartlett  Building. 

"A.     I  don't  recall  any  such  name. 

'*Q.     You  do  not  recall  the  name  of  the  building? 

"A.     No. 

"Q.     Or  the  address?  A.     No,  I  do  not. 

"Q.     Was  it  on  West  7th  Street? 

"A.  Well,  it  was  in  the  downtown  section,  near 
the  center  of  affairs.   I  do  not  recall  the  location. 

*'Q.  At  the  time  of  that  conference  was  1  or  2 
o  'clock  in  the  afternoon,  was  it  not  ? 

*' A.  I  do  not  recall  the  time.  It  seems  to  me  that 
we  met  later  than  anticij)ated,  and  that  it  interfered 
with  limcheon  somehow  or  other.  I  do  not  recall 
much  more  about  than  that  at  the  time. 

"Q.  Who  was  present  at  that  conference  besides 
yourself  and  Colonel  Jones  ? 

"A.     Mr.  Cordiner,  I  think. 

"Q.  Is  it  not  a  fact  that  there  was  considerable 
discussion  there,  particularly  by  Colonel  Jones,  to 
the  effect  that  he  desired  to  grant  Schick  Dry 
Shaver,  Inc.,  a  license  under  this  patent  of  his  in 
return  for  a  royalty  to  be  paid  by  the  company  to 
him? 
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"A.  Yes,  I  think  I  can  answer  the  question  in  the 
affirmative.  He  certainly  indicated  that  he  was 
willing  to  grant  a  license,  an  exclusive  license. 

"Q.  Did  you  or  Mr.  Cordiner  at  an}^  time  during 
that  conference  indicate  in  substance  or  effect  that 
you  hoped  that  Colonel  Jones  would  take  a  royalty 
of  something  like  $6,000  a  year  mider  such  a  con- 
tract, so  that  he  would  be  "fixed  for  life'"? 

''A.  I  do  not  recall  that  sum  of  money  having 
been  discussed  at  that  conference  at  all.  A  sum  of 
money  was  talked  about  at  Colonel  Jones'  home  as 
being  the  approximate  amount  of  his  retired  army 
pay,  and  he  said  he  was  fixed  for  life  because  he  had 
an  amount  of  income  as  a  retired  army  officer. 

"Q.  Was  there  any  discussion  at  that  confer- 
ence as  to  whether  such  a  royalty  would  be  figured 
on  a  manufacturer's  selling  price  or  on  the  retail 
price  ? 

"A.  We  had  considerable  discussion  about  what 
was  the  proper  basis  on  which  to  determine  the  per- 
centage of  royalty. 

"Q.  And  Colonel  Jones  inquired,  did  he  not,  as 
to  the  approximate  nimiber  of  dry  shaver  sales 
per  year  past  and  to  be  expected,  as  made  by  the 
Schick  Company? 

*'A.  I  am  quite  certain  that  we  gave  him  the 
figures  on  past  production,  and  our  hopes  and  ex- 
pectations as  to  the  futui-e. 

*'Q.  Do  you  remember  that  eitlier  you  or  Mr. 
Cordiner  said  in  substance  or  effect  that  you  ex- 
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pected  to  sell,  that  is  the  company  expected  to  sell, 

about  400,000  dry  shavers  during  the  ensuing  year  ? 

"A.  I  do  not  recall  the  amount  or  the  number 
that  we  estimated  at  that  time,  of  1941  production. 

''Q.  Do  you  recall  that  Colonel  Jones  made  an 
offer  to  license  Schick  Dry  Shaver,  Inc.,  under  this 
patent  of  his  at  a  royalty  rate  of  1%  P^i'  cent  of 
the  company's  sales  price  on  all  dry  shavers  that  it 
sold,  such  license  to  be  an  exclusive  license  to  the 
Schick  Company? 

"A.  I  do  not  recall  the  exact  percentage  that  he 
used  in  his  offer.   It  was  in  that  range. 

"Q,  Do  you  recall  that  either  you  or  Mr.  Cor- 
diner,  in  substance  or  effect  told  Colonel  Jones  at 
that  time  [330]  that  whatever  royalty  rate  he  asked 
for  was  a  lot  of  money,  and  too  much  or  too  high 
a  royalty  rate? 

"A.  I  certainly  recall  that  we  considered  his 
offer  was  exorbitant ;  that  is,  the  price  that  he  was 
asking  was  exorbitant;  that  he  wanted  to  have  the 
royalty  measured  by  the  sales  price  of  the  entire 
shaver,  including  the  whisker  attachment,  which 
represented  a  comparatively  small  part  of  the  cost. 
Therefore,  we  considered  that  the  figures  that  he 
used  were  entirely  disproportionate. 

"Q.  Do  you  recall  that  you  told  him,  either  you 
or  Mr.  Cordiner,  in  substance  or  effect,  that  under 
such  a  royalty  rate  as  proposed  by  him  he  would 
have  a  quarter  of  a  million  dollars  earned  in  six  or 
seven  years? 
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"A.  I  recall  that  we  told  him  that  the  amount 
of  money  that  he  would  receive  if  the  company  paid 
him  the  rate  which  he  suggested  would  yield  a  very 
large  sum  of  money. 

"Q.  In  response  to  that  offer  by  Colonel  Jones, 
did  you  or  Mr.  Cor  diner  in  substance  or  effect  ask 
him  if  he  would  take  1  per  cent  royalty  instead  of 
the  1%  per  cent  or  higher  royalty  that  he  sug- 
gested *?  A.     We  made  him  a  counter-offer 

"Q.    What  was  the  substance  or  effect  of  that? 

''A.  I  do  not  recall  the  percentage  used  by  us  in 
our  offer,  more  than  I  do  of  his  offer.  I  know  that 
we  made  one  substantially  lower  than  what  he  had 
asked.  [331] 

"Do  you  recall  that  in  response  to  that  counter- 
offer he  said  that  he  would  not  accept  that,  or  to 
that  effect?  A.     I  do. 

*'Q.  And  then  is  it  not  a  fact  that  the  meeting 
seemed  to  be  at  a  stalemate  and  you  and  Mr.  Cor- 
diner  arranged  for  your  return  transportation  to 
New  York  City? 

' '  A.     You  mean  while  we  were  at  the  conference  ? 

"Q.    Yes. 

"A.  No,  I  do  not  recall  just  when  we  did  ar- 
range that. 

"Q.  Then  do  you  recall  that  Colonel  Jones  made 
this  proposition :  That  he  would  grant  the  company 
an  exclusive  license  under  his  patent  rights,  that  is 
this  patent  that  we  have  been  talking  about,  in  re- 
turn for  a  1%  per  cent  royalty  on  all  dry  shavers 
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manufactured  by  the  company  until  the  total  royal- 
ties received  by  him  should  aggregate  $250,000,  and 
thereafter  the  company  was  to  pay  him  1  per  cent  of 
all  further  dry  shavers  sold  by  if? 

"A,  I  recall  that  Colonel  Jones  tried  to  combine 
his  original  offer  and  our  counter-offer,  and  sug- 
gested a  graduated  scale  of  royalties.  I  do  not  re- 
member what  the  percentages  were  or  the  dollar 
amounts. 

"Q.  Do  you  recollect  that  in  that  offer  he  also 
requested  that  the  company  pay  him  $30,000  in 
advance  as  a  credit  against  royalties  to  be  earned 
under  this  agreement? 

"A.  I  recall  that  he  wanted  a  substantial  do^vn 
payment.  [332]  I  do  not  recall  the  amount  of  it. 

'*Q.  And  that  down  payment  was  to  be  credited 
against  future  royalties'? 

'*A.     Against  advance  royalties,  that  is. 

"Q.  Do  you  recall  that  in  response  to  this  offer 
Mr.  Cordiner  said  to  Colonel  Jones,  in  substance 
or  effect,  'You  drive  a  hard  bargain'? 

"A.  I  think  words  to  that  general  effect  were 
used. 

"Q.  And  do  you  recall  that  Mr.  Cordiner  also 
said,  in  substance  or  effect,  'Is  that  the  very  best 
figure  that  you  are  willing  to  make"? 

"A.     I  do  not  recall  those  words. 

"Q.  Do  you  recall  that  then  you  and  Mr.  Cor- 
diner left  the  room  and  had  a  private  conversation 
out  of  the  presence  of  Colonel  Jones'? 

"A.     Yes,  I  recall  that. 
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'"Q.  And  do  you  recall  coming  back  into  the 
room  and  again  meeting  Colonel  Jones,  in  n  few 
minutes A.     Again  doing  what? 

"Q.  Again  meeting  Colonel  Jones  in  a  few  min- 
utes ?  A.     Yes. 

''Q.  And  that  when  you  and  Mr.  Cordiner  re- 
entered the  room,  Mr.  Cordiner  held  out  his  hand 
to  Colonel  Jones  and  they  shook  hands,  and  Mr. 
Cordiner  said,  'It's  a  deal"? 

"A.  I  recall  his  shaking  his  hands  and  using 
words  to  that  effect. 

"Q.  Do  you  recall  anything  else  that  was  said  at 
that  [334]  conference  by  any  of  the  three  of  you, 
in  substance  or  effect? 

"A.  Well,  we  discussed  some  of  the  terms  that 
would  necessarily  have  to  be  inserted  into  a  license 
agreement  of  that  kind.  We  discussed  a  very  large 
number  of  such  subjects,  including  some  pending 
patent  applications  of  Colonel  Jones,  and  whether 
he  would  turn  over  the  prosecution  of  those  applica- 
tions to  us. 

'^We  called  his  attention  to  the  captions  that 
would  necessarily  be  included  in  the  patent  agree- 
ment, and  asked  him  if  he  was  prepared  to  discuss 
the  provisions  that  would  have  to  be  written  in 
under  those  captions  of  such  agreements,  and  he 
said,  'No.' 

"We  asked  him  about  his  patent  counsel,  and  he 
said  he  had  no  patent  counsel,  that  he  always  acted 
as  his  own.   I  told  him  that  it  would  be  a  very  un- 
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wise  thing  for  him  to  attempt  to  negotiate  a  patent 
license  agreement  with  us,  acting  as  his  own  coun- 
sel, and  illustrated  the  importance  of  getting  coun- 
sel by  asking  him  whether  he  would  agree  to  certain 
provisions  in  the  agreement  that  we  thought  would 
be  needed  in  it.  And  he  said  that  he  had  no  ideas 
on  the  subject,  and  he  said  that  I  was  right,  that 
he  would  have  to  get  counsel. 

"We  discussed  who  would  make  the  first  move  in 
preparing  drafts;  whether  he  would  come  East  at 
the  time,  or  whether  we  would  take  it  back  West  to 
personally  go  [334]  over  it  with  him. 

*'I  recall  that  he  was  to  give  us  his  thought  on 
certain  specific  clauses,  writing  them  out  as  well  as 
he  could  and  sending  them  on  to  me,  and  if  they 
were  found  acceptable  in  principle,  I  would  tiy  to 
cast  them  in  acceptable  legal  language,  and  then 
prepare  a  draft  of  the  other  clauses  that  we  were 
interested  in  and  send  it  on  to  him,  and  then  he 
would  decide  whether  he  would  use  local  counsel 
out  there  or  get  someone  in  New  York  to  represent 
him, 

"Q.     And  then  the  meeting  concluded,  did  it? 

""A.  It  finally  concluded.  It  lasted  several  hours, 
as  I  recall — two  or  three  hours  altogether,  I  have 
forgotten.  I  think  we  went  to  lunch  together  and 
we  talked  awhile  at  lunch. 

"Mr.  Harris:  That  is  all.  You  may  cross- 
examine. 
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' '  Cross-Examination 
''By  Mr.  Lyon: 

''Q.  Was  Mr.  Taylor  present  during  your  dis- 
cussion with  Colonel  Jones  on  the  occasion  that  Mr. 
Cordiner  was  present?  A.     I  think  not. 

'''Q.  What  experience  had  you  had  in  settling 
the  terms  of  a  patent  license  agreement  l)efore  that 
meeting  with  Colonel  Jones? 

"A.  I  had  had,  oh,  perhaps  four  or  five — I  had 
negotiated  four  or  five  substantial  patent  license 
agreements. 

''Q.  Were  you  familiar  with  the  provisions  that 
customarily  [3351  are  required  to  be  covered  in 
such  a  license  agreement?  A.     I  think  so. 

''Q.  Did  you  settle,  on  the  occasion  of  your 
meeting  with  Colonel  Jones  at  which  Mr.  Cordiner 
was  present,  all  of  the  terms  that  would  be  required 
in  such  a  license  agreement?  A.     We  did  not. 

"Q.  Was  anything  said  as  to  whether  or  not 
Colonel  Jones  reserved  the  right  to  approA^e  or  dis- 
approve the  completed  written  agreement  when  it 
was  finally  prepared? 

''A.  Well,  both  sides  understood  that  a  consider- 
able number  of  important  clauses  would  have  to  be 
inserted  in  the  agreement  that  were  not  discussed  at 
that  meeting.  The  agreement  was  reached  only  in 
respect  to  the  basic  royalty  provisions.  Questions 
as  to  rights  and  obligations  in  respect  to  offensive 
and  defensive  litigations  were  touched  on  rather 
briefly. 

"My  recollection  is  that  Colonel  Jones  was  not 
prepared  to  go  as  far  as  we  thought  he  should  in 
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authorizing  the  expenses  and  damages  that  might  be 
incurred  by  the  Schick  Company  in  defending  liti- 
gations, to  be  deducted  from  royalties.  I  remember 
that  we  had  a  discussion  whether  it  would  apply 
only  to  current  royalties  for  that  year,  or  back 
royalties,  whether  it  would  be  a  lien  on  future  royal- 
ties, and  he  said  that  he  had  not  thought  about  those 
matters  and  was  not  prepared  to  give  an  answer  at 
this  meeting. 

"JVIr.  Lyon:     That  is  all. 

"Mr.  Harris:  That  concludes  the  deposition  of 
Mr.  Merrick. 

"Mr.  Lyon,  may  I  have  a  stipulation  that  this 
deposition  may  be  signed  by  Mr.  Merrick  before 
any  notary  public  and  then  returned  to  the  reporter 
here  for  transmittal  to  the  court? 

"Mr.  Lyon:  After  Mr.  Merrick  reads  it  over 
and  approves  if? 

"Mr.  Harris:  Yes,  and  after  he  makes  any  cor- 
rections which  he  may  have. 

"Mr.  Lyon:  I  am  willing  that  he  should  sign 
either  here  or  at  his  home  the  deposition,  with  the 
same  force  and  eifect  as  if  it  w^ere  signed  here  be- 
fore the  notary  ])ublic  who  is  taking  the  deposition. 

' '  Mr.  Harris :     Thank  you. 

"J.  HAROLD  MERRICK, 

"Subscribed  and  sworn  to  before  me,  this  28th 
day  of  August,  1947. 

[Seal]  "DOROTHY  W.  DE  SORMO, 

Notary  Public,  State  of  New  York. 
Coimnission  Expires  March  30,  1949."  [337] 
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The  Court:  It  is  agreed,  gentlemen,  that  R.  J. 
Cor  diner  was  the  president  of  the  defendant, 
Schick,  Inc.,  at  the  time,  that  is,  during  the  period 
from  the  first  of  January,  1945  (41)  through  the 
month  of  April,  1945  (41) '? 

Mr.  L.  S.  Lyon:  Yes,  your  Honor.  But,  so  there 
will  be  no  misunderstanding,  your  Honor  asked  me 
a  day  or  two  ago  if  I  conceded  that  Mr.  Merrick  was 
qualified  to  represent  the  Schick  Company;  and  I 
stated  that  I  did.  I  meant  by  that,  to  make  contact 
with  Col.  Jones  to  make  him  the  original  offer 
which  Col.  Jones  rejected.  And  Mr.  Merrick,  in 
his  own  deposition,  states  that  he  had  no  authority 
to  go  any  further. 

The  Court:  Was  he  general  counsel  for  the  com- 
pany ? 

Mr.  L.  S.  Lyon:     Yes. 

The  Court:  Both  prior  to  the  first  of  Januai-y, 
1945  (1941)  and  subsequent  to  the  first  of  April, 
1945  (1941)?  I  am  using  those  dates  just  to  cover 
this  period. 

Mr.  L.  S.  Lyon:  Yes.  At  the  time  of  the  meet- 
ing with  Col.  Jones  at  which  he  was  present,  and 
at  the  meeting  at  v/hich  Mr.  Cordiner  was  present, 
Mr.  Merrick  was  the  general  [338]  counsel  for  the 
Schick  Dry  Shaver,  Inc.  Some  short  time  after 
that  he  terminated  his  relation  with  the  company. 
The  Court:  So  that  he  was  general  counsel  dur- 
ing the  time  he  wrote  and  signed  this  correspond- 
ence here*? 

Mr.  L.  S.  Lyon:     Yes,  sir,  your  Honor. 
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The  Court :     Is  that  stipulated  ? 
Mr.  Harris:     That  appears  in  the  pre-trial  stip- 
ulation, your  Honor. 

******* 

Mr.  L.  S.  Lyon:     Let  us  get  that  straight.    I  am 

afraid  your  Honor  mentioned  "1945." 

The  Court:     '"1941"  I  should  have  said.  [339] 
******* 

The  Court:  Let  us  make  it  brief,  then,  gentle- 
men. Will  it  be  stipulated  that  at  all  times  material 
to  these  dealings  between  plaintiff  Jones  and  Schick 
Company  that  Cordiner  was  president  of  the 
company  ^ 

Mr.  L.  S.  Lyon:     Yes. 

The  Court:  And  Merrick,  J.  Harold  Merrick, 
was  general  counsel? 

Mr.  L.  S.  Lyon:  Yes,  sir.  But,  as  president  of 
the  company,  I  am  not  stipulating  that  Mr.  Cordiner 
had  the  light  to  bind  the  company  in  the  absence 
of  action  of  the  board  of  directors. 

******* 

Mr.  Harris:  *  *  *  Next  in  order,  may  we 
offer  one  more  letter  in  this  chain  of  correspondence 
between  the  plaintiff  and  the  defendant,  [340] 
Schick,  Inc.,  which  is  attached  to  the  pre-trial 
statement  as  exhibit  22  thereto,  as  Plaintiff's  Ex- 
hibit 13.  That  is  the  letter  from — excuse  me,  that 
is  not  the  one  I  had  in  mind. 

The  Court:  Exhi])it  22  of  the  pre-trial  stipula- 
tion is  now  Exhibit  13  in  evidence,  according  to  my 
notes. 
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Mr.  Harris:  That  is  correct,  your  Honor.  I  am 
sorry  on  that.  The  one  I  had  in  my  mind  was  Ex- 
hibit 27  of  the  pre-trial  statement,  which  is  a 
letter  from  J.  Harold  Merrick  to  Col.  Jones  dated 
March  15,  1941,  attached  to  the  pre-trial  statement 
as  Exhibit  27;  and  that  I  wish  to  offer  as  Plaintiff's 

Exhibit  23. 
******* 

The  Court:  It  is  received  into  evidence  for  all 
purposes  as  to  the  first  cause  of  action. 

Mr.  L.  S.  Lyon:     Yes. 

The  Court:  For  the  purpose  of  the  second  cause 
of  action,  at  this  time  it  is  received  only  for  the 
purpose  of  making  the  record  of  excluded  evidence 
pursuant  to  Rule  43(c),  as  to  the  second  cause  of 
action.  It  will  be  Exhibit  23,  will  it,  Mr.  Clerk? 

The  Clerk:     Yes,  your  Honor.  [341] 

Mr.  Harris:     Next  in  order,  if  the  Court  please, 

we  wish  to  offer  into  evidence  the  exhibit  which  is 

attached  to  the  stipulation  supplementing  pre-trial 

statement,  which  is  present  Exhibit  19,  that  exhibit 

attached  to  that  stipulation  betiig  identified  in  the 

stipulation  as  exhibit  37;  and  I  wish  to  offer  that 

circular.  It  is  a  circular  put  out  by  the  defendant, 

Schick,  Inc. ;  I  wish  to  offer  that  into  evidence  as 

Plaintiff's  Exhibit  24. 
******* 

The  Court:  The  offer  will  be  received  into  evi- 
dence for  all  purposes  as  to  the  first  cause  of  action 
and  it  will  be  marked  Plaintift"s  Exhiljit. 

The  Clerk:     24,  your  Honor. 

The  Court:  As  to  the  second  cause  of  action  it 
will  be  received  for  the  purpose  of  making  the 
record  of  excluded  evidence  pursuant  to  Rule  43  (c). 
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BERT  C.  QUASNOVSKY 
called  as  a  witness  by  defendants,  being  first  sworn, 
was  examined  and  testified  as  follows: 

The  Clerk:     Please  state  yonr  name. 

The  Witness:  Bert  C.  Quasnovsky,  Q-u-a-s- 
n-o-v-s-k-y. 

Mr.  Harris:  Excuse  me,  your  Honor.  I  haA^en't 
got  the  full  name  of  the  witness. 

(Name  repeated  by  the  reporter.) 

The  Witness :     That  is  right. 

Direct  Examination 
By  Mr.  L.  S.  Lyon: 

Q.     What  is  your  age? 

A.     I  am  34  years  old.  [385] 

Q.     Where  do  you  reside? 

A.     I  reside  in  Old  Greenwich,  Connecticut. 

Q.     By  whom  are  you  employed? 

A.     Schick,  Incorporated. 

Q.     Where  do  you  w^ork,  at  what  locality? 

A.     Stamford,  Connecticut. 

Q.  How  long  have  you  been  employed  by  Schick, 
Incorporated  or  its  predecessor  at  the  factory  of 
the  Schick  Company  in  Stamford,  Connecticut? 

A.     I  joined  the  organization  November  17,  1931. 

Q.  Have  you  been  employed  there  continuously 
since  that  date  up  to  the  present  time? 

A.  With  exception  of  the  latter  part  of  '43  to 
the  early  part  of  '46,  during  which  I  was  in  the 
naval  service. 

Q.  At  the  present  time  in  what  capacity  are  you 
employed  at  the  Schick  factory? 

A.     Chief  inspector. 

Q.     What  does  that  mean? 

A.  Well,  that  means  that  I  have  to  interpret 
the  drawings  to  manufacturing  as  produced  l)y  our 
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engineering  department  decided  for  the  inspection 

department,  the  standards. 

Q.     What  do  you  mean  by  the  standards  1 

A.  The  acceptability  of  the  product  to  the 
customer.  [386] 

Q.  And  how  long  have  you  been  employed  by 
the  Schick  Company  in  the  capacity  of  chief  in- 
spector of  production? 

A.  I  have  been  chief  inspector  since  1932.  Prior 
to  that  I  was  the  final  inspector. 

Q.  Will  you  just  explain  briefly  to  the  couii: 
what  inspection  organization  Schick  Company  main- 
tains and  employs  in  its  factory? 

A.  Well,  we  have  various  types  of  inspection 
departments,  namely,  we  have  a  receiving  inspec- 
tion. By  that  I  mean  we  inspect  all  incoming  parts, 
whether  it  be  raw  material,  fabricated.  Then  we 
have  the  inspection  throughout  the  plant  by  floor 
inspection,  where  the  floor  inspectors  check  each 
operator  at  each  machine.  We  have  work  centers 
where  each  man's  work  is  inspected,  either  accepted 
or  rejected.  We  have  a  final  inspection  department 
where  the  work,  after  plating  operation  or  any 
operation  that  is  completed,  where  each  part  is 
inspected  100  per  cent  prior  to  packing  and  deliver- 
ing to  the  customer. 

Q.  As  chief  inspector  are  you  familiar  with  th,e 
engineering  drawings  and  production  drawings  of 
the  devices  that  are  being  made  by  the  Schick 
Company  in  its  factory  ?  A.     That  is  right,  sir. 
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Q.  Are  you  personally  in  charge  of  the  person- 
nel that  makes  the  inspection  of  the  product  as  it 
is  being  manufactured  at  the  various  stages  you 
have  explained?  [387] 

A.  That  is  right,  sir.  I  am  responsible  to  the 
management  for  th,e  quality  of  the  product  that 
leaves  Schick  Company. 

Q.  Will  you  give  the  court  some  idea  of  what 
the  production  is  at  the  Schick  factory,  how  many 
dry  shavers,  electric  dry  shavers  are  being  made  i^er 
day? 

A.  Well,  our  i^resent  schedule  now,  we  turn  out 
about  85  to  90  thousand  per  month. 

Q.  Throughout  your  employement  since  1931 
by  the  Schick  Company  have  you  served  the  com- 
pany in  the  same  capacity  you  have  just  explained, 
except  that  for  the  first  you  were  assistant  in 
charge  of  inspection  and  then  became  chief 
inspector?  A.     That  is  right,   sir. 

Q.  Can  you  produce  a  specimen  of  the  Schick 
razor  as  was  being  manufactured  and  sold  by  the 
Schick  Company  from  the  Stamford  factory  when 
you  first  went  to  work  with  the  Schick  Company? 

A.     I  believe  I  can. 

Mr.  Harris:  If  the  Court  please,  there  are  a 
num])er  of  shavers  in  the  court  room.  I  suggest  that 
the  shavers  all  be  given  the  witness  and  let  him 
produce  them,  and  not  hand  to  him  separately  as 
is  now  apparently  being  done  by  counsel. 
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Mr.  L.  S.  Lyon:  That  seems  to  be  unnecessary, 
but  I  am  [388]  perfectly  willing-  to  let  the  witness 
go  aromid  the  court  room  and  pick  them  out,  if 
the  Court  desires  me  to. 

The  Court:  Are  these  different  models  that  are 
in  evidence*? 

Mr.  L.  S.  Lyon:  Yes,  your  Honor.  I  ask  that 
the  model  that  I  hold  in  my  hand  be  marked  De- 
fendants' Exhibit 

The  Clerk:     F. 

Mr.  L.  S.  Lyon :     F  for  identification. 

Q.  I  hand  you  a  shaver  which  has  been  marked 
Defendants'  F  for  identification.  Can  you  identify 
this  shaver?  A.     Yes,   sir;  I   can. 

Q.     What  is  it? 

A.  May  I  have  a  screwdriver  so  that  I  can  open 
it?  (After  using  screwdriver)  It  is  a  late  model 
known  as  Model  A. 

Q.     What  do  you  mean  by  a  late  model? 

A.  The  models  changed  as  the  parts  were  manu- 
factured differently.  This  is  known  as  Model  A 
because  the  contact  mechanism  lies  down. 

Q.  When  was  this  device  manufactured  by 
Schick  Company  if  you  know? 

A.  To  the  best  state  of  my  thinking  the  fall  of 
1931. 

Q.  And  where  did  you  obtain  this  specimen  to 
bring  it  [389]  here  to  the  court  room? 

A.  I  took  this  out  of  our  museum  at  the  Schick 
engineering  department. 
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Q.  Can  you  remember  this  model  and  testify 
as  of  your  own  recollection  that  it  was  the  model 
which  represents  the  production  at  the  Schick 
Company  as  early  as  1931  % 

A.  This  may  not  be  the  one  that  I  can  recall, 
but  we  did  make  them  like  this ;  yes. 

Q.     Exact  duplicates'? 

A.     That  is  right,  sir. 

Q.  I  call  your  attention  to  the  face  of  the  cut- 
ting head  of  Exhibit  F  for  identification;  wliat 
do  you  call  the  structure  that  is  formed  by  that 
face  which  projects  over  the  sides  of  the  face  ? 

A.     The  comb. 

Q.  Would  you  state  whether  or  not  combs  such 
as  on  Exhibit  F  were  on  the  Schick  razor  from  the 
time  you  first  laiew  of  its  manufacture  when  you 
went  to  work  there  in  1931? 

A.     Yes;   they  were. 

Q.  Have  any  Schick  razors  been  made  since  that 
time  without  that  comb? 

A.     No;  they  haven't. 

Q.  I  call  your  attention  to  the  two  widened  mem- 
bers or  elements  at  the  end  of  the  comb;  what  are 
they  % 

A.     That  is  called  the  reinforcer.  [390] 

Q.  Were  those  reinforcers  embodied  on  the 
Schick  razor  head  as  produced  by  tlie  Schick 
Company  when  you  fii'st  entered  their  employ? 

A.     Yes. 

Q.  Have  they  been  present  on  all  Schick  razors 
since  that  time?  A.     That  is  right,  sir. 


vs.  Ralph  E.  Jones  283 

(Testimony  of  Bert  C.  Quasnovsky.) 

Q.  That  have  been  manufactured  at  the  com- 
pany's i^lant,  to  your  knowledge? 

A.     That  is  right,  sir. 

Q.     What  is  the  purpose  of  this  reinforeer? 

A.     To  strengthen  the  shearing  plate. 

Q.     What  do  you  mean  by  the  shearing  plate  ? 

A.  If  the  edge  of  the  shearing  head  were  not  as 
thick  as  the  reinforcer  on  this  model,  Exhibit  F, 
there  would  be  a  lack  of  strength.  With  a  slight 
touch  of  banging  it  would  dent.  We  had  the  rein- 
forcer  made  wide  to  insure  the  strength  of  the  thin 
plate. 

Q.  I  call  your  attention  to  the  fact  that  the  slits 
across  the  cutting  head  are  flared  outwardly  at  the 
sides  of  the  cutting  head.  What  is  the  purpose  of 
that  structure? 

Mr.  Harris :  Objected  to,  if  the  Court  please,  as 
beyond  the  qualifications  and  scope  of  this  witness. 
H(^  has  not  testified  to  any  qualifications  which 
enable  him  to  answer  this  question.  He  is  merely 
the  inspector  of  the  plant.  He  is  not  a  part  of  the 
designing  or  engineering  group  of  the  plant.  What 
the  purpose  is  of  including  any  element  in  a  par- 
ticular device,  I  don't  think  it  is  proper  to  ask  that 
question  upon  the  present  foundation. 

Mr.  L.  S.  Lyon:  The  witness  testified  he  is  fa- 
miliar with  engineering  drawings. 

The  Court :  He  might  be  familiar  with  the  draw- 
ings, and  not  know  what  was  in  the  mind  of  the 
engineer  who  drew  it. 
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Q.  (By  Mr.  L.  S.  Lyon) :  Do  you  know  what 
the  purpose  of  that  structure  is? 

A.  Yes.  I  would  like  to  present  my  drawings, 
if  I  may,  [391-A]  that  I  have  made. 

Q.  In  the  early  days  did  you  yourself  make  any 
of  the  production  drawings  of  the  devices  that  were 
to  be  manufactured?  A.     That's  right,  sir. 

Q.  Did  you  ever  make  a  drawing  showing  the 
cutter  head,  and  the  feature  you  have  just  called 
attention  to?  A.     That's  right,  sir. 

Q.     When? 

A.  May  1  have  the  drawing  ?  It  was  in  the  latter 
part  of  1931. 

Q.     Can  you  produce  that  drawing? 

A.     I  can. 

Q.     Please  do  so. 

Mr.  Harris:  May  the  record  show  that  when 
counsel  for  the  defendants  asked  the  witness  to  pro- 
duce the  drawing  that  counsel  produces  the  draw- 
ing; not  the  witness? 

The  Court:     The  record  will  so  show. 

Mr.  L.  S.  Lyon :  I  ask  that  the  drawing  which  I 
hand  to  the  clerk  be  marked  for  identification.  I  be- 
lieve, your  Honor,  I  am  proceeding  in  accordance 
with  the  directions  that  are  on  the  table  here. 

The  Court:  Proceed,  Mr.  Lyon.  Hand  it  to  the 
clerk,  please. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Will  you  hand  this 
coy)y,  Exhibit  G  for  identification,  to  the  Court?  I 
hand  you  Defendants'  [392]  Exhibit  G  for  identifi- 
cation.  Can  you  identify  this  drawing? 

A.     Why,  yes,  this  Exhibit  G. 
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Q.     Who  was  it  made  by? 

A.  The  drawing  was  made  by  myself.  There 
are  my  initials  B.C.Q. 

Q.     On  what  date  did  you  make  this  drawing"? 

A.  I  do  not  know  the  exact  date  I  started  it, 
but  I  know  I  finished  it  January  4,  1932. 

Q.  In  whose  handwriting  is  the  date  1-4-32,  that 
appears  on  this  exhibit? 

A.     It  is  in  my  handwriting. 

Q.  Did  you  place  that  handwriting  on  the  exhibit 
on  that  date? 

A.  The  date  I  finished  the  drawing,  1-4-32,  yes, 
sir. 

Q.     What  is  this  the  drawing  of? 

A.  This  drawing,  Exhibit  G,  is  of  the  part 
named,  outside  cutter  assembly.  It  shows  a  three- 
view  drawing. 

The  uppermost  figure  is  looking  down  at  the  shear 
plate.  That  is  looking  at  the  teeth,  with  the  rein- 
forcing members  on  the  outermost  end.  The  view 
below  is  a  side  view,  which  shows  the  thumbscrew 
notch.  On  the  right-hand  side  there  is  an  end  view 
showing  how  the  cutter  appears  when  looking  at  its 
end. 

Q.  What  use  was  made  of  this  drawing,  if  any, 
upon  its  completion? 

A.  The  object  of  this  drawing,  after  coijipleted 
they  are  [393]  passed  to  the  inspection  and  manu- 
facturing department,  and  as  much  information  is 
added  on  from  the  engineering  to  help  the  manu- 
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facturing-    department   to   manufacture   the   cutter 

according  to  the  standards  set  by  engineering. 

Q.  In  other  words,  by  the  standards  set  by  en- 
gineering, you  mean  the  dimensions  and  so  forth,  as 
they  appear  on  this  drawing,  Exhibit  G  for  identi- 
fication? A.     That's  right,  sir. 

Q.  I  notice  in  the  upper  right-hand  corner  of 
Exhibit  G  for  identification  a  legend  reading :  Teeth 
round  &  polished.    Is  that  your  handwriting? 

A.     It  is,  sir. 

Q.  When  did  you  put  that  legend  on  the 
drawing  ? 

A.  I  put  that  on  the  drawing  sometime  before 
the  time  I  finished  the  drawing,  on  1-4-32. 

Q.  What  did  that  legend  refer  to:  Teeth  round 
&  polished  ? 

A.  It  had  been  the  practice  then,  and  still  is  the 
practice  with  us  to  put  as  much  notation  on  the 
drawings  which  will  help  manufacturing  the  shear- 
ing head.  Teeth  round  &  polished,  means  to  break 
the  teeth  and  reinforcing  element  at  each  end,  to 
soften  them  and  make  the  ends  roimd. 

Q.     What  do  you  mean  by  the  word  "break '^? 

A.  To  take  the  sharp  corners  off;  to  polish  and 
make  the  edges  round.  [394] 

Q.  Is  that  an  ordinary  engineering  term  that  is 
used  when  you  are  speaking  of  eliminating  sharp 
corners  or  edges,  to  use  the  word  ''break"  in  the 
sense  tliat  you  break  the  corner  or  edge? 

A.  That  is  the  term  that  we  use,  in  relieving  a 
corner  prior  to  rounding.  We  call  it  breaking  the 
corner,  or  polishing,  either. 
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Q.  This  legend:  Teeth  round  &  polished  is  ac- 
companied by  two  arrows.  Can  you  tell  us  what 
particular  surfaces  or  edges  or  corners  were  broken 
in  carrying  out  the  direction  of  that  legend? 

A.  Yes,  I  can.  The  end  of  the  comb,  that  is,  the 
two  overhanging  rows  of  teeth,  one  on  each  side  of 
the  cutter,  had  to  be  polished  and  buffed,  to  be 
rounded  off,  to  prevent  any  sharpness  on  its  edges. 
The  arrow,  likewise,  points  to  the  reinforcement  ele- 
ments at  each  end,  to  polish  and  buff  the  elements  to 
soften  the  edge  and  round  it  so  as  not  to  be  injurious 
to  the  user. 

Q.  Below,  on  Exhibit  G  for  identification,  is  the 
legend  reading :  Gnd  &  lap.  Then  across  is  another 
legend  reading :  Lap  &  polished.  To  what  do  those 
two  legends  refer? 

A.  The  first,  Gnd  &  lap  means  grind  and  lap.  In 
other  words,  we  used  to  grind  and  lap  the  under  side 
of  our  shearing  plate  to  insure  its  cutting  edge.  In 
other  words,  the  outside,  the  outside  shearing  plate, 
the  edge  of  the  teeth,  they  make  [395]  direct  con- 
tact with  the  inside  cutter,  and  must  be  sharp,  and 
the  legend  refers  to  that. 

Q.  What  does  the  other  legend,  lap  &  polished 
refer  to? 

A.  It  refers  to  the  side  view.  If  you  will  notice, 
there  are  a  set  of  teeth,  and  on  the  top  of  each  tooth 
there  represents  an  angle  that  appears  to  the  bottom 
of  the  cutting  plate.  It  is  lapped  by  a  rotary  ma- 
chine, so  that  the  hair  may  be  admitted  and  cut 
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squarely.    It  insures  the   edges.    The   word   "pol- 
ished" was  used — after  this  operation  the  shear- 
ing head  is  fairly  rough,  and  we  polish  it  to  smooth 
it  off. 

Q.  Were  the  Schick  electric  dry  shavers  that 
were  being  produced  at  the  Stamford  factory  of  the 
Schick  Company,  following  this  date,  January  4, 
1932,  rounded  and  polished  in  accordance  with  this 
Exhibit  G  for  identification'? 

A.  There  is  only  one  difference  in  the  cutter 
manufactured  today.  On  the  end  view,  where  it 
says  Gnd.,  where  it  is  ground,  w^e  do  not  under- 
side grind  that  any  more.  We  have  improvements 
in  lapping.  Other  than  that,  the  procedure  is  the 
same. 

Q.  It  has  been  the  same  ever  since  January  4, 
1932? 

A.  The  manufacturing  procedure  has,  that's 
right,  sir. 

Mr.  L.  S.  Lyon :  I  would  like  to  offer  in  evidence 
Defendants'  Exhibit  F  for  identification,  if  your 
Honor  please. 

The  Court:     That  is  the  Sc^iick  shaver? 

Mr.  L.  S.  Lyon:     Of  1931.  [396] 

The  Court :     Received  in  evidence. 

Mr.  L.  S.  Lyon:  I  would  like  to  offer  in  evi- 
dence Exhibit  G  for  identification,  the  drawing  made 
by  the  witness,  dated  1-4-32. 

The  Court :     Received  in  evidence, 

Mr.  Harris :  If  the  Court  please,  on  the  question 
of  the  drawing,  this  is  merely  a  photostat,  and  I  in- 
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sist  counsel  have  the  original  here  in  court,  with 
which  I  may,  on  cross-examination,  ask  the  witness 
questions.    I  make  no  objection  to  this  photostat 
being  put  into  evidence. 

The  Court:  Hasn't  the  original  been  put  into 
evidence  ■? 

Mr.  L.  S.  Lyon:  The  original  is  the  exhibit.  I 
hand  you  a  photostat  for  j^our  own  use. 

Mr.  Harris:     I  am  sorry. 

Q.  (By  Mr.  L.  S.  Lyon)  :  I  show  you  three  ad- 
ditional electric  shavers,  and  ask  you  if  you  can 
identify  those  three  shavers'?  A.     Yes,  I  can. 

Q.     What  are  those? 

A.     It's  a  C  model  and  a  B  model  and  an  S  model. 

Q.  In  the  order  of  their  date  of  manufacture, 
which  came  first?  A.     The  B  model. 

Q.  Hand  that  to  me,  please.  I  will  ask  that  this 
shaver,  which  the  witness  has  just  identified  as  the 
B  model,  [397]  be  marked  as  Defendants '  Exhibit  H 
for  identification. 

The  Clerk:     So  marked. 

Q.  (By  Mr.  L.  S.  Lyon)  :  The  next  model  in 
order,  is  the  C  model?  A.     That's  right. 

Mr.  L.  S.  Lyon :  I  will  ask  that  the  shaver  which 
the  witness  has  identified  as  the  C  model  shown  in 
in  the  record  already  for  identification  as  Exhibit, 
for  identification  be  received. 

The  Court:  It  may  be  marked  I  for  identi- 
fication. 

Mr.  L.  S.  Lyon :  It  can  remain  B,  so  far  as  I  am 
concerned.    It  was  shown  to  Colonel  Jones. 
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The  Court :  It  will  remain  B  for  identification. 
Exhibit  I  for  identification  is  not  yet  marked. 

Mr.  L.  S.  Lyon:     No. 

Q.     Tiie  third  shaver  is  what? 

A.     The  S  model. 

Mr.  L.  S.  Lyon:  I  will  ask  that  the  specimen 
of  the  S  model,  which  the  witness  has  identified, 
be  marked  for  identification  as  Exhibit  I  for  identi- 
fication. 

The  Court:  Exhibit  for  identification  is  the  C 
model,  is  that  correct  ? 

Mr.  L.  S.  Lyon:  Yes,  and  Exhibit  H  for  identi- 
fication is  the  B  model,  is  that  correct? 

A.     That's  the  first  model.  [398] 

Q.  I  am  handing  you  Exhibit  H  for  identifica- 
tion.  What  model  is  that? 

A.     That  is  the  B  model. 

Q.  Referring  to  Exliibit  H  for  identification, 
when  was  this  B  model  being  manufactured  and 
sold  by  the  Schick  Company,  to  your  knowledge  ? 

A.     1932. 

Q.     On  what  date? 

A.  Well,  I  would  place  the  date  about  Febru- 
ary, '32. 

Q.  And  they  continued  to  manufacture  that 
model  for  how  long,  approximately  ? 

A.  I  should  judge,  offliand,  about  a  year  or  a 
year  and  a  half. 

Q.  Is  this  Exliibit  H  for  identification  a  true 
and  correct  specimen,  fairly  showing  tliat  model  of 
the  Schick  razor?  A.     That's  right,  sir. 
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Mr.  L.  S.  Lyon:  We  will  ask  that  Exhibit  H 
for  identification  be  received  in  evidence  as  Defend- 
ants' Exhibit  H. 

The  Court :     Received  in  evidence. 

Q.  (By  Mr.  L.  S.  Lyon)  :  1  hand  you  Defend- 
ants' Exhibit  B  for  identification.  Will  you  state 
when  the  Schick  Company  was  manufacturing  and 
selling  the  C  model,  as  represented  by  this  exhibit? 

A.  In  1934.  I  v/ould  place  it  about  the  summer 
of  '34. 

Q.     And  continuing  luitil  what  date?  [399] 

A.  To  perhaps,  to  the  best  of  my  knowledge^I 
can't  give  the  exact  date — the  early  part  of  '35  or 
the  summer  of  '35. 

Q.  Where  did  this  iDarticular  specimen.  Exhibit 
B,  come  from? 

A.     That  is  from  the  engineering  museum. 

Q.  Do  you  have  an  engineering  museum  in  the 
Stamford  factory,  where  you  keep  specimens  of  the 
different  models  of  the  Schick  razor  that  hav^  been 
made  over  a  period  of  the  past? 

A.     That's  right,  sir. 

Q.  These  exhibits  you  have  brought  here  and 
identified  are  from  that  museum? 

A.     That's  right. 

The  Court:  Isn't  there  a  card,  or  something,  on 
them  in  the  museum  that  gives  the  date  between 
which  they  were  manufactured? 

The  Witness:  Yes,  we  have  in  the  museum  set 
up  in  the  engineering — there  is  a  cabinet  with  tlie 
shavers;  then  we  have  made  a  reference  card  on  the 
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bottom.     These  are  not  the  exact  shavers  from  the 
cabinet,  ]3ut  these  are  samples  that  are  in  the  cabi- 
net, imderneath  the  museum  boards. 

Q.  (By  Mr.  L.  S.  Lyon)  :  In  other  words,  they 
are  extra  specimens?  A.     That's  right,  sir. 

Q.  You  did  not  bring  the  ones  that  are  cataloged 
in  the  [400]  exhibit  with  you  ?  A.     No. 

Q.     You  brought  the  duplicate  specimens'? 

A.     That's  right,  sir. 

The  Court:  Do  you  offer  as  an  exhibit  B  for 
identification  ? 

Mi*.  L.  S.  Lyon:  I  offer  B  for  identification  in 
evidence,  your  Honor. 

The  Court :     Received  in  evidence. 

Q.  (By  Mr.  Lyon) :  I  show  you  Defendants' 
Exhibit  I  for  identification,  which  you  state  is  the 
S  model.  Will  you  state  when  that  model  was  in 
production  and  on  sale  by  the  Schick  Company? 

A.  If  my  memory  serves  nie  correctly,  I  would 
put  the  date  sometime  in  the  summer  or  the  fall 
of  '35. 

Q.  How  long  did  it  continue  in  production,  the 
S  model? 

A,  The  S  model  continued  perhaps  three  years 
or  so. 

Q.  Can  you  identify  this  particular  Exhibit  I 
for  identification,  tlie  specimen  of  the  S  model,  as 
it  was  manufactured  and  sold  by  the  Schick  Com- 
pany during  those  years'? 

A.     It  looks  like  it,  yes,  sir. 

Q.     You  can  so  identify  it  *? 

A.     That's  right,  sir. 
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Mr.  L.  S.  Lyon :  I  will  ofPer  Exhibit  I  for  identi- 
fication in  evidence,  in  your  Honor  please.  [401] 

The  Court:     Received  in  evidence. 

Q.  (By  Mr.  L.  S.  Lyon)  :  What  model  super- 
seded Exhibit  I,  the  S  model? 

A.     I  believe  the  early  Colonel. 

Q.     The  early  Colonel  ?  A.     That's  right. 

Q.  Is  there  a  specimen  here  of  the  early  Colonel  ? 
Have  you  looked  at  the  specimen  m  evidence,  Plain- 
tiff's Exhibit  3?  Is  that  what  you  refer  to  as  the 
Colonel  ? 

A.  It's  the  Colonel,  but  I  can't  quite  put  my 
dates  together  as  to  the  models ;  there  were  so  many 
changes  of  models,  that  I  can't  give  you  the  exact 
model. 

Q.  Do  you  remember  approximately?  Can  you 
approximately  nx  the  date  ?  A.     Perhaps  1938. 

Q.  You  are  referring  now  to  the  shaver  shown 
in  Plaintiff's  Exhibit  3,  and  you  mean  by  your 
answer  that  you  would  say  late  in  '38  the  Schick 
Company  commenced  the  production  of  that  model  ? 

A.     To  the  best  of  my  memory.    I  may  be.  wrong. 

Q.  You  are  satisfied  that  is  approximately  cor- 
rect? A.     Yes. 

Q.  This  Colonel  model,  as  shown  in  Plaintiff^s 
Exhibit  3,  superseded  the  S  model,  is  that  correct? 

A.     To  the  best  of  my  knowledge.  [402]        ... 

Q.  Were  the  methods  of  manufacture,  employed 
in  making  the  cutting  ends  on  these  various  models, 
commencing    with    the    A    model,    and    continuing 
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through  B,  C  and  S,  and  up  to  and  inchiding  the 

Colonel  model,  any  different? 

Mr.  Harris:  That  is  objected  to.  There  is  no 
foundation  as  to  the  methods  of  manufacture,  other 
than  the  finishing  methods,  and  the  inspection  by 
this  witness.  I  don't  think  he  is  qualified  to  answer 
any  question  as  to  manufacture. 

Mr.  L.  S.  Lyon:  I  will  ask  a  preliminary 
question : 

Q.  In  operating  your  department  as  chief  in- 
spector, to  what  extent  do  you  keep  yourself  in- 
formed as  to  the  exact  methods  of  manufacture 
being  employed  in  the  factory? 

A.     By  referring  to  the  latest  drawings  issued. 

Q.     By  referring  to  the  latest  issued  drawings'? 

A.     Yes. 

Q.     Wliat  drawings  are  you  referring  to  now? 

A.  Drawings  that  are  handed  from  the  inspec- 
tion department,  from  the  engineering  depai'tment, 
as  they  are  issued  and  superseded  at  the  time. 

Q.  In  other  words,  the  engineering  department 
issue  mahufacturmg  drawings  to  the  production 
department  from  time  to  time  ? 

A.     That's  right,  sir. 

Q.  And  the  production  department  carried  out 
their  [403]  manufacturing  according  to  those 
drawings?  A.     That's  right,  sir. 

Q.  Whenever  any  such  drawings  were  issued, 
were  copies  sent  to  you  as  chief  inspector? 

A.     That's  right. 
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Q.  In  that  way  you  were  able  to  correlate  yoiir 
inspection  with  the  actual  manufacturing  steps 
taken  in  the  factory'?  A.     That's  right,  sir. 

Q.  In  that  way  you  advised,  or  did  you  mider- 
stand  the  methods  of  manufacture  employed  in  the 
factory  ? 

A.  Yes.  Prior  to  any  definite  change  in  methods 
of  manufacture  we  always  consulted  one  another 
to  make  sure  that  everybody  is  in  agreement  on  the 
standard  of  method  used. 

Q.  So  far  as  any  rounding  or  Iniffiug  or  polish- 
ing of  the  cutter  head,  was  there  any  change  made 
over  the  years  from  the  time  your  first  knowledge 
of  the  manufacture  of  the  model  then  and  up  to 
and  including  the  Colonel? 

A.  Of  course,  improvements  in  methods  have 
advanced  since  the  years  went  by.  Our  original 
methods  were  crude.  There  were  not  the  fast 
machines  as  they  have  today. 

Q.  Suppose  you  start  vvdth  model  A,  as  exempli- 
fied in  Exhibit  F,  and  describe  the  procedure  by 
which  the  shaving  head  was  rounded  and  buffed  and 
polished. 

A.     May  I  take  the  shaving  head  off? 

Q.     Yes,  you  may  do  so  temporarily.  [404] 

Mr.  Harris:  If  the  Court  please,  may  I  ask  a 
question  of  the  witness  ? 

The  Court:     Yes. 

Q.  (By  Mr.  Harris)  :  Did  you  personally  wit- 
ness that  rounding,  that  buffing  and  polishing? 

A.  As  chief  inspector  I  traveled  throughout  the 
plant. 
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The  Court:     The  question  is,  did  you  see  it? 

A.  Not  this  particular  shearing  head,  but  I  have 
seen  the  operation  done. 

Q.  (By  Mr.  Harris)  :  You  mean  you  have  seen 
it  done  on  similar  shearing  heads  ? 

A.     That's  right. 

Q.     Shearmg  heads  identical  with  this  one? 

A.  That's  right,  sir.  In  the  first  place,  the 
manufacture  of  the  shearing  head  up  to  the  point 
of  buffing  is  fairly  sharp  on  all  corners,  l^ecause  of 
grinding  and  milling.  The  operation  first — I  am 
referring  to  Exhibit  F,  if  you  will  observe  that  the 
four  corners  of  the  reinforcer  element,  that  is,  the 
end  of  the  reinforcers  are  rounded.  This  method 
was  done  by  the  shearing  head  held  at  an  angle 
of  approximately  45  degrees,  and  with  a  wrist 
motion,  and  an  emery  wheel  swung  m  a  radii  of 
approximately  four  to  six  inches,  thereby  rounding 
each  end.  This  can  be  well  seen  in  Exliibit  F.  The 
roundness  of  the  comb  is  due  to  a  buffing  wheel,  a 
very  soft  wheel,  which  permits  it  to  get  in  between 
the  throat.  [405]  By  throat  I  mean  at  the  end. 
On  the  side  of  each  shearing  head  you  will  notice 
a  series  of  points.  These  were  softened  and  rounded 
by  this  buffing  method,  to  round  the  edges,  and  oi)en 
the  throat,  to  relieve  any  sharpness  that  may  occur 
and  cause  discomfort  in  shaving.  That  is  the  method 
on  the  1931  cutter.  [406] 

Q.  Now,  you  have  described  the  buffing.  Is  that 
the  method  by  whicli  the  comers  and  the  sharp 
edges  are  rounded  off  and  polished? 

A.     That  is  right,  sir. 
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Q.  You  have  referred  to  the  throat,  these  slits 
that  extend  across  the  cutting  face  of  the  shaver. 
I  notice  that  on  Exhibit  F  those  cutting  slits  are 
enlarged  at  each  edge  of  the  comb,  widened  out, 
is  that  correct?  A.     That  is  right,  sir. 

Q.  Was  that  done  from  your  first  knowledge  of 
the  manufacture  of  the  Schick  razor? 

A.     Oh,  yes. 

Q.  And  has  always  been  done  on  all  the  Schick 
razors  ?  A.     Yes. 

Q.  AVhat  was  that  for?  What  purpose  was  ac- 
complished by  that,  if  you  know  ? 

A.     To  admit  the  hair  and  to  cut  more  readily. 

Q.  And  those  slits  were  extended  clear  across 
the  face  of  the  cutting  head  and  were  open-ended, 
is  that  correct?  A.     That  is  right,  sir. 

Q.  That  has  always  been  tnie  of  the  Schick 
razors  ?  A.     That  is  right. 

Q.     Since  you  have  been  with  the  company? 

A.     That  is  right,  sir.  [407] 

*  *  *  *  *  » 

BERT  C.  QUASNOVSKY 

(Recalled) 

Direct  Examination 
(Resumed) 
By  Mr.  L.  S.  Lyon : 

Q.  I  hand  you  Defendants'  Exhibit  H,  which  is 
the  [412]  Model  B  type  shaver  which  you  have 
identified.  Will  you  state  whether  or  not  the 
method  employed   of   rounding   and   polishing  the 
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cutter  head  was  the  same  in  that  model  as  you  have 
described    was    employed    in    connection    with    the 
earlier  Model  A?  A.     That  is  right,  sir. 

Q.     No  change? 

A.  No.  The  method  of  employing  or  rounding 
and  polishing  is  the  same. 

Q.  I  will  hand  you  now  Exhibit  I,  which  is  the 
S  Model  that  you  have  identified.  Will  you  state 
whether  or  not  the  method  employed  in  rounding 
and  polishing  the  cutter  head  in  that  device  was 
the  same? 

A.  Well,  as  the  years  went  by,  the  method  has 
been  improved. 

Q.     In  what  respect  ? 

A.  Of  applying  the  cutter  on  a  bar  or  an  arbor 
doing  more  at  a  time.  In  the  early  days  our  pro- 
duction was  low;  we  used  to  do  most  jobs  one  at 
a  time;  and,  as  the  years  went  by,  we  do  two  at  a 
time,  three  at  a  time.  Other  than  that,  the  basic 
idea  of  buffing  and  polishing  the  teeth,  the  ends  of 
the  teeth  or  the  comb  was  the  same. 

Q.     What  about  the  reinforcing  elements? 

A.  The  method  of  applying  the  same  amount  of 
curvature,  as  near  as  we  could  get  it,  was  the  same. 

Q.     In  these  different  models  is  that  true? 

A.     That  is  right,  sir. 

Q.  I  show  you  the  Colonel  device,  the  plaintiff's 
Exhibit  3.  Was  any  change  made  in  the  method  or 
the  practice  followed  in  rounding  and  polishing  or 
buffing  the  cutting  head  on  that  model  ? 
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A.  Well,  this  is  a  later  model.  The  methods  of 
doing  this  particular  operation  of  buffing  and  polish- 
ing the  comb,  as  I  pointed  out,  and  the  ends  of  the 
reinforcer  members  have  improved.  This  was  done 
perhaps  on  faster  machines  and  more  at  a  time,  but 
the  basic  idea  of  the  earlier  models  is  present. 

Q.  I  will  show  you  Plaintiff's  Exhibit  No.  2, 
which  is  the  Captain,  Schick  Captain  Model.  Can 
you  identify  that  as  such? 

A.     Yes;  this  is  the  Schick  Captain. 

Q.  When  was  that  model  manufactured  and  sold 
by  the  Schick  Company,  just  as  nearly  as  you  can  fix 
the  dates? 

A.     Oh,  I  would  say  somewheres  in  '38. 

Q.  And  up  to  when?  Is  it  still  being  manufac-* 
tured  and  sold? 

A.  Well,  I  can't  exactly  place  the  date  when  this 
discontinued. 

Q.     How  long  would  you  say  it  discontinued? 

A.  Oh,  I  would  say  this  was  discontinued  from 
the  present  [414]  date  about  eight  years  or  so. 

The  Court:     That  would  be  this  year? 

Mr.  L.  S.  Lyon:     Eight  years  back? 

A.     Back;  that  is  right,  sir. 

The  Court:  Just  a  minute  now.  You  mean  it 
was  manufactured  about  a  year,  commenced  in  '38 
and  quit  in  1939? 

The  Witness:     As  far  as  I  can  recall,  sir. 

Q.  (By  Mr.  L.  S.  Lyon) :  Was  any  change 
made  in  the  method  of  rounding,  buffing  and  polish- 
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ing  the  cutter  head  on  this  Captain,  this  model,  as 
compared  with  the   earlier  models  that  you   have 
referred  to? 

A.  The  method  was  changed,  as  I  stated  before, 
as  time  went  on,  but  its  basic  theory  remained. 

Q.  I  think  you  will  have  to  be  a  little  clearer  than 
that.  The  court  will  want  to  loiow  just  what  you 
mean  the  method  was  changed  and  just  what  you 
mean  when  you  say  the  basic  theory  remained  the 
same. 

A.  All  right.  The  basic  theory  is  that  the  ends 
of  the  comb,  that  is  the  points  on  both  sides  of  the 
shearing  head,  had  to  be  rounded. 

Q.     Yes. 

A.  Now,  the  method  of  doing  that,  of  rounding 
those  edges,  has  improved  as  years  went  by. 

Q.  In  respect  to  being  able  to  handle  more  of 
them  at  a  time  ?  [415] 

A.     That  is  right,  sir. 

<5.  With  respect  to  any  individual  shaving  head 
has  there  been  any  difference? 

A.     No;  there  haven't,  sir. 

Q.  What  about  the  corners  and  the  edges  at  the 
end  of  the  cutting  head  ?  A.     Yes,  sir. 

Q.  Has  there  been  any  change  in  the  course  of 
these  different  models  with  respect  to  how  those 
were  rounded  off  and  polished? 

A.     Yes ;  the  method  on  that  has  been  changed. 

Q.     In  what  way? 

A.  Well,  oi'igiiially,  as  I  stated  before,  in  the 
early  models  we  used  to  take  the  shearing  head — 
may  T  take  this  one  off? 


vs.  Ralph  E.  Jones  301 

(Testimony  of  Bert  C.  Quasnovsky.) 

Mr.  L.  S.  Lyon:     Yes,  sir;  if  you  wish  to. 

A.  As  I  stated  before,  the  shearing  heads  were 
rounded  on  the  reinforcers  in  a  swing  motion  of  the 
Avrist.  As  time  went  on,  we  were  buffing  and  pol- 
ishing the  corners  of  the  reinforcers  with  a  buffing 
and  polishing  wheel,  eliminating  the  individual  op- 
eration of  doing  each  reinforcer  and  one  cutter  at 
a  time. 

Q.     And  when  was  that  change  made*? 

A.  Now,  I  would  place  the  date,  to  the  best  of 
my  knowledge,  some  time  around  '35  or  '36.  [416] 

Q.     That  you  made  this  change  in  the  technique? 

A.     That  is  right. 

Q.  Now,  so  far  as  the  effect  on  an  individual 
shaving  head  was  concerned  with  respect  to  the 
polishing  or  breaking  off  of  the  edges  at  the  end 
of  this  shaving  head  and  the  four  corners,  did  this 
change  in  method  make  any  difference? 

A.     No;  it  doesn't. 

Q.  So,  is  it  your  testimony  that  so  far  as  the 
sharp  edges  and  the  corners  are  concerned  on  the 
Schick  shaving  heads,  they  have  always  been 
rounded  and  polished  since  you  have  been  with  the 
company  without  any  change  with  respect  to  an 
individual  shaving  head,  irrespective  of  these  dif- 
ferent models  that  you  have  referred  to? 

A.     That  is  right,  sir. 

Q.  Do  you  maintain  any  particular  inspection, 
special  inspection  at  the  factory  to  determine 
whether  these  shaving  heads  will  scratch  or  cut? 
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A.     Yes;  we  do. 

Q.  How  long  liave  yon  had  that  inspection  and 
what  is  it? 

A.  Well,  that  inspection  has  been  going  on  ever 
since  I  was  inspecting  cutters,  way  back  in  1931. 
May  I  describe  to  the  court  the  method  applied? 

Q.     If  you  will? 

A.     I  wall  take  any  cutter,  will  I  ? 

Q.     Well,  is  the  method  the  same  with  all  types'? 

A.     That  is  right,  sir. 

Q.     Or  models? 

A.  That  is  right,  sir.  The  method  applied  in 
1931 — and  it  has  been  so  followed  through  to  the 
present  day — is  thusly :  Each  cutter,  when  it  reaches 
a  certain  operation  and  prior  to  finished  stages, 
and  likewise  at  the  finished  stages,  is  checked  with 
the  fingers  passing  over  the  ends  to  check  for 
sharpness  and  see  if  they  are  nice  and  rounded. 
If  in  doubt — we  have  done  this  from  the  beginning 
and  still  do  it  to  this  date — the  girls  will  take  the 
shearing  head  and  on  the  back  of  arm  will  try  it. 

Q.     Is  that  the  back  or  the  face  of  the  arm? 

A.  Well,  this  would  be  the  face  of  the  arm  as  I 
hold  it  here.  And  try  it.  If  they  get  any  scratch 
or  rough  effect,  the  cutter  is  sent  back. 

Now,  each  and  every  shearing  head  has  already 
been  buffed  and  polished,  but  it  may  in  this  particu- 
lar case,  when  rejected,  not  have  been  buffed  and 
polished  enough.  So  it  is  turned  back  to  its  oper- 
ators to  ]^e  done  over  again,  and  only  those  are 
passed  which  feel  as  though  they  are  not  sharp  to 
the  inspectors. 
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Q.  How  many  girls  are  employed  in  this  depart- 
ment ? 

A.  Well,  in  the  inspection  department,  final  in- 
spection department,  we  have  some  30  to  40  girls 
I  would  say. 

Q.  Referring  to  Exhibit  B,  Defendants'  B,  will 
you  state  [418]  whether  or  not  that  shaving  head 
is  in  proper  condition  to  pass  your  inspection,  final 
inspection  1  A.     I  would  say  yes,  sir. 

Q.     Is  it  satisfactory  to  pass  your  inspection? 

A.  That  is  right,  sir.  I  just  happened  to  observe 
that  there  is  a  slight  defect  on  this  on  this  rein- 
forcer.  It  has  either  been  hit  or  it  has  a  crack  on  it. 
But  as  far  as  any  sharpness  goes  on  the  comb  or 
the  ends  of  the  reinforcer,  it  will  meet  our  standards. 

The  Court:  Is  the  witness  referring  to  Ex- 
hibit B? 

Mr.  L.  S.  Lyon:  Exhibit  B.  That  is  the  1934 
device  which  I  showed  to  Col.  Jones,  your  Honor. 

The  Witness :     It  has  been  damaged. 

Q.  Will  you  state  whether  or  not  all  of  the  sharp 
edges  and  sharp  corners  on  Exhibit  B  shaving  head 
have  been  broken,  as  you  say,  or  eliminated  ? 

A.  To  the  satisfaction  of  the  inspection  depart- 
ment; yes. 

The  Court:     That  would  be  to  your  satisfaction? 

The  Witness:     That  is  right,  sir. 

The  Court:     In  the  condition  the}^  are  now  in? 

The  Witness:  That  is  right,  sir,  with  the  excep- 
tion of  this  particular  crack  that  I  observe  at  a 
distance  that  perhaps  occurred  in  handling. 
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Q.  (By  Mr.  L.  S.  Lyon)  :  Now,  in  the  manufac- 
ture of  the  [419]  Colonel  and  the  Captain  do  you 
submit  the  shaving  heads  in  those  models  to  the 
same  inspection'?  A.     That's  right,  sir. 

Q.     And  they  are  judged  by  the  same  standards? 

A.     That  is  right,  sir. 

Q.     And  is  that  true  of  the  Schick  Super  model? 

A.  That  is  right.  The  method  of  inspecting  for 
scratching  has  always  been  verified  by  the  inspec- 
tors on  the  arm,  on  the  face  of  the  arm,  as  we  will 
call  it,  when  in  doubt. 

Q.  Ai]d  all  the  models  that  have  been  made  and 
all  of  the  shaving  heads  that  have  been  produced 
and  marketed  by  the  Schick  Company  from  the 
factory  since  you  have  been  there  and  while  you 
were  there  since  1931  have  all  been  given  the  same 
inspection  and  all  subjected  to  the  same  standards? 

A.     To  the  same  standards. 

Q.     So  far  as  scratching  and  cutting  is  concerned  ? 

A.  That  is  the  standard  procedure  of  that  par- 
ticular operation. 

Mr.  L.  S.  Lyon:     Cross-examine. 

Cross-Examination 
By  Mr.  Harris: 

Q.  Mr.  Quasnovsky,  you  have  testified  that  the 
methods  of  rounding  or  finishing  off  the  combs  on 
the  longitudinal  [420]  edges  of  the  cutting  head  of 
the  Schick  shavers  have  remained  the  same  through- 
out the  years,  is  that  correct? 

A.     The  method  has  changed. 
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Q.  Now,  the  degree  of  roundness  has  changed, 
too,  hasn't  it?  A.     To  some  extent. 

Q.  The  present  Colonel,  which  is  Exhibit  3,  is 
an  illustration.  Exhibit  3  being  the  Colonel  on  the 
desk  in  front  of  you,  that  has  a  rounder  bead  or 
comb  than  the  early  1932  and  earlier  models  which 
you  have  in  front  of  you,  hasn't  it? 

A.     To  some  extent. 

Q.  And  in  all  of  these  models  there  are  slight 
differences  in  the  extent  of  rounding  of  the  combs 
or  beads,  is  that  correct?  A.     That  is  right. 

Q.  In  the  later  models,  the  Colonel  and  those 
illustrated  by  Exhibit  3  and  subsequent  Colonels 
have  had  rounder  beads  or  combs  than  the  earlier 
shavers;  that  is  correct,  is  it  not? 

A.     There  isn't  very  much  difference. 

Q.     But  is  that  correct,  my  statement? 

A.     To  some  extent. 

Q.  And  this  drawing  or  tracing  which  has  been 
introduced  in  evidence  as  Defendants'  Exhibit  G, 
has  there  been  any  change  made  in  that  drawing  of 
any  kind  or  description  since  [421]  the  date  on 
which  you  made  it?  A.     Yes;  there  has  been. 

Q.     What  change  is  that? 

A.  The  reinf  orcer  elements,  that  is  the  two  mem- 
bers on  the  ends  of  the  shearing  head,  have  been 
increased  as  time  went  on  in  thickness  and  the  radii 
underneath  the  shear  plate  has  also  been  thickened 
out. 

Q.  When  was  the  last  change  made  with  respect 
to  those  two  features? 

A.  In  respect  to  these  two  features,  the  rein- 
forcer  element  was  increased  in  thickness,  I  place 
the  date  around  April,  1932.  The  comb  thickness, 
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that  is  the  ends  of  the  teeth  on  each  side,  increased 
their  radii,  I  would  say,  as  we  went  along  we  in- 
creased it  year  by  year.  We  made  the  initial  move 
sometime  in  '33,  to  the  best  of  my  knowledge. 

Q.     So  that  those  changes  have  been  made  over 
the  years,  is  that  correct? 

A.     Yes.    Ever    since    this    drawing    was    made, 

1/4/32,  there  has  been  changes  from  time  to  time  as 

far  as  the  thickness  of  the  rein  forcer  goes  and  as  far 

as  the  radii  under  the  comb  or  the  edge  of  the  teeth. 
******* 

Los  Angeles,  California 

Friday,  September  26,  1947,  10:00  A.M. 

******* 

Mr.  L.  S.  Lyon:  If  your  Honor  please,  the  wit- 
ness has  read  the  transcript  of  his  testimony  over 
yesterday  and  he  desires  to  make  a  correction,  on 
page  402  of  the  record.  I  suggest  it  be  made  now, 
as  it  may  be  of  assistance  to  counsel  for  the  plain- 
tiif  in  his  cross-examination. 
By  Mr.  Lyon : 

Q.  You  were  asked,  at  page  402  of  the  record 
about  the  Colonel  model,  to  tix  the  date  when  that 
model  was  brought  out,  and  at  line  15  you  answered : 
''Perhaps  1938."  Referring  to  Exhibit  3.  I  under- 
stand 3"ou  want  to  make  some  further  statement  on 
that  point.  Will  you  please  do  so? 

A.  Yes,  I  do.  Exhibit  3  is  the  Colonel  that  came 
out  in  1940.  I  was  confused  with  the  early  Colonel 
which  came  out  in  1938. 

Q.  What  was  the  difference  between  those  two 
models  ? 

A.     The  early  Colonel  that  came  out  in  1938  did 
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not  have  an  attachment  to  it,  and  the  handle  of  the 
shaver  was  different.  [428] 

Q.     You  mean  it  did  not  have  whisk-its? 

A.     No,  it  did  not. 

Q.  That  was  the  difference  between  the  two 
models'?  A.     That's  right. 

Mr.  L.  S.  Lyon:     That  is  all. 

Cross-Examination 

(Continued) 
By  Mr.  Harris: 

Q.  I  show  you  Defendants'  Exhibit  F.  Will  you 
please  examine  the  combs  on  that  shaver.  Have  those 
identical  combs  been  used  on  all  Schick  shavers,  to 
your  knowledge,  since  the  combs  were  first  used 
on  that  shaver? 

A.  The  combs  on  this  particular  model,  Exhibit 
F,  are  different  from  the  combs  that  we  have  today. 

Q.  Have  the  combs  on  any  of  the  other  shavers 
before  you,  in  evidence,  been  changed  in  any  way 
as  against  that  Exhibit  F? 
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A.  I  have  before  me  a  B  model,  Exhibit  H.  The 
comb  appears  to  be  a  little  thicker  downward. 

Q.  Referring  back  to  Exhibit  F,  have  all  of  the 
other  shavers  manufactured  by  the  Schick  Company 
had  reinforcing  bars,  or  reinforcers,  indentical  with 
the  reinforcers  on  this  model  that  you  have  in  your 
hand? 

A.  The  reinforcer  bar  identical  to  this  ceased, 
to  the  best  of  my  knowledge,  before  April  of  1932. 

Q.  Since  that  time  the  other  shavers  have  had 
different  [429]  types  of  reinforcers? 

A.     That  is  right,  sir. 

Q.  Mr.  Quasnovsky,  you  are  not  in  any  way 
connected  with  the  sales  department  of  Schick,  Inc., 
are  you?  A.     I  am  not,  sir. 

Q.  You  have  never  worked  in  the  sales  depart- 
ment? A.     No. 

Q.  You  never  yourself  have  sold  any  shavers  of 
this  character? 

A.     I  have  never  sold  any,  no.  [430] 

Q.  Now,  referring  you  to  Plaintiff's  Exhibit  2 
which  is  before  you,  has  there  been  any  change  in 
the  shape  and  design  of  the  cutting  head  in  the 
Schick  shavers  from  the  design  and  shape  shown 
by  that  exhibit  since  1938? 

A.  Yes.  Exhibit  2  which  I  have  in  front  of  me, 
the  appearance  of  the  comb  in  thickness  downward 
resembles  the  shearing  head  of  today  very  much 
alike. 


308  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Bert  C.  Quasnovsky.) 

Q.  But,  has  there  been  any  change  in  design  or 
construction  of  the  shearing  head  since  the  date 
of  that  shaver? 

A.  With  the  possibility  of  one  exception,  the 
reinforcer  elements  may  have  been  increased  a  few 
thousandths. 

Q.  Is  the  comb  on  that  shaver  identical  with  the 
combs  on  shavers  that  are  presently  manufactured 
by  the  Schick  Company? 

A.     Very  nearly  alike. 

Q.     But  not  identical? 

A.  Well,  they  vary  to  some  extent.  I  don't  be- 
lieve I  could  get  two  that  would  be  identical.  We 
have  a  degree  of  variance  between  one  another. 

Q.  Well,  within  how  many  thousandths  do  they 
vary? 

A.  It  is  hard  to  determine  that,  because  this  op- 
eration is  a  hand  operation  and  there  is  no  particu- 
lar control  over  it. 

Q.  So  you  don't  know  whether  the  cutting  head, 
the  combs  on  the  cutting  heads  of  any  of  the  cur- 
rently manufactured  [431]  shavers  of  Schick  Com- 
pany are  identical  with  this  particular  one  that  you 
have  in  your  hand,  is  that  correct? 

A.  There  may  be  some.  However,  the  method,  as 
I  spoke  of  yesterday,  to  determine  in  inspection  if 
there  is  sufficient  roundness  is  still  the  same. 

Q.     But  there  are  variations,  is  that  correct  ? 

A.     That  is  right,  sir. 

Q.  And  you  cannot  state  the  extent  of  this  vari- 
ation, is  that  correct?  A.     I  cannot. 
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Q.  Are  the  cutting  heads  of  all  of  these  shavers 
that  you  have  before  you,  Exhibit  2,  Exhibit  A,  Ex- 
hibit PI,  Exhibit  F,  Exhibit  I,  and  here  is  one  that 
has  no  exhibit  number  but  has  a  tag  labeled  ''C" 
on  the  reverse  side,  September,  1934 — excuse  me, 
that  has  no  cutting  head. 

Mr.  L.  S.  Lyon:     That  came  off,  Mr.  Harris. 

The  Witness :     That  is  the  one  that  had  the- 

Mr.  L.  S.  Lyon:     Exhibit  B. 

The  Witness:  The  cracked  reinforcer  of  yester- 
day, I  believe.    I  can  verify  that.    That  is  the  one. 

Q.  (By  Mr.  Harris)  :  And  this  cutting  head 
that  counsel  has  handed  you  fits  this  particular 
shaver,  is  that  correct?  A.     It  does,  sir. 

Q.  Are  the  cutting  heads  of  all  of  these  shavers 
interchangeable  ?  [432] 

A.     You  mean  in  what  respect? 

Q.  Can  you  take  one  off  one  shaver  and  put  it 
on  another"? 

A.     May  I  verify  a  couple  of  models  here? 

Q.  I  also  hand  you  Plaintiff's  Exhibit  3  and  ask 
you  to  include  that  in  the  group  of  shavers  before 
you. 

A.  May  I  examine  some  of  these  shavers,  please, 
just  to  recollect  my  memory? 

Q.     Yes,  indeed. 

A.  The  shavers  I  have  before  me  will  not  each — 
in  some  instances  the  shearing  heads  will  not  func- 
tion on  the  other  models  due  to  the  fact  that  the 
spring  that  controls  the  pressure  of  the  inside  cut- 
ter, as  we  call  it,  in  some  case^  are  embedded  on  the 
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outside  cutter  and  in  others  they  are  held  in  place 
by  a  spring-  and  pressure  pins  which  is  mounted  in 
the  handle  of  the  shaver. 

Q.  Now  referring  you  to  Exhibit  3,  will  you 
point  out  which  of  the  other  exhibits  before  you  have 
cutting  heads  that  are  interchangeable  with  the 
cutting  head  of  Exhibit  3  ? 

A.  With  Exhibit  3,  Exhibit  2  will  fit  on  that 
Exhibit  3.  Exhibit  B,  the  shearing  head,  will  not 
function  unless  I  remove  the  pressure  pins  of  the 
shaver.  In  other  words,  I  could  make  them  all  work, 
but  I  don 't  know  if  you  are  recalling  a  fact  that  the 
customer  is  going  to  change.  Which  way  do  you 
want  me  to  interpret  that  ?  [433] 

Q.  I  am  merely  asking  you  which  ones  are  in- 
terchangeable with  the  Schick  Colonel,  Exhibit  3. 

A.     I  can  make  them.   As  far  as  I  am  concerned, 

1  can  make  them  all  interchange;  that  is,  I  will 
refer  again.  I  can  make  Exhibits  F,  H,  I,  3,  B,  and 

2  interchangeable  one  to  another  for  cutting. 

Q.  Can  you  tell  whether  they  are  interchange- 
able simph^  by  inspecting  them  as  they  are  mounted 
in  each  of  the  shavers  there,  and  without  reference 
to  your  knowledge  of  the  construction  of  the 
shaver  ? 

Mr.  L.  S.  Lyon:  If  your  Honor  please,  I  object 
to  that  as  confusing. 

The  Court:     Overruled. 

Mr.  L.  S.  Lyon:  I  mean  what  is  meant  by  'in- 
terchangeable." 
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The  Court:  It  is  cross-examination,  Mr.  Lyon. 
Overruled. 

A.  To  verify  that  I  would  have  to  remove  the 
shearing  heads  from  some  of  the  early  S  models. 
If  my  memory  is  correct,  I  think  there  was  a  time 
when  we  changed  over  from  mounting  the  springs 
in  the  shearing  head  to  mounting  the  springs  on  the 
shaver  handle  and  suspended  on  pressure  pins,  as 
we  call  it.  Other  than  that  I  could  tell  by  looking 
at  the  shaver  if  it  would  interchange  one  another. 

Q.  And  if  we  scramble  the  cutting  heads  of 
these  shavers  up  and  mount  them  on  the  shavers 
to  Avhich  they  are  [434]  not  intended  to  be  applied, 
could  you  determine  which  heads  should  be  mounted 
on  each  of  the  shavers'? 

A.  It  would  be  a  little  difficult,  since  my  recol- 
lection— it  is  so  long  ago  since  I  have  interchanged 
some  of  these  shearing  heads  from  one  to  another, 
I  may  slip  uj)  on  a  couple.  [435] 

Q.  So  that  you  cannot  state  that  the^e  particular 
shearing  heads  that  are  in  these  shavers  before  you 
were  the  shearing  heads  that  were  in  these  shavers 
at  the  time  they  were  originally  manufactured,  can 
you? 

A.  Not  these  particular  ones,  but  they  were  iden- 
tical in  respect. 

Q.     Identical  in  what  respect? 

A.  The  shearing  head,  that  is  on  that  particular 
shaver. 

Q.  Do  you  mean,  if  I  take  the  shearing  heads 
out  of  all  these  shavers,  and  put  them  on  the  table 
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you  could  tell  me  as  to  each  particular  one  as  to 
which  model  that  shearing  head  goes  into?   I  don't 
want  to  waste  the  time  of  the  court,  if  the  witness 
admits  he  can't  do  it. 

A.     I  can't  do  it  right  offhand,  no. 

Q.  Yesterday,  when  you  testified  on  direct  ex- 
amination, identifying  these  various  exhibits  that 
you  have  l^efore  you,  you  did  not  make  any  close 
inspection;  you  merely  took  them  and  glanced  at 
them,  in  your  hand,  did  you  not? 

A.     That's  right,  sir. 

Mr.  Harris:     That  is  all. 

Redirect  Examination 
By  Mr.  L.  S.  Lyon: 

Q.  At  page  421  of  the  transcript,  on  cross-exami- 
nation, you  were  asked  whether  there  has  been  any 
change  in  the  [436]  drawing,  Defendants'  Exhibit 
G,  and  you  answered,  yes,  there  has  been.  Will  you 
explain  what  you  mean  by  your  testimony  that  there 
has  been  a  change  in  that  drawing? 

A.  I  interpreted  the  question  that  had  there  been 
any  changes  in  the  manufacture  of  the  shearing 
head  since  that  drawing  was  issued,  and  I  answered 
yes,  there  was.  However,  after  reading  the  testi- 
mony I  interpreted  the  question  other  wise,  and  I 
wish  to  clarify  it  at  this  time. 

Q.     Will  you  please  do  so? 

A.  Yes.  As  far  as  the  drawing  itself  goes,  to  the 
best  of  my  knowledge  as  I  completed  it  on  January 
4,  1932,  there  has  not  been  any  alterations,  anything 
added  or  deducted,  from  that  particular  drawing. 
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Q.  What  did  you  mean  when  you  said  there  had 
been  a  change  in  the  drawing,  in  your  testimony? 

A.     A  change  following. 

Q.     What  do  you  mean  by  that? 

A.  Well,  I  meant  the  drawing  itself  of  1932  has 
not  been  changed.  The  shearing  heads  following 
that  particular  drawing,  or,  I  would  say,  after  April, 
'32,  have  been  changed  in  respect  to  the  rein  forcer 
elements  being  increased  in  thickness,  but  I  do  not 
have  a  drawing  to  verify  that. 

Q.  How  were  those  changes  made, — by  taking 
the  particular  piece  of  paper.  Exhibit  G,  and  mak- 
ing alterations  on  that  drawing,  or  were  those 
changes  made  in  some  other  way?  [437] 

A.  The  way  a  change  is  usually  initiated  from 
the  engineering  department,  someone  with  authority 
would  ask  the  draftsman  to  make  a  drawing  from 
perhaps  a  sketch  presented  to  the  draftsman,  and  at 
the  completion  of  the  drawing,  and  when  verified  by 
the  person  responsible  for  the  drawing  going  out  of 
his  department,  he  would  initial  it. 

Q.  What  you  are  getting  at,  if  I  understand  it, 
to  change  the  drawing  Exhil)it  G,  a  new  drawing 
was  made? 

A.     A  new  drawing  superseded  that,  yes. 

Q.  That  is  what  you  meant  when  you  said  the 
drawing.  Exhibit  G,  was  changed ;  you  meant  it  wii.s 
superseded  by  later  drawings,  is  that  correct? 

A.     That's  right,  sir. 

Q.  You  have  mentioned  changes  wcjc  made  in 
reinforcing  elements.   I  wish  you  would  tell  us  what 
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those  changes  were,  as  nearly  as  you  can,  and  tell 
us  about  the  dates  the  changes  were  made,  and  if  you 
know,  what  the  reason  for  the  changes  were,  begin- 
ning with  Exhibit  F,  and  continuing  tlirough  this 
series  of  shavers  that  are  here  in  evidence  before 
you. 

A.     When  I  started  to  work  with  Schick 

The  Court:     When  was  that? 

The  Witness :  November  17,  1931,  cutters  similar 
to  this  one  of  Exhibit  F,  were  in  production.  If  you 
will  observe — may  I  take  this  shearing  head  off? 

Mr.  L.  S.  Lyon:     Oh,  yes.  [438] 

The  Witness:  If  you  will  observe  in  this  par- 
ticular shearing  head,  the  reinforcer  element,  that 
is,  the  top  of  the  reinforcer  element  is  on  the  same 
plane  as  the  top  of  the  shearing  head,  or  shearing 
plate.  It  was  very  difficult  to  manufacture  this,  "^^e 
had  a  lot  of  scrap  from  breakage,  and  we  found 
there  was  not  enough  i^aterial  to  round  the  end  off 
to  our  desire.  Consequently  some  thouglit  was  given 
to  increasing  this  thickness.  In  the  fall  of  '31  we 
tried  putting  a  drop  of  solder  on  top  of  each  re- 
inforcer element,  to  insure  the  strength. 

Q.     ^^lat  do  you  mean  by  the  fall  of  '31  % 

A.  I  would  say  somewhere  in  December  of  '31. 
We  did  make  a  few  of  these  cutters  with  a  drop  of 
solder  on  top  of  each  reinforcer  element.  We  ran 
into  difficulty.  It  was  a  very  cumbersome  way  of 
doing  it.  We  were  getting  variations  in  them.  One 
would  be  high,  and  the  next  one  would  be  low.  We 
used  an  ordinary  soldering  iron.    But  the  theory 
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was  there.    We   did  increase  that  thickness.    We 
did  make  a  few,  and  found  the  solder  would  taper 
off,  and  would  make  a  bead  on  top.    Tliis  still  was 
not  our  desire  either. 

This  continued  along  with  this  type  of  Exhibit  F 
to  about,  if  my  memory  is  correct,  April  of  1932. 

At  that  tune  thought  was  given  as  to  how  we 
could  manufacture  a  shearing  head,  increase  the 
thickness  of  the  reinforcer  elements,  and  make  it  one 
solid  bar,  and  yet  maintain  [439]  the  thin  part  of 
the  shearing  plate. 

This  cutter  on  the  shearing  head  from  Exhibit  F 
is  ground  longitudinally.  In  other  words,  it  is 
ground  in  this  direction,  so  that  the  reinforcer  ele- 
ment was  on  the  same  plane.  That  is,  the  top 
surface  of  the  element  was  on  the  same  plane  as 
the  top  surface  of  the  shearing  plate.  So  they  de- 
cided to  take  the  same  fixture 

Mr.  Harris:  I  think  it  is  incompetent  for  this 
witness  to  say  what  someone  else  decided.  It  is 
strictly  hearsay,  so  far  as  the  plaintiff  is  concerned. 

The  Court:     Overruled. 

The  Witness :  I  am  going  to  lead  into  the  fact  of 
the  exact  method  that  it  was  done.  Who  decided 
that  it  was  going  to  be  done,  I  don't  know.  It  was 
amongst  our  engineers.  But  the  operation  was, 
nevertheless,  done. 

However,  instead  of  griuding  the  cutter  longi- 
tudinally, like  this  fixture,  it  was  turned  around  at 
right  angles.  The  grinding  wheel  would  start  to 
grind  transversely.    In  other  words,  the  grinding 
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wheel  itself,  I  would  say,  was  approximately  l/16tli 

of  an   inch   thinner  than  the   total   length   of   the 

cutter. 

Therefore,  when  the  shearing  head  was  placed  on 
an  arbor,  mounted  on  the  underside  of  the  shearing 
plate,  the  grinding  wheel  passed  transversely  be- 
tween the  two  reinf  orcers,  and  we  made  an  equalized 
step  on  both  sides  of  the  reinforcer,  [440]  causing 
the  reinforcer  to  be  elevated  above  the  top  of  the 
shear  plate.  That  time,  if  my  memory  is  correct,  it 
was  about  two  to  one. 

Q.  (By  Mr.  L.  S.  Lyon)  :  What  do  you  mean 
by  two  to  one? 

A.  In  other  words,  the  thickness  of  the  shear 
plate,  in  respect  to  the  reinforcer,  or,  vice  versa — 
I  am  sorry;  the  thickness  of  the  reinforcer  in  re- 
spect to  the  thickness  of  the  shear  plate  was  ap- 
proximately twice  the  thickness  as  the  shear  plate. 

As  time  progressed,  and  we  found  that  we  had 
achieved  our  efforts  of  making  the  reinforcer  ele- 
ments a  solid  bar,  and  strengthening  the  shear  cut- 
ter, as  time  went  on,  and  the  years  went  by,  this 
reinforcer  element  was  increased;  it  kept  going 
higher  and  higher  in  respect  to  the  sheer  plate. 

I  cannot  give  you  the  exact  dates  as  to  the  dif- 
ference in  thickness,  when  that  took  place,  but  I 
can  say,  as  far  as  today,  in  manufacturing  the  shear- 
ing head,  we  still  grind  this  particular  Colonel 
shearing  head — this  happens  to  l)e  on  Exhibit  F, 
an  old  model.  I  am  not  referring  to  this  particular 
one;    I    am   referring   to   our   present    cutter — the 
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method  of  grinding  the  shearing  head  individually 
transversely  to  put  the  step  to  reinforce  the  plates, 
that  method  would  apply  today. 

We  grind  one  at  a  time,  and  put  a  step  to  the  re- 
inforcer,  on  the  plate.  The  only  difference  between 
the  cutter  made  in  [441]  1932,  where  I  said  the 
reinforcer  was  twice  as  thick  as  the  plate  today,  our 
reinforcer,  I  would  say,  is  on  an  average  of  six 
times  the  thickness  as  the  shear  plate  itself. 

Q.  Can  you  take  these  different  models  that  you 
have  here,  and  tell  us  by  reference  to  each  one  what 
the  relation  of  the  thickness  of  the  reiaiforcer  is  to 
the  shear  plate? 

A.  I  can  tell  3^ou  by  measuring,  sir.  However, 
for  this  instance,  if  I  go  from  one  model  to  the 
other,  there  will  be  in  that  particular  model  a  vari- 
ance in  the  reinforcer  from  the  overlap,  as  v/e  went 
into  production.  In  other  words,  when  we  made  a 
new  model,  we  did  not  say  this  model  had  a  particu- 
lar reinforcer  over  the  previous  model.  So,  if  I  pick 
up  two  models  I  may  find  the  reinforcer  in  the  old 
model  as  the  model  manufactured  at  that  time. 

Q.  What  I  am  trying  to  find  out  is,  what  was  the 
ratio  when  you  brought  out  the  Colonel,  in  1938*? 

A.  I  just  stated  I  could  not  give  you  the  exact 
date.  To  the  best  of  my  knowledge,  I  will  try  to  fix 
the  date  as  closely  as  I  can.  In  1938  I  would  judge 
the  reinforcer  element  to  be  approximately  four 
times  the  thickness  of  the  shear  plate  itself  ? 

Q.  How  long  have  you  been  using  the  ratio  six  to 
one,  if  you  know  ? 


318  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Bert  C.  Qiiasnovsky.) 

A.  Well,  I  said  the  ratio  was  on  an  average  of 
six  to  one.  I  would  say  we  have  used  that  ratio, 
I  know  of,  since  [442]  we  started  manufacturing 

shavers.  When  I  came  back  from  the  Service 

•  The  Court:     When  was  that? 

The  Witness:  That  was  in  the  spring  of  1936. 
Now,  prior  to  me  going  into  the  Service,  in  the  fall 
of  1943 — let  me  see.  I  would  say  that  the  average 
was  close  to  six  to  one. 

Q.  (By  Mr.  L.  S.  Lyon)  :  What  effect  did  the 
increase  of  this  thickness  or  elevation  of  the  rein- 
forcing elements  above  the  slitted  face  of  the  cutter 
head  have  on  the  method,  or  the  extent  of  the  round- 
ness of  the  end  edges  of  the  reinforcing  members 
and  the  corners  at  the  ends  of  the  cutter  head  *? 

A.  Well,  as  we  observed  in  our  initial  way  of 
grinding  transversely,  we  found  that  increasing  the 
reinforcer  in  thickness  gave  us  more  metal  to  make 
more  of  beaded  ends,  on  the  ends  of  the  reinforcer 
element.  And,  as  the  shearing  head  progressed,  and 
the  reinforcer  got  thicker,  we  found  we  could  make 
the  bead  or  the  corner  of  the  reinforcer  to  any  de- 
sired roimdness  that  we  would  say,  because  we  had 
plenty  of  material  to  work  on.  [443] 

Q.  Now,  you  have  spoken  of  the  bead  on  the  rein- 
forcer. I  would  like  to  have  the  record  clear  as  to 
just  what  you  mean  by  that.  Will  you  point  that  out 
to  the  court  on  a  model  of  the  shaver? 

A.  Well,  to  a  bead,  I  was  referring  to  the  fact 
that  if  a  corner  was  rounded,  it  had  the  effect  of 
a  bead,  something  spherical. 
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Q.  Were  you  referring  to  the  fact  that  these  re- 
inforcing members  are  beveled  off ;  were  you  refer- 
ring to  that  or  to  something  else  ? 

A.  Well,  the  term  "bevel"  I  don't  know  just 
how  you  want  to  use  the  term  "bevel." 

Q.  I  mean,  instead  of  being  broken  off  on  a  ra- 
dius, the  corner  seems  at  some  parts,  at  least,  to  be 
broken  off  on  a  flat  angled  face. 

A.  Well,  as  far  as  the  reinforcer  goes  in  being 
roundness,  that  method  is  done  on  a  buffing  wheel 
and  the  corners  are  broken  along  the  longitudinal 
side  going  around  down  the  transverse  side  of  the 
shear  plate  in  respect  to  the  shearing  heads  them- 
selves or  the  teeth  members. 

Q.  Have  you  prepared  a  memorandum  showing 
the  different  Schick  shavers  by  model  numbers  that 
were  manufactured  from  your  first  work  with  the 
kSchick  Company  up  until  through  the  Captain,  and 
showing  the  dates  of  the  commencement  of  the  man- 
ufacture of  those  model  numbers  and  the  number  of 
those  [444]  models  that  were  manufactured  ? 

A.  AVell,  I  have  here  a  record,  to  the  best  of  my 
recollection  and  verified  with  the  company  records 
as  to  the  dates  of  manufacture  and  the  amounts 
manufactured.   However 

Q.  And  showing  what  the  model  numbers  were, 
is  that  correct? 

A.  That  is  right.  However,  this  record  does  in- 
clude shavers  made  way  back  into  1930.  Of  course, 
I  can't  account  for  any  knowledge  on  shavers  mode 
prior  to  my  date  of  starting  with  Schick,  November 
17,  1931. 


320  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Bert  C.  Quasnovsky.) 

Q.  Those  items  prior  to  your  own  experience 
were  taken  hy  you  from  what  source "? 

A.     From  records  of  the  company  files. 

Q.  And  the  remaining  items  which  were  within 
your  own  knowledge  and  recollection,  did  you  verify 
your  recollection  as  to  those  items  by  checking  with 
the  books  of  the  company? 

A.     I  verified  them  Avith  the  company  records. 

Q.     When  did  you  make  this  record? 

A.  Well,  this  particular  record,  if  my  memory 
is  correct,  this  particular  record  was  made  prior  to 
me  going  into  the  naval  service. 

Q.     It  was  not  made  for  the  purpose  of  this  case  ? 

A.     No;  indeed  not, 

Q.    What  purpose  did  you  make  it  for  ? 

A.  At  that  particular  time  we  made  it  for  record 
purposes,  and  people  VN^anted  to  know  different 
models.  We  gathered  as  much  information  and  con- 
sulted those,  along  with  the  lines  of  dates,  and  we 
compiled  this  record  for  the  engineering  depart- 
ment along  with  the  engineering  department. 

Q.  Is  this  the  original  record  that  you  have  in 
your  hand  that  you  made  in  the  manner  and  at  the 
time  that  you  have  stated? 

A.  I  can't  answer  to  if  this  is  the  original  rec- 
ord. This  is  the  copy  of  it.  This  particular  record 
is  from  the  engineering  files. 

Q.  And  did  you  take  it  from  the  engineering 
files  to  bring  it  here  ? 

A.  I  took  it  from  the  engineering  department 
record  book. 
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Q.  And  that  is  the  regular  record  of  the  com- 
pany, is  it?  A.     This  particular  record? 

Q.     Yes. 

A.  Yes;  it  is  the  company  record  from  the  com- 
pany file  or  the  company  book. 

Q.  And  do  you  know  it  to  be  correct  to  the  best 
of  your  ability  at  the  time  you  prepared  it? 

A.     Yes;  I  do. 

Mr.  L.  S.  Lyon:     We  will  offer  the  record  now 

as  Defendants'  Exhibit  J.  [446] 

*  *  *  *  *  * 

Mr.  Harris :  May  I  ask  the  witness  a  question  or 
two  on  [447]  this? 

The  Court :     You  may. 

Q.  (By  Mr.  Harris) :  Mr.  Witness,  did  you  per- 
sonally make  this  record? 

A.     I  did  not  construct  the  whole  record;  no. 

Mr.  Harris:  The  record  is  objected  to  as  only 
being  hearsay  so  far  as  this  witness  is  concerned. 

The  Court :  You  do  not  know  whether  it  is  true 
or  not,  of  your  own  knowledge  ? 

The  Witness :  I  recall  the  greatest  part  of  that  at 
the  time  we  made  it.  I  cannot  recite,  word  for 
word. 

Q.  (By  Mr.  Harris)  :  You  do  not  know  whether 
during  July,  1930,  there  were  400  model  A  shavers 
sold,  do  you  ? 

A.  I  can't  at  this  time,  no;  but  we  made  it  at 
the  time  I  recalled  it. 
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:;Q;     Not  "we."    Did  you  personally  make  if? 

A.  I  entered  into  the  beginning  of  that  at  that 
time,  right. 

Mr.  Harris:     We  submit,  if  the  court  pleases,  it 

is  entirely  incompetent  to  prove  anything.  [448] 

*  *  *  *  *  * 

The  Court:  Objection  overruled.  The  document 
will  be  received  for  the  purpose  stated. 

The  Clerk:  It  will  be  marked  Defendants'  Ex- 
hibit J. 

Mr.  L.  S.  Lyon:     That  is  all,  your  Honor. 

The  Court:     Just  a  moment. 

The  Witness:     Yes,  sir. 

The  Court :     Do  you  have  some  further  questions  ? 

Mr.  Harris:     No  further  questions,  your  Honor. 

The  Court :     How  old  are  you  ? 

The  Witness :     34  years  old,  sir. 

The  Court :     34  years  old  ? 

The  Witness :     That  is  right. 

The  Court:     When  were  you  born? 

The  Witness:     1913. 

The  Court:     Where  were  you  born? 

The  Witness:     Stamford,  Connecticut. 

The  Court:     '34? 

The  Witness:     That  is  right,  sir. 

The  Court :  How  old  were  you  in  1930  ?  17  years 
old? 

The  Witness:     That  is  right,  sir. 

The  Court:  When  you  went  with  the  Schick 
Company  were  you  17  years  old? 

The  Witness :     I  was  18  years  old,  sir. 
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The  Court:  Have  you  gone  to  school  at  Stam- 
ford? [450] 

The  Witness:  I  was  going  to  the  Greenwich 
High  School  at  Greenwich,  Connecticut. 

The  Court:     Did  you  finish  high  school? 

The  Witness:     That  is  right,  sir. 

The  Court :     Did  you  finish  college  ? 

The  Witness:  No;  I  didn't,  sir.  I  entered  the 
Schick  employment  about  three  or  four  months  after 
I  had  graduated  from  high  school. 

The  Court :  Did  you  study  engineering  in  high 
school  1 

The  Witness :  I  studied  a  little  engineering  of 
the  International  Correspondence  School. 

The  Court :  Mr.  Clerk,  will  you  put  Exhibit  G 
in  front  of  the  witness?  What  is  the  date  that 
drawing  bears? 

The  Witness:     1-4-32. 

The  Court :     Did  you  make  it  on  that  date  ? 

The  Witness :  I  finished  it  on  that  date,  sin '  I 
may  have  started  two  or  three  days  before. 

The  Court:     Did  you  sign  it  on  that  date? 

The  Witness:     That  is  right,  sir. 

The  Court:     You  were  18  then? 

The  Witness:     That  is  right,  sir. 

The  Court:  When  these  changes  are  made  in 
production  like  you  were  describing  in  the  reinforce- 
ment of  the  end 

The  Witness:     That  is  right,  sir. 

The   Court :     is   there   a   record   kept   of  it, 

new  drawings  [451]  made,  or  does  someone  just  go 
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out  and  tell  the  foreman  to  increase  the  thickness 

of  the  reinforcer? 

The  Witness:  No.  AAHien  the  reinforcer  was  in- 
creased in  thickness  there  was  changes  made  to  the 
drawing,  but  I  have  not  the  drawing  after  this. 
Some  time  in  1932  I  did  not  make  any  more  official 
drawings  for  the  company,  because  I  was  assigned 
to  a  diiferent  job  in  the  inspection  department  and 
it  required  my  duties  wholly  in  inspection. 

The  Court :  A^Hienever  changes  are  made  in  spec- 
ifications for  the  razor,  does  not  the  engineering  de- 
partment first  prepare  drawings'? 

The  Witness:     That  is  right,  sir. 

The  Court:     Are  not  those  drawings  dated? 

The  Witness :     That  is  right,  sir. 

The  Court:  And  those  drawings  are  used  by  the 
production  department  in  making  such  changes  as 
may  need  to  be  made  in  tools  or  other  gadgets  ? 

The  Witness:     That  is  right,  sir. 

The  Court :     To  make  the  change,  is  that  correct  ? 

The  Witness:     That  is  right,  sir. 

The  Court:  So  that  every  change  in  model  and 
every  change  in  design  of  any  kind,  there  is  a  draw- 
ing record,  is  that  correct  ? 

The  Witness:  That  is  right ;  but  I  can't  swear  to 
the  fact  that  our  engineering  department  has  each 
and  every  change.  [452]  But  since  some  time  in 
'32,  when  I  stopped  making  official  drawings  for 
the  company,  I  have  no  knowledge  as  to  the  extent 
of  the  file. 
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The  Court:  How  many  cases  have  you  testified 
in,  patent  cases'? 

The  Witness:     This  is  my  first,  sir. 

The  Court:  Have  you  ever  testified  in  court 
before  1 

The  Witness:  Only  on  my  divorce  case  I  was  in 
court. 

The  Court :     Only  once  before  % 

The  Witness:     That  is  right,  sir.  [453] 
*  *  *  *  *  * 

Mr.  L.  S.  Lyon:  That  is  all.  I  will  offer  into 
evidence  at  this  time  as  Defendants'  Exhibit  K,  a 
certified  copy  of  the  file  vx^'apper  and  contents,  show- 
ing the  proceedings  in  the  patent  office  upon  the 
application  for  the  Letters  Patent  in  suit. 

Mr.  Harris:  May  I  inquire,  if  the  Court  please, 
if  there  are  also  in  this  file  copies  of  all  the  prior 
art  patents  cited  and  referred  to  during  the  prose- 
cution of  the  application? 

Mr.  L.  S.  Lyon:  I  have  those,  may  your  Honor 
please,  in  a  book  that  I  am  going  to  offer  next. 

The  Court:  Is  the  file  wrapper  complete;  is  that 
what  you  are  asking? 

Mr.  Harris :  I  am  asking  if  it  is  complete  to  the 
extent  of  also  having  with  it  all  the  patents  consid- 
ered by  the  Patent  Office  in  the  prosecution  of  the 
application. 

Mr.  L.  S.  Lyon :  They  are  not  bound  in  this  cer- 
tified binder.  Exhibit  K,  but  they  are  in  the  next 
exhibit  that  I  am  going  to  offer. 
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Mr.  Harris:  We  have  no  objection  to  this  if  it 
is  understood  that  counsel  will  also  offer  all  of  the 
patents  cited  during  the  prosecution  of  that  appli- 
cation. 

The  Court:  Very  well.  The  file  wrapper  is  re- 
ceived as  Defendants'  Exhibit  K. 

Mr.  L.  S.  Lyon:  As  Exhibit  L  I  offer  into  evi- 
dence a  binder  containing  copies  of  the  following 
items,  and  I  will  [454]  designate  by  a  sub-numeral 
each  particular  item  and  ask  that  it  be  so  marked. 

The  first  item  in  Exhibit  L  which  I  am  offering 
is  a  cop7/  of  the  Letters  Patent  in  suit. 

The  second  item 

The  Court :     That  will  be  L-1. 

Mr.  L.  S.  Lyon:  L-1.  The  second  item — and  I 
might  say  to  your  Honor  there  are  tabs  on  these 
different  items  so  that  the  court  can  follow  them — 
the  second  item,  which  will  be  L-2,  is  a  copy  of  the 
patent  to  Meyer,  No.  2,066,214. 

The  third  item  is  a  patent  to  Thomas,  No.  2,275,- 
022,  and  I  might 

The  Court:  The  Meyer  patent  is  L-2  then;  the 
Thomas  patent  is  L-3. 

Mr.  L.  S.  Lyon:  And  I  might  state  that  the 
Meyer  patent  and  the  Thomas  patent  follow  a  page 
in  Exhibit  L  which  is  entitled  "Defendant's  Pat- 
ents. ' ' 

The  next  item  follows  a  page  entitled  "Prior 
Arts  Patents  Not  Cited  in  Prosecution  of  Patent 
in  Suit,"  and  the  next  item,  the  first  of  those  pat- 
ents, is  the  patent  to  Peterson,  No.  1,744,280. 
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The  Court:     It  will  be  L-4. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Ventimiglia,  No.  1,801,889. 

The  Court:     That  will  be  L-5.  [455] 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Friedman,  No.  1,516,635. 

The  Court :     That  will  be  L-6. 

Mr.  L.  S.  Lyon:  The  next  item  is  patent  to 
Szabo,  which  is  No.  1,175,023. 

The  Court :     It  will  be  marked  L-7. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Dean,  No.  2,014,882. 

The  Court:     It  will  be  marked  L-8. 

Mr.  L.  S.  Lyon :  The  next  page  in  Exhibit  L  is 
a  title  page  entitled  ''Prior  Art  Patents  Cited  by 
the  Patent  Office  During  Prosecution  of  the  Patent 
in  Suit,"  and  the  first  of  those  items  is  the  patent 
to  Florman,  No.  1,981,787. 

The  Court:     It  will  be  marked  L-9. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Brunner,  No.  1,950,097. 

The  Court:     That  will  be  marked  L-10. 

Mr.  L.  S.  Lyon :  The  next  patent  is  the  patent  to 
Aaron,  No.  1,970,518. 

The  Court:     It  will  be  marked  L-11. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Schick,  No.  1,690,133. 

The  Court :     It  will  be  marked  L-12. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Schick,  No.  1,747,031.  [456] 

The  Court :     It  will  be  marked  L-13. 
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Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Schick,  No.  1,757,978. 

The  Court :     That  will  be  marked  L-14. 

Mr.  L.  S.  Lyon :  The  next  item  is  the  Austra/ian 
patent  to  Simkovits,  No.  138,358. 

The  Court :     That  will  be  marked  L-15. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  British 
patent  to  Appleyard,  No.  753. 

The  Court :     That  will  be  marked  L-16. 

Mr.  L.  S.  Lyon:  In  connection  with  the  patent 
to  Simkovits 

The  Court:     L-15. 

Mr.  L.  S.  Lyon:  L-15,  I  stated  that  it  was  an 
Australian  patent,  and  it  is  so  indicated  in  the  index 
page.  But,  as  a  matter  of  fact,  it  is  an  Austrian 
patent,  and  accompanying  the  Austrian  patent  is  a 
translation  in  English,  your  Honor. 

The  next  item  after  the  Appleyard  patent  is  the 
patent  to  Knopp,  No.  2,077,331. 

The  Court:     It  will  be  marked  L-17. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Gaiztarro,  a  French  patent. 

The  Court:     Is  there  a  translation  attached? 

Mr.  L.  S.  Lyon:  There  is  no  translation  of  the 
French  y)atent,  because  the  only  parts  of  the  French 
patent  are  the  [457]  drawings  in  the  exhibit,  your 
Honor,  and  we  do  not  have  a  copy  of  the  text  of  the 
French  patent. 

The  Court:  Very  well.  It  will  be  marked  L-18 
then. 
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Mr.  L.  S.  Lyon :  These  are  things  that  were  cited 
by  the  Patent  Office  and  that  is  the  only  part  of  the 
patent  that  the  Patent  Office  cited  and  the  only  part 
we  have  been  able  to  find. 

The  next  item  is  the  patent  to  Bernard,  No. 
765,954. 

The  Court:     That  will  be  L-19. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  paent  to 
Smith,  No.  313,027. 

The  Court :     That  will  be  marked  L-20. 

Mr.  L.  S.  Lyon:  The  next  item  is  the  patent  to 
Harris,  No.  2,026,630. 

The  Court :     That  will  be  marked  L-21. 

Mr.  L.  S.  Lyon:  The  next  and  last  item  is  the 
patent  to — well,  that  is  a  mistake  in  the  index. 
There  are  no  more,  your  Honor. 

The  Court:  L-21  is  the  last  one,  the  Harris 
patent  ? 

Mr.  L.  S.  Lyon:  Yes;  that  is  all  there  is  in  the 
book,  your  Honor.  We  ask  that  that  be  received 
as  Exhibit  L,  and  the  individual  items  be  received 
as  Exhibits  L-1  to  L-21,  inclusive. 

The  Court:     Is  there  objection? 

Mr.  Harris:     No  objection,  your  Honor.  [458] 

The  Court:     Very  well.    The  documents  will  be 

received  into  evidence  and  will  be  so  marked.  [459] 

****** 

Mr.  L.  S.  Lyon:  If  your  Honor  please,  in  ex- 
amining Exhibit  L  I  find  that  numbers  19,  20  and  21 
are  out  of  place.  They  should  be  up  following  the 
title:    Patents  not  cited  bv  the  Patent  Office.    AVe 
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will  allow  them  to  retain  their  same  exliibit  num- 
bers, but  we  will  put  them  in  their  proper  place,  and 
make  a  correction  in  the  title  sheet,  if  that  is  satis- 
factory to  the  court. 

The  Court:     Is  there  any  objection? 

Mr.  Harris:     No  objection. 

The  Court :     Very  well.  You  may  do  so. 

Mr.  L.  S.  Lyon:  At  this  time  I  would  like  to 
read  into  evidence  Paragraph  17  of  the  Pre-Trial 
Stipulation  and  Statement.  Paragraph  17  reads 

The  Court:  Can't  you  do  it  like  Mr.  Harris 
did;  have  it  copied  by  reference? 

Mr.  L.  S.  Lyon:  I  can,  your  Honor.  I  ask  that 
it  be  copied  and  deemed  read,  your  Honor. 

(The  following  is  a  copy  of  Paragraph  17, 
commencing  on  page  7  of  the  Pre-trial  State- 
ment:) 

''17. 

"Both  parties  admit: 

"  (a)  That  Catalogue  Number  27  of  the  Mc- 
Gill  Metal  Products  Co.,  of  Chicago,  Hlinois, 
accompanying  this  statement  and  marked  Ex- 
hibit 18,  is  a  catalogue  issued  and  distributed 
to  the  public  by  the  McGill  Metal  Product  [460] 
Co.  approximately  in  1923,  and  similar  cata- 
logues were  distributed  in  subsequent  years; 
that  said  catalogues  were  distributed  in  subse- 
quent years;  that  said  catalogue  may  be  intro- 
duced and  received  in  evidence  without  further 
proof  of  authenticity,  subject  to  the  legal  ob- 
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jectiorLs  as  to  its  relevancy  and  materiality,  De- 
fendants will  rely  only  on  the  punch  shown  in 
the  lower  half  of  page  13  of  Exhibit  16. 

"(b)     The  paper  pmich,  marked  Exhibit  17, 
is  the  device  illustrated  on  the  lower  half  of 
page  13  of  the  catalogue  Exhibit  16;  that  thus 
punch  was  purchased  many  years  ago  in  the 
open  market ;  that  punches  similar  to  this  punch 
were   widely  sold   in   1923   and  in   subsequent 
years  thereto;  that  said  punch  Exhibit  17  may 
be  introduced  and  received  in  evidence  without 
further  proof   of   authenticity,   subject   to   the 
legal  objections-  as  to  its  relevancy  and  mate- 
riality." 
Mr.  L.  S.  Lyon:     Paragraph  17  has  two  subdivi- 
sions,   (a)    and    (b).      The  first   refers   to   a   cata- 
logue   which    accompanies    the    statement,    and    is 
marked  Exhibit  16.   I  would  like  to  offer  that  cata- 
logue in  evidence. 

Mr.  F.  W.  Lyon:  It  is  attached  to  the  Pre-trial 
Statement. 

Mr.  L.  S.  Lyon:  As  Defendants'  Exhibit  M.  And 
may  it  remain  attached  to  the  Pre-trial  Statement, 
your  Honor?  [461] 

The  Court:     Yes.    It  will  be  received  in  evidence. 
Is  that  the  catalogue  of  the  McGill  Metal  Products 
€o.,  attached  to  the  Pre-trial  Statement,  Exhibit  16? 
Mr.  L.  S.  Lyon:     Yes,  \^oui*  Honor. 
The  Clerk:     M  in  evidence. 

Mr.  L.  S.  Lyon:  Subdivision  (b)  of  Paragraph 
17  refers  to   a  paper  punch,   which   was   marked 
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Exhibit  17  to  the  Pre-trial  Statement.    I  have  that 
paper  punch,  and  ask  that  it  be  received  in  evidence 
as  Defendants'  Exhibit  N. 

The  Clerk :     N. 

Mr.  L.  S.  Lyon :     We  had  it  marked  once. 

The  Court:  The  punch  will  be  received  in  evi- 
dence and  marked  Defendants'  Exhibit  N. 

The  Clerk :  For  the  sake  of  the  record,  on  April 
30,  1946,  it  was  offered  and  marked  17  for  identi- 
fication. 

The  Court:  That  is  the  number  assigned  in  the 
Pre-trial  Statement? 

The  Clerk:  Yes,  your  Honor.  It  is  now  in 
in  this  case. 

NORMAN  GRAY 

called  a>s  a  witness  by  and  on  behalf  of  the  defend- 
ants, ])eing  first  duly  sworn,  testified  as  follows : 

The  Clerk :     Will  you  state  your  name  ? 

The  Witness:     Norman  Gray.  [462] 

Direct  Examination 
By  Mr.  L.  S.  Lyon : 

Q.     Wliere  do  you  reside,  Mr.  Gray? 

A.     High  ridge  Road,  Stamford,  Connecticut. 

Q.     What  is  your  age? 

A.     I  am  87  years  old. 

Q.     What  is  your  occupation? 

A.  J  am  chief  engineer  of  Schick,  Inc.,  Stam- 
ford, Connecticut. 
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Q.     How  long  have  you  been  employed  by  Schick, 
Inc.? 

A.  I  first  came  with  the  Schick  Company  August 
27,  1934. 

Q.  How  much  of  the  time  since  1934  have  you 
been  in  the  employ  of  the  Schick  Company  ? 

A.     All  of  that  time. 

Q.  How  long  have  you  been  chief  engineer  of 
the  Schick  Company?  A.     Since  1938. 

Q.  What  was  your  position  with  the  Schick  Com- 
pair  prior  to  that  date  ? 

A.  In  1934,  when  I  first  came  with  the  Schick 
Company  I  worked  directly  under  Colonel  Schick 
in  the  experimental  laboratory.  Colonel  Schick  died 
in  1937,  and  shortly  thereafter,  in  1937,  I  was  made 
responsible  for  engineering.  From  1934  to  1937  the 
type  of  work  that  I  did  in  this  department  was  of 
an  experimental  nature,  designing  and  building 
models  of  dry  shavers.  [463] 

Q.     All  this  work  was  on  electric  dry  shavers? 

A.     On  electric  dry  shavers. 

Q.  As  chief  engineer  of  the  company,  what  are 
your  duties? 

A.  My  duties  as  chief  engineer  are  to  maintain 
the  company 's  competitive  position  in  the  dry  shaver 
field;  to  produce  and  maintain  a  drawing  system 
and  specifications  for  manufacturing  and  inspection 
of  Schick  dry  shavers;  to  maintain  a  museum.  I 
am  responsijjle  for  the  engineering  records,  and  also 
I  must  do  the  necessary  experimental  work  which 
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will  finally  arrive  at  the  drawings  for  the  Schick 

shaver. 

Q.  What  contact  do  you  have,  or  knowledge  do 
you  have,  of  the  manufacturing  processes  employed 
by  the  Schick  Company  in  making  electric  shavers  ? 

A.  In  1934,  when  I  first  came  with  the  company, 
I  helped  to  build  models ;  in  this  connection  I  oper- 
ated all  the  machines  that  are  used  in  the  metal 
working  trade.  I  am  familiar  with  piercing,  blank- 
ing, forming,  drawing,  turning,  milling,  grinding, 
polishing  and  buffing,  and  I  am  familiar  with  the 
machines,  and  can  operate  the  conventional  machines 
that  are  used  to  perform  those  operations. 

Q.  Have  you  known  and  been  familiar  with  the 
different  commercial  models  that  are  manufactured, 
or  have  been  manufactured,  at  the  plant  of  the 
Schick  Company  at  Stamford,  Connecticut,  since 
you  have  been  there?  [464] 

A.  I  am  familiar  with  the  models  manufactured 
since  1934  through  direct  contact  wdth  the  manu- 
facturing and  engineering  of  them,  and  I  am 
familiar  with  the  models  prior  to  that  by  examina- 
tion of  material  in  the  files. 

Q.  What,  if  any,  technical  training  or  experience 
had  you  had  before  you  wxnt  to  work  for  the  Schick 
Company '? 

A.  In  1930  I  graduated  from  the  Pratt  Institute 
of  Technology  in  the  course  of  industrial  electrical 
engineering.  From  1930,  when  I  graduated,  until 
1934,  when  I  first  went  to  work  for  Schick,  I  had 
two  jobs,  one  of  which  was  with  the  Dalton  Adding 
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Machine  Company,  as  draftsman  and  designer,  and 

there    I    became    familiar    with    small    parts    and 

mechanism. 

Q.  What,  if  any,  occasion  have  you  had  to  study 
the  drawings  and  specifications  and  claims  of  letters 
patent "? 

A.  As  chief  engineer  we  have  a  system  in  our 
organization  whereby  patents  pertaining  to  dry 
shavers  are  forwarded  to  us  automatically  as  issued, 
and  it  is  one  of  my  jobs  to  read  those  patents. 

Q.  Are  you  familiar  with  the  reading  and  in- 
terpreting of  patent  specifications,  drawings  and 
claims  ?  A.     I  am  familiar  with  it. 

Q.  Have  you  ever  attended  a  trial  in  court  of  a 
patent  infringement  suit  involving  electric  shavers? 

A.     Twice. 

Q.     What  cases  were  those?  [465] 

A.  One  in  case  with  the  Remington  Company  in 
Hartford. 

Q.     Brought  by  the  Schick  Company? 

A.  Brought  by  the  Schick  Company  against  the 
Remington  Company.  And  then  another  for  the 
Remington  Company,  when  suit  was  brought  against 
them  by  Kleiman — Kleiman  vs.  Remington. 

Q.     Where  was  that  case  tried  ?  [466] 

A.     That  was  in  New  York  City. 

*  *  *  -X-  -x-  * 

Q.  (By  Mr.  L.  S.  Lyon) :  What  model  electric 
razor  was  in  production  by  the  Schick  Company  at 
the  time  you  entered  its  employ  in  1934? 

A.     The  C  model. 
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Q.  Will  3^ou  examine  the  razors  that  are  on  the 
desk  in  front  of  you,  and  identify,  if  you  can,  a 
specimen  of  such  C  model,  and  tell  us  what  exhibit 
number  it  is? 

A.  The  exhibit  number  of  the  shaver  which  was 
being  [469]  manufactured  when  I  came  with  Schick 
is  Exhibit  B. 

Q.  Will  you  examine  Exhibit  B,  and  state 
whether  or  not  it  is  a  true  specimen  of  the  Model  C 
as  it  was  being  produced  and  sold  by  Schick  at  the 
time  you  entered  the  employ  of  Schick  in  1934? 

A.  I  don't  think  I  need  to  examine  all  the  details 
of  the  motor.  I  am  sure  we  are  concerned  just 
about  the  shearing  head,  and  to  save  time  I  will  just 
look  at  it.  This  is  representative  of  the  production 
and  identical  with  the  production  when  I  first  came 
with  Schick  in  1934.  [470] 

Q.  (By  Mr.  L.  S.  Lyon)  :  Mr.  Gray,  what  was 
the  next  model  that  was  brought  out  and  manufac- 
tured and  sold  to  the  trade  by  the  Schick  Company, 
to  your  knowledge,  following  the  Model  B,  which 
you  have  just  referred  to  ? 

A.  The  model  which  I  just  referred  to  was 
Model  C. 

Q.     Yes.     And  what  model  followed  Model  C? 

A.     Our  Model  S. 

Q.  Is  there  a  specimen  of  Model  S  before  you? 
If  so,  will  you  please  identify  it  by  the  exhibit 
number '? 

A.     Exhibit  Model  I  is  the  Schick  Model  S  3. 
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Q.  Can  you  state  from  your  recollection  the  ap- 
proximate date  when  that  model  was  i)ut  on  pro- 
duction by  the  Schick  Company  ? 

A.  If  I  may  be  able  to  refer  to  my  notes  to  help 
my  recollection,  I  will.  [471] 

Q.     What  notes  are  you  going  to  refer  to? 

A.     A  listing  of  models  which  are  in  evidence. 

Q.     Who  made  this  list? 

A.  I  was  instrumental  in  making  it,  with  the 
help  of  Mr.  Quasnovsky. 

The  Court:  Are  you  referring  to  Defendants' 
Exhibit  J  in  evidence  ? 

Mr.  L.  S.  Lyon:  I  am  referring  to  the  exhibit 
that  was  produced  this  morning. 

A.     Yes,  I  can. 

Mr.  L.  S.  Lyon:  My  question  is  referring  to  Ex- 
hibit I,  according  to  your  recollection  when  was 
that  model  put  on  sale,  independent  of  any  record, 
if  you  have  a  recollection? 

A.  I  have  a  recollection.  The  latter  part  of 
1935;  September,  I  would  say. 

Q.  Is  Exhibit  I  a  true  and  correct  specimen  of 
that  model  as  it  was  put  on  production? 

A.     It  is. 

Q.     What  model  followed  that  Exhibit  S  model? 

A.  The  next  model  which  followed  that  was  the 
Colonel  model,  which  we  call  L  7,  i)ut  on  the  market 
the  latter  part  of  1938. 

Q.  Is  there  a  specimen  of  that  model  as  it  was 
manufactured  in  1938,  befoi'e  you? 

A.     No,  there  isn't.  [472] 
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Q.     What  followed  that  model? 

A.  Following  that  we  had  two  models;  in  the 
latter  part  of  1939  we  put  out  a  model  called  the 
Cax^tain,  and  a  model  of  the  Colonel,  so  called,  as 
I  referred  to  it  L  7,  with  a  whisk-its  attachment. 

Q.  Did  this  Colonel  model  as  it  was  brought  out 
in  1939  differ  from  the  Colonel  model  of  1938  in 
any  other  way  except  the  presence  of  whisk-its  ? 

A.     In  color  and  case. 

Q.     Otherwise 

A.     Otherwise  it  was  mechanically  the  same. 

Q.  Do  you  find  specimes  of  the  Captain  and  a 
specimen  of  the  1939  Colonel  with  the  whisk-its 
attachment  before  you? 

A.     I  find  a  late  model  Captain,  Exhibit  2. 

Q.     What  do  you  mean  by  a  late  model  Captain? 

A.  There  were  two  variations  of  the  Captain 
shaver,  the  difference  being  in  the  outward  appear- 
ance of  the  inclined  side  of  the  shearing  head. 
Otherwise,  there  were  no  differences. 

Q.  Wlien  was  this  particular  specimen  in  pro- 
duction that  you  hold  in  youi^  hand  ? 

A.  I  would  say  the  last  month  of  1939,  or  per- 
haps the  first  month  of  1940. 

Q.     Is  it  a  true  specimen  of  that  production? 

A.     It  is.  [473] 

Q.  What  is  the  exhibit  number  of  the  device  you 
have  been  examining?  A.     Exhibit  2. 

Q.  That  you  have  in  your  hand,  and  have  just 
referred  to?  A.     Exhibit  2. 
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Q.  What  is  the  exhibit  number  of  the  specimen 
of  the  Colonel  with  the  whisk-its  on  that  you  have 
referred  to? 

A.  There  is  the  Colonel  here.  It  is  not  the  one 
that  I  had  reference  to  before,  what  I  called  the 
Colonel  model  shaver.  There  is  one  here.  It  is 
Exhibit  3. 

Q.  Throughout  your  service  with  the  Schick 
Company,  have  the  Schick  electric  shavers,  all  mod- 
els that  have  been  produced  during  that  time,  been 
provided  with  a  comb  or  bead  along  the  sides  of  the 
cutting  head?  A.     Yes,  they  have. 

Q.  Have  there  been  any  variations  in  shape  or 
contour  of  that  comb? 

A.  Yes,  there  have  been  changes  in  the  shape 
and  contour  of  the  comb. 

Q.     Have  those  changes  been  purposely  made? 

A.     Definitely  they  have. 

Q.     Were  they  made  under  your  direction? 

A.     Yes,  they  were. 

Q.  Will  you  tell  us  what  those  changes  were, 
and  the  [474]  purpose  of  those  changes? 

A.  In  1934  when  I  first  came  with  Schick  there 
was  a  comb  on  the  shearing  head,  and  as  I  was 
employed  in  the  experimental  department,  one  of 
the  things  which  I  did  was  to  find  out  what  func- 
tion the  comb  on  the  shearing  head  had.  [475] 

This  was  necessary  in  that  it  was  one  of  my 
duties  to  prepare  drawings  showing  the  contour 
of  the  comb.  One  of  the  fii^st  things  that  I  did  was 
to  grind  off  the  comb  and  shave  with  it  and  supply 
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it  to  other  people  for  shaving.  Observing  the  re- 
sults of  this  test  brought  to  light  the  fact  that  there 
was  more  to  the  comb  than  just  the  mere  guiding 
of  hair  into  the  slots. 

I  think  that  is  obvious  if  we  consider  for  a 
moment  that  the  comb,  if  its  main  purpose  were 
to  guide  hair  into  the  slot,  if  it  were  to  engage 
a  whisker  which  was  not  in  line  with  the  slot,  it 
would  deflect  the  w^hisker  in  passing  in  such  a 
manner  that  when  the  cutter  action  had  taken  place 
the  whisker  would  not  be  cut  off  close  to  or  on  a 
level  with  the  surface  of  the  skin. 

But,  from  these  experiments  we  also  learned 
that  a  loss  of  control  to  the  man  usmg  the  shaver 
was  encountered  when  the  comb  was  removed.  Not 
knowing  the  whys  and  wherefores  of  this  result, 
it  was  necessary  to  theorize  on  why  this  occurred; 
and,  as  engineers  do,  we  referred  to  the  laws  of 
physics  to  see  if  there  was  not  some  already  known 
principles  that  could  be  used  in  determining  what 
the  function  of  the  comb  was. 

The  shape  of  the  comb  as  referred  to  in  a  Schick 
patent  shov/s  a  very  sharp  projecting  shoe;  and 
taking  this  construction  as  a  basis,  we  theorized 
that  the  comb  and  this  projecting  [476]  shoe  per- 
formed a  function  of  flowing  the  skin  into  the  slots. 
I  can  cite  an  example  of  that  action  in  a  plow. 
A  plov/  has  a  sharp-pointed  shoo  and  in  going 
through  the  earth  it  will  throw  up  dirt  at  a  higher 
level  than  the  surrounding  terrain.  The  same  thing 
is  true  of  a  boat  in  passing  over  the  water.    The 
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prow  of  the  boat  will  throw  up  a  wave  of  water 
which  is  higher  than  the  level  of  the  water,  and 
the  degree  to  which  that  is  thrown  up  is  controlled 
by  the  shape  of  that  point  and  the  speed  and  the 
pressures  that  are  involved. 

So  we  likened  this  little  tin}^  shoe,  taking  one  of 
the  individual  projecting  teeth,  to  that  type  of  a 
point — a  point  such  as  a  plow  or  the  prov/  of  a 
boat — and  in  studying  the  way  it  fmictioned  on  the 
skin  we  arrived  at  a  theory  which  involves  pres- 
sures occurring  within  the  skin;  and  while  the  skin 
is  not  a  fluid  and  it  is  not  a  solid,  it  acts  as  a  fluid 
would  if  it  were  confined  into,  let  us  say,  a  rubber 
bag.  So  that  the  pressures  involved  by  the  action 
of  this  comb  point  passing  over  the  skin  can  be 
resolved  into  physical  forces. 

I  wonder  if  I  may  make  a  drawing.  May  I  make 
a  drawing,  your  Honor,  to  explain  this? 

The  Court:  You  may  if  you  feel  it  is  necessary 
to  explain  it. 

The  Witness :  It  is  difficult  to  describe  the  action 
of  [477]  these  forces  without  a  diagram. 

So  that  we  may  know  the  direction  in  which  the 
shearing  head  is  used  when  these  tests  were  made, 
I  make  a  drawing  of  a  shearing  head  in  a  shaver 
case,  showing  how  the  shearing  head  looks  against 
the  skin  from  an  end  view  or  looking  at  the  open 
end  of  the  shearing  head. 

I  will  call  this  portion  I  am  drawing  Fig.  A.  On 
this  drawing  I  indicate  with  an  arrow  the  direction 
in  which  the  shaver  is  moved  over  the  skin.  There, 
your  Honor. 
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The  Court:     Do  you  desire  this  marked? 

The  Witness :     I  have  much  more  to  do  yet. 

Q.     (By  Ml'.  L.  S.  Lyon)  :     Have  you  finished  if? 

A.  Oh,  no.  Is  this  to  be  ^photographed  ?  Do  I 
make  my  lines  heavy? 

Mr.  L.  S.  Lyon :  Well,  probably  some  copies  will 
be  made  of  it;  so  j^ou  might  make  your  lines  heavy 
enough  so  that  the  copies  may  be  made. 

A.  On  Fig.  A  I  am  drawing  I  circle  the  project- 
ing shoe  and  the  skin  which  it  is  contacting,  and  I 
make  an  enlarged  drawing  of  what  takes  place  at 
that  point. 

As  the  shearing  head  progresses  over  the  surface 
of  the  skin,  a  wave  of  skin  rises  up  in  front  of 
this  point  and  stress  occurs  in  the  skin  at  this  point. 

Now,  it  is  a  law  of  physics  that  when  two  forces, 
working  in  different  directions,  are  combined  that 
they  result  in  a  [478]  combined  force  Avhich  acts 
in  a  direction  that  can  be  shown  by  dravang  a 
parallelogram  or  a  rectangle  in  which  the  sides 
of  the  rectangle,  if  the  lines  are  made  to  represent 
values  in  length,  the  diagonal  of  this  rectangle  or 
parallelogram  in  direction  and  in  quantity  truly 
represents  the  resultant  of  the  two  forces. 

The  Court:  Do  you  mean  by  that,  that  the  two 
sides  of  a  right  angle  triangle  will  represent  the 
two  forces,  the  hypotenuse  will  represent  the  residt- 
ant  force? 

The  Witness:  Yes,  sir.  I  will  draw  a  diagram 
which  I  will  call  Fig.  B.  That  from  a  point  A  a 
force  projects  to  a  point  B,  and  from  the  same  point 
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A  another  force  projects  at  right  angles  to  the  A-B 
force — and  we  will  call  that  C — a  resultant  force  is 
the  hy|3oteniise  which  we  will  call  A-D;  and  it  is 
equal  in  direction  and  also  in  magnitude  if  the  two 
original  forces  were  drawn  in  their  unit  lerigth  to 
represent  the  magnitude  of  those  two  forces. 

I  will  now  return  to  the  drawing  of  the  pointed 
shearing  head  passing  over  the  skin,  which  I  will 
call  Fig.  C.  In  this  drawing  I  have  outlined  in 
great  enlargement  what  occurs  at  one,  at  the  point 
encircled  in  Fig.  A.  The  shearing  head  I  have  shown 
in  cross  section;  and  I  show^  the  approximate  loca- 
tion of  the  shear  plate  portion  of  the  shearing 
head,  and  I  will  so  lahel  it. 

That,  your  Honor,  is  an  enlarged  view  of  what 
takes  place  within  the  circle  in  Fig.  A.  [479] 

And  now  I  would  like  to  draw  the  diagram  of 
forces  which  occur  under  these  conditions  at  Point 
A  on  Fig.  C. 

The  Court:  Very  well.  That  is  assuming  an 
ideal  set  of  conditions'? 

The  Witness:  It  is  assuming  that  the  shearing 
head  is  being  applied  to  the  face  in  a  normal 
manner. 

The  Court:     At  right  angles? 

The  Witness:  At  right  angles.  There  is  some 
pressure  against  the  skin,  and  because  of  the  motion 
of  the  shearing  head  there  is  a  resulting  friction 
and  a  force  in  the  skin  resisting  the  motion  trans- 
versely of  the  slots. 
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■  The  Court:     In  other  words,  the  tendency  of  the 
skin  to  return  to  its  former  position;  isn't  that  it? 

The  Witness:  Yes,  sir;  that  is  correct.  So  that 
we  are  dealing  with  two  forces  here:  (1)  The  desire 
on  the  [)art  of  the  skin  to  resist  the  inward  pressure 
being  applied  b}^  the  user;  and  (2)  the  force  re- 
sisting its  passage  across  the  face  due  to  the  sharp 
point  on  this  comb. 

And  I  will  call  this  Fig.  D. 

The  Court :  Theoretically,  the  force  resisting  the 
pressure  of  the  user  against  the  face  and  the  force 
resisting  the  passage  of  the  shaving  head  across 
the  face  or  over  the  face  or  at  right  angles  to  the 
face,  is  that  it? 

The  Witness:     Yes,  sir;  that  is  correct. 

I  draw  in  Fig.  D  a  force,  a  force  line  A-B,  rep- 
resenting [480]  the  resistance  to  the  inward  pi'es- 
sure  of  the  shearing  head  when  used*^  in  a  normal 
manner.  With  this  sharp  comb  with  its  coefficient 
of  friction  I  draw  a  force  line  A-C  longer  than 
A-B.  To  arrive  at  what  the  resultant  force  is  we 
draw  a  parallelogram  and  draw  in  the  diagonal 
which  I  call  A-D,  and  we  find  a  direction  and  an 
amount  purely  relative  to  the  original  forces  set 
up  by  this  diagram,  showing  the  direction  and  the 
magnitude  of  the  resultant  force. 

The  Court:  In  other  words,  if  the  force  of  the 
razor  pressing  against  the  face  is  X  and  the  resist- 
ance to  the  passage  of  the  razor  over  the  face  is  Y, 
then  the  resultant  force  would  be  X-force  ])1us 
Y-force,  is  that  it? 
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The  Witness :  That  is  right ;  the  square  root  of 
the  X-force  phis  Y  squared.  And  I  will  mark  it 
A-B ;  that  is  the  force  X ;  and  A-C,  the  force  Y. 

We  have  taken  in  Fig.  D  the  resultant  of  a  sharp- 
pointed  comb. 

Now,  I  would  like  to  take  a  rounded  comb,  fully 
rounded,  which  is  at  the  opposite  thought  from  the 
sharp  point,  and  draw  a  similar  line  of  force 
diagram. 

The  Court:  You  are  going  to  make  a  series  of 
diagrams  applying  to  the  rounded  comb  now? 

The  Witness:     No,  sir;  just  one. 

The  Court:  Just  one.  Well,  it  is  12:00  o'clock. 
Will  you  do  that  during  the  noon  recess? 

The  Witness:     Certainly.  [481] 

******* 

Q.     Will  you  please  proceed  with  your  answer*? 

A.  During  recess  I  added  to  the  sheet  of  paper 
Fig.  E  and  Fig.  F.  Fig.  E  shows  a  rounded  pro- 
jection, a  rounded  type  of  comb,  with  an  extreme 
amount  of  rounding  on  it,  and  Fig.  F  shows  a  theo- 
retical force  diagram  which  exists  at  the  point  A 
in  Fig.  E,  when  a  contours  of  this  type  is  moved 
over  the  face. 

The  Court :  Do  you  mean  you  reduce  both  forces 
by  rounding  it? 

The  Witness:  No,  sir,  at  the  point  A,  this  dia- 
gram shows  that  force  A-C. 

The  Court:     Which  force  is  that? 

The  Witness:  That  is  the  force  which  is  the 
reaction  to  friction. 


346  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Norman  Gray.) 

The  Court:     In  moving  the  razor  over  the  face? 

The  Witness:     That's  right. 

The  Court:     That  is  considerably  lessened? 

The  Witness :  It  is  considerably  lessened,  be- 
cause this  [483]  no  longer  has  any  high  friction. 
It  is  a  greatly  rounded  surface. 

The  Court:  You  are  referring  to  the  face  of 
the  shaver? 

The  Witness:  Yes,  the  face  of  the  contacting 
portion. 

The  Court:  So  upon  being  rounded  the  friction 
will  be  decreased  proportionately  how  much? 

The  Witness:  I  am  not  attempting  to  show  any 
definite  proportion.  This  is  just  to  show  the  dif- 
ference between  a  pointed  and  a  greatly  rounded 
device. 

The  Court:  Have  you  an  opinion  as  to  the 
proportion  ? 

The  Witness:  It  would  be  necessary  to  evalu- 
ate these  forces. 

The  Court:  Do  you  have  an  opinion  of  approxi- 
mately how  much  friction  is  lessened  by  the  round- 
ing of  the  shaving  head? 

The  Witness:  No,  sir,  that  is  a  variable  degree, 
according  to  the  amount  of  rounding.  I  have  at- 
tempted to  show  the  two  extremes,  and  the  forces 
would  be  intermediate. 

The  Court:  Would  it  be  considerable  or  little? 
Would  there  be  a  considerable  lessening,  or  only 
a  slight  lessening  of  the  friction  by  rounding  the 
head? 
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The  Witness:  By  rounding  the  head  we  greatly 
reduce  the  amount  of  friction. 

The  Court :  Then  you  intended  to  illustrate,  by 
the  difference  in  the  length  of  the  line  A-C,  Figure 
D,  and  the  line  A-C,  Figure  F,  to  get  the  lessening 
of  friction?  [484] 

The  Witness:  Yes.  This  is  very  relative.  I 
show  the  extreme  conditions  of  a  pointed  projec- 
tion, and  a  rounded  projection. 

The  Court:  The  other  force,  I  take  it,  the  ten- 
dency of  the  skin  to  return  to  its  normal  position, 
that  remains  the  same? 

The  Witness:  Yes,  and  in  this  force  diagram  F 
I  have  attempted  to  make  the  sketches  as^ainst  the 
face  by  the  user. 

The  Court:     The  line  A-B? 

The  Witness:  A-B,  yes.  I  have  attempted  to 
make  them  the  same.  What  can  be  observed  from 
these  two  instances  is  that  there  is  a  great  dif- 
ference in  the  angle  of  the  resultant  force  which 
appears  between  the  points,  the  comb  points. 

The  Court:  It  is  a  more  acute  angle  than  a 
right  angle? 

The  Witness:  It  is  extending  in  an  acute  angle 
from  A  toward  C,  and  in  the  case  of  F,  it  is  extend- 
ing in  an  obtuse  angle  with  respect  to  A-C. 

The  Court:     TVHiat  advantage  would  that  give? 

The  Witness:  The  advantage  of  this  shearing, 
shaving  and  shearing,  can  take  place  only  within 
the  cutter,  the  part  of  the  head  which  is  contacted 
by  the  moving  cutter.   In  the  case  of  a  sharp  comb. 
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the  direction  of  the  resultant  force  between  the 
slots  is  usually  able  to  urge  the  skin  into  the 
shaving  area.  By  shaving  area  I  mean  the  portion 
of  the  shear  plate  v^hich  is  contacted  by  the  moving 
and  reciprocating  [485]  cutter. 

In  the  case  of  the  rounded  comb,  Figure  E,  the 
greatly  rounded  comb,  the  other  extreme,  the  result- 
ing force  urges  the  skin  down  into  the  comb  rather 
than  into  the  shear  plate  and  the  shearing  carrier, 
because  of  its  direction.  If  I  put  these  resultant 
forces  on  a  diagram  it  shows  that  this  would  go 
in  a  direction  as  indicated  by  A-E. 

The  Court:     On  Figure 

The  Witness:  On  Figure  E.  And  on  Figure  C, 
the  resultant  condition  would  be  a  condition  like 
that. 

The  Court:     You  have  marked  the  line 

The  Witness :     I  have  marked  A-E. 

The  Court:     A-E  o]i  Figure  C? 

The  Witness:     Yes. 

The  Court:  Do  you  mean  that  using  the  comb 
of  the  straight  edge  type  of  comb  illustrated  in 
Figure  C  you  are  more  likely  to  catch  whiskers  than 
with  a  rounded  coml), — whiskers  thiough  the  cutter ? 

The  Witness:  No,  not  essentially,  but  it  helps 
to  bring  the  skin  at  a  shaving  level,  at  a  level  with 
the  inside  cutter  which,  after  all,  is  what  is  neces- 
sary in  order  to  give  a  satisfactory  shave.   [486] 

The  Court:  Is  it  your  opinion  that  the  straight- 
edge head  is  more  likely  to  bring  that  whisker  into 
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a  position  where  the  cutter  will  cut  it  than  the 

rounded  edge? 

The  Witness:  Yes,  sir.  This  sheet  is  explana- 
tory of  the  theory  behind  a  sharpened  comb,  sharp- 
pointed  comb. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Have  you  finished 
that  sketch?  A.     Yes. 

Q.     So  that  we  can  have  it  identified? 

A.    Yes,  sir. 

Mr.  L.  S.  Lyon:  I  will  ask  that  this  sketch  which 
the  witness  has  made  and  which  he  has  just  referred 
to  be  received  into  evidence  as  Defendants'  Exhibit. 

The  Clerk:     O. 

The  Court:     Will  it  be  Exhibit  O? 

The  Clerk    Yes,  sir. 

Mr.  L.  S.  Lyon:  Exhibit  O,  to  illustrate  the 
testimony  of  the  witness,  your  Honor. 

The  Court:     It  w^ill  be  received  into  evidence. 

Q.  (By  Mr.  L.  S.  Lyon) :  This  knowledge 
which  you  have  illustrated  on  Exhibit  O,  can  you 
fix  the  date  when  you  worked  out  that  knowledge 
or  theory  in  your  mind? 

A.  This  was  worked  out  in  conjunction  with  my 
experimental  work. 

Q.  As  a  result  of  these  matters  that  you  have 
illustrated  in  Exhibit  O  what  did  you  determine  to 
be  the  [487]  desirable  configuration  for  the  comb? 

A.  From  an  efiiciency  point  of  view,  the  point 
is  desira))le,  a  pointed  com!)  is  desirable;  but  from 
a  practical  y)oint  of  view  we  cannot  expect  to  use 
a  point  such  as  I  have  illustrated  in  my  diagram, 
because  it  would  damage  the  skin. 
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Q.  Well,  then,  what  is  the  configuration  that  you 
arrived  at  as  the  proper  one  to  use? 

A.  The  proper  configuration  for  the  most  satis- 
factory shave  is  a  rounded  point  and  in  the  Schick 
shaver,  as  long  as  I  have  been  there,  we  have  always 
used  a  rounded  point. 

Q.  Now,  just  what  do  you  mean  by  a  rounded 
point  as  distinguished  from  a  round  comb,  on  the 
one  hand,  or  a  sharp-pointed  comb,  on  the  other? 

The  Witness:  Will  you  state  that  question 
again  ? 

The  Court:     Please  read  it,  Mr.  Reporter. 
(Question  read  by  the  reporter.) 

A.  I  am  speaking  about  the  contour  of  what 
has  been  referred  to  as  the  longitudinal  edges. 

Q.  (By  Mr.  L.  S.  Lyon)  :  On  the  second  sheet 
of  paper  now  will  you  draw  the  contour  of  the 
comb  as  you  determined  it  as  a  result  of  your  experi- 
ments and  studies  which  you  have  referred  to?  I 
mean  the  contour  that  you  decided  was  desirable 
and  which  you  employed  in  the  Schick  shaving 
head. 

Mr.  Harris:  If  the  Court  please,  may  I  ask  if 
the  [488]  defendants  do  not  have  some  drawing, 
some  shop  dramng  that  would  show  that  Avithout 
making  a  sketch?  I  am  just  trying  to  facilitate  the 
proof. 

Mr.  L.  S.  Lyon:     I  don't  know. 

Q.     Have  we  got  a  shop  drawing? 

A.     Yes,  sir. 
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Q.  That  shows  the  enlargement  of  the  comb 
contour?  A.     Yes,  sir. 

Q.     If  you  will  produce  that  ? 
(Witness  producing  drawing.) 

Q.  You  have  produced  a  drawing.  What  is  that 
drawing?   Wait  until  I  show  it  to  Mr.  Harris. 

The  Witness :     There  are  a  couple  of  copies. 

Mr.  L.  S.  Lyon:  Just  read  the  question  to  the 
witness,  please. 

The  Court:  You  asked  him  what  this  drawing 
was. 

Mr.  L.  S.  Lyon:  Just  what  the  drawing  was. 
Explain  it. 

A.  This  is  drawing  SK609,  which  is  a  print 
from  an  operative  chart  outline,  which  is  the  only 
enlarged  view  that  I  have  with  me  which  would 
show  the  detail. 

Q.  Is  this  one  of  the  production  drawings  or 
study  drawings  or  working  drawings,  or  what  draw- 
ing? Who  made  this  drawing  and  for  what 
puri:>ose?  A.     I  had  this  drawing  made. 

Q.     When?   [489]  A.     It  is  dated  1944. 

Q.     What  for? 

A.  For  the  purpose  of  use  in  a  comparative 
machine  to  check  the  profile  of  our  shavers. 

Q.     Profile  of  what? 

A.     Of  the  comb  contour. 

Q.  Does  this  drawing  show  the  practical  con- 
tour that  you  determined  should  be  used  for  the 
com])  on  the  Schick  shaver  head? 

A.     Yes ;  it  does  show  that. 
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Q.  How  long  has  that  contour  been  employed 
for  the  comb  on  the  Schick  shaver? 

A.  This  exact  contour  has  been  employed  since 
1940. 

Q.  How  much  does  this  differ  from  the  contour 
that  was  employed  prior  to  that  time  and  subse- 
quent to  the  studies  that  you  made  and  that  you 
have  explained? 

A.  It  differs  only  in  the  lower  portion  of  the 
arcs  which  join  the  top  portion  of  the  head  or  the 
flat  part  of  the  head  into  the  inclined  side  wall. 

Q.  Does  this  drawing  show  a  contour  for  the 
comb  which  embodies  what  you  call  the  rounded 
point  feature?  A.     This  does. 

Q.  Will  you  indicate  that  rounded  point  on  the 
drawing  by  an  arrow?  A.     I  will.  [490] 

Q.  And  apply  a  legend  "rounded  point"  to  that 
arrow  ?  As  I  understand  your  testimony — T  wish  you 
would  state  whether  or  not  this  is  correct,  just  by 
way  of  a  short  summary — ^you  determined  that  the 
comb  should  have  a  contour  in  the  form  of  a  rounded 
point  so  that  you  could  obtain  the  necessary  attri- 
butes of  a  point  as  well  as  the  advantages  of  round- 
ing, is  that  correct?  A.     That  is  correct. 

Q.  Will  you  just  briefly  state  if  you  have  a 
rounded  point  what  is  accomplished  by  the  point 
being  present  as  well  as  the  rounding? 

A.  The  point  on  the  shearing  head,  the  point  on 
the  comb  of  the  shearing  head  is  used,  among  other 
things,  foi-  lifting  up  beard  and  also  to  obtain  the 
skin   flow    feature    which    I    have    described.    The 


vs.  Ralph  E.  Jones  353 

(Testimony  of  Norman  Gray.) 

rounded  point  is  to  provide  the  necessary  comfort 

for  the  point. 

Mr.  L.  S.  Lyon :  The  drawing  which  the  witness 
has  last  produced  is  offered  into  evidence  to  illus- 
trate the  testimony  of  the  witness,  as  Defendants' 
Exhibit  P. 

The  Court:  Received  into  evidence. 
Q.  (By  Mr.  L.  S.  Lyon)  :  Will  you  take  one  of 
the  specimens  of  shavers  that  are  here  in  evidence, 
one  of  the  type  models  of  a  date  of  1938  or  '39  or 
thereabout,  and  point  out  to  the  court,  if  you  will, 
wherein  the  comb  on  that  specimen  embodies  this 
contour  which  you  have  just  [491]  identified? 

A.  Will  you  use  the  glass?  If  you  will  look  at 
the  end  of  this  shearing  head  marked  Exhibit  2, 
which  is  the  Captain  shaver,  and  if  you  will  look  be- 
yond the  reinforcer  area,  you  will  see  the  comb  con- 
tour. At  the  face-contacting  portion,  the  part  of 
that  contour  which  contacts  the  face,  you  will  see 
that  it  is  fiat  across  the  top  with  the  rounded  point 
on  each. 

Q.  Have  you  examined  and  are  you  familiar  with 
the  drawings  of  the  patent  in  the  suit? 

A.     Yes,  sir. 

Q.  I  call  your  attention  to  the  enlargement  of 
those  drawings  here  on  the  blackboard,  particularly 
the  comb  structure  as  shown  in  Figure  5.  Is  the  con- 
tour of  that  comb  structure  as  there  illustrated  of  a 
proper  shape  to  be  a  practical  comb  for  shaving  with 
an  electric  shaver?  [492] 
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A.  Not  in  my  opinion,  no,  sir ;  and  from  my  ex- 
periments it  Avould  not  produce  the  most  satisfactory 
shaver. 

Q.  Wherein  does  it  fail  to  show  the  desirable 
features  that  you  have  just  pointed  out  as  having 
determined  for  the  Schick  Co.  on  the  razor? 

A.  It  fails  in  that  it  does  not  have  a  rounded 
point  at  the  face  contacting  portion  of  the  shear 
plate. 

Q.  Am  I  correct,  is  it  your  testimony  that  the 
mere  rounding  of  the  comb  is  insufficient  to  produce 
satisfactory  results  if  no  point  is  maintained  on  the 
comb?  A.     That  is  my  contention. 

Q.  When  you  first  undertook  your  work  with  the 
Schick  Company,  what  was  the  construction  of  the 
reinforcing  elem.ents  at  the  end  of  the  comb  ? 

A.  In  1934  the  construction  of  the  reinforcer  was 
such  that  is  was  approximately  three  to  four  times 
the  thinness  of  the  shear  plate. 

Q.  Did  you  determine  at  that  time  the  mechani- 
cal reason  for  that? 

A.  Yes,  I  asked  myself  the  question  as  to  why  it 
should  be  made  that  way,  and  found  that  it  was  quite 
necessary,  because  of  the  thinness  of  the  shear  plate, 
and  when  I  say  thinness,  I  wonder  if  it  is  appreci- 
ated that  the  shear  plate  is  about  the  thickness  of  a 
piece  of  paper  ? 

Q.  Would  it  be  possible  to  disassemble  one  of 
these  [493]  shearing  heads  and  show  the  court  the 
shear  head  itself,  so  the  court  can  see  what  you  are 
talking  about? 
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Mr.  Harris:  If  your  Honor  please,  we  have  not 
objected  to  this  line  of  examination,  but  this  is  the 
same  subject  matter  that  was  gone  over  vv^ith  Mr. 
Quasnovsky.  It  is  only  cumulative.  The  thickness 
of  the  shear  plate,  the  thickness  of  the  reinforcers 
at  the  ends — I  don't  see  that  is  has  any  bearing  on 
the  case,  and,  as  I  say,  it  is  cumulative,  and  wasting 
the  time  of  the  court. 

Mr.  L.  S.  Lyon :  If  your  Honor  please,  we  think 
it  is  an  important  item  in  connection  with  the  shav- 
ing device  before  the  date  of  Colonel  Jones'  alleged 
patent  and  invention,  and  under  the  law  to  test  the 
testimony  of  a  prior  witness  on  this  patent,  we 
should  have  more  than  one  witness. 

The  Court:  Objection  overruled.  You  may  pro- 
ceed, if  you  desire. 

Mr.  L.  S.  Lyon :  Yes.  I  don't  want  to  offer  cumu- 
lative testimony,  but  I  think  it  is  important  on  the 
question  of  prior  manufacture. 

The  Witness :     What  is  the  question? 
(Question  read  by  the  reporter.) 

The  Court:  I  have  seen  these  reinforcements,  if 
that  is  what  you  are  talking  about. 

Mr.  L.  S.  Lyon :     Yes. 

The  Court:  Do  you  mean  the  entire  end  of  the 
shaving  [494]  head? 

Mr.  L.  S.  Lyon :  I  want  him  to  take  the  shaving 
head  apart  so  you  can  see  how  thin  the  shear  plate  is 
itself. 

The  Court:  He  says  about  the  thiclviiess  of  a 
piece  of  paper. 
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Mr.  L.  S.  Lyon:     Maybe  that  is  sufficient. 

Q.  Will  you  proceed  with  your  explanation  of 
the  mechanical  purpose  of  in-creasing  the  thickness 
of  the  reinforcing  elements  at  the  end  of  the  head? 

A.  In  addition  to  guarding  against  damage,  the 
reinforcing  element  is  made  thicker  so  that  opera- 
tions dealing  with  the  rounding  of  the  shearing  head 
can  be  performed,  if  this  reinforcer  were  extremely 
thin,  as  the  shear  plate  is,  it  is  not  strong  enough  to 
stand  up  under  the  rounding  operation. 

Q.  What  was  done  with  reference  to  the  thick- 
ness of  that  reinforcing  element  from  time  to  time, 
under  your  direction,  beginning  with  your  first  work 
in  1934,  and  continuing  up  to  the  present  time? 

A.  One  of  my  responsibilities  is  to  endeavor  to 
decrease  the  number  of  rejects  that  occur  in  the 
manufacturing,  and  on  this  particular  score  we  have 
increased  the  thickness  of  the  reinforcer  to  a  point 
where  it  is  now  six  or  seven  times  the  thickness  of 
the  shear  plate. 

Q.  Being  six  or  seven  times  the  thickness  of  the 
shear  [495]  plate,  how  far  above  the  slitted  face  of 
the  cutting  head  is  the  top  face  of  the  reinforcing 
member  ? 

A.  That  would  be  five  times  the  thickness  of  the 
shear  plate,  in  the  case  of  one  where  the  ratio  was 
six  to  one,  and  as  the  nominal  thickness  of  that 
shear  plate  is  3/lOOOths,  that  would  be  15/lOOOths. 

Q.  How  long  has  the  thickness  been  six  times 
that  of  the  shear  plate  ? 

A.     I  would  say  since  1943. 
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Q.     What  was  it  between  1934  and  1943  ? 

A.     From  about  four  to  six. 

The   Court:     By  shear  plate  you   are  referring 
now 

The  Witness :     To  the  very  thin  portion 


The  Court:  The  portion  of  the  comb  in  between 
the  two  reinforcing  members? 

The  Witness:     That  is  correct. 

The  Court:  The  cutting  edge,  of  course,  is  the 
little  piece  that  slides  inside  the  cutting  case? 

A.  That  is  the  reciprocating  member,  which  is 
slotted  to  cut  the  beard. 

Q.  (By  Mr.  L.  S.  Lyon):  When  you  first 
started  to  work  with  the  Schick  Company  what,  if 
anythmg,  was  being  done  in  the  manufacture  of  the 
shaving  heads  to  eliminate  sharp  edges  and  corners  ? 

A.  An  operation  was  in  process  at  that  time 
which  [496]  consisted  of  polishing  and  buffing  the 
comb  on  the  reinforcer  corners  itself,  and  a  stoning 
operation  was  in  addition  to  buffing  on  the  corners, 
the  end  corners  of  the  shearing  head. 

Q.     Wliat  was  the  effect  of  those  operations  ? 

A.  To  break  the  corner  which  was  left  by  the 
machining  operation. 

Q.     Breaking  what  corner? 

A.  In  the  case  of  the  comb,  it  was  to  break  the 
corner  which  occurs  where  the  flat  top  intersects 
with  the  side  of  the  comb.  That  was  intended  to 
break  the  corners.  I  am  speaking  about  a  contour 
now,  along  the  longitudinal  edge,  with  respect  to  the 
ends  of  the  shearing  head.   I  mean  the  comers  were 
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broken ;  the  corners  that  were  caused  by  the  machin- 
ing of  the  end,  where  that  plane  surface  intersected 
with  the  other  longitudinal  surface  of  the  shearing 
head.  Two  major  corners  occur  there,  on  each  end, 
so  that  four  corners  were  broken  in  this  stoning 
operation.  Following  the  stoning  the  shearing  head 
was  buffed  all  over  the  top,  and  that  buffing  served 
to  round  all  the  corners  that  were  exposed  to  the 
buffing  wheel. 

Q.  When  you  say,  ''corners,"  do  you  include 
edges  also?  A.     I  do  include  the  edges,  yes. 

Q.  What  inspection  was  given  this  shaving  head 
w^hen  you  first  started  your  work  with  the  Schi<?k 
Company  in  1934,  to  determine  whether  or  not  the 
corners  and  edges  had  been  [497]  properly  or  suffi- 
ciently rounded  off? 

A.  The  inspection  is  done  by  girls  wherein  they 
feel  the  comb  edge  and  the  top  of  the  shearing  head. 

Q.     How  about  the  reinforcing  ends'? 

A.  I  am  including  that  in  the  top  of  the  shearing 
head. 

Q.  Was  each  and  everj^  shearing  head  so  in- 
spected before  it  was  permitted  to  leave  the  factory  ? 

A.     To  the  best  of  my  knowledge,  it  was. 

The  Court :  When  you  say  shearing  head,  do  you 
mean  the  entire  teeth,  which  includes  the  reinforce- 
ment and  combs  % 

The  Witness:     Yes. 

The  Court:  When  you  say  shear  plate,  you  are 
referring  only  to  the  comb  surface  of  the  flat  head, 
is  that  right?  A.     Yes. 
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Q.  (By  Mr.  L.  S.  Lyon)  :  Was  the  procedure 
that  you  have  described,  whereby  these  corners  and 
edges  ^Yere  broken  and  rounded  off,  continued  after 
1934?  A.     It  has  always  been  that  way. 

Q.  It  has  always  been  maintained,  the  same  pro- 
cedure % 

A.  Excepting  for  the  change  in  the  stoning.  Was 
the  question  about  inspection? 

Q.     About  the  actual  procedure. 

A.     The  operation? 

Q.     Yes.  [498] 

A.  Stoning  was  eliminated  and  the  polishing  op- 
eration took  its  place  on  the  ends  of  the  reinforcers. 

Q.     When  was  that?  A.     I  can't  be  sure. 

Q.  Approximately,  ac-cording  to  your  recollec- 
tion, if  you  have  one. 

A.     Between  1936  and  1938. 

Q.  What  difference  did  that  change  make,  if 
any? 

A.  No  practical  difference,  as  far  as  the  product 
was  concerned,  but  it  eliminated  an  operation  so  far 
as  manufacturing  was  concerned. 

Q.  Can  you  give  me  in  round  figures  the  number 
of  shavers  manufactui'ed  and  sold  by  the  Schick 
company  from  your  factory,  in  which  the  edges  and 
corners  were  broken  or  rounded  in  the  manner  you 
state,  before  any  whisk-its  attachments  were  applied 
to  the  razor?  A.     Only  approximately. 

Q.     I  just  want  a  round  figure. 

A.     1,700,000. 
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Q.  Referring  now  to  Plaintiff's  Exhibits  2,  3,  4 
and  5,  which  are  before  you.  Exhibit  2  being  the 
Captain  model,  Exhil)it  3  being  the  Colonel  model, 
Exhibit  4  being  the  Super  model,  and  Exhibit  5 
being  the  Service  Exchange  model  of  the  Schick 
electric  shaver,  will  you  explain  to  the  court,  if  you 
know,  the  function  that  is  intended  to  be  perf omied 
by  the  [499]  hinged  members  which  have  been 
referred  to  here  as  whisk-its,  which  are  on  these 
devices  ? 

A.  They  are  intended  to  catch  the  beard  cliiD- 
pings  that  come  from  the  inner  portion  of  the  shear- 
ing head. 

Q.  Are  they  relied  upon,  or  do  they  function  to 
prevent  the  razor  from  scratching  or  cutting  *?  If  the 
whisk-its  were  not  on  the  razor,  I  mean  by  that, 
will  the  razor  head  itself  scratch  or  cut,  if  those 
whisk-its  are  not  present  ? 

A.  No,  it  will  not.  This  shearing  head  is  manu- 
factured to  be  used  on  this  late  model;  also  on  the 
earlier  m^odels  that  do  not  have  whisk-its.  [500] 

Q.  Are  you  familiar  wdth  the  specification  and 
claims  of  the  patent  in  suit?  A.     I  am. 

Q.  Would  the  guard  members  20  referred  to  in 
that  patent  and  illustrated  in  the  drawings  of  that 
patent  serve  as  beard  or  clipping  catchers'? 

A.     No ;  they  would  not. 

Q.     Why  not? 

A.  Because  they  have  no  reservoir  capacity  and 
because  they  have  a  hole  in  them. 
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Q.  I  will  show  you  Defendants'  Exhibit  A  in  this 
case  and  ask  you  if  you  know  by  whom  that  exhibit 
was  manufactured*? 

The  Witness:     What  was  the  question  please? 
(Question  read  by  the  reporter). 

A.  This  was  made  in  my  model  room  in  Stam- 
ford. 

Q.     Under  whose  direction? 

A.     Under  my  direction. 

Q.     From  what  drawing  was  it  made  ? 

A.    Drawing  of  patent  No.  2,228,768. 

Q.  Do  you  consider  it  to  correctly  illustrate  the 
device  shown  in  that  drawing?  A.     I  do. 

The  Court :  That  is  the  drawing  of  the  patent  in 
suit? 

Mr.  L.  S.  Lyon:     Yes,  your  Honor. 

Q.     On  what  tools  or  fixtures  was  it  made?  [501] 

A.  The  majority  of  it  was  made  on  our  produc- 
tion tools  that  had  been  specially  adjusted  to  pro- 
duce the  specifications  shown  by  the  drawing. 

Q.  I  notice  in  Exhibit  A  what  appears  to  be  a 
hole  moulded  in  the  handle  where  the  screw  would 
ordinarily  be  in  a  Schick  razor.  There  is  no  such 
hole  shown  in  the  drawings  of  the  patent  in  suit,  is 
there  ? 

A.  No.  In  that  sense  it  is  different  from  the 
drawing.  It  is  also  different  in  the  height  of  the  re- 
inforcer,  to  save  time  in  the  making  of  this  model. 
Q.  Those  differences  were  brought  about  by  the 
fact  that  you  attem.pted  to  make  the  device  with  the 
ordinary  production  dies  and  fixtures  employed  in 
the  manufacture  of  the  Schick  razor  ? 
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A.     That  is  correct.  I  was  about  to  state  that. 

Q.  Now  coming  to  the  question  of  the  propor- 
tions of  the  guard  members  20  shown  in  the  patent 
drawings  and  the  proportions  employed  in  the  corre- 
sponding parts  on  Exhibit  A,  will  you  state  whether 
or  not  those  parts  of  Exhibit  A,  are  made  in  exact 
proportion,  in  your  opinion,  according  to  the  draw- 
ing of  the  patent  in  suit  % 

A.     These  are  parts  20'? 

Q.     Yes. 

A.  These  parts  are  made  according  to  the  draw- 
ings of  the  patent  in  suit.  [502] 

Q.  Will  you  explain  to  the  court  how  the  parts 
20  of  the  device  show^n  in  the  drawings  of  the  i^atent 
in  suit  act  as  guards  ? 

A.  The  parts  20  act  in  two  respects  as  guards. 
In  detail  shown  in  Figure  3  part  20  is  a  pivoted 
lever,  pivoted  at  23  and  extending  upward.  It  has  a 
tooth  at  27  v/hich  exerts  a  force  on  the  extension  25 
on  the  shearing  head  when  it  is  in  its  upward  posi- 
tion and  held  in  place  by  a  clip  28.  The  purpose  in 
this  instance  is  to  hold  the  shearing  head  in  place, 
guard  against  its  falling  out  if  a  means  such  as  a 
screw  were  used  and  the  screw  moved.  In  this  con- 
nection that  is  a  class  2  lever,  the  force  being  applied 
upward  closer  to  the  end  of  the  part  marked  24  and 
the  resultant  occurring  at  point  marked  27.  Pivots, 
as  I  stated  before,  are  at  23  and,  as  their  position  is 
fixed  in  the  case  points  27  when  closed  will  hold 
shearing  head  in  |)lace  longitudinally,  resisting  the 
action  of  reciprocating  cutter  and  also  guard  against 


vs.  Ralph  E.  Jones  363 

(Testimony  of  Norman  Gray.) 

it  falling  out  if  other  means  were  used  that  could 

come  loose. 

The  second  purpose  of  this  guard  is  to  protect  the 
thin  shear  plate  which  extends  the  full  length  to  the 
top  of  the  shearing  head. 

Q.  Do  the  drawings  of  the  patent  in  suit  show 
any  reinforcing  members  at  the  ends  of  the  slitted 
shearing  face?  A.     No;  they  do  not.  [503] 

Q.  Is  there  any  mentioned  in  the  specification  of 
the  patent  in  suit?  A.     No;  there  is  not. 

Q.  Referring  to  the  whisk-its  on  the  accused 
shavers,  Plaintiff's  Exhibits  2,  3,  4,  and  5,  do  those 
whisk-its  act  as  guards'?  A.     No;  they  do  not. 

Q.  Will  you  explain  why  they  do  not,  in  your 
opinion  ? 

A.  Guards  are  already  on  the  end  of  the  shearing 
head  to  protect  it  from  damage  and 

Q.  You  mean  by  that  the  reinforcing  elements 
act  as  guards'? 

A.  Yes.  And  if  these  were  guards,  they  would 
guard  it  only  to  the  extent  that  the  reinforcing  ele- 
ments are  on  there.    They  already  provide  guards. 

The  Court:  Do  you  understand  by  ''guard"  it 
can  only  mean  to  guard  the  instrument  itself  from 
damage '? 

The  Witness :  That  is  what  I  am  referring  to ; 
yes,  sir. 

The  Court:  Does  it  mean  to  you  and  possibly 
guarding  the  user  against  injuring  his  face"? 

The  Witness:     No,  sir. 
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The  Court:  That  doesn't  mean  anything;  it 
would  not  carry  that  connotation  to  you? 

The  Witness:     No,  sir. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Will  yourefer  to  the 
wording  of  [504]  the  specification  of  the  patent  in 
suit  and  point  out  to  the  court,  if  you  can,  the  sense 
in  which  the  word  ''guard"  is  employed  in  that 
specification  ? 

The  Court:     Oh,  I  won't  hear  that. 

Mr.  L.  S.  Lyon:     All  right,  3^our  Honor. 

The  Court :  He  is  not  going  to  argue  this  case  to 
mo.  I  will  hear  him  on  matters  wherein  he  is  expert, 
but  1  won't  hear  him  argue  to  me  what  a  word 
means,  unless  it  is  a  technical  word. 

Mr.  L.  S.  Lyon :  Well,  that  is  a  question  for  your 
Honor  to  decide,  whether  the  word  is  a  technical 
word  to  use. 

The  Court:  I  will  hear  you  lawyers  do  that,  not 
the  witness. 

Mr.  L.  S.  Lyon:  Yes.  If  your  Honor  does  feel 
that  the  word  "guard",  used  in  this  environment, 
has  any  special  technical  connotation — 

The  Court:  The  witness  has  told  me  what  it 
means  to  him. 

Mr.  L.  S.  Lyon:     Yes. 

Will  you  now  refer  to  claim  1  of  the  patent  in  suit, 
and  particularly  the  wording  of  that  claim  commenc- 
ing in  line  47,  reading:  "elements  disposed  at  the 
ends  of  the  channeled  head,  each  having  a  longitudi- 
nally rounded  surface  at  its  extremity  merging  into 
the  outer  surface  of  the  head  at  the  ends  thereof." 
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Is  that  true  of  the  ac<?used  shavers  which  are  here  in 

evidence  as  Plaintiff's  Exhibits  2,  3,  4,  and  5?  [505] 

A.     No ;  that  is  not. 

Q.  Will  you  explain  the  basis,  on  which  you  make 
that  answer,  please? 

A.  Between  the  shearing  head  portion,  the  shear- 
ing head  portion  of  our  shaver,  is  a  reinforcing  ele- 
ment which  has  rounded  corners.  That  element  is 
interposed  between  the  whisk-it  proper  and  the 
shearing  surface  or  the  slitted  portion  proper  and, 
therefore,  the  two  cannot  merge. 

Q.  In  what  sense  are  you  using  the  term 
"merge"? 

A.  I  am  using  the  term  "merge"  in  the  sense 
that  the  contour  follows  an  unbroken  line  in  its  en- 
tirety. 

Q.  Does  your  answer  that  you  have  just  given 
with  respect  to  claim  1  also  apply  to  the  wording  of 
claim  11  of  the  patent  in  suit? 

A.     Yes;  it  does. 

Q.  Will  you  refer  now  to  claim  17  of  the  patent 
in  suit,  the  language  of  that  claim  commencing  at 
line  54,  reading:  "elements  at  the  ends  of  the  bead 
each  having  longitudinally  and  transversely  rounded 
surfaces  at  their  outer  ends  merging  into  the  face  of 
said  head  and  into  the  said  rounded  side  surfaces." 
Is  that  true  of  the  accused  devices,  Plaintiff's  Exhib- 
its 2,  3,  4,  and  5?  A.     No;  it  is  not. 

Q.     Will  you  explain  that  answer? 

A.  The  rounding  specified  in  claim  17  includes 
rounding  as  mentioned  in  claim  11,  plus  round- 
ing into  the  side  of  the  bead  portion  of  the  shearing 
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head.  In  the  Schick  shaver  such  as  Exhibit  5  the  end 
portion  called  the  reinforcer  is  between  the  bead 
portion  of  our  shearing  head  and  the  whisk-it  there- 
fore, it  cannot  m^rge  and,  therefore,  the  whisk -it 
cannot  merge  into  the  bead  portion. 

Q.  That  answer  is  the  same  as  you  gave  in  con- 
nection with  claims  1  and  11.  Is  there  any  addi- 
tional reason  for  your  answer  in  connection  with 
claim  17? 

A.  I  believe  I  added  something  to  my  first  state- 
ment. 

Q.     Maybe  I  missed  it. 

A.  About  claim  11.  Claim  11  was,  as  I  explained 
it,  with  respect  to  merging  into  the  outermost,  and 
by  that  I  mean  the  part  that  comes  in  contact  with 
the  face,  that  flat  portion. 

Q.  Claim  17  adds  to  claim  11  and  claim  1  the 
final  words  "merging  into  the  face  of  said  head  and 
into  the  said  rounded  side  surfaces."  Is  the  latter 
true  of  Exhibits  2,  3,  4,  and  5  ? 

A.     No ;  it  is  not. 

Q.     Will  you  point  that  feature  out  to  the  court? 

A.  The  rounded  side  surfaces  of  the  shearing 
head  do  not  extend  all  the  way  out  to  the  end  where 
the  whisk-it  contacts  the  head  and,  therefore,  they 
cannot  merge  with  it. 

The  Court:  Do  you  say  that  because  of  the  in- 
terposition of  the  reinforcer?  [507] 

The  Witness:  Because  of  the  interposition  of 
that  and  because  of  difference  in  level. 
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Q.  (By  Mr.  L.  S.  Lyon)  :  And  also,  will  you 
compare  the  contour  of  the  whisk-its  on  Exhibits  2, 
3,  and  4  with  the  contour  of  the  rounded  side  sur- 
faces or  combs  ? 

A.  The  contour  of  the  combs  is  in  the  form  of  a 
projection  on  the  shearing  head.  The  contour  of  the 
wiiisk-its  is  a  smooth  line  extending  from  the  top 
downward;  it  does  not  conform  at  all. 

Q.  In  the  drawings  of  the  patent  in  suit  does  the 
contour  of  the  guards  20  at  the  point  24  conform  to 
the  contour  of  the  comb  on  the  device  at  the  point  14? 

A.     It  conforms  exactly,  as  I  see  it. 

Q.  And  is  or  is  that  not  true  of  the  whisk-its  and 
the  combs  on  Exhibits  2,  3,  4,  and  5? 

A.  That  is  not  true  of  the  whisk-its  on  2,  3,  4 
and  5. 

Q.  Referring  to  claim  18  of  the  patent  in  suit,  be- 
ginning at  line  62:  "elements  at  the  ends  of  the 
head  parallel  to  the  slits  therein  and  each  having 
longitudinally  and  transversely  rounded  surfaces 
at  their  outer  ends  merging  into  the  face  of  said 
head."   Is  that  true  of  Exhibits  2,  3,  4,  and  5? 

A.  It  is  not,  because  of  the  difference  in  level  of 
the  reinforcer  elements  with  the  slitted  portion  of 
the  head. 

Q.  Claim  19,  at  line  71,  calls  for  "members  at 
the  ends  of  the  heads  having  rounded  surfaces  at 
their  outer  ends  complementing  and  merging  into 
the  rounded  surfaces  of  said  head  and  into  its  said 
face."  Is  that  true  of  Exhibits  2,  3,  4,  and  5? 

A.     No;  it  is  not,  for  the  same  reason. 


368  Schick  Service,  Inc.,  and  Schick,  Inc. 

(Testimony  of  Norman  Gray.) 

Q.     In  what  respect  is  it  not  true? 

A.  Well,  it  is  not  true  because  of  the  difference 
in  level  at  the  reinforcer  with  respect  to  the  flat  sur- 
face of  the  slitted  portion  of  the  head,  the  level 
being  higher  than  the  reinforcer,  and  the  whisk-it 
being  in  line  or  practically  in  line  with  the  rein- 
forcer. 

Q.  Claim  20,  commencing  at  line  6  of  the  patent, 
calls  for  "parts  at  the  ends  of  the  head  complement- 
ing and  merging  into  the  rounded  surfaces  of  said 
head  and  into  its  said  face."  Is  that  true  of  Ex- 
hibits 2,  3,  4  and  5  ? 

A.  No;  that  is  not  true.  At  the  portion  of  the 
shearing  head  where  the  whisk-its  come  in  contact 
there  is  no  rounded  surface  as  meant  by  this  patent. 

Q.  In  claim  22,  beginning  at  line  21,  it  calls  for 
*' rounded  guard  elements  hinged  to  the  device  at  the 
opposite  ends  of  said  head."  Do  Exhibits  2,  3,  4 
and  5  have  guard  elements,  in  your  opinion  ? 

Mr.  Harris :  If  the  court  please,  this  is  the  same 
sort  of  question  that  Mr.  Lyon  objected  to  my  ask- 
ing Col.  Jones  [509]  during  his  testimony,  which 
your  Honor  sustained.  I  have  not  objected  because 
I  think  these  things  go  quicker  if  we  do  not  make  a 
lot  of  objections,  and  so  long  as  your  Honor 

The  Court:     Do  you  object  now? 

Mr.  Harris :     I  object  now,  your  Honor. 

The  Court:     Sustained.  [510] 
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Q.  Do  the  parts  20,  shown  in  the  drawings  in  the 
patent  in  suit,  function  as  flaps'? 

A.     Yes,  they  are  flaps. 

Q.     What  is  a  flap,  mechanically? 

A.  Mechanically  a  flap  is  a  loosely  hinged  broad 
member  that  is  free  to  swing. 

Q.  Are  the  whisk-its  on  Exhibits  2,  3,  4  and  5 
flaps'?  A.     They  are  not  flaps. 

Q.     Will  you  state  why  they  are  not? 

A.  Because  they  are  under  spring  tension 
throughout  the  extent  of  their  movement,  and  are 
restricted  from  acting  as  flaps. 

Mr.  L.  S.  Lyon :  Mr.  Harris  has  advised  us,  your 
Honor,  that  he  is  prepared  to  stipulate  in  open 
court  that  the  patent  to  Meyer  which  is  Exhibit  L-2 
in  Exhibit  L,  was  assigned  by  the  patentee  to  Claude 
E.  Burns  on  August  3,  1938,  and  in  turn  assigned  by 
Claude  E.  Burns  to  the  defendant  Schick  Dry 
Shaver  Company,  now  known  as  Schick,  Inc.,  on 
June  6,  1940. 

The  Court:     Do  you  so  stipulate? 

Mr.  Harris:  Yes,  I  so  stipulate,  your  Honor. 
That,  I  take  it,  is  the  patent  to  R.  W.  Meyer,  No. 
2,066,214,  is  that  correct? 

Mr.  L.  S.  Lyon :     That  is  correct. 

Q.     Who  was  Mr.  Claude  E.  Burns,  if  you  know? 

A.  Mr.  Burns  was  sales  manager  of  the  Schick 
Company,  [512]  Schick,  Inc. 

Q.  Between  the  date  that  Mr.  Burns  obtained 
this  patent  from  Mr.  Meyer,  and  the  date  he  as- 
signed it  to  the  Schick  Company  what,  if  anything. 
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did  Mr.  Burns  do,  to  your  knowledge,  with  refer- 
ence to  marketing  whisk-its  for  use  on  the  Schick 
razor  ? 

A.  Mr.  Burns  left  the  company,  and  started  up 
a  company  of  his  own,  and  put  an  attachment,  what 
is  called  a  beard  catcher,  on  the  open  market. 

Q.  Can  you  fix  the  approximate  date  he  was  sell- 
ing these  attachments'?  A.     Yes. 

Q.    What  was  it? 

A.  The  latter  part  of  1938,  up  to  the  latter  part 
of  1939,  to  the  best  of  my  knowledge. 

Q.  I  show  you  an  attachment,  and  ask  you  if 
you  can  identify  it.  A.     I  can. 

Q.     What  is  it? 

A.  This  is  the  attachment  or  beard  catcher  that 
was  put  out  by  Mr.  Burns,  and  which  was  used  by 
us  in  our  shavers  about  1939, — the  latter  part  of 
1939. 

Mr.  L.  S.  Lyon:  The  attachment  which  the  wit- 
ness has  last  identified  as  offered  as  Defendants'  Ex- 
hibit Q,  if  your  Honor  please.  [513] 

The  Court :     Received  in  evidence,  and  so  marked. 

Q.  (By  Mr.  L.  S.  Lyon) :  This  attachment,  Ex- 
hibit Q,  is  adapted  for  use  on  what  particular  model 
of  shaver,  if  you  can  tell  us,  Mr.  Gray? 

A.  It  is  adapted  for  use  on  all  Model  S  shavers, 
and  also  for  the  Colonel  Model. 

Q.  Were  you  acquainted  with  Mr.  Cordiner 
while  he  was  president  of  the  Schick  Dry  Shaver 
Company  ?  A.     Yes. 

Q.     Did  you  know  him  well?  A.     Quite  well. 
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Q.     Can  you  tell  us  approximately  when  he  ceased 
his  connection  with  the  Schick  Company? 

A.     Yes,   '42. 

Q.     1942?  A.     Yes. 

Q.  Since  that  time  has  he  had  any  connection  at 
all  with  the  Schick  Company? 

A.     I  don 't  really  know. 

Q.  Will  you  refer  in  the  Exhibit  L — have  you  a 
copy  of  Exhibit  L  ? 

A.  I  don't  remember  what  Exhibit  L  is — ^yes,  I 
have  that  in  front  of  me. 

Q.  Take  Exhibit  L-3,  the  patent  to  Thomas.  Did 
you  know  the  W.  A.  Thomas  who  is  named  as  the 
patentee  in  that  [514]  patent  ?  A.     I  do. 

Q.     Who  was  he? 

A.  He  was  chief  engineer  for  Schick,  Inc.,  dur- 
ing- a  period  of  time  that  I  was  out  sick. 

Q.  I  notice  that  this  patent  was  applied  for  on 
September  13,  1940,  and  prior  to  its  issue  was  as- 
signed to  Schick,  Incorporated.  Do  you  know  what 
device  this  patent  was  taken  out  on  ? 

A.  This  patent  was  taken  out  on  a  device  which 
we  call  our  Colonel  shaver;  the  whisk-its  constructed 
for  the  Colonel  shaver,  as  shown  in  Exhibit  3. 

Q.  Do  you  know  whethei*  or  not  the  design 
which  is  shown  in  this  patent  to  Mr.  Thomas  was 
worked  out  before  or  after  Mr.  Burns  had  put  on 
the  market  the  whisk-its  attachment  as  shown  in  the 
Exhibit  2? 

A.  This  was  worked  out  after,  as  an  improved 
model. 
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Q.  In  other  words,  the  order  of  events  was,  that 
Mr.  Burns  acquired  this  Meyer  patent,  and  put  out 
these  attachments,  and  then  the  Schick  Company  ac- 
quii-ed  the  Meyer  patent  from  Mr.  Burns,  and  Mr. 
Thomas  produced  this  design  whereby  the  whisk-its 
could  be  incorporated  as  a  permanent  part  of  the 
Schick  razor?  A.     That  would  be  right. 

The  Court:  Is  Reginald  Hicks,  who  is  signed  as 
attorney  [515]  for  Thomas,  in  Exhibit  L-3,  the 
same  Reginald  Hicks  who  signed  some  of  the  corre- 
spondence in  evidence? 

Mr.  L.  S.  Lyon:  Yes,  your  Honor.  He  is  a  pat- 
ent lawyer  in  New  York. 

The  Court :  He  was  patent  counsel  for  the  Schick 
Company  ? 

Q.     (By  Mr.  L.  S.  Lyon) :     Is  that  right? 

The  Witness:  Yes,  he  is  patent  counsel  for  the 
Schick  Company. 

The  Court:  Over  what  period  of  time,  that  you 
know  about? 

A.  From  1937,  I  believe,  when  Schick  had  its 
first  case. 

The  Court:     Since  1937? 

A.  Yes.  He  has  been  with  the  company  from  a 
patent  point  of  view  since  then. 

The  Court:     He  still  is? 

A.  Yes.  He  does  not  work  full  time.  He  has 
his  own  office. 

Q.  (By  Mr.  L.  S.  Lyon) :  He  is  a  member  of 
a  patent  firm  in  New  York  City,  is  he  not? 

A.     Yes,  that's  right. 
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Q.  Will  you  refer  now  to  Exhibit  N,  the  paper 
punch  that  I  produced  this  morning?  Will  you  ex- 
plain to  the  court  what  this  device  is  used  for,  and 
whether  or  not  it  has  a  catcher  for  the  cuttings 
or  punches,  and  how  that  catcher  is  constructed  and 
operated?  [516] 

Mr.  Harris :  If  the  Court  please,  that  is  objected 
to  as  incompetent,  irrelevant  and  immaterial,  and 
also  upon  the  ground  that  it  is  leading  and  sugges- 
tive. The  paper  punch  is  an  obvious  article  which 
requires,  in  my  opinion,  no  expert  testimony  of  any 
kind. 

The  Court:     Sustained. 

Mr.  L.  S.  Lyon :  May  he  answer  for  the  purpose 
of  the  record,  if  your  Honor  please? 

The  Court :  Yes,  you  may  take  any  excluded  evi- 
dence to  make  a  record.   The  court  has  ruled.  [517] 

*  -Sf-  *  *  *  * 

Q.  (By  Mr.  L.  S.  Lyon) :  Will  you  explain  the 
purpose  of  that  device ;  how  it  is  used,  and  what  the 
catcher  is,  and  how  it  is  constructed  and  used? 

A.  This  is  a  pair  of  cross  levers,  at  the  end  of 
which  are  a  punch  member,  and  a  die  member, 
adapted  so  they  can  cooperate,  and  cause  shearing. 
This  punches  the  hole,  and  is  commonly  used  for 
I^aper,  fabric,  leather.  Underneath  the  die  portion 
is  a  hinged  member,  curved,  rounded,  and,  as  I  un- 
derstand these  articles,  a  spring  is  missing  from  it. 
We  see  a  cuj).  This  cup  is  in  a  position  to  catch  the 
clippings  caused  by  the  punch  and  die. 
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Q.  Will  you  compare  that  cup  which  you  have 
just  called  attention  to,  in  the  design  and  function 
of  the  whisk-its  on  Exhibits  2,  3,  4  and  5? 

A.     In  design  and  function 

Mr.  Harris:  I  interpose  the  same  objection,  if 
the  Court  please. 

The  Court:  Same  ruling.  Sustained.  The  rec- 
ord may  be  made. 

Mr.  L.  S.  Lyon:     For  the  record  only.  [518] 

A.  In  design  and  function  this  hinged  member 
is  exactly  the  same.  In  function  it  is  exactly  the 
same.  In  design  it  is  almost  exactly  the  same  as  the 
whisk-its  used  on  the  Schick  shaver. 

The  Court:  That  would  be  the  design  and  func- 
tion are  the  same  as  the  device  shown  in  the  Meyer 
patent,  the  Thomas  patent,  and  the  Jones  patent? 

The  Witness :     Yes. 

Q.  (By  Mr.  L.  S.  Lyon) :  In  the  detail  of  the 
manner  of  mounting,  and  so  forth,  is  there  any  dif- 
ference between  the  device  as  shown  in  the  Meyer 
patent,  and  the  Thomas  patent,  and  this  Exhibit  N? 

A.  In  the  Meyer  patent  the  receptacle  for  catch- 
ing .clippings  is  hinged  to  the  shearing  head  proper. 
In  the  Thomas  patent  the  hinge  is  a  floating  mem- 
ber, with  a  spring,  which  is  attached  to  the  handle. 
In  the  ])unch,  this  is  attached  to  an  extension  of 
the  handle. 

Q.  Have  you  examined  the  Meyer  and  Thomas 
patents?  A.     I  have. 

Q.  Will  you  state  whether  or  not  those  patents 
are  directed  to  this  distinction  that  you  have  just 
pointed  out?  A.     They  are. 
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Q.  Will  you  turn  now  in  Exhibit  L  to  the  pat- 
ent to  Bernard,  which  is  Exhibit  L-19.  Does  that 
patent  show  a  punch  having  a  retainer  for  the 
chips  or  punchings,  somewhat  [519]  similar  to  that 
of  Exhibit  N? 

A.  Yes,  it  does.  In  Figure  1,  this  retainer  or 
receptacle  is  marked  L,  Its  pivot  is  at  M.  In  Fig. 
2  it  shows  a  spring  member  which  cooperates  with 
the  end  of  L  to  keep  it  in  either  an  open  or  closed 
position.  Also  at  P  in  Fig.  2  it  has  as  light  pro- 
jection, which  is  for  the  purpose  of  opening  the 
retainer. 

Q.  Will  you  turn  now  to  the  next  exhibit  in 
Exhibit  L,  to  wit,  the  patent  to  Smith  No.  313,027, 
Exhibit  L-20.  What  is  the  device  shown  in  Figure 
5  of  that  patent,  in  the  upper  left-hand  corner  on 
the  first  page  of  the  drawing? 

A.  The  device  shown  in  Fig.  5  is  an  attachable 
cup.  It  is  intended  for  use  on  a  similar  pair  of 
cross  arms  with  the  punch  and  die,  as  per  usual 
with  the  punch,  and  it  is  for  the  purpose  of  catch- 
ing clippings. 

Q.  Will  you  turn  now  to  Exhibit  L-21  in  Ex- 
hibit L,  the  patent  to  Harris.  What  is  that  device 
for? 

A.  This  device  is  a  shearing  device, — a  razor  or 
shaver. 

Q.  Is  there  any  mention  of  its  use  as  a  razor  in 
the  specification'?  A.     Yes,  there  is. 

Q.     Where? 

A.     On  page  2,  column  1,  line  4. 
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"in  the  case  of  a  razor,  the  combs  also  permit 
the  skin  to  [520]  cup  upwardly  there  between 
so  that  a  close  shave  is  afforded." 

Q.  Referring  to  Figure  1  of  the  drawings,  what 
is  the  part  marked  69  ? 

A.  The  part  marked  69  is  a  rounded  member  to 
prevent  the  escape  of  hair  from  the  ends, — the  clip- 
pings from  the  ends  of  the  shearing  device. 

Q.     Does  that  act  as  a  reservoir  for  the  chppings  ? 

A.  As  shown  in  Fig.  3,  in  cross  section,  part  69 
is  hollow,  and  therefore  can  act  as  a  receptacle  for 
the  clippings. 

Q.  Will  you  turn  in  Exhibit  L  to  Exhibit  L-4, 
the  patent  to  Peterson,  No.  1,744,280.  Do  you  find 
in  this  patent  to  Peterson  any  structure  stated  to 
be  for  the  purpose  of  preventing  scratching  or  cut- 
ting by  a  razor?  A.     I  do. 

Q.  What  structure  is  illustrated  in  this  patent 
for  that  purpose? 

A.  In  Figure  3,  numeral  4,  which  is  a  semi- 
cupped  shaped  member  of  this  razor,  and  by  outer 
member  I  mean  a  skin  contacting  part,  and  this 
provides  rounded  ends  and  corners  that  extend 
flush  with  the  outer  side  faces  of  the  device,  and 
when  I  say  side  faces  I  mean  the  rake-like  points 
referred  to  in  Fig.  1,  numeral  8. 

The  Court:  The  guard  member  referred  to  in 
that  patent  is  a  guard  which  protects  the  user 
against  cutting  himself,  is  that  right?  [521] 

A.  Against  the  sharp  corner  of  the  end  of  the 
blade. 
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The  Court :  It  is  a  guard  to  protect  the  skin  and 
face? 

The  Witness:     Yes,  sir. 

Q.  (By  Mr.  L.  S.  Lyon)  :  Will  you  turn  next 
to  Patent  No.  1,801,889,  Exhibit  L-5.  What  is  this 
device  for? 

A.  This  device  is  for  shearing  hair,  and  esjDe- 
cially  within  the  nose,  or  the  parts  of  the  body 
where  it  can  be  used. 

Q.  Does  this  patent  teach  and  show  a  structure 
whereby  all  sharp  edges  and  corners  are  rounded 
off  to  prevent  scratching  and  cutting? 

A.  This  does.  A,  which  is  the  outer  portion  of 
this  shaving  device,  is  closed  at  its  end  5,  and  there 
is  rounded. 

Q.  Turn  next  to  Exhibit  L-6,  the  patent  to 
Friedman.   What  is  this  device? 

A.  This  is  a  hair  clipping  device  with  movable 
gauge  plates.  This  gauge  j)late  in  Fig.  1  is  marked 
1.  At  either  end  of  this  gauge  plate  is  an  enlarged 
portion  shown  in  Fig.  6.  This  shows  a  rounding 
of  the  portions  of  this  device,  which  would  be  apt 
to  come  in  contact  with  the  skin,  from  the  side 
view,  and  from  the  bottom  view  this  rounding  is 
shown  in  Fig.  1  at  the  two  uppermost  corners  of 
the  gauge  plate. 

Q.  At  line  69,  page  1  of  the  specification  in  this 
patent,  the  statement  appears: 

*'The  outer  or  bearing  surface  of  the  base  1 
is  [522]  rounded  at  4." 
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Will  you  explain  what  purpose  or  function  can 
be  obtained  by  the  rounding  at  4  there  referred  to  ? 

A.  The  function  of  the  rounding  at  4  would  be  to 
make  this  device  slide  over  the  skin  more  readily. 

Q.  Turn  next  to  patent  No.  1,175,023,  to  Szabo, 
Exhibit  L-7.  What  kind  of  a  device  is  illustrated 
in  this  patent? 

A.  This  is  a  hair  cutting  device,  and  it  employs 
for  a  cutting  agent  a  blade,  but  it  has  a  guard  mem- 
ber shown  in  cross  section  in  Fig.  4.  It  shows  a 
transversely  slitted  member  at  each  end  of  which 
are  covered  ends  with  rounded  corners,  which  round 
into  the  line  of  the  comb. 

Q.     What  would  be  the  effect  of  that  rounding? 

A.  That  is  to  prevent  damage  or  injury  to  the 
skin,  and  provide  more  comfort  in  its  use. 

Q.  Will  you  turn  now  to  the  patent  to  Dean,  Ex- 
hibit L-D?  Will  you  explain  what  is  shown  in  Fig. 
5  of  the  drawings  of  that  patent? 

A.  In  Fig.  5  is  shown  an  attachment  adapted 
to  be  put  on  or  attached  to  a  conventional  hair  clip- 
per. It  has  two  arms,  marked  17,  which  extend  out 
and  over  the  ends  of  the  clipper  plate,  which  would 
come  in  contact  with  the  neck  of  this  device,  if  it 
were  used  on  the  neck,  or  any  portion  that  is  to  be 
sheared.  The  purpose  of  those  arms  and  their  ex- 
tensions which  are  shown  at  18  to  be  well  rounded, 
are  to  protect  [523]  the  corners  of  the  shear  plate 
from  injurying  the  skin,  and  also,  as  the  patent 
states,  to  protect  the  very  comers  themselves  from 
damage. 
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Q.     Beginning  at  line  10,  the  first  column  of  the 

patent  specification,  the  statement  is  made: 

"An  object  of  the  invention  is  to  provide  a 
hair  clipper  with  a  peculiarly  efficient  and  ad- 
vantageous guard,  more  or  less  readily  attach- 
able to  and  detachable  from  the  clipper,  and  of 
particular  advantage  and  utility  in  protecting 
the  skin  against  scratching  and/or  abrasion 
when  the  clipper  combined  with  the  guard  is 
manipulated  and  held  by  either  hand  of  the 
user  in  removing  hair  from  depressed  por- 
tions of  hollows  of  the  human  body,  such  as 

from  the  arm-pits,  as  well  as  elsewhere."  [524] 

****** 

Cross-Examination 
By  Mr.  Harris: 

Q.  Mr.  Gray,  are  you  an  officer  or  director  of 
the  defendant,  Schick,  Incorporated? 

A.     No,  sir. 

Q.     Are  you  a  stockholder  of  that  corporation? 

A.     No,  sir. 

Q.  You  have  referred  to  Defendants'  Exhibit  E, 
which  is  the  Remington  shaver.  Can  you  testify  as 
to  how  long  that  particular  model  of  shaver  has 
been  sold  by  Remington? 

A.  This  particular  model  has  been  sold  short  of 
a  year,  but  the  whisk-it  mechanism  on  the  side  has 
been  incorporated  since,  I  believe,  about  1941  or  '42. 

Q.  The  prior  Remington  shavers  which  started 
in  1941  or  1942  using  a  whisk-it  mechanism,  those 
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were  not  identical  with  the  shaver  we  have  here, 

w^ere  they? 

A.     No ;  they  are  not.   They  are  metal.  [528] 

Q.  They  are  a  different  shape  shaving  head,  are 
they  not  ? 

A.  No,  no.  There  are  two  types  of  shearing- 
heads  used  here.  One  is  a  romided  one  and  one  is 
a  flat  top.   The  rounded  one  is  the  same. 

Q.  But  they  did  not  use  the  flat  top  in  1941  or 
'42  models,  did  they?  A.     No. 

Q.  My  understanding  of  your  dissertation  this 
morning  as  to  the  sharpness  or  roimdness  of  the 
comb  on  a  dry  shaver,  the  sum  and  substance  of 
it  is  that  you  give  it  a  certain  amount  of  rounding 
and  it  is  a  compromise  between  the  maximum  so  far 
as  shaving  efficiency  is  concerned,  which  requires  a 
sharj)  pointed  bead  or  comb,  and  the  maximum  de- 
gree of  comfort  to  the  user,  is  that  correct? 

A.  It  is  an  optimum  condition  between  rounding 
and  pointed. 

Q.  And  that  romiding  to  provide  comfort  to  the 
user  is  a  desirable  feature  in  the  shaver,  is  it  not? 

A.     It  is  a  necessary  feature  in  the  shaver. 

Q.  The  more  comfort  you  can  provide  in  the 
shaver,  the  better  construction  you  have,  is  that  cor- 
rect, so  long  as  it  operates  with  a  reasonable  degree 
of  efficiency? 

The  Court :  Those  are  matters  of  common  knowl- 
edge, aren't  they,  Mr.  Harris,  that  I  can  take  judi- 
cial notice  of?  [529] 

Mr.  Harris:     Thank  you,  your  Honor. 
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Q.  As  to  the  dry  shaver  shown  in  the  patent  in 
suit,  the  drawing  of  which  hangs  beside  you,  you 
have  stated  that  that  would  not  be  the  most  satis- 
factory type  of  dry  shaver,  as  I  understand  your  tes- 
timony. That  shaver  would  work,  however,  would 
It  not,  to  perform  its  intended  function? 

A.  This  shaver  would  work  to  shear  hair,  but  not 
to  shave.  There  is  a  big  difference  between  shearing 
hair  and  shaving. 

Q.     It  is  a  matter  of  degree'? 

A.     No,  sir;  it  is  not  a  matter  of  degree. 

Q.  It  is  a  matter  of  how  closely  you  are  clipping 
the  hair,  is  that  correct? 

A.     Yes ;  that  is  correct. 

Q.  With  these  whisk-its  that  are  attached  to  Ex- 
hibits 2,  3,  4,  and  5  before  you  has  the  use  of  those 
whisk-its  b}^  the  Schick  Company  reduced  the  num- 
ber of  shaving  heads  that  have  been  returned  to  be 
repaired  ? 

A.     I  am  sorry,  but  I  wouldn't  know. 

Q.  A¥ith  regard  to  these  whisk-its  that  are  at- 
tached to  the  Schick  shavers  as  exemplified  by 
Plaintiff's  Exhibits  2,  3,  4,  and  5  that  are  before  you 
is  it  necessary  to  perform  only  the  beard — clipping 
function  that  those  whisk-its  be  roimded  trans- 
versely and  longitudinally? 

The  Witness:  Would  you  state  that  question 
again,  please?  [530] 

The  Court:     Please  read  it,  Mr.  Reporter. 
(Question  read  by  the  reporter.) 

A.  These  don't  perform  au}^  beard-clipping 
function. 
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Q.  (By  Mr.  Harris) :  Excuse  me.  A  beard- 
catching  function;  that  is  what  I  mean,  a  beard- 
clipping  catching  function.  They  function  to  catch 
the  beard  clippings,  do  they  not?  A.     Yes. 

Q.  To  perform  that  function  is  it  essential  that 
these  whisk-its  be  rounded  transversely  and  also 
longitudinally  ? 

A.  No;  that  is  not  necessary,  but  that  is  a  Aery 
desirable  feature  from  the  standpoint  of  manufac- 
ture of  that  cup.    That  is  a  drawn  metal  cup. 

Q.  It  is  not  essential  for  that  function  that  the 
beard-clipping  catching  function  of  these  whisk-its 
be  shaped  the  way  they  are,  is  it? 

A.  As  long  as  they  reasonably  well  conform  to 
the  end,  so  as  to  prevent  beard  clippings  from 
falling  out,  they  will  perform  the  function  of  catch- 
ing beard  clippings. 

Q.  And  that  would  be  true  even  though  the 
edges  of  the  cutting  head,  the  edges  of  the  ends  of 
the  cutting  head,  w^ere  left  bare  and  open  to  the 
face  of  the  user;  that  is  true,  is  it  not? 

The  Witness:  I  think  I  am  a  little  confused  by 
that  question.  Would  you  please  read  that  question  ? 

The  Court:     Please  read  it,  Mr.  Reporter. 
(Question  read  by  the  reporter.) 

A.     No;  that  is  not  necessarily  true  at  all. 

Q.  (By  Mr.  Harris)  :  So  long  as  the  whisk-its 
cover  the  hole  in  the  reciprocal  cutter  that  is  inside 
the  cutting  head,  to  allow  the  beard  clippings  to 
move   from   that   opening   down   into   the   whisk-it 
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receptacle,  then  you  have  performed  the  catching 

f miction  that  you  are  referring  to,  haven't  you'? 

A.     Yes,  sir. 

Q.  So  that  it  is  not  necessary  that  these  whisk- 
its  come  up  to  the  top  of  the  reinforcing  members 
at  the  ends  of  the  cutting  head,  is  it  1 

A.  Well,  the  inner  cutter  moves  back  and  forth. 
It  is  not  always  in  contact  with  the  beard  catcher; 
and  if  it  were  made  to  the  same  proportion,  to  the 
same  size,  to  the  same  contour  as  the  inner  moving 
cutter,  when  the  inner  cutter  backed  away  there 
would  be  space  for  the  beard  clippings  to  drop  out. 

Q.  But  so  long  as  the  conformation  of  the 
whisk-it  is  slightly  larger  than  the  channeled  recess 
in  the  cutting  head,  then  it  will  function  to  collect 
beard  clippings ;  that  is  true,  is  it  not  ? 

A.     Yes,  sir. 

Q.  And  it  is  not  necessary  at  all,  in  any  way, 
that  [532]  these  surfaces  on  these  whisk-its,  both 
the  transverse  surface  and  the  longitudinal  sur- 
face, to  move,  is  it?  A.     No. 

Q.  That  is,  it  is  not  necessary,  to  perform  the 
clipping  catching  function? 

A.     That  is  correct. 

Q.  And  yet  all  of  the  dry  shavers  that  the  Schick 
Company  has  manufactured  with  whisk-its  on  them 
have  had  whisk-its  which  are  so  roimded  both 
longitudinally  and  transversely;  that  is  a  fact,  is 
it  not? 

A.  That  is  a  fact;  and  it  nmst  be  appreciated 
that  that  is  the  easiest  way  to  produce  that  part. 
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Q.  With  regard  to  this  model  which  is  Defend- 
ants' Exhibit  A — you  have  it  before  you,  do  you? 

A.     I  do. 

Q.  How  did  you  determine  the  thickness  of  the 
guards  that  are  on  that  model? 

A.  There  is  nothing  in  the  specification  to  de- 
termine that  so  we  used  the  drawing  and  scaled 
the  drawing,  and  it  will  be  noticed  in  the  drawing 
that  there  is  a  discrepancy  in  the  width,  that  is, 
the  drawing  is  not  exact  in  the  thickness  of  the  two 
arms,  24  on  the  left  in  Figure  3  being  thinner  at 
its  uppermost  portion  than  the  part — 20,  I  should 
have  said,  than  the  same  element  on  the  right-hand 
side  in  Figure  3.  And,  undecided  as  to  which  one 
to  take,  we  [533]  picked  just  at  random  one  of  them 
and  using  the  drawings  as  a  means,  that  is  to  say, 
taking  the  height  of  the  drawing  in  Fig.  3,  the 
height  of  the  shearing  head  marked  13,  and  estab- 
lishing a  ratio  between  that  and  the  height  of  the 
Schick  shearing  heads,  of  which  this  is  supposed 
to  be  an  improvement,  we  establised  a  ratio  that 
was  followed  out  on  all  the  parts. 

Q.  Which  one  of  these  guards  in  Figure  3  did 
you  select  for  your  measurement  to  make  this  model, 
the  left-hand  one? 

A.     I  believe  the  left-hand  one  was  selected. 

Q.  Because  it  was  the  thinner  one;  that  is 
correct,  is  it  not? 

A.  No;  not  because  of  that.  Because  of  the 
indefiniteness  of  the  line  on  the  right-hand  one. 
We  did  not  know  just  how  to  interpret  that  heavy 
line. 
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Q.  And  you  did  not  take  into  account  the  length 
of  the  cutting  head  as  shown  in  Figure  3  of  the 
patent,  that  length  with  relation  to  the  thickness 
of  either  of  these  gxiards,  did  you? 

A.  We  took  the  height  of  the  shearing  head  as 
the  ratio. 

Q.  That  would  be  from  the  lead-line  11  up  to 
the  top  of  the  head  shown  in  Figure  3  ? 

A.  That  is  right.  You  must  appreciate  that  in 
Fig.  3  part  of  the  drawing  has  been  removed  in 
order  to  get  the  [534]  detail  of  the  guard  elements 
on  the  paper.  It  would  be  much  longer  if  it  was 
in  proportion  to  the  rest  of  the  drawing. 

Q.  Mr.  Gray,  would  it  be  proper  in  making  a 
model  of  this  kind  to  take  the  length  of  the  cutting 
head,  that  length  and  the  thickness  of  the  guard, 
take  those  measurements  and  take  the  length  of 
the  cutting  head  that  you  have  in  this  shaver  and 
make  your  guard  proportionately  thick? 

A.     That  might  be  one  way  of  doing  it. 

The  Court:  By  "this  shaver"  you  refer  to  De- 
fendants' A? 

Mr.  Harris:     That  is  correct,  your  Honor. 

Q.  How  did  you  arrive  at  the  width  of  the  holes 
in  the  model  Defendants'  Exhibit  A,  the  holes  in 
the  guards?  A.     In  the  same  manner. 

Q.  In  the  same  manner,  that  is  proportionate 
relative  to  the  height  of  the  cutting  head,  is  that 
right? 

A.  Yes.  But  we  were  concerned  about  one 
thing,  in  that  they  looked  an  awful  lot  bigger  than 
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what  the  drawings  showed,  and  that  is  probably 
due  to  the  buffing  which  was  performed  to  round 
off  the  corners  and  the  edges  of  the  guard ;  and  that 
buffing,  of  course,  ran  into  the  outline  of  the  hole. 
I  was  so  concerned  about  that  that  I  had  a  check 
made,  and  I  find  that  we  are  off  in  width  a  matter 
of  some  ten-thousandths,  which  was  a  very  small 
percentage  of  [535]  the  entire  width. 

Q.  This  model.  Exhibit  A,  has  springs  in  it, 
has  it  not,  that  urge  the  cutting  head  out  when  the 
guards  are  released  %  A.     Yes ;  this  has. 

Q.  Do  you  find  any  disclosure  of  that  in  the 
Jones  patent  in  suit? 

A,     No;  that  does  not  appear  here. 

Q.  Was  there  any  shaver  made  by  your  company 
on  December  10,  1935,  which  had  springs  in  it  of 
that  character?  A.     Yes. 

Q.     There  was?  A.     Yes,  sir. 

Q.     Whicli  model  was  that? 

A.     That  is  a  S-3  model. 

Q.  As  to  those  S  model  shavers,  how  many  S 
models  were  made? 

A.  By  number,  six.  These  were  all  motor 
changes  to  a  large  degree.  I  mean  the  element 
which  called  for  a  renumbering  of  the  model  was 
a  change  internally  in  the  motor.  And  we  would 
have  to  add  to  that  the  Captain  because  it  was 
produced  in  the  same  case. 

Q.  And  there  were  shavers  on  the  market  in  1935 
manufactured  by  the  Schick  Company  wliich  did 
not  have  such  springs  in  them;  is  that  true? 
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A.  Yes.  In  1935  our  means  of  applying  pres- 
sure between  [536]  the  inner  and  the  outer  cutter 
was  changed  from  internal  springs,  internal  in  th€ 
shearing  head,  to  external  springs  mounted  in  the 
shaver  handle. 

Q.  You  have  heard  Col.  Jones'  testimony  here 
in  court?  A.     Yes. 

Q.  Was  his  testimony  on  that  point  correct  as 
to  the  shaver  that  he  had  in  1935  ?  Could  that  have 
been  a  Schick  shaver? 

A.  If  Col.  Jones  testified  that  the  shearing  head 
had  internal  springs,  he  could  well  have  bought  that 
in  the  market  in  1935. 

Q.  Another  point  on  this  model,  Defendants'  A, 
I  note  that  the  end  guards  on  this  model  will  pivot 
down  to  approximately  a  90  degree  angle  from 
the  axis  of  the  shaver,  is  that  correct? 

A.     That  is  correct. 

Q.  And  is  that  true  in  the  shavers  shown  in 
the  Jones  patent? 

A.  No.  The  model  maker  came  to  me  about  that 
and  he  pointed  out  that  it  would  hinge  down  to 
about  60  degrees  or  so.  He  also  pointed  out  that 
when  he  read  the  specifications  it  says  that  it  is 
supposed  to  swing  down  to  90  degrees.  And  ,  he 
asked  me  which  way  to  make  it.  I  told  him  to  abide 
by  the  specifications. 

Q.  So  that  the  model  doesn't  in  that  respect 
conform  [537]  to  the  drawing? 

A.     Not  to  the  drawing.  })nt  to  the  specifications. 
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Q.  Mr.  Gray,  is  there  any  advantage  in  the 
Schick  shavers  in  having  the  whisk-its  hinged  to 
the  shaver,  to  the  })ody  of  the  shaver  as  is  illus- 
trated by  these  Exhibits  3,  4,  and  5? 

A.     As  compared  to  what? 

Q.  As  compared  to  having  them  permanently 
attached  to  the  shaver  in  a  rigid  position  *? 

A.  Well,  yes;  because  if  they  were  attached  in 
a  rigid  position,  to  empty  them  would  require 
removal  of  the  shearing  head.  We  consider  that  a 
fragile  article  that  should  be  handled  as  little  as 
possible.  Therefore  the  hinged  ones  would  be  an 
advantage. 

Q.  So  that  that  is  an  advantage  of  the  whisk-its 
one  the  Schick  shavers'? 

A.  As  compared  to  one  that  was  permanently 
fastened,  yes. 

Q.  Referring  again  to  this  Defendants'  Exhibit 
A,  the  model,  is  the  bottom  of  the  hole  in  either 
end  guard  above  the  bottom  of  the  channel  in  the 
cutter?  A.     Yes. 

Q.  So  that  when  the  end  guards  are  closed,  the 
hole  being  somewhat  smaller  than  the  hole — that  is, 
the  hole  in  the  end  guard,  the  hole  35,  being  some- 
what smaller  than  [538]  the  hole  19  in  the  reciprocal 
cutter,  there  is  a  ledge  above  the  bottom  of  that 
opening  through  the  cutter,  is  that  correct? 

A.     That  is  correct. 

Q.  And  that  ledge  will  in  effect  retain  some 
beard  clippings,  will  it  not? 

A.     Tt  will  retain  some,  but  not  all. 
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Q.  So  that  it  is  a  matter  of  degree  as  to  how 
much  beard  clippings  you  retain  in  this  device  as 
compared  with  the  Schick  Colonel,  is  it  not  ? 

A.  No;  I  couldn't  say  that.  The  amount  of 
chamber  provided  by  this  ledge  which  you  speak 
about  gets  filled  uj^.  If  you  continue  your  shaving, 
and  providing  the  whiskers  do  not  fall  out  of  the 
holes,  you  saturate  the  chamber's  capacity,  so  to 
speak,  and  from  then  on  all  the  beard  clippings 
would  fall  out  of  that  chamber. 

Q.  Referring  to  Exhibit  4,  which  is  the  Schick 
Super,  does  the  cutter  in  that  shaver  reciprocate 
at  a  faster  rate  than  the  cutter  in  the  Schick  Colonel, 
Exhibits?  A.     Yes. 

Q.     And  what  is  the  difference? 

A.  When  I  answer  your  question  as  to  rate,  the 
revolutions  of  the  motor  as  found  in  the  Colonel 
and  the  Super  are  the  same.  However,  the  stroke 
of  the  Super  is  greater  so  that  the  surface  speed 
of  the  Super  would  be  [539]  higher  than  that  of 
the  Colonel. 

Q.  Does  that  increase  the  rapidity  of  a  shave 
by  a  user? 

The  Court:  What  is  the  materiality  of  that,  Mr. 
Harris  ? 

Mr.  Harris:  I  think  it  will  appear  in  a  second, 
if  the  Court  please. 

The  Court:     Very  well. 

A.     Does  the  fact  that  the 

The  Court:  Can  he  shave  faster  with  a  Super 
than  he  can.  with  a  Colonel?  Ts  that  what  you  are 
asking? 
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Mr.  Harris:     That  is  correct,  your  Honor. 

A.     Some  people  can  and  some  people  can't. 

Q.  As  to  this  Meyer  patent,  which  is  Defend- 
ants' L-2,  to  your  knowledge  has  the  Schick  Com- 
pany ever  manufactured  or  sold  a  shaver  as  sho^vn 
in  that  Meyer  patent  % 

A.  This  shows  a  whisk-it  mechanism  that  is 
hinged  to  the  shearing  head,  and  we  have  never 
made  one  that  way. 

Q.  You  never  put  the  Meyer  patent  number  on 
any  shaver  that  you  have  ever  sold,  have  you? 

A.  We  don't  put  all  of  our  patent  numbers  on 
all 

The  Court:  The  question  is:  Did  you  ever  put 
the  Meyer  patent  number  on  any  shaver? 

The  Witness:     No,  sir;  no,  sir. 

Q.  (By  Mr.  Harris)  :  In  the  shavers  that  you 
have  made  and  sold  commercially  you  have  always 
mounted  the  whisk-its  [540]  on  the  handle  of  the 
shaver;  that  is  true,  is  it  not? 

A.  Yes.  The  hinging  mechanism,  which  is  a 
floating  spring,  is  fastened  to  the  housing,  except 
in  the  case  of  the  Captain.  That  is  an  attachment 
and  as  such  is  not  a  permanent  part  of  the  shaver. 

Q.  However,  even  a  Captain  the  attachment  is 
carried  by  the  handle  of  the  shaver;  it  is  not  carried 
by  the  cutting  head,  is  it? 

A.     No;  it  is  not. 

Mr.  Harris:     That  is  all,  if  the  Court  please. 

The  Court:  When  did  you  first  see  the  Tones 
patent,  the  patent  in  suit? 
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The  Witness :  I  first  saw  the  Jones  patent  when 
I  first  heard  we  were  in  litigation,  at  least  that  is 
my  first  recollection  of  seeing  the  Jones  patent. 

The  Court:     And  about  when  was  that? 

The  Witness:  I  would  guess  about  a  year  or  so 
ago.  That  was  when  I  first  heard.  It  is  entirely 
possible 

The  Court:    You  never  heard  of  it  before? 

The  Witness :  No,  sir.  I  had  heard  of  Col.  Jones 
in  talk  amongst  some  of  the  top  management. 

The  Court:  Did  anyone  ever  consult  you,  Mr. 
Gray,  as  chief  engineer  of  the  company,  before  Mr. 
Merrick  started  out  to  San  Diego  to  see  Col.  Jones 
to  offer  him  $50,000  for  his  patent?  [541] 

The  Witness :     No,  sir. 

The  Court:  You  never  heard  of  it  prior  to  that 
time  ? 

The  Witness:     No,  sir. 

The  Court:  Did  you  hear  of  it  after  the  return 
of  the  president  of  the  company  and  Mr.  Merrick  f 

The  Witness :     No,  sir. 

The  Court:  After  they  had  negotiated  with  Mr. 
Jones  ? 

The  Witness:  I  did  not.  It  is  entirely  possible, 
your  Honor,  that  I  had  seen  this  patent  when  it 
issued,  because  I  make  it  a  practice  to  read  all 
patents  when  they  come  out. 

The  Court:  In  January  or  February  or  March 
of  1941,  or  April  had  you  ever  seen  this  patent? 

The  Witness :     Your  Honor,  during — of  1941  ? 

The  Court :     Yes. 
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The  Witness:     No,  sir. 

The  Court:  Were  you  with  the  company  at  that 
time? 

The  Witness:     Yes,  sir. 

The  Court:  Were  you  chief  engineer  at  that 
time? 

The  Witness:     No,  sir. 

The  Court:     What  was  your  position  then? 
•■  The  Witness :     I  was  shearing  head  design.    As 

I  explained 

i-'The  Court:  I  understood  you  this  morning  to 
sdy  you  had  been  chief  engineer  since  1938.  I  may 
have  niisunder stood  you. 

The  Witness :     With  the  exception  of  a  period 
of  time  when  I  was  out  sick,  your  Honor.  [542] 
'.  ■  i^The  Court :     Was  that  during  1941  ? 

The  Witness:  I  was  out  sick  from  December  of 
1939  vmtil  about  the  middle  of  1940;  and  when  I 
•ea-meback  to  work  I  was  on  limited  work,  and  dur- 
iiig"  that- time  this  Mr.  Thomas  to  whom  this  Schick 
whisk-it  patent  was  issued,  was  chief  engineer. 

•  •■•Thie  •  Court :  Were  you  in  the  same  office  or  de- 
partment with  him? 

^^'tPhe^  Witness:  I  was  in  the  same  department; 
•yesi,''sir.  '      ■     : 

•  The  Court:  During  January,  February  and 
March  of  1941  did  you  hear  anything  about  the 
company  having  a  license  or  trying  to  procure  this 
Jones  patent? 

The  Witness :     I  did  not,  sir. 

The  Court:     You  never  heard  of  it? 
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The  Witness:     No,  sir. 

*  *  *  4f  *  *  * 

The  Court:  According  to  my  notes  you  have. 
If  there  are  further  exhibits  that  either  sides  wishes 
to  offer  or  any  further  evidence  either  side  wishes 
to  offer,  you  may  [543]  do  so  upon  the  date  to 
which  I  will  continue  this  case. 

The  clerk  directs  my  attention  to  the  fact  he 
believes  this  attachment,  Exhibit  Q,  this  whisk-it 
attachment.  Exhibit  Q,  was  removed  from  one  of 
the  exhibits  already  in  evidence. 

Mr.  L.  S.  Lyon:  Yes,  sir.  It  belongs  on  the 
Captain.  It  fits  on  the  Captain  and  I  took  it  off 
and  gave  it  a  separate  number  so  we  would  know 
just  what  part. 

Mr.  F.  W.  Lyon:     Plaintiff's  Exhibit  2. 

The  Court:  Plaintiff's  Exhibit  2.  Is  it  stipu- 
lated, gentlemen,  that  Exhibit  Q  was  removed  from 
Exhibit  2  ? 

Mr.  L.  S.  Lyon:     Yes,  sir. 

Mr.  Harris:  That  is  agreeable,  your  Honor,  so 
long  as  the  record  shows. 

The  Witness :     Shall  I  put  it  back  on  again  ? 

Mr.  L.  S.  Lyon :  We  can  attach  it  if  your  Honor 
prefers. 

The  Court:  No.  You  may  put  it  as  a  separate 
item.   It  is  marked  as  a  separate  item.  [544] 

The  Court:  When  I  refer  to  further  evidence, 
I  am  referring  to  any  further  evidence  that  you 
may  have  overlooked  with  resy)ect  to  the  first  cause 
of  action.    T  imderstand,  so  far  as  the  validity  of 
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the  patent  and  infringement  are   concerned,   both 

sides  tentatively  rest,  is  that  correct? 

Mr.  Harris:     That  is  correct,  your  Honor. 

Mr.  L.  S.  Lyon:     Yes,  that  is  correct. 

The  Court :     As  to  the  second  cause  of  action,  so 
far  as  any  evidence  is  concerned,  both  sides  have 
oi^ered  all  they  have  to  offer? 
•  Mr.  Harris :     That  is  correct,  your  Honor. 

The  Court:  So  far  as  the  question  of  infringe- 
ment is  concerned,  I  am  inclined  to  find — I  am  not 
maidng  any  findmg  now;  I  want  to  hear  argument 
on  it,  but  I  am  inclined  to  find  that  the  defendants 
have  wilfully  and  intentionally  appropriated  the 
improvements  claimed  by  plaintiff  here. 

As  far  as  the  agreement  is  concerned,  I  will  find 
that  the  defendants,  for  the  purpose  and  with  the 
intention  of  deceiving  the  plaintiff  into  disclosing 
his  patent  applications,  did  make  him  an  offer  to 
procure  an  exclusive  license  on  the  patent  in  suit. 
That  he  submitted  the  other  patent  applications 
referred  to  in  the  draft  attached  as  part  of  Exhibit 
Gr,  and  the  president  of  the  company,  and  general 
counsel  admit  they  agreed  to  pay  him  for  the  exclu- 
sive license  for  the  use  of  those  patents,  $30,000.00 
advance  royalties  and  lYo  per  cent  [545]  royalty  on 
the  manufacturers'  sales  price  on  all  razoi^s  sold 
up  to  $250,000.00,  and  1  per  cent  thereafter  during 
the  life  of  the  patent,  and  that  the  plaintiff  believed 
and  relied  upon  those  representations,  and  so  be- 
lieving and  so  relying,  at  the  request  of  the  defend- 
ant Schick,  Inc.,  did  send  them  his  drawings  and 
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copies  of  Ms  patent  applications  Nos.  314287  and 
316,154,  thereby  changing  his  position  to  his  damage. 
The  plaintiff  is  given  leave  to  amend  his  com- 
plaint on  the  second  cause  of  action  to  conform  to 
the  proof,  in  that  respect,  if  so  advised.  I  want  to 
continue  the  case  to  a  date  certain  to  hear  further 
arguments  on  the  statute  of  fraud  question  as  well 
as  the  question  of  validity  and  infringement.  If  I 
hold  that  the  plaintiff  is  entitled  to  recover  on  each 
cause  of  action,  of  course,  it  will  be  necessary  for 
him  to  elect,  prior  to  judgment,  on  which  cause  of 

action  he  will  stand.  [546] 

»  *  *  *  *  ♦ 

Los  Angeles,  California 

Wednesday,  October  15,  1947,  10:00  A.M. 

♦  ♦♦♦** 

Mr.  Harris:  Thank  you,  your  Honor.  First, 
though,  before  that,  I  have  served  this  morning  cop- 
ies of  a  motion  to  amend  the  pleadings  in  the  case 
in  accordance  with  your  Honor's  suggestions  to  con- 
form to  the  proofs,  and  copies  of  this  motion  have 
been  served  on  counsel  and  I  hand  the  original  and 
one  copy  to  the  clerk  for  the  Court. 

Mr.  Macdonald:  Your  Honor,  may  it  be  stipu- 
lated that  the  allegations  of  this  amendment  may 
be  deemed  to  be  denied  ? 

Mr.  Harris:     Yes,  certainly. 

The  Court:     Yes;  so  ordered. 

Mr.  Harris:  Next,  if  the  Court  please,  we  have 
prepared 
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The  Court:     The  motion  to  so  amend  is  granted 

and  the  allegations  of  the  amendments  are  deemed 

denied  by  both  defendants.  [554] 

****** 

Mr.  Macdonald:  May  I  interrupt  counsel  a  mo- 
ment? There  is  one  oversight,  your  Honor,  in  the 
record.  We  v/ould  like  to  introduce  into  evidence  a 
telegram  from  the  plaintiff  to  defendant  Schick, 
tnc;,  dated  February  20 — no;  that  is  wrong — the 
ttelegrafn  from  the  plaintiff  to  the  defendant  Schick, 
Inc.,  dated  March  9,  1941,  subject  to  the  same  rul- 
irtgs  and  reservations  as  other  documents  were  of- 
fered on  that  issue.  [556] 

Mr.  Harris:  May  I  ask,  if  the  Court  please, 
whether  that  is  the- document  Exhibit  23  attached 
to  the'-j^re-trial  statement? 

Mr.  Macdonald :  Excuse  me  just  a  moment.  No, 
youp  Honor ;  that  is  not  the  one.  Yes;  I  guess  it  is, 
Eiaiibit23.  • 

: ..  The  .Court :.    Exhibit  23.     . 
.iJ^Ir,  Macdonald:     To, the  pre-trial  statement,  not 

in,  tte.  evidence. 

^       ,*  *  *  *  *  * 

r» ► .  ,  • 

The  Court:  Very  well;  the  defendants'  case  is 
i:e-.opened  for  the  purpose  of  offering  night  message 
from  Jones  to  Schick  Dry  Shaver,  Inc.,  dated  March 
9,  1941,  which  will  now  be  received  into  evidence 
and  marked  Defendants' — what  is  defendants'  next 
exhibit  ? 
,    The  Clerk :     That  will  be  R,  your  Honor. 

The  Court:     Defendants'  Exhibit  R?  [557] 
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Mr.  Harris:  Next,  if  the  court  please,  there  is 
this  question  raised  by  paragraph  V  of  the  defend- 
ants' points  and  authorities  submitted  on  this  hear- 
ing. The  cases  in  support  of  that  point,  cited  by 
the  defendants,  apparently  go  to  this  question  as  to 
whether  or  not  the  licensee  may  raise  the  question 
of  infringement  or  validity  on  an  action  brought 
by  the  patent  owner  against  the  licensee  for  roy- 
alties. And  Ave  do  not  think  that  this  is  a  proper 
time  or  place  to  interject  that  issue  or  defense  into 
this  case.  We  are  not  sure  that  the  defendant  is 
doing  that,  but  if  they  are,  we  do  not  think  it  is 
proper.  And  we  think  that  that  matter  should  be 
cleared  up  now  before  vre  have  argument,  as  to 
whether  the  defendant  is  raising  that  defense  of 
lack  of  infringement  and  invalidity  as  to  the  con- 
tract cause  of  action,  cause  of  action  No.  2,  in  the 
complaint.  ,    - 

I  would  like  a  statement  from  counsel  as  to  what 
the  purpose  of  this  is  at  this  time,  because  that  will 
in  ])art  modify  m}^  argument,  depending  upon  the 
position  counsel  takes.  [558] 

The  Court :  I  take  it  it  could  only  go  to  the  sec- 
ond cause  of  action. 

Mr,  Macdonald :  That  is  correct,  your  Honor,  to 
the  second  cause  of  action. 

Mr.  Harris :  And  what  I  wish  to  know :  Are  the 
defendants,  or  is  the  defendant  Schick,  Inc.,  raising 
the  defeuse  of  Jack  of  infringement  and  invalidity 
of  this  [)atent  to  the  defense  of  the  second  cause  of 
action?   That  is  the  question. 
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Mr.  Macdonald:  I  think  that  that  necessarily 
implies  your  Honor,  on  that  point  of  law,  yes;  we 
are  I'aising  it. 

The  Court:  I  would  take  it  that  the  defendants' 
position  with  respect  to  the  second  cause  of  action 
is:  (1)  In  addition  to  raising  the  general  issue  by 
denial  that  any  such  contract  was  made;  and  (2) 
if  it  was  made,  it  is  barred  by  the  Statute  of  Frauds 
and  becomes  unenforcible  by  reason  of  the  Statute 
of  Frauds;  and  if  not  so,  why,  in  any  event  the 
patent  covered  by  the  oral  license  was  void  and 
unenforcible,  and,  in  any  event,  the  defendant  is 
entitled  to  renounce. 

Mr.  Macdonald :     That  is  correct,  your  Honor. 

**♦**♦ 

l^^TTis  -"There  is  a  question,  and  it  might  be  helpful  to 
the  Court  to  have  me  make  a  statement  on  it,  as  to 
the  breadth  of  the  claims  in  suit  and  what  interpre- 
tation they  are  entitled  to. 

If  the  Court  finds  that  Col.  Jones  by  his  patent  in 
suit  made  a  valuable  contribution  to  the  dry  shaver 
art,  which  we  think  is  self-evident,  then  the  Court 
is  entitled  under  the  law  to  accord  the  claims  of  the 
patent  in  suit  a  liberal  and  broad  interpretation. 

If  so,  we  submit  that  all  of  the  claims  in  suit  are 
infringed  by  all  of  the  defendants'  devices  exempli- 
fied by  Exhibits  2,  3,  4,  and  5.  If,  on  the  other  hand, 
the  Court  finds  that  the  plaintiff  Jones  by  his  patent 
made  a  contribution  to  the  shaver  art,  but  that  it 
was  merely  minor  in  nature,  then,  of  course,  under 
the  law  the  question  must  be  more  narrowly  con- 
strued. 
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I  think  it  will  be  helpful  to  the  Court  to  have  my 
position  on  that.  If  such  a  narrow  construction  is 
put  upon  the  claims,  then  we  think  that  it  might  be 
possible  that  some  of  the  claims  might  not  be  re- 
garded as  infringed. 

We  think  that  Exhibits  2,  3,  4,  and  5  under  any 
construction  will  infringe  the  broad  claims,  claims 
22,  23,  31,  and  32. 

We  think  that  under  a  narrow  construction  of  the 
patent,  limiting  it  in  scope  and  breadth,  that  only 
Exhibits  2,  3,  and  5  infringe  claims  1,  11,  17,  18,  19, 
20,  24,  25,  26,  27,  28,  29,  and  30. 

We  think  that  the  Super,  which  is  in  evidence 
as  Exhibit  4,  possibly  might  not  infringe  these 
claims,  because  there  are  some  elements  of  them 
which  must  be  liberally  interpreted  to  make  them 
read  specifically  on  the  Super  shaver. 

Also,  I  wish  to  point  out  to  the  court  very  frankly 
that  claims  26,  27,  and  29  of  the  patent  in  suit  are 
very  broad  claims,  because  they  all  say  that  the  end 
guards  are  ' '  mounted  on  the  head. ' '  This  obviously, 
if  read  literally,  is  not  true  of  any  of  defendants' 
devices,  because  the  Exhibits  2,  3,  4,  and  5  all  clearly 
have  whisk-its  or  end  guards  which  are  mounted  on 
the  handle  of  the  device.  However,  it  is  also  not  true 
of  the  plaintiff's  construction  shown  in  this  patent. 
In  other  words,  if  read  literally,  these  three  claims 
would  not  read  upon  the  Jones  construction,  because 
the  end  guards  on  the  Jones  construction  are  not 
mounted  upon  the  head ;  they  are  mounted  upon  the 
handle  of  the  device. 
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These  claims,  however,  were  issued  by  the  Patent 
Office  and  it  may  be  presumed  that  the  Patent  Office 
construed  them  to  read  upon  the  Jones  construction. 
We  think  they  must  be  read,  to  make  sense,  as  mean- 
ing that  the  end  guards  are  mounted  so  as  to  en- 
gage the  ends  of  the  cutting  head.  In  other  words, 
they  are  not  mounted  directly  on  the  cutting  head; 
they  are  mounted  so  as  to  engage  against  the  ends 
of  the  cutting  head.  But  I  wished  to  point  that  out 
because  the  court  might  be  puzzled  upon  reading 
those  three  claims  to  find  any  infringement  to  those 

claims  by  the  defendants'  device.  [574] 

****** 

The  Court:  Do  claims  1,  11,  17,  18,  19,  20,  24,  25, 
26,  27,  28,  29,  and  30— is  it  plaintiff's  contention 
that  all  of  those  are  infringed  by  the  reason  of  the 
rounding  of  the  guards  and  the  merging  of  the 
guards  into  the  cutting  head? 

Mr.  Harris :  That  is  correct,  your  Honor.  Those 
claims  depend  for  their  validity  and  infringement 
upon  the  fact  that  the  guards — first  of  all,  the 
guards  are  disposed  at  the  ends  of  the  cutting  head 
and  they  are  rounded  longitudinally  or  transversely 
or  both  so  as  to  merge  with  the  contour  of  the  cut- 
ting head.  And  that  is  why  I  said  that,  in  the  event 
your  Honor  finds  the  patent  is  entitled  to  only  a 
limited  scope  because  it  is  only  a  narrow^  contribu- 
tion to  the  art,  then  possibly  these  claims  would 
not  be  infi'inged  by  the  Schick  Super  shaver  be- 
cause, as  your  Honor  will  recollect  in  the  Super 
which  is  exemplified  by  Exhibit  4,  the  whisk-its  at 
the  lower  ends  are  below  the  outer  face  of  the  cut- 
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ting  head,  the  whisk-its  at  the  lower  ends  are  spaced 
apart  from  the  side  face  of  the  head.  But  that  is 
something  we  do  not  subscribe  to,  because,  as  I 
pointed  out,  those  claims  must,  we  think,  be  inter- 
preted liberally  so  as  to  cover  what  the  patent 
means,  that  is,  to  provide  shaving  comfort  at  the 
point  where  the  whisk-its  or  end  guards  and  the 
cutting  head  touch  the  face  of  the  user. 

The  Court:  Is  it  plaintiff's  contention  that  all 
the  accused  devices  infringe  claims  22,  23,  31,  and 
32  by  reason  of  the  fact  that  these  end  guards  or 
whisk-its  are  hinged  to  the  handle  of  the  shaving 
head  ? 

Mr.  Harris:  Yes,  your  Honor;  and  for  another 
reason.  Those  are  the  broad  claims,  but  they  are  also 
very  specific  claims.  In  other  words,  those  claims 
are  not  subject  to  any  charge  of  mdefiniteness,-  be- 
cause those  claims  all  st^te  that  the  end  guards  are 
hinged  to  the  handle  of  the  shaver.  There  is  no  ques- 
tion about  that.  In  the  defendants'  devices  all  of 
the  defendants 'whisk-its  are  hinged  to  the  handle 
and  always  have  been,  as  Mr.  Gray  testified. 

And,  in  addition  to  the  hinging  feature,  all  of 
those  claims  specify,  with  the  exception  of  claim  31, 
that  the  end  guards  are  rounded.  So  that  you  have 
both  features  of  novelty  and  advantage  in  those  four 
claims.  Both  features  are,  of  course,  found  in  all  of 
the  defendants'  shavers  exemj)lified  by  Exhibits  2,  3, 
4,  and  5. 

The  Court :  In  other  words,  claims  22,  23,  and  32 
include  both  the  hinging  of  the  end  guards  to  the 
razor  structure  or  [580]  handle,  according  to  plain- 
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tiff 's  contention,  and  the  rounding  of  the  end  guards 
at  the  point  of  the  cutting  head  as  well? 

Mr.  Harris:     That  is  correct,  your  Honor. 

The  Court:     Claim  31  is  narrower? 

Mr.  Harris :  No ;  it  is  boader,  because  it  does  not 
say  anything  about  the  end  guards  being  rounded  in 
any  way. 

The  Court:     Yes.   It  is  a  broader  claim,  because 

there  is  no  limitation  upon  the  flaps,  so-called,  in 

31,  except  that  they  be  hinged  to  the  ends  of  the 

head? 

Mr.  Harris:     That  is  correct,  your  Honor.  [581] 
*  *  «  «  »  « 

The  Court:  As  I  understand  it  now,  there  will 
be  no  claim  that  the  mere  putting  of  end  guards,  as 
such,  unless  they  were  hinged? 

Mr.  Harris:     As  to  the  claims 

The  Court:     As  to  any  claim,  in  fact. 

Mr.  Harris:  As  to  claims  22,  23,  31,  and  32  they 
all  require  that  the  end  guard  be  hinged  to  the  han- 
dle of  the  device,  and  there  could  not  be  any  in- 
fringement of  those  claims  unless  you  had  a  hinging 
or  equivalent  construction.  In  other  words,  you 
could  have  other  structures  which  would  in  effect 
provide  a  hinge  there,  but  they  would  have  to  be 
hinged  to  infringe  those  four  claims. 

Now,  the  other  claims  of  the  patent  are  not  lim- 
ited to  the  end  guard  being  hinged,  or  most  of  them 
are  not  limited  to  the  end  guard  being  hinged  to  the 
device.  But  there  were  the  two  points;  first  of  all, 
the  rounding  of  the  end  guards;  and  secondly,  as  to 
these   particular   claims,   the   hinging   of   the   end 
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guards.  In  other  words,  you  have  got  the  tvro  fea- 
tures in  these  claims.  [595] 

I  retain  my  original  position,  as  read  by  Mr. 
Lyon,  that  if  you  did  not  round  the  guards  of  this 
patent,  you  would  not  have  infringed.  I  think  that 
is  correct.  I  think  the  purpose  of  the  patent  was 
to  get  the  shaving  comfort.  I  think  unless  you 
rounded  the  end  guards  you  would  not  get  that  shav- 
ing comfort;  so  I  will  stand  on  my  remarks  in  the 
record  on  that. 

The  Court:  Let  me  see  if  you  agree  with  this: 
Then  claim  31  would  be  probably  the  broadest  claim, 
would  it  not? 

Mr.  Harris:  Claim  31  is  the  broadest  claim  in- 
sofar as  the  question  of  whether  the  end  guards 
have  to  be  rounded  or  not.  I  merely  pointed  out 
claim  31,  your  Honor,  to  show  you  that  the  Pat- 
ent Office  in  considering  this  application  did  not 
regard  as  to  claim  31  that  the  limitation  of  rounding 
of  the  end  guards  was  essential.  Li  other  words, 
claim  31  is  a  very  broad  claim  as  to  the  shape  of  the 
end  guards,  but  it  is  very  specific  as  to  the  way  in 
which  the  end  guards  are  attached  to  the  handle  of 
the  device;  so  that  it  is  broader  in  one  sense. 

The  Court:     And  narrower  in  another? 

Mr.  Harris:     And  narrower  in  another.  [596] 

*  *  *  #  *  ^t 

The  Court:  Yes.  I  am  not  speaking  of  breadth 
now.  I  am  attempting  to  see  if  I  understand  plain- 
tiff's contention  as  to  the  precise  points  of  invention. 

Mr.  Harris:  Your  Honor  is  correct.  Those 
claims  22,  23,  31,  and  32  are  the  only  claims  of  the 
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patent,  I  think — I  am  quite  sure — that  are  limited 
to  the  end  guards  being  hinged  to  the  handle.  Other 
of  the  claims  are  limited  to  the  end  guards  being 
mounted  on  the  handle,  and  all  of  the  claims,  I 
think,  must  be  read  to  be  limited  to  end  guards 
being  rounded  so  as  to  get  this  conformation  of  the 

guards  with  the  cutting  head.  [598] 

****** 

The  Court:  Do  you  contend  that  the  hinging  it- 
self is  a  patentable  feature? 

Mr.  Harris :  Oh,  hinging  by  itself,  there  is  noth- 
ing patentable  about  that.  That  is  an  old  element. 
*  *  *  *  *  * 

Mr.  Macdonald :  *  *  * 

On  page  284,  Mr.  Lyon  had  quoted  in  a  question 
a  statement  made  in  Merrick's  testimony —  I  won't 
read  it  all — but  in  which  the  witness  Merrick  testi- 
fied that  he  called  plaintiff's  attention  to  the  cap- 
tions being  the  subject  which  would  go  into  an 
a2:reement  of  this  kind  and  the  various  provisions 
of  it  would  have  to  be  agreed  upon,  and  suggesting 
he  get  counsel.  And  in  answer  to  the  question  by 
Mr.  Lyon,  after  quoting  Merrick's  testimony,  before 
the  answer  Mr.  Lyon  says: 

''Do  you  remember  Avhether  that  is  a  correct 
statement  of  what  transpired  at  the  meeting 
with  Mr.  Cordiner? 

"A.  Well,  I  don't  know  that  it  is  a  hundred 
per  cent  accurate  but,  for  the  most  part,  I  pre- 
sume it  is  the  truth.  However,  I  never — my 
only  statement  about  getting  an  attorney  was 


vs.  Ralph  E.  Jones  405 

in  accordance  with  my  intention  that  I  would 
get  an  attorney's  advice  to  such  an  extent  that 
I  saw  fit,  and  sign  the  contract  if  it  satisfied 
me." 

There,  again,  is  a  clear  indication  that  the  plain- 
^  tiff  himself  did  not  think  that  he  was  bound  by  this 
oral  contract.  And  I  might  add  parenthetically, 
your  Honor,  that  it  appears  [665]  from  the  plain- 
tiff's own  testimony  that  up  until  the  time  when  Mr. 
Cordiner  said,  "Shake,  it's  a  deal,"  and  the  plain- 
tiff shook  hands  and  said,  "It's  a  deal,"  that  prior 
to  that  time  the  discussions  affected  solely  and  only 
the  question  of  royalty.  There  was  no  discussion 
of  any  other  provision  up  to  that  time. 

The  Court:  Didn't  they  agree,  though,  on  two 
things  or  three  things:  (1)  That  the  defendants 
should  have  an  exclusive  license;  (2)  That  the  plain- 
tiff should  have  certain  ro.yalties? 

Mr.  Macdonald:  I  think  they  agreed  on  thase 
terms  in  the  contract,  yes ;  but  that  is  only  a  portion. 

The  Court:  Didn't  they  come  to  a  meeting  of 
the  minds  on  those  two  issues  ? 

Mr.  Macdonald:  Well,  now,  see  if  I  understand 
that. 

The  Court:  When  they  shook  and  said,  "It's  a 
deal,"  didn't  that  mean  that  the  defendant  obli- 
gated itself  to  pay  the  royalties,  and  didn't  it  mean 
that  the  plaintiff  obligated  himself  to  transfer  the 
license  ? 

Mr.  Macdonald:  No,  your  Honor.  I  would  say 
that  if  it  were  not  for  this  evidence  I  have  read,  this 
testimony 
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The  Court :  Was  that  last  statement  a  statement 
of  the  plaintiff  himself? 

Mr.  Macclonald:     Yes. 

The  Court:  I  am  not  going  to  believe  the  de- 
fendants' [666]  witnesses  in  this  case. 

Mr.  Macdonald:  All  right.  I  am  taking  the 
plaintiff's  testimony. 

****** 

In  other  words,  I  think,  if  we  may  get  back  to  the 
fundamental  concept  of  this  thing  again — and  I 
would  like  to  emphasize  this  as  much  as  I  am  able 
to — it  seems  to  me  that  we  are  down  to  a  very  sim- 
ple concept  on  the  second  cause  of  action.  What  did 
the  parties  intend  when  they  shook  hands  and  said, 
''It's  a  deal"? 

In  order  to  determine  what  they  intended,  I  think 
we  have  got  to  look — let  us  forget  Mr.  Merrick's 
testimony  completely — let  us  look  only  at  the  plain- 
tiff's testimony  [667]  and  let  us  look  only  at  the 
letters  that  were  exchanged  between  the  parties  at 
the  time  and  the  telegrams,  because  it  is  from  that 
evidence  that  we  can  best  determine  or  that  the  court 
can  determine  what  the  parties  really  intended. 

Answering  your  Honor's  question:    Didn't  they 

agree  on  those  two  points?    I  would  say  that  they 

agreed  on  those  two  points,  but  they  were  not  the 

only  points  in  the  contract  as  this  testimony  shows. 

*  *  *  *  *  * 

The  Court:  My  view  of  this  is  that  the  plaintiff 
has  been  an  honest  man  in  this  matter.  I  believe 
him;  I  believe  his  testimony.    I  do  not  believe  any 
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of  the  defendants'  witnesses.  I  do  not  believe  Mer- 
rick so  far  as  defending  himself  in  this  unconscion- 
able deal.  [669] 

*  *  •jt  *  *  * 

Los  Angeles,  California 
Tuesday,  November  4, 1947, 1 :30  P.M. 

*  *  *  *  *  * 

Mr.  Macdgnald:  That  is  right.  Of  course,  your 
Honor  will  recall  that  in  the  record  is  the  initial 
letter  of  the  plaintiff  to  Schick  Company  claiming 
infringement  and  suggesting  that  he  would  give  a 
license  agreement;  and  this  is  an  answer;  in  fact, 
it  purports  to  be  an  answer  to  that  letter. 

The  Court :  Yes.  But  meanwhile,  before  the  com- 
pany had  received  the  letter,  they  had  representa- 
tives out  here  to  negotiate. 

Mr.  Macdonald :     That  is  right. 

The  Court :  In  other  words,  the  negotiations 
were  not  in  response  to  that  letter.  [726] 

Mr,  Macdonald:  Oh,  no.  Well,  your  Plonor,  I 
think  I  can  tie  the  whole  matter  up  like  this.  It 
seems  to  me  that  what  happened  here  was  this: 
The  defendant  came  out  here  to  buy  the  jilaintiff's 
patent;  plaintiff  would  not  sell  it.  He  had  no  way 
of  knowing  what  would  happen,  but  at  least  the 
evidence  would  justify  the  inference  that  the  de- 
fendants '  representatives  said  they  were  authorized, 
and  so  on. 

Now",  he  did  not  choose  to  do  that.  And  what  hap- 
pened was  that  the  parties  were  negotiating  for  this 
contract,  about  this  license  agreement.   And  bv  that 
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I  do  not  mean  just  the  two  terms  of  it.  And  in  the 
meantime,  the  defendant — and  this  has  happened 
certainly  with  clients  of  mine,  and  perhaps  with 
clients  of  your  Honor's  who  become  very  enthusi- 
astic about  something  and,  on  more  mature  thought, 
they  say,  "Oh,  no;  I  don't  want  to  do  that." 

The  Court:  What  was  in  the  minds  of  Merrick 
and  Cordiner  when  they  left  the  room  that  after- 
noon ?  They  came  out  here  to  buy  the  patent,  under 
their  own  power. 

Mr.  Macdonald :     Yes ;  that  is  right. 

The  Court:     Not  at  any  suggestion  of  Jones. 

Mr.  Macdonald :     That  is  right. 

The  Court :  They  came  out  here  on  a  mission.  In 
fact  there  is  some  indication  in  the  record  that  Cor- 
diner interrupted  a  vacation  or  it  had  been  arranged 
that  he  was  en  route  to  Hawaii  or  some  such  matter; 
so  they  had  a  [727]  definite  mission. 

They  wanted  to  buy  the  patent.  They  could  not 
buy  it,  so  they  wanted  an  exclusive  license.  Does  the 
evidence  show  that  Cordiner  and  Merrick  thought 
they  had  an  exclusive  license  when  they  left  that 
room  ? 

Mr.  Macdonald :     I  think  quite  the  contrary. 
****** 

The  Court :  Well,  but  those  two  were  thrown  in, 
weren't  they'?  You  have  to  remember,  Mr.  Macdon- 
ald, in  considering  this  matter  that  there  is  abso- 
lutely no  testimony  here  to  the  contrary  of  Jones' 
story  of  what  happened  that  afternoon. 
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Where  is  Cordiner?  Why  did  not  the  defendant 
produce  him?  The  president  of  the  company — no 
testimony. 

Mr.  Macdonald:  We  state  that  that  testimony  is 
true,  your  Honor.  [736] 

****** 

The  Court:  Have  you  looked  into  this  question 
of  election? 

Mr.  Harris :  Yes ;  I  have,  your  Honor,  and  I  can 
give  you  my  thought  on  that  in  about  one  minute. 

Rule  54  (c)  provides  in  effect  that  the  court  shall 
give  the  relief  to  which  the  evidence  shows  the  win- 
ning party  entitled.   It  says  this :  [769] 

**  Except  as  to  a  party  against  whom  a  judg- 
ment is  entered  by  default,  every  final  jud.gment 
shall  grant  the  relief  to  which  the   party  in 
whose  favor  it  is  rendered  is  entitled,  even  if 
the  party  has  not  demanded  such  relief  in  his 
pleadings.^' 
And  this  section,  subsection   (c)  of  Rule  54,  has 
been  cited,  not  once,  but  time  and  time  again  in 
these  election  cases. 

And  it  is  my  belief  and  I  submit  to  you,  your 
Honor,  that  neither  you  nor  I  have  any  question 
about  election  here.  If  your  Honor  finds  a  contract, 
then  you  must  find  or  you  must  award  relief  to  the 
plaintiff  on  that  contract,  whatever  it  may  be.  If 
your  Honor  finds  that  there  is  no  contract  but  that 
the  patent  has  been  infringed,  then  I  think  that 
your  Honor  must  find  for  the  plaintiff  and  award 
the  relief  to  which  he  is  entitled  by  reason  of  patent 
infringement. 
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. ' :  The  Court :     But  you  cannot  award  the  plaintiff 
relief  on  both  causes  of  action.  [770] 


The  Court:  But  if  the  court  decides  in  favor  of 
the  plamtiff  on  the  issue  of  validity  and  infringe- 
ment, and  further  decides  that  there  was  a  verbal 
license  agreement,  and  that  the  defendants  are 
estopped  from  pleading  the  statute  of  frauds  with 
respect  to  it,  then  the  court  must  award  damages 
for  the  breach  of  the  license  agreement  rather  than 
^damages  under  Section  70? 

Mr.  Harris :  I  think  that  is  correct,  your  Honor. 
I  do  [772]  not  see  that  there  is  any  alternative  to 
it.  I  do  not  think  there  is  any  matter  of  election 
to  it.  I  think  it  is  a  question  of  what  relief  your 
Honor  finds  that  the  plaintiff  is  entitled  to. 

Now,  the  plaintiff  cannot  be  entitled  to  any  relief 
for  patent  infringement  if  there  was  a  contract, 
because  the  contract  creates  the  license  that  would 
license  all  these  so-called  infringing  acts. 

The  Court:  Then  your  position  is  that  what 
the  plaintiff  has  here,  I  take  it,  is  a  prayer  for 
alternative  relief? 

Mr.  Harris:     That  is  correct. 

The  Court:  He  has  said  in  effect  if  there  is  no 
contract,  I  want  to  hold  the  defendants  as  infring- 
ers; if  there  is  a  valid  license  agreement,  I  want 
to  hold  him  as  a  licensee  for  damages  for  the  breach 
of  contract. 

Mr.  Harris:     That  is  correct.  [773] 
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Los  Angeles,  California, 
Wednesday,  November  5,  1947,  1:30  p.m. 


Mr.  Macdonald:  There  is  only  one  other  point, 
your  Honor.  Yesterday  Mr.  Harris  indicated,  I 
believe,  that  I  had  made  a  statement  about  the  truth 
or  the  character  of  the  plaintiff's  testimony  that 
carried  beyond  the  implications  in  it,  what  he  said 
beyond  anything  intended. 

You  recall,  your  Honor,  when  you  and  I  were 
discussing  yesterday  that  question  of  why  Mr. 
Cordiner  had  not  been  brought  here,  and  I  expressed 
satisfaction  with  the  plaintiff's  testimony.  I  might 
have  also  said  that  there  is  no  conflict,  as  we  see  it, 
between  Merrick's  testimony  and  the  plaintiff's  in 
substantiating  a  contract.  I  want  to  be  perfectly 
clear  that  I  am  not  stipulating  or  admitting  in  any 
way  the  conclusions  of  the  plaintiff  to  the  effect, 
throughout  his  testimonj^  from  time  to  time,  that 
he  thought  he  was  ))ound — those  are  his  conclusions 
on  the  stand — and  that  Schick  was  bound;  nor  do 
I  concede  that  such  conclusions  have  any  probative 
value  whatsoever. 

I  just  wanted  to  make  that  clear  for  the  record. 
I  have  [820]  nothing  more,  your  Honor. 

******* 

The  Court:  Gentlemen,  your  oral  argument  has 
been  most  helpful  to  me.  I  feel  clear  on  this  case 
now. 

First,  I  want  to  open  the  evidence  and  receive 
under  the  second  cause  of  action  all  excluded  evi- 
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deuce  of  wliicli  a  record  was  made  under  Rule  43(c). 

What  constitutes  invention  is  a  very  troublesome 
question  to  me.  I  suppose  it  is  to  any  judge.  And 
the  more  I  read  on  the  subject,  I  must  confess  does 
not  help  me  to  be  clearer,  particularly  v^hen  the 
older  decisions  are  compared  with  the  more  recent 
decisions. 

In  a  given  art  I  take  it  that  many  circumstances 
are  to  be  considered  in  determining  what  constitutes 
invention.  I  do  not  think  there  is  any  question 
here  but  what  the  improvements  stated  in  the  patent 
in  suit  are  novel  as  applied  to  a  shaver  and  are 
useful. 

It  is  a  debatable  question  whether  they  embody 
invention  but,  in  combination,  I  find  that  with 
respect  to  claims  22,  23,  31,  and  32,  the  improve- 
ments which  are  described  are  not  only  novel  and 
useful  but  do  embody  invention.  [821] 

I  therefore  find  that  claims  22,  23,  31,  and  32 
are  valid. 

The  remaining  claims  in  suit  do  not,  in  my  opin- 
ion, embody  invention  and  are  invalid  because  of 
indefiniteness. 

I  further  find  that  claims  22,  23,  31,  and  32  are 
infringed  by  the  accused  devices,  as  follows: 

First,  the  Captain  model  shaver,  an  exemplar  of 
which  is  in  evidence  here  as  Plaintiff's  Exhibit  2; 

Second,  the  Colonel  shaver,  an  exemplar  of  which 
is  in  evidence  here  as  Plaintiff's  Exliibit  3; 

Third,  the  Su})er  model  Schick  shaver,  the  ex- 
emplar of  which  is  in  evidence  as  Plaintiff's  Exhibit 
4;  and 
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Fourth,  the  Service  Exchange  model,  the  exem- 
plar of  which  is  in  evidence  here  as  Plaintiff 'b 
Exhibit  5. 

As  between  the  two  defendants,  defendant  Schick, 
Inc.,  alone  is  guilty  of  infringement  in  this  district 
by  the  Captain,  Exhibit  2,  and  the  Super  Schick 
shaver,  Exhibit  4,  while  dependant  Schick  Service, 
Inc.,  alone  is  guilty  of  infringement  by  the  Service 
Exchange  model,  Exhibit  5,  and  both  defendants 
are  guilty  of  the  infringement  by  the  Colonel  model 
shaver.  Exhibit  3. 

I  further  find  that  all  infringement  has  been 
conscious,  deliberate,  willful,  and  wanton  as  alleged. 

As  to  the  second  cause  of  action,  I  find  that  an 
oral  agreement  was  made  as  alleged,  an  oral  agree- 
ment for  exclusive  license  and  for  the  payment  of 
royalties. 

I  further  find  that  that  alleged  oral  agreement 
which  is  now  found  to  have  been  made  was  not 
conditioned  by  the  parties  upon  being  reduced  to 
writing. 

I  further  find  that  the  parties,  having  fully  agreed 
on  the  basic  terms,  that  is,  on  the  part  of  the 
patentee  for  the  grant  of  the  exclusive  license  for 
the  life  of  the  patent,  and  on  the  part  of  the  licensee, 
the  defendant  Schick,  Inc.,  for  the  payment  of  roy- 
alties, left  additional  points  for  possible  later  agree- 
ment and  intended,  latei",  to  reduce  the  agreement 
to  written  form;  that  that  was  not  a  condition  of 
the  oral  agreement  that  was  made  and  was  con- 
cluded at  the  time,  I  find,  the  president  of  Schi'-k, 
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Inc.,  shook  hands  with  the  plaintiff  and  said,  "It's 
a  deal." 

The  oral  agreement  as  made,  however,  was  to  be 
performed  over  the  life  of  the  patent  and  hence, 
I  find,  was  an  agreement  that,  by  its  terms,  was 
not  to  be  performed  within  one  year  from  the  mak- 
ing thereof  and,  therefore,  was  the  type  of  agree- 
ment declared  by  subsection  (1)  of  Section  1624 
of  the  Civil  Code  of  California  to  be  invalid  unless 
the  contract  or  some  note  or  memorandum  thereof 
was  in  writing  and  subscribed  by  the  party  to  be 
charged  or  his  agent.  [823] 

I  find  that  there  was  no  sufficient  memorandum 
of  the  oral  contract  which  w^as  made  on  January 
29,  1941,  the  contract  sued  upon,  therefore,  con- 
clude that  there  was  no  sufficient  memorandum  to 
take  this  oral  agreement  out  of  the  Statute  of 
Frauds. 

I  also  find  that  the  agreement  w^as  not  fully  per- 
formed by  the  plaintiff  so  as  to  take  it  out  of  the 
operation  of  the  Statute  of  Frauds, 

Referring  to  the  complaint  as  amended  now,  I 
therefore  find  that  the  plaintiff  did  not  on  January 
29,  1941,  or  at  any  other  time  fully  or  completely 
perform  his  obligations  under  the  oral  contract. 

I  find  that  he  offered  to  perform  but  he  did  not 
in  fact  perform  so  as  to  constitute  an  affirmative 
performance  under  the  oral  contract. 

I  find  that  on  or  about  Februar}^  20,  1941,  plain- 
tiff, in  reliance  upon  the  oral  contract  made  on 
January  29,  1941,  and  at  the  request  of  and  induced 
by  defendant  Schick,  Inc.,  did  disclose  by  sending 


vs.  Ralph  E.  Jones  415 

to  Schick,  Inc.,  the  contents  of  two  pending  secret 
applications  for  United  States  Letters  Patent  not 
theretofore  know  in  whole  or  in  part  to  the  defend- 
ant Schick,  Inc.,  and  that  the  plaintiff  disclosed 
those  two  patent  applications  to  defendant  Schick, 
Inc.,  in  reliance  upon  the  oral  agreement  for  an 
exclusive  license  heretofore  found.  [824] 

I  further  find  that  the  plaintiff  would  not  have 
submitted  those  applications  or  disclosed  them  to 
the  defendant  Schick,  Inc.,  had  he  not  relied  upon 
the  oral  agreement  heretofore  found. 

I  further  find  that  it  was  not  one  of  the  terms 
or  provisions  of  the  oral  agreement  sued  upon  and 
found  to  have  been  made  that  the  plaintiff  would 
submit  those  applications  or  disclose  them  to  the 
defendant  Schick,  Inc. 

I  further  find  that  those  applications  are  not  in- 
volved in  the  oral  agreement  for  an  exclusive 
license  which  the  parties  made  on  January  29,  1941. 

I  further  find  that  the  plaintiff,  in  disclosing  the 
secret  applications  for  United  States  Letters  Pat- 
ent, thereby  changed  his  position  and  did  so  to  his 
detriment,  and  I  conclude  that  the  act  of  submit- 
ting those  two  applications  did  not  constitute  a 
partial  performance  of  the  contract  and  was  not 
an  act  solely  referable  to  the  contract  sued  upon, 
and  it  is  not,  for  that  reason,  an  act  of  conduct 
which  would  estop  the  defendant  Schick,  Inc.,  from 
l)leading  the  Statute  of  Frauds  as  a  defense.  In 
other  words,  it  did  not  estop  Schick,  Inc.,  from 
asserting  the  invalidity  of  the  contract  pursuant  to 
Section  1624  of  the  California  Civil  Code. 
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I  therefore  conclude  that  judgment  should  be  for 
the  defendant  Schick,  Inc.,  on  the  second  cause  of 
action.  [825] 

That  cause  of  action  is  not  asserted  against  the 
defendant  Schick  Service,  Inc.,  is  it? 

Mr.  Harris:     That  is  correct,  your  Honor. 

The  Court:     It  is  asserted  only  against 

■  Mr.  Harris:     Only  against  Schick,  Inc. 

■  The  Court :  Very  well.  Findings  and  judgment 
accordingly  are  ordered  in  favor  of  defendant 
Schick,  Inc.,  a  corporation,  on  the  second  cause  of 
action  as  amended. 

Now,  back  to  the  first  cause  of  action. 

Before  concluding,  I  want  the  record  to  show 
that  I  do  not  believe  the  testimony  of  the  witness 
Bert  C.  Quasnovsky  for  defendant  Schick,  Inc., 
with  respect  to  defendants'  Exhibit  G  and  which 
that  witness  testified  he  prepared  at  the  age  of  18 
years. 

■'  I  find  that  both  defendants  have  a  regularly  es- 
tablished place  of  business  in  the  Southern  District 
of  California,  and  that  both  have  committed  the 
acts  of  infringement  found  within  this  District. 

I  therefore  conclude  that  the  venue  in  this  cause 
is  properly  laid  with  respect  to  the  first  cause  of 
action. 

I  conclude  that  the  plaintiff  is  not  required  to 
elect  between  the  remedies  sought  in  the  first  and 
second  causes  of  action.  And  I  re-adopt  all  the 
conclusions  of  law  which  are  stated  in  the  memo- 
randum to  counsel  filed  in  this  cause  on  April  4, 
1947.  [826] 
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Findings  and  judgment  are  ordered  for  the 
plaintiff  on  the  first  cause  of  action  on  the  issues 
of  validity  and  infringement  of  the  patent  in  suit 
as  to  claims  22,  23,  31,  and  32. 

Pursuant  to  Rule  52  of  Federal  Rules  of  Civil 
Procedure,  interlocutory  findings  and  degree  will 
be  prepared  enjoining  further  infringement  of 
those  claims  and  ordering  an  accounting  to  aid  in 
the  determination  of  the  issue  as  to  plaintiff's 
damages  arising  from  the  infringement  by  both 
defendants,  as  stated  before. 

The  case  will  be  referred  to  David  B.  Head,  as 
special  master,  pursuant  to  Rule  53  of  the  Federal 
Rules  of  Civil  Procedure,  with  directions  to  hear 
the  accounting  and  other  evidence  on  the  issue  of 
plaintiff's  damages  to  be  assessed  pursuant  to  Sec- 
tion 4921  of  the  Revised  Statutes,  35  U.  S.  C.  Sec- 
tion 70,  and  with  directions  to  the  special  master 
to  report  his  findings  of  fact  and  conclusions  of  law 
speedily  to  this  court  with  respect  to  the  assessment 
of  plaintiff's  damages. 

The  Court  will  reserve  decision  on  plaintiff's 
prayer  for  treble  damages  and  attorneys'  fees  until 
after  the  determination  of  the  issue  of  damages. 

Counsel  for  plaintiff  will  submit  those  findings  of 
fact  and  conclusions  of  law  and  decree  pursuant  to 
Local  Rule  7  within  10  days.  [827] 

******* 

Mr.  Macdonald:  There  is  one  more  point,  your 
Honor.  Do  I  understand  that  the  plaintiff  is  not 
required  to  elect  at  this  time  between  the  two  causes 
of  action?   I  mean  you  decide  in  favor  of  plaintiff 
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on  the  first  cause  of  action  and  against  him  on  the 
second  ? 

The  Court:  I  have  adopted  plaintiff's  view  that, 
really,  an  election  is  not  involved  here;  that  the 
plaintiff  can  only  hold  it  on  the  contract,  if  the 
contract  is  in  existence. 

Mr.  Macdonald:     That  is  right. 

The  Court:  That  if  the  license  agreement  is  in 
existence,  that  is  the  measure  of  the  parties' 
bargain. 

Mr.  Macdonald :     That  is  right. 

The  Court:  Because  he  has  not  by  his  suit 
elected  to  treat  the  contract  at  an  end.  In  other 
words,  he  sued,  claiming  in  effect  under  the  second 
cause  of  action,  really,  [829]  his  first  contention, 
as  a  matter  of  law,  as  I  view  it.  He  says,  "I  want 
to  hold  them  to  this  license  agreement.  I  contend 
it  is  still  in  effect,  still  in  force."  It  seems  to  me 
that  is  implicit  in  the  second  cause  of  action,  that 
he  contends  that  the  agreement  is  still  in  force. 

Mr.  MacDonald:     That  is  right. 

The  Court:  And  he  says  in  effect,  by  way  of 
alternative  relief,  if  it  is  not  in  force,  I  want  to 
hold  him  as  an  infringer. 

Mr.  Macdonald:  But,  as  the  matter  stands,  it  is 
only  the  first  cause  of  action.  It  is  an  automatic 
election,  you  might  say  that. 

The  Court:  Yes.  That  is  the  only  one  under 
Rule  54(c)  the  Court  is  to  award  such  relief  as 
the  plaintiff  is  entitled  to,  and  that  is  the  relief  I 
find  the  ])laintiff  entitled  to.  [830] 
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CERTIFICATE 

I  hereby  certify  that  I  am  a  duly  appointed,  quali- 
fied and  acting  official  court  reporter  of  the  United 
States  District  Court  for  the  Southern  District  of 
California. 

I  further  certify  that  the  foregoing  is  a  true  and 
correct  transcript  of  the  proceedings  had  in  the 
above  entitled  cause  on  the  date  or  dates  specified 
therein,  and  that  said  transcript  is  a  true  and  cor- 
rect transcription  of  my  stenographic  notes. 

Dated  at  Los  Angeles,  California,  this  12th  day  of 
November,  A.  D.  1947. 

/s/  ALBERT  H.  BORGION, 
Official  Reporter. 


[Endorsed]:  No.  11854.  United  States  Circuit 
Court  of  Appeals  for  the  Ninth  Circuit.  Schick 
Service,  Inc.,  and  Schick,  Inc.,  Appellants,  vs. 
Ralph  E.  Jones,  Appellee,  and  Ralph  E.  Jones, 
Appellant,  vs.  Schick  Service,  Inc.,  and  Schick, 
Inc.,  Appellee.  Transcript  of  Record.  Upon  Ap- 
peals from  the  District  Court  of  the  United  States 
for  the  Southern  District  of  California,  Central 
Division. 

Filed  February  12,  1948. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit. 
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In  the  United  States  Circuit  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  11854 

SCHICK    SERVICE,    INC.,    a    corporation,    and 
SCHICK,  INC.,  a  corporation, 

Appellants, 
vs. 

RALPH  E.  JONES, 

Appellee. 

NOTICE  OF  ADOPTION  OF 
STATEMENT  OF  POINTS 

Appellants  hereby  adopt  as  their  statement  of 
points  under  Rule  19(6)  on  their  appeal  the  con- 
cise statement  of  points  on  appeal  under  Rule  75(a) 
appearing  in  the  transcript  of  the  record  certified 
by  the  Clerk  of  the  District  Court  and  filed  herein. 

Dated  this  20th  day  of  February,  1948. 

/s/  LEONARD  S.  LYON, 
/s/  FREDERICK  W.  LYON, 

Attorneys   for  Defendants- 
Appellants. 

Receipt  of  a  Copy  of  the  within  is  hereby  ad- 
mitted this  20th  day  of  February,  1948. 
/s/  FORD  HARRIS,  JR. 

[Endorsed]:  Filed  Feb.  24,  1948. 
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[Title  of  Circuit  Court  of  Appeals  and  Cause.] 

NOTICE  OF  ADOPTION  OF 
STATEMENT  OF  POINTS 
Cross-Appellant  in  the  above-entitled  cause 
hereby  formally  adopts  as  his  statement  of  points 
on  his  cross-appeal  under  Rule  19(6)  the  Concise 
Statement  of  Plaintiff-Cross- Appellant 's  Points  on 
His  Cross-Appeal  dated  January  30,  1948,  appear- 
ing in  the  record  on  appeal  on  file  herein. 

Dated  this  26th  day  of  February,  1948. 

HARRIS,  KIECH,  FOSTER  & 
HARRIS, 
/s/  FORD  HARRIS,  JR., 

Attorneys  for  Plaintiff- 
Appellee-Cross- Appellant. 

Received  copy  of  the   within   this   26th   day   of 
Feb.,  1948. 

/s/  FREDERICK  W.  LYON. 
[Endorsed] :  Filed  Feb.  27,  1948. 
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IN  THE 
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Schick  Service,  Inc.,  and  Schick,  Inc., 
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Schick  Service,  Inc.,  and  Schick,  Inc., 


Appellants, 

Appellee, 
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Appellees. 


OPENING   BRIEF   FOR   DEFENDANTS- 
APPELLANTS. 


.  This  is  an  appeal  from  an  Interlocutory  Judgment  en- 
tered by  the  District  Court  of  the  United  States  for  the 
Southern  District  of  California,  Central  Division,  holding 
that  claims  22,  23,  31  and  32  of  United  States  Letters  Pat- 
ent No.  2,228,768,  granted  January  14,  1941  to  plaintiff 
Ralph  E.  Jones  on  a  Hair  Clipping  and  Shaving  Device, 
are  valid  and  infringed,  granting  an  injunction  prohibiting 
further  infringement  of  these  claims,  and  ordering  an 
accounting  for  damages. 
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JURISDICTION. 

No  question  of  jurisdiction  or  pleading  is  raised  by  the 
appeal  herein.  The  Complaint  alleges  [para.  Ill,  R.  8], 
and  the  Answer  does  not  deny,  that  the  suit  arises  under 
the  patent  laws  of  the  United  States  of  which  the  District 
Courts  of  the  United  States  have  exclusive  original  juris- 
diction.   Judicial  Code  §  48. 

The  appealed  Interlocutory  Judgment  was  filed  and  en- 
tered December  31,  1947  [R.  65]  ;  defendants'  Notice  of 
Appeal  was  filed  January  12,  1948  [R.  78]  (within  thirty 
days  thereafter).     Judicial  Code  §  129. 
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STATEMENT  OF  THE  CASE. 

The  Issues. 

On  July  6,  1945,  plaintiff  Ralph  E.  Jones  filed  his  Com- 
plaint against  the  defendants  Schick  Service,  Inc.,  and 
Schick,  Inc.  [R.  2].  On  October  22,  1945,  Schick  Serv- 
ice, Inc.,  and  Schick,  Inc.,  answered  said  Complaint  [R. 
4].  On  February  18,  1946,  the  plaintiff  filed  his  Com- 
bined Original  and  Supplemental  Complaints  for  Infringe- 
ment of  Letters  Patent  No.  2,228,768,  alleging  therein  the 
grant  of  said  Letters  Patent  and  the  ownership  of  said 
patent  by  plaintiff  and  the  infringement  thereof  by  the 
defendants;  and,  as  a  second  cause  of  action,  alleging  an 
oral  contract  purporting  to  grant  a  license  from  the  plain- 
tiff to  defendant  Schick,  Inc.,  and  demanding  performance 
of  said  oral  contract  [R.  8].  On  February  28,  1946,  the 
defendants  filed  an  Answer  to  the  Combined  Original  and 
Supplemental  Complaints  [R.  12]  denying  that  defendants 
had  infringed  United  States  Letters  Patent  No.  2,228,768 
[para.  II,  R.  13],  and  alleging  that  said  Letters  Patent 
and  all  the  claims  were  invalid  and  void  for  the  follow- 
ing reasons: 

(a)  The  invention  or  inventions  purported  to  be 
patented  had  been  described  in  printed  publications 
prior  to  the  supposed  invention  or  discovery  by  the 
plaintiff   [para.  VI,  R.   14] ; 

(b)  That  the  plaintiff  was  not  the  original  and 
first  inventor  of  any  material  or  substantial  part  of 
the  thing  claimed  in  said  patent  [para.  VII,  R.  14]  ; 

(c)  That  the  invention  or  inventions  purported  to 
be  patented  thereby  did  not  constitute  patentable  nov- 
elty or  invention  within  the  meaning  of  the  patent 
laws,  in  view  of  the  prior  state  of  the  art,  and  in 


view  of  what  was  common  knowledge  on  the  part  of 
those  skilled  in  the  art,  prior  to  the  date  of  the  al- 
leged invention  or  inventions  of  the  plaintiff  [para. 
VIII,  R.  15]; 

and  denying  that  the  defendant  Schick,  Inc.,  had  ever 
entered  into  any  contract  with  the  plaintiff  [para.  IV,  R. 
16],  and  alleging  that  any  claim  asserted  under  the  al- 
leged oral  contract  was  barred  by  the  Statute  of  Limita- 
tions of  the  State  of  CaHfornia  [para.  VII-X,  inch,  R.  18], 
and  alleging  that  the  alleged  oral  contract  was  not  by  its 
terms  to  be  performed  within  one  year  from  the  making 
thereof,  that  said  supposed  contract  was  never  in  writing 
subscribed  by  the  defendant  Schick,  Inc.,  or  by  its  agents, 
and  that  there  was  not  any  note  or  memorandum  thereof 
subscribed  by  defendant  Schick,  Inc.,  or  by  its  agents 
[para.  XI,  R.  19]  ;  and  was  therefore  barred  by  the  Stat- 
ute of  Frauds  of  the  State  of  California  (California  Civil 
Code  §  1624;  California  Code  of  Civil  Procedure  §  1973). 

The  Answer  [para.  I,  R.  13]  also  denied  that  the  de- 
fendant Schick,  Inc.,  has  any  regular  and  established  place 
of  business  in  the  Southern  District  of  California  or 
[para.  II,  R.  13]  has  committed  any  act  of  infringement 
in  the  Southern  District  of  California.  This  challenge 
to  the  court's  venue  as  to  defendant  Schick,  Inc.,  was  de- 
termined adversely  to  the  defendant  Schick,  Inc.  [Finding 
of  Fact  4,  R.  44-47].  Defendant  Schick,  Inc.,  is  making 
no  point  of  this  question  of  venue  on  this  appeal. 

The  case  was  tried  below  upon  both  the  first  and  second 
causes  of  action.  The  District  Court  found  that  claims  1, 
11,  17,  18,  19,  20,  24,  25,  26,  27,  28,  29  and  30  were  in- 
valid in  law  [para.  2,  R.  62] ;  that  claims  22,  23,  31  and 
32  were  valid  [para.  1,  R.  62]  and  had  been  infringed  by 
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defendants  [para.  4,  5,  R.  62-63]  ;  and  dismissed  the  sec- 
ond cause  of  action  [para.  12,  R.  65].  Defendants  have 
appealed  from  the  judgment  holding  claims  22,  23,  31  and 
32  valid  and  infringed  [R.  78].  Plaintiff  has  appealed 
from  the  judgment  holding  claims  1,  11,  26,  27,  28,  29 
and  30*  to  be  invalid  and  from  the  judgment  dismissing 
his  second  cause  of  action  [R.  86].  This  brief  is  directed 
solely  to  defendants'  appeal  from  the  judgment  with  re- 
spect to  the  validity  and  infringement  of  claims  22,  23, 
31  and  32.  Defendants'  position  on  plaintiff's  appeal  will 
be  set  forth  in  the  brief  filed  on  behalf  of  defendants  in 
reply  to  such  brief  as  plaintiff  may  file  on  his  appeal.  In 
view  of  the  cross-appeals  and  the  various  briefs  that  will 
be  submitted  by  the  parties  thereto,  we  are  identifying  the 
parties  in  this  brief  as  they  were  in  the  District  Court,  to 
wit:  as  plaintiff  and  defendants. 

The  Patent  in  Suit 

The  subject  matter  of  the  patent  in  suit  is  expressly 
limited  to  the  making  of  certain  alleged  improvements  in 
the  well-known  Schick  type**  of  electric  shavers  [R.  425, 
col.  1,  11.  1-4].  These  alleged  improvements  were  urged 
by  plaintiff  in  the  court  below  to  be  brought  about  by  add- 
ing to  the  Schick  razor  so-called  guards  or  flaps  (No.  20 
in  the  patent  drawings)  which  are  hinged  to  the  razor 
handle.    According  to  the  patent  in  suit,  two  objections  to 


*On  March  30,  1948,  plaintiff  filed  in  the  United  States  Patent 
Office  a  disclaimer  of  claims  17,  18,  19,  20,  24  and  25  (608  O.G. 
831 ). 

**The  original  Schick  electric  razor  was  considered  by  this  Court 
m  Motoshavcr,  Inc.  v.  Schick  Dry  Shaver,  112  F  2d  701  and  in 
Davis  V.  Schick  Dry  Shaver,  112  F.2d  706. 


the  original  Schick  razor  are  obviated  by  these  guards  or 
flaps.  The  first  of  these  objections  is  stated  in  the  patent 
as  follows : 

"Devices  of  this  kind  as  placed  upon  the  market 
are  open  to  the  objection  that  there  are  two  relatively 
sharp  corners  on  each  side  of  the  shaving  head  and 
two  relatively  sharp  corners  at  the  extremities  of  the 
shaving  head.  These  corners,  when  the  instrument  is 
pressed  against  the  face  or  other  part,  are  annoying 
and  uncomfortable,  particularly  inasmuch  as  the  de- 
vice must  be  pressed  firmly  against  the  face  in  order 
that  it  shall  cut  properly  and  make  a  'clean  shave.'  " 
[R.  425,  col.  1,  11.  13-23.] 

To  meet  this  objection  the  patent  proposes: 

''Each  of  these  guards  at  its  outer  end  is  rounded,  as 
at  24,  so  that  its  outer  face  extends  longitudinally  of 
the  guard  and  inward  towards  and  merges  into  the 
flat  upper  face  of  the  channeled  head  12."  [R.  426, 
col.   1,  11.  41-45.] 

The  second  objection  is  set  forth  in  the  patent  as  fol- 
lows: 

"In  devices  of  this  kind,  the  channel-shaped  head  is 
held  in  place  against  accidental  detachment  by  means 
of  a  set  screw  passing  through  a  channel-shaped  re- 
cess in  the  handle,  which  recess  contains  the  head. 
Due  to  the  very  rapid  vibrations  given  to  the  cutter 
within  the  head,  this  set  screw  often  becomes  loos- 
ened, and  in  that  case,  the  head  is  liable  to  fall  out, 
carrying  with  it  the  cutter,  and  the  cutter  and  head 
may  drop  against  some  very  hard  object  as,  for  in- 
stance, a  washstand,  floor  or  the  like,  and  damage  the 
cutter  head  or  the  cutter  itself,  thus  rendering  the 
instrument  impossible  for  use  until  these  parts  have 
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been  replaced  or  duplicated  at  considerable  expense." 
[R.  425,  col.  1,  11.  23-38.] 

This  objection,  the  patent  explains,  is  overcome  by  ex- 
tending the  guards  "across  both  ends  of  the  channel- 
shaped  head,  which  will  hold  the  channel-shaped  head  in 
position  without  the  necessity  of  using  a  set  screw"   [R. 

425,  col.  1,  11.  57-59]. 

Each  of  the  guards  or  flaps  has  an  opening  35  so  that 
a  ''blast  of  air  will  blow  the  hairs  which  may  have  col- 
lected in  channel  17  out  through  the  opposite  guard"   [R. 

426,  col.  2,  11.  68-70].  From  this  it  is  apparent  that  the 
guards  or  flaps  20  of  the  patent  in  suit  were  not  designed 
to  function  or  serve  as  collectors  for  the  beard  cuttings. 
This  is  further  confirmed  by  the  shape  of  the  guards  or 
flaps  which  are  relatively  flat  and  provide  no  reservoir  or 
storage  space  in  which  the  beard  cuttings  could  be  stored, 
even  were  they  not  to  blow  out  through  the  holes  35  [R. 
360]. 

The  Accused  Devices. 

The  devices  which  the  District  Court  has  held  infringe 
claims  22,  23,  31  and  32  are  the  Schick  electric  dry  shav- 
ers [Physical  Exhibits  2,  3,  4,  5  herein;  R.  62,  63].  These 
have  been  held  to  infringe  because  of  the  mounting  there- 
on of  the  hair  receptacles  described  and  covered  by  Patent 
No.  2,275,022  issued  to  the  defendant  Schick,  Inc.  [R. 
464-6;  Dfts.  Exh.  L-3].  Contrary  to  the  guards  or  flaps 
of  the  patent  in  suit,  these  receptacles  are  imperforate  and 
of  a  shape  enabling  them  to  catch  and  store  the  hair  or 
beard  clippings.   These   receptacles  or   clipping  collectors 


are  called  "whisk-its"  by  the  defendants.  They  are  not 
provided  for  the  purpose  of  holding  the  channeled  head  to 
the  handle  nor  to  prevent  scratching  or  cutting  [R.  360]. 
Very  similar  receptacles  or  trash  collectors  have  been  used 
in  other  arts.  Compare  the  receptacle  or  retainer  L  in 
Patent  No.  765,954  dated  July  26,  1904,  for  a  Punch  [R. 
550-552;  Dfts.  Exh.  L-19].  Such  a  punch  provided  with 
a  retainer  like  the  retainer  L  for  collecting  chips  or  clip- 
pings is  in  evidence  as  Defendants'  Exhibit  N  [R.  332]. 
The  wide  sale  of  this  punch  in  1923  and  in  subsequent 
years  is  stipulated  [R.  330-31]  and  is  illustrated  in  the 
catalogue  of  the  McGill  Metal  Products  Co.  of  Chicago, 
Illinois  [Dfts.  Exh.  M]. 

Rounding. 

As  we  shall  see,  it  is  difficult,  if  not  impossible,  to  ascer- 
tain the  basis  upon  which  the  court  below  found  that 
claims  22,  23,  31  and  32  can  be  sustained  and  held  in- 
fringed by  defendants'  whisk-its.  Such  a  holding  could  be 
supported  only  by  finding  something  patentably  new  in 
the  patent  in  suit  which  is  employed  in  the  accused  devices. 
Since  the  defendants'  whisk-it  serves  the  purpose  of  a 
reservoir  or  hair  collector  and  plaintiff's  patent  does  not, 
and  since  plaintiff's  guards  or  flaps  are  utilized  to  hold  the 
head  in  position  without  the  necessity  of  using  a  set  screw 
and  defendants'  whisk-its  are  not,  the  question  remains : 
What  is  it  that  plaintiff  asserts  is  patentably  new  and 
which  may  be  found  both  in  the  patent  in  suit  and  in  de- 
fendants' whisk-its? 

This  question  is  left  unanswered  by  the  decision  and 
findings  of  the  court  below  unless  it  can  be  answered  by 
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inference   from  Finding  of   Fact   17    [R.   53]    where   the 
court  below  said: 

"By  the  invention  of  the  patent  in  suit,  the  skin  of 
the  user  is  protected  against  the  relatively  sharp 
edges  and  corners  on  the  ends  of  the  shaving  head, 
and  this  provides  substantial  shaving  comfort  to  the 
user  which  in  turn  permits  a  faster  shave  than  would 
otherwise  be  possible,  which  is  highly  desirable." 

In  stating  that  the  invention  of  the  patent  in  suit  pro- 
vides shaving  comfort,  the  court  in  this  finding  has  stated 
the  result  or  function  of  the  purported  invention  but  has 
not  identified  the  means  of  accompHshing  the  same,  and 
therefore  has  not  identified  the  invention.  This,  however, 
is  supplied  in  the  testimony  of  the  plaintiff  who  plainly 
states  that  any  added  comfort  "depends  entirely  on  elimi- 
nating the  sharp  corners,  or  sharp  edges  at  the  razor  head" 
[R.  181].  The  way  the  patent  teaches  to  protect  against 
such  sharp  corners  or  edges  is  to  round  them  off  [R. 
425,  col.  1,  11.  39-48].  While  there  is  some  confusion 
in  the  wording  of  the  patent  as  between  rounding  off  the 
corners  and  edges  of  the  cutting  head  itself  as  compared 
with  rounding  off  the  edges  and  corners  of  the  guards  or 
flaps  20,  the  plaintiff  in  his  testimony  at  the  trial  conceded 
that  infringement  of  the  patent  in  suit  depends  entirely 
upon  the  latter.  On  this  point  the  following  question  was 
put  to  plaintiff's  attorney  by  the  court  below : 

"The  Court:  Does  the  plaintiff  contend  that  the 
use  of  any  sort  of  an  end  guard,  whether  it  has  a 
sharp  edge  or  not,  is  an  infringement  of  the  patent 
in  suit? 
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"Mr.  Harris:  Certainly  not,  your  Honor.  The  end 
guard  must  be  rounded  so  as  to  provide  shaving  com- 
fort, which  we  are  talking  about. 

"*  *  *  if  they  put  an  end  guard  on  the  shaver,  in 
which  you  left  sharp  corners  on  the  cutting  head  pro- 
jecting so  as  to  interfere  with  shaving  comfort,  then 
I  would  not  contend  that  was  an  infringement  of  the 
patent.  This  is  a  patent  covering  end  guards  rounded 
so  as  to  add  shaving  comfort  to  the  user."  [R.  188-9.] 

The  District  Court  did  not,  however,  regard  the  round- 
ing off  of  the  sharp  corners  or  edges  of  either  the  razor 
head  or  guards  as  sufficient  to  sustain  the  patent  in  suit. 
Of  the  claims  sustained  by  the  District  Court,  claims  22 
and  23  refer  to  "rounded  guard  elements,"  and  claim  32 
refers  to  "rounded"  end  flaps,  none  of  the  claims  defining 
the  extent  or  degree  of  such  rounding.  Claim  31,  sus- 
tained by  the  District  Court,  makes  no  reference  to  round- 
ing. On  the  other  hand,  all  of  the  claims  held  invalid  by 
the  District  Court  (claims  1,  11,  17,  18,  19,  20,  24,  25,  26, 
27,  28,  29  and  30)  not  only  include  the  rounding  of  both 
the  cutter  head  and  the  guards  but  define  such  rounding 
by  calHng  for  the  rounding  surfaces  of  the  guards  merg- 
ing into  the  surfaces  of  the  head.  While  plaintiff  has  filed 
a  cross-appeal  from  this  ruling  as  to  some  of  the  claims 
held  invalid  by  the  District  Court,  he  has  filed  a  disclaimer 
(supra)  as  to  claims  17,  18,  19,  20,  24  and  25.  E^ch  of 
the  latter  claims  calls  for  rounding. 

Certainly  the  District  Court  cannot  be  criticized  for 
failing  to  predicate  its  decision  sustaining  claims  22,  23, 
31  and  32  upon  the  rounding  off  of  corners  and  sharp 
edges.    By  no  stretch  of  the  imagination  could  the  use  of 
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so  well-known  an  expedient  be  deemed  to  constitute  a  pat- 
entable invention.  Everyone  knows  that  the  way  to  pro- 
tect against  a  sharp  corner  or  edge  is  to  round  off  the 
corner  or  edge.  This  expedient  is  commonplace  everywhere 
in  mechanics.  Everyone  knows  of  it.  It  was  well  known 
in  the  shaver  art.  In  the  shaving  art  it  is  very  old  to  pro- 
vide a  razor  or  other  device  with  a  rounded  guard  to  pre- 
vent sharp  edges.  An  example  of  this  is  shown  in  the 
patent  to  Peterson  No.  1,744,280  [Exh.  L-4,  R.  470]. 
This  patent  describes  a  guard  which  is  used  with  the  ordi- 
nary Gillette  safety  razor.  Such  a  razor  has  square  ends 
like  the  squared  ends  complained  of  in  the  patent  in  suit 
[col.  1,  11.  13-23;  R.  425].  The  patent  in  suit  teaches  that 
a  rounded  device  placed  at  the  end  of  the  channeled  head 
of  the  razor  would  give  a  smoother,  more  satisfactory 
shave  [R.  Z'77\.  That  is  exactly  the  teaching  of  the  Peter- 
son patent  [Exh.  L-4].  In  the  Peterson  patent  is  described 
a  body  portion  1  which  has  shields  4.  The  body  portion 
corresponds  to  the  channeled  head  of  the  Jones  patent,  and 
a  view  of  the  drawings  shows  that  the  shields  4  are  curved 
and  rounded  into  the  channel  portion  1  to  make  a  smooth 
uninterrupted  curve  so  that  the  edges  or  corners  of  the 
razor  blade  11  cannot  cut  or  scratch.  The  patent  states 
[col.  2,  11.  74-79,  R.  472]  : 

'The  fact  of  the  matter  is,  it  may  be  used  with 
greater  comfort  upon  smooth  surfaces  of  the  face  and 
body  than  can  the  ordinary  razor  and  my  improved 
razor  may,  therefore,  be  said  to  be  adapted  to  shave 
any  part  of  the  human  body  without  fear  of  injury 
thereto." 

Patent   No.    1,801,889   to   Ventimiglia    (Exh.    L-5,   R. 
474]  describes  a  dry  shaver  whereby  all  the  sharp  edges 
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or  corners  are  rounded  ofif  to  prevent  scratching  and  cut- 
ting. The  outer  portion  of  this  device  A  is  closed  at  its  end 
5  by  a  rounded  shield,  as  shown  in  the  drawing  [R.  377]. 
Patent  No.  1,516,635  to  Friedman  [Exh.  L-6,  R.  478] 
shows  an  electric  shaver  having  a  rounded  gauge  plate  1 
which  would  come  in  contact  with  the  skin,  rounded  at  4 
to  make  the  device  slide  over  the  skin  more  readily  [R. 
Z71\.  The  patent  to  Szabo,  No.  1,175,023  [Exh.  L-7,  R. 
484],  shows  a  hair  cutting  device  that  has  a  guard  mem- 
ber shown  in  cross  section  in  Figure  4  and  the  ends  are 
covered  with  round  corners  which  round  into  the  line  of 
the  comb  to  prevent  damage  or  injury  to  the  skin  [R. 
378].  Patent  No.  2,014,882  to  Dean  [Exh.  L-8.  R.  490] 
shows  an  attachment  adapted  to  be  put  on  a  conventional 
hair  clipper  which  forms  rounded  beads  18  at  the  corners 
of  the  shaving  head  to  prevent  cutting  or  scratching  [R. 
378]. 

None  of  this  art  was  cited  by  the  Examiner  and  there 
is  therefore  no  presumption  that  the  claims  of  the  patent 
in  suit  are  valid  over  such  art.  Comparing  the  claims,  for 
example  claim  22.  with  the  exhibits  just  set  forth,  we  have 
claim  22  calling  for  "an  open-ended  channeled  head,  and 
rounded  guard  elements  hinged  to  the  device  at  the  oppo- 
site ends  of  said  head."  The  Peterson  patent  [Exh.  L-4, 
R.  470]  describes  a  "channeled  head,"  that  is,  the  usual 
square-ended  Gillette  safety  razor  to  which  are  added 
"rounded  guard  elements." 

At  the  trial  plaintiff  asserted  on  the  witness  stand  that 
in  1935,  prior  to  designing  the  device  of  the  patent  in  suit, 
he  had  a  Schick  shaver  the  edges  of  which  were  "very 
sharp"    [R.   115].  This  shaver  was  not  produced  at  the 
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trial.  Plaintiff  was  confronted  with  Exhibit  B  and  ac- 
knowledged that  it  was  "unmistakably  an  earlier  model 
than  the  one  that  I  had"  [R.  192].  Plaintiff  acknowledged 
that  the  beads  on  the  head  of  this  Exhibit  B  "are  some- 
what beveled  and  somewhat  rounded"  [R.  193].  At  the 
trial  defendants  produced  the  witnesses  Bert  C.  Quasnov- 
sky  [R.  278-332]  and  Norman  Gray  [R.  332-395]  from 
the  plant  of  defendant  Schick,  Inc.,  at  Stamford,  Connec- 
ticut, both  of  whom  testified  to  the  fact  that  the  edges  and 
corners  of  the  Schick  electric  shaver  have  always  been, 
from  the  earliest  days  of  that  shaver,  rounded  off  to  avoid 
cutting  or  scratching  of  the  skin  and  to  give  shaving  com- 
fort. The  witness  Quasnovsky  produced  an  original  draw- 
ing [Exh.  G,  R.  453]  from  the  engineering  files  of  the 
defendant  Schick,  Inc.,  dated  January  4,  1932,  showing  on 
its  face  where  and  how  the  rounding  was  to  take  place. 
Quasnovsky  testified  that  he  made  this  drawing  [R. 
284-5]  and  that  he  initialed  and  dated  the  drawing  in  his 
own  handwriting.  Both  Quasnovsky  [R.  302-3]  and  Gray 
[R.  358]  testified  to  the  fact  that  at  the  factory  all  Schick 
shavers  have  always  been  inspected  in  a  department  main- 
tained for  that  purpose  to  see  that  any  edges  or  corners 
"are  nice  and  rounded"  [R.  302].  The  testimony  of  the 
witnesses  Quasnovsky  and  Gray  was  not  contradicted  at 
the  trial.  Indeed,  it  was  fully  corroborated  by  plaintiff 
who  himself  admitted  that  the  sharp  edges  of  the  Schick 
razors  prior  to  his  alleged  invention  were  rounded  at  least 
"to  some  extent"  [R.  195].  Nevertheless,  during  the  argu- 
ment the  District  Judge  announced,  "I  am  not  going  to 
believe  the  defendants'  witnesses  in  this  case"  [R.  406] 
and  in  the  findings  of  fact  stated,  "the  testimony  and  de- 
meanor of  both  failed  to  carry  any  conviction  as  to  the 
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dates  of  manufacture  or  sale  of  Exhibits  B,  F,  H  and  I, 
or  any  of  them"  [Finding  of  Fact  15,  R.  52],  This  arbi- 
trary rejection  of  the  uncontradicted  evidence  of  defend- 
ants' witnesses  we  hereafter  specify  as  error. 

Hinging. 

The  only  remaining  clue  to  the  basis  for  the  District 
Court's  decision  in  this  case  lies  in  contrasting  the  claims 
held  valid  by  the  District  Court  with  those  held  invalid. 
The  difference  should  reveal  whatever  it  was  the  District 
Court  deemed  to  be  a  patentable  invention  that  was  in- 
fringed by  the  accused  structures.  If  this  contrast  be 
made  it  leads  to  a  truly  remarkable  answer  to  the  ques- 
tion. Evidently  the  District  Court  sustained  claims  22, 
23,  31  and  32  of  the  patent  in  suit  because  a  hinge  is  em- 
ployed in  the  patent  in  suit  to  secure  the  end  guards  to 
the  shaver  handle.  An  examination  of  the  wording  of 
claims  22,  23,  31  and  32  shows  that  each  of  these  claims 
called  for  this  hinging.  A  comparison  of  all  the  claims 
held  invalid  by  the  District  Court  shows  that  none  of  such 
claims  refers  to  such  hinging.  There  is  nothing  in  the 
decision  or  the  findings  of  fact  or  conclusions  of  law  ex- 
pressly referring  to  the  hinging,  but  the  hinging  is  the 
only  difference  between  invalid  and  valid  claims  according 
to  the  ruling  of  the  District  Court.  How  the  court  could 
sustain  the  patent  on  this  point  is  quite  beyond  our  un- 
derstanding in  view  of  the  fact  that  the  court,  during  the 
trial,  obtained  a  concession  from  plaintiff's  counsel  that 
there  was  nothing  patentable  about  the  hinging: 

"The   Court:     Do   you   contend   that   the   hinging 
itself  is  a  patentable  feature? 
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Mr.  Harris :  Oh,  hinging-  by  itself,  there  is  noth- 
ing patentable  about  that.  That  is  an  old  element." 
[R.  404.] 

Plaintiff's  counsel  could  not  have  answered  otherwise. 
Hinging  is  one  of  the  oldest  and  commonest  manners  of 
attaching  one  element  to  another.  It  is  an  ordinary  me- 
chanical expedient  known  to  all.  The  receptacle  L  shown 
in  patent  765,954  [Exh.  L-19]  for  collecting  the  punch- 
ings  or  clippings,  as  demonstrated  in  defendants'  Physical 
Exhibit  N,  is  hinged  to  the  punch  handle. 

No  wonder  there  is  uncertainty  in  the  District  Judge's 
decision  as  to  whether  claims  22,  23,  31  and  32  embody 
any  invention.  The  court  admitted  its  doubt  in  its  oral 
opinion : 

"It  is  a  debatable  question  w^hether  they  embody 
invention  but,  in  combination,  I  find  that  with  re- 
spect to  claims  22,  23,  31,  and  32,  the  improvements 
which  are  described  are  not  only  novel  and  useful 
but  do  embody  invention."     [R.  412.] 

The  District  Court  has  left  entirely  to  surmise  what  these 
"improvements"  may  be.  Evidently  they  were  not  the 
rounding  of  the  corners  or  edges  of  the  guards,  and  plain- 
tiff has  conceded  there  is  no  invention  in  the  hinging. 
The  wording  of  the  patent  itself  demonstrates  that  there 
is  no  patentable  combination  of  these  two  admittedly  un- 
patentable features.  The  statement  of  the  inventor  in  the 
patent  to  this  effect  is  as  follows: 

''While  I  have  described  both  guards  20  as  being 
hinged  or  pivoted  by  means  of  the  pivot  pins  23,  I 
do  not  wish  to  be  limited  to  this  as  it  is  obvious  that 
one  of  these  guards,  or  both  of  them,  might  be  per- 
manently fixed  in  closed  position  and  rigidly  attached 
to  the  handle."     [col.  1,  11.  24-29,  R.  427.] 
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SPECIFICATION  OF  ERRORS. 

1.  The  court  below  erred  in  failing  to  hold  that  claims 

22,  23,  31  and  32  in  suit  are  void  for  lack  of  invention. 

2.  The  court  below  erred  in  holding-  that  claims  22, 

23,  31   and  32  are  infringed  by  defendants'   shavers  of 
types  exemplified  by  physical  Exhibits  2,  3,  4  and  5. 

3.  The  court  below  erred  in  making  its  Finding  of 
Fact  No.  15  [R.  51-52]  rejecting  the  testimony  of  the 
witnesses  Quasnovsky  and  Gray  as  to  the  manufacture 
and  sale  of  Exhibits  B,  F,  H  and  I. 

4.  The  court  below  erred  in  making  its  Finding  of 
Fact  No.  14  [R.  50-51]  that  the  prior  art  patents  and  the 
prior  art  paper  punch  [Exh.  M]  are  irrelevant  and  im- 
material. 

5.  The  court  below  erred  in  making  its  Finding  of 
Fact  No.  17  [R.  53]  that  the  invention  of  the  patent  in 
suit  has  provided  a  substantial  contribution  in  the  art  of 
dry  shavers. 

6.  The  court  below  erred  in  making  its  Finding  of 
Fact  No,  18  [R.  53-55]  in  finding  that  the  file  wrapper 
record  for  the  patent  in  suit  does  not  so  limit  or  restrict 
the  scope  of  claims  22,  23,  31  and  32  as  to  avoid  infringe- 
ment by  defendants'  shavers,  exemplified  by  physical  Ex- 
hibits 2,  3,  4  and  5,  and  that  plaintiff  made  no  admissions 
in  such  proceedings  which  would  restrict  or  limit  the  scope 
or  interpretation  of  such  claims  so  far  as  such  shavers 
are  concerned. 
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7.  The  court  below  erred  in  failing  to  find  that,  in 
view  of  the  fact  that  no  device  built  according-  to  the 
drawings  and  specification  of  the  patent  in  suit  has  ever 
been  made  or  commercially  used,  the  patent  is  to  be 
strictly  construed  and  limited  to  the  device  there  shown 
and  described,  and  is  therefore  not  infringed  by  defend- 
ants' shavers  exemplified  by  physical  Exhibits  2,  3,  4 
and  5. 

8.  The  court  below  erred  in  making  its  Finding  of 
Fact  No.  26  [R.  59]  that  infringement  by  defendants  of 
the  patent  in  suit  has  been  conscious,  deliberate,  wilful 
and  wanton,  particularly  in  view  of  the  fact  that  the 
manufacture  and  sale  of  the  accused  shavers  was  begun 
by  the  defendants  prior  to  the  issue  of  the  patent  in  suit 
without  knowledge  of  plaintiff's  alleged  invention,  and 
that  prior  to  the  judgment  of  the  court  below,  none  of 
the  claims  of  such  patent  had  been  judicially  sustained 
and  even  now  most  of  the  claims,  as  found  by  the  court 
below,  are  invalid. 

9.  The  court  below  erred  in  granting  an  injunction 
[R.  63]  restraining  defendants  from  infringing  claims 
22,  23,  31  and  32  of  the  patent  in  suit. 

10.  The  court  below  erred  in  ordering  the  case  re- 
ferred to  a  special  master  [R.  64]  to  determine  damages 
for  said  infringement. 

11.  The  court  below  erred  in  not  adjudging  that  plain- 
tiff's complaint  for  infringement  of  the  Letters  Patent 
in  suit  be  dismissed  and  that  defendants  recover  their 
costs  including  attorneys'  fees. 
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SUMMARY   OF  ARGUMENT. 

Point  1.  There  is  no  invention  in  rounding  off  the 
edges  of  a  device  w^ith  a  guard. 

Point  2.     There  is  no  invention  in  hinging  a  guard. 

Point  3.  Providing  a  dry  shaver  w^ith  rounded 
guards  hinged  on  its  handle  is  not  a  patentable  com- 
bination. 

Point  4.  The  Jones  patent  does  not  point  out  and 
distinctly  claim   the  alleged  invention. 

Point  5.  It  is  the  duty  of  the  court  in  a  patent  case 
to  protect  the   public   from   invalid   patents. 

Point  6.  Defendants'  accused  shavers  [Exhibits  2, 
3,  4  and  5]  should  not  be  held  to  infringe  claims  22,  23, 
31  and  32. 

Point  7.  The  court  below  erred  in  making  its  Find- 
ing of  Fact  15  rejecting  the  testimony  of  the  witnesses 
Quasnovsky  and  Gray  as  to  the  manufacture  and  sale 
of  Exhibits  B,  F,  H  and  I. 

Point  8.  The  District  Court  erred  in  making  Find- 
ing of  FsLC.t  26  that  the  infringement  of  defendants 
was  "conscious,  deliberate,  wilful  and  wanton." 
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ARGUMENT. 

POINT  I. 

There  Is  No  Invention  in  Rounding  Off  the  Edges  of 
a  Device  With  a  Guard. 

There  is  no  invention  in  rounding  oif  the  edges  of  a 
device  with  a  guard.  In  the  shaving  art  it  is  very  old  to 
provide  a  razor  or  other  device  with  a  rounded  guard  to 
prevent  sharp  edges.  Only  the  skill  of  a  mere  novice,  not 
an  expert,  would  be  necessary  to  understand  that  a  shaver 
would  cut  and  scratch  if  it  were  not  rounded. 

"  'A  mere  difference  or  change  in  the  mechanical 
construction  in  the  size  or  form  of  the  thing  used, 
in  order  to  obviate  known  defects  existing  in  the 
previous  devices,  although  such  changes  are  highly 
advantageous,  and  far  better  and  more  efficacious 
and  convenient,  does  not  make  the  improved  device 
patentable.  In  order  to  be  patentable,  it  must  em- 
body some  new  idea  or  principle  not  before  known. 
It  must,  as  before  stated,  be  a  discovery,  as  distin- 
guished from  mere  mechanical  skill  or  knowledge. 
(Citing  cases.)'  "  Kessthelyi  v.  Doheny  Stone  Drill 
Co.  ct  al,  59  F.2d  3,  8  (CCA.  9). 

See  also: 

R.  G.  LeToitriieaii  v.  Gar  Wood  Industries,  151 
F.2d  432,  434  (CCA.  9) ; 

Emniett  v.  Metals  Processing  Corporation,  118 
F.2d  796,  799  (CCA.  9); 

Grayson  Heat  Control,  Limited  z'.  Los  Angeles 
Gas  Appliance  Co.,  Inc.,  134  F.2d  478,  481 
(CCA.  9). 
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The  proof  is  conclusive  that  it  is  very  old  to  provide  a 
razor  or  other  device  with  rounded  guards  to  prevent 
sharp  edges.  This  proof  is  directly  contradictory  to  the 
District  Court's  Fnding-  of  Fact  14  [R.  50-51],  The 
prior  art  patents  [Exhibits  L-4,  L-5,  L-6,  L-7  and  L-8, 
R.  470,  474,  478,  484  and  490]  all  are  for  shaving  in- 
struments; they  all  teach  that  a  smoother,  more  comfort- 
able shave  can  be  secured  by  rounding  and  providing 
guards  on  the  sharp  corners  of  the  shaving  instruments. 

The  patent  to  Peterson  [Exhibit  L-4]  describes  a 
guard  rounding  off  the  ends  of  the  square-shaped  com- 
mon Gillette  razor.  This  patent  specifically  provides  that 
with  this  guard  and  rounded  surface  greater  comfort  can 
be  secured  [R.  472,  11.  74-79;  R.  377]. 

The  patents  to  Ventimiglia  [Exhibit  L-5]  and  to 
Friedman  [Exhibit  L-6]  are  for  dry  shavers  and  dis- 
tinctly call  for  rounding  off  the  edges  to  prevent  injury 
[R.377]. 

The  patents  to  Szabo  [Exhibit  L-7]  and  to  Dean  [Ex- 
hibit L-8]  are  hair  clippers  and  describe  guard  members  to 
prevent  scratching  and  cutting  and  provide  "more  com- 
fort in  its  use"  [R.  378]. 

The  Supreme  Court  in  Charles  Guidct  v.  City  of 
Brooklyn,  105  U.S.  550,  held  that  to  make  a  device 
''rougher"  would  not  constitute  invention.  The  Court 
therein  held  that,  where  it  was  obvious  that  a  rougher 
device  would  be  superior,  it  would  be  no  invention 
to  make  the  same  rough.     The  corollary  of  this  case  is 
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the  present  one.  It  is  obvious  to  anyone  that  a  sharp 
edge  in  a  shaving  device  would  be  dangerous  and  a  round 
one  would  be  safe.  Therefore,  it  would  be  obvious  to 
any  mechanic  to  make  rounded  ends  upon  the  shaving 
head. 

The  District  Court  in  its  Finding  of  Fact  14  [R.  50- 
51]  held  that  none  of  the  prior  art  exhibits  ".  .  .  de- 
scribe or  disclose  or  suggest  a  dry  shaver  wherein  the 
principle,  mode  of  operation,  or  results  attained  are  equiva- 
lent to  those  of  patent  No.  2,228,768."  The  error  in  this 
Finding  is  patent.  Exhibits  L-4,  L-5,  L-6,  L-7  and  L-8 
all  describe  shaving  devices;  all  describe  methods  and  de- 
vices to  round  the  corners  of  the  shaving  head.  Even 
after  making  Finding  of  Fact  14  the  District  Court  ap- 
parently saw  the  error  contained  in  said  Finding.  As 
he  did  not  hold  that  rounding  a  guard  was  invention,  any 
possible  interpretation  of  the  District  Court's  decision  is 
that  it  is  not  novel  and  not  invention  to  provide  rounded 
guard  members.  The  Court  held  an  entire  set  of  claims 
of  the  patent  invalid  as  lacking  in  invention. 

"The  remaining  claims  in  suit  do  not,  in  my  opin- 
ion, embody  invention  and  are  invalid  because  of  in- 
definiteness."  [R.  412,  Find,  of  Fact  20,  R.  55; 
Conclusion  of  Law  3,  R.  59.] 

These  claims  1,  11,  17,  18,  19,  20,  24,  25,  26,  27,  28, 
29  and  30  all  describe  a  rounded  guard  member.  If 
there  were  any  invention  in  a  rounded  guard  member  all 
of  these  claims  would  be  valid.  The  District  Court  held 
only  claims  22,  23,  31  and  32  as  valid  and  disclosing  in- 
vention. 
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POINT  II. 

There  Is  No  Invention  in  Hinging  a  Guard. 

There  is  no  invention  in  hinging  a  guard  to  a  device. 
The  plaintiff's  attorney  admitted  that  there  was  nothing 
patentable  about  hinging  the  guards  to  the  handle  of  the 
Jones  patent   [R.  404]. 

"The  Court:     Do  you  contend  that  the  hinging  it- 
self is  a  patentable  feature? 

"Mr.  Harris:     Oh,  hinging  by  itself,  there  is  noth- 
ing patentable  about  that.     That  is  an  old  element." 

Hinging  is  one  of  the  oldest  manners  of  attaching  one 
device  to  another.  However,  the  District  Court  seemed 
to  believe  that  there  was  invention  in  attaching  the  guard 
by  means  of  a  hinge.  The  Court  declared  all  of  the 
claims  that  call  for  the  rounded  guard  members  to  be 
hinged  to  be  valid  and  all  of  the  claims  that  did  not  in- 
clude the  hinge  to  be  invalid  for  lack  of  invention  and 
indefiniteness   [R.  412]. 

There  can  be  no  other  interpretation  of  the  District 
Judge's  decision  than  that  a  hinged  guard  was  the  in- 
vention of  the  patent  in  suit.  This  decision  was  made 
even  after  the  admission  of  plaintiff's  counsel  that  this 
did  not  constitute  invention. 

A  case  almost  identical  to  the  present  case  is  Monck- 
ineier  v.  Erie  Mfg.  Co.,  98  F.2d  369  (CCA.  7).     In  that 


—23— 

case  the  patent  described  a  bumper  or  radiator  guard 
which  was  pivotally  hinged  on  a  bumper  of  an  automo- 
bile so  that  it  would  protect  the  radiator  grill.  The  hinge 
was  for  a  similar  purpose  to  that  of  the  patent  in  suit, 
to  swing  the  device  out  of  the  way  of  a  door  on  the  auto- 
mobile. When  in  use  the  bumper  guard  obstructed  and 
kept  the  door  from  opening  just  as  the  guard  elements 
of  the  patent  in  suit,  when  in  use,  prevent  the  removal 
of  the  channeled  head.  By  hinging  or  pivoting  the 
bumper  guard  and  the  guard  element  of  the  patent  in  suit, 
both  of  them  could  be  swung  out  of  the  way  so  that  the 
door  of  the  car  or  the  channeled  head  could  be  opened  or 
removed.  The  Circuit  Court  there  held  that  so  hinging 
was  not  invention. 

Another  example  of  hinging  a  guard  is  the  patent  to 
Bernard  [Exhibit  L-19,  R.  550].  This  patent  describes 
a  paper  punch  which  is  similar  to  the  Physical  Exhibit  N. 
The  paper  punches  of  both  Exhibits  N  and  L-19  have 
rounded  guard  members  [L  in  Exhibit  L-19].  They  are 
hinged  so  that  they  can  be  opened.  In  both  cases  the 
guard  is  rounded  off  to  provide  a  smooth  surface  to  pre- 
vent it  catching  upon  the  sheets  of  paper.  The  guard 
receives  the  paper  punchings  and  is  opened  by  swinging 
on  the  pivots  to  empty  the  punchings  [R.  373-375].  The 
purpose  of  this  guard  is  the  same  as  the  "Whisk-its"  used 
on  all  four  Schick  shavers  which  the  District  Court  held 
to  infringe  the  patent  in  suit   [Exhibits  2,  3,  4  and  5; 
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Find,    of    Fact    18,    R.    53-54].     The    purpose    of    these 
"Whisk-its"  is  as  described  by  the  witness  Gray: 

"A.  They  are  intended  to  catch  the  beard  clip- 
pings that  come  from  the  inner  portion  of  the  shear- 
ing" head. 

O.  Are  they  relied  upon,  or  do  they  function  to 
prevent  the  razor  from  scratching  or  cutting?  If 
the  Whisk-its  were  not  on  the  razor,  I  mean  by  that, 
will  the  razor  head  itself  scratch  or  cut,  if  those 
Whisk-its  are  not  present? 

A.  No,  it  will  not.  This  shearing  head  is  manu- 
factured to  be  used  on  this  late  model;  also  on  the 
earlier  models  that  do  not  have  whisk-its."    [R.  360.] 

The  guard  members  described  in  the  Jones  patent  will 
not  function  as  a  receptacle  for  beard  chppings.  The 
opening  35  would  allow  a  substantial  quantity  of  clippings 
to  fall  out.  There  is  no  reservoir  space  to  receive  clip- 
pings. 

*'Q.  Would  the  guard  members  20  referred  to 
in  that  patent  and  illustrated  in  the  drawings  of  that 
patent  serve  as  beard  or  clipping  catchers  ?  A.  No ; 
they  would  not. 

Q.  Why  not?  A.  Because  they  have  no  reser- 
voir capacity  and  because  they  have  a  hole  in  them." 
[R.  360.] 
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POINT  III. 

Providing  a  Dry  Shaver  With  Rounded  Guards 
Hinged  on  Its  Handle  Is  Not  a  Patentable  Com- 
bination. 

Providing  a  dry  shaver  with  rounded  guards  hinged 
on  its  handle  is  not  a  patentable  combination.  As  there 
is  no  invention  in  rounding  off  the  edges  of  a  device  or  in 
hinging  a  guard  to  a  device,  there  can  be  no  invention  in 
the  combination  of  a  hinged  and  rounded  guard.  The 
basic  error  in  the  District  Court's  decision  is  the  determi- 
nation that  while  rounding  and  hinging  are  not  patentable 
when  combined  these  two  elements  constitute  invention 
[R.  412]. 

The  mere  selection  of  w^ell-known  elements  and  com- 
bining them  in  a  device  where  they  have  the  same  mode 
of  operation  and  same  function  is  not  invention. 

Mettler  v.   Peahody  Engineering   Corporation,   77 
F.2d  56  (CCA.  9); 

Eagle  v.  P.  &  C.  Hand  Forged  Tool  Co.,  74  F.2d 
918  (CCA.  9); 

Toledo  Pressed  Steel  Company  v.  Standard  Parts, 
Inc.,  307  U.S.  350,  83  L.ed.  1334; 

Kessthelyi  v.  Doheny  Stone  Drill  Co.,  59  F.2d  3 
(CCA.  9); 

Ray,  et  al.,  v.  Bunting  Iron   Works,  4  F.2d  214 
(CCA.  9); 

Magarian  v.  Detroit  Products  Co.,  128  F.2d  544 
(CCA.  9). 

Claim  22,  for  example,  describes  nothing  but  rounding 
a  guard  member  and  hinging  the  same.  As  shown  supra 
plaintiff  admitted  that  hinging  is  old  and  well-known  in 
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the  art  and  the  Court  has  held  that  there  is  nothing  new 
in  rounding  off  a  corner.  To  combine  the  two  is  nothing 
more  than  the  selection  of  these  two  elements. 

''*  *  *  'That  the  new  combination  accomplishes  a 
better  result  does  not  alone  evidence  invention.  "The 
union  of  the  selected  elements  may  be  an  improvement 
upon  anything  the  art  contains,  but,  if,  in  combining 
them,  no  novel  idea  is  developed,  there  is  no  patent- 
able invention,  however  great  the  improvement  may 

Mettler     v.     Peabody     Engineering     Corporation, 
supra. 

POINT  IV. 

The  Jones  Patent  Does  Not  Point  Out  and  Distinctly 

Claim  the  Alleged   Invention. 

The  Jones  patent  does  not  point  out  and  distinctly  claim 
the  alleged  invention.  The  patent  law  provides  that  an 
inventor  to  secure  a  patent  must  "*  *  *  particularly 
point  out  and  distinctly  claim"  his  invention  (R.S.U.S. 
4888,  35  U.S.C.A.  ^33). 

The  Supreme  Court  in  General  Electric  Co.  v.  Wabash 
Appliance  Corp.,  304  U.S.  364,  368,  and  this  Court  in 
Farmers'  Cooperative  Exchange  v.  Titrnbow,  111  F.2d 
728,  732  (CCA.  9),  have  held  that  this  statute  is  vio- 
lated when  the  inventor  uses  "conveniently  functional  lan- 
guage at  the  exact  point  of  novelty." 

In  the  Jones  patent  all  that  is  described  concerning  how 
to  manufacture  a  guard  which  will  give  shaving  com- 
fort is  the  statement  that  the  guard  must  be  round.  In 
three  of  the  four  claims  held  valid  by  the  District  Court, 
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22,  23  and  32,  the  statement  is  merely  that  the  guards 
must  be  round.  There  is  no  description  of  how  round 
or  what  part  of  the  guard  must  be  round.  In  claim  31 
the  inventor  even  failed  to  use  the  word  "round"  but  just 
called  his  end  guards  "end  flaps."  The  inventor  on  cross- 
examination  was  unable  to  explain  how  round  the  device 
must  be  to  be  covered  by  the  patent. 

"Q.  That  rounding  applies  to  something  different 
than  beveling,  and  indicates  some  kind  of  a  curvature, 
as  you  have  used  the  term,  is  that  so?  A.  The  cur- 
vature, however,  might  be  variable. 

Q.  Depending  on  what  that  curvature  was,  you 
might  or  you  might  not  obtain  the  added  comfort,  the 
purpose  directed  in  your  patent,  is  that  correct?  A. 
Depending  on  what  it  was,  yes.  I  don't  know  just 
how  to  answer  that  question.  If  you  eliminate  the 
sharp    edge,    you    increase    the    comfort. 

Q.  How  sharp  does  the  edge  have  to  be  to  be  a 
sharp  edge,  as  you  are  using  that  term,  a  90-degree 
edge?  A.  It  is  a  sharp  edge  if  it  is  as  sharp  as  the 
ends  of  this  Schick  shaver  are  right  now,  with  the 
whisk-its  in  the  open  position,  or  removed. 

Q.     You  are  referring  to  Exhibit  3?     A.     Yes. 

Q.  Do  you  know  whether  or  not  those  edges  have 
been  rounded  off  in  the  manufacture  of  that  exhibit? 
A.  Yes,  there  is  a  certain  very  minute  rounding 
there. 

Q.  Why  do  you  say  it  is  minute?  A.  Because 
it  isn't  enough  to  get  any  comfort."     [R.  184-185.] 

His  interpretation  of  the  word  "round"  meant  to  round 
the  guard  element  until  it  gave  a  satisfactory  shave. 
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''Q.  So  far  as  improving  the  comfort  in  the 
Schick  razor  is  concerned,  by  what  is  shown  in  your 
patent  in  suit,  that  improvement  is  accompHshed  en- 
tirely by  eliminating  the  sharp  corners  or  points  or 
sharp  edges,  is  that  correct?  A.  That  is  correct, 
provided  that  we  mean  by  that  the  substitution  of 
curved  surfaces  or  rounded  liberal  radius. 

Q.  The  value  of  that  radius  is  in  no  case  in  the 
specifications  of  your  patent  in  suit,  is  it?  A.  Well, 
yes. 

Q.  Will  you  turn  to  the  specification  and  point  to 
any  place  in  the  wording  of  the  specification  which 
specifies  the  value  of  that  radius?  At  any  time  in 
this  examination,  Colonel  Jones,  that  it  will  take  a 
considerable  time  to  arrive  at  an  answer,  because  you 
have  to  examine  the  document,  or  something,  and  you 
would  rather  make  that  examination  during  the  re- 
cess, to  save  the  court's  time,  you  can  take  the  ques- 
tion under  advisement,  as  we  say  in  our  calculating 
machine  case.  A.  I  am  not  sure  that  I  can  find  an 
answer  to  that  question  immediately.  I  hardly  think 
it  ought  to  be  necessary,  because  what  I  refer  to  is 
just  what  you  doubtless  recall.  It  says  that  the 
guards  at  this  certain  point  are  reasonably  thick. 
That  starts  a  curve  more  or  less  at  a  90-degree  seg- 
ment of  a  circle. 

Q.  You  can  have  just  as  little  rounding  on  an 
edge  or  corner  of  a  guard  20  having  a  thick  end  as 
with  a  thin  end?  A.  These  are  rounded  the  maxi- 
mum of  that  thickness. 

Q.  Does  the  specification  so  state?  A.  The 
drawings  so  show. 

Q.  Does  the  specification  so  state?  A.  Not  in 
those  words,  no,  sir."     [R.  181-182.] 
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This  testimony  is  very  relevant  when  it  is  added  to  the 
testimony  of  Jones  in  regard  to  his  testimony  as  to 
Exhibit  3  where  he  stated  that  the  edges  of  that  razor  were 
rounded  at  the  ends  but  not  sufficient  to  give  shaving 
comfort : 

"Q.     You  are  referring  to  Exhibit  3?     A.    Yes. 

Q.  Do  you  know  whether  or  not  those  edges  have 
been  rounded  off  in  the  manufacture  of  that  exhibit? 
A.  Yes,  there  is  a  certain  very  minute  rounding 
there. 

Q.  \\'hy  do  you  say  it  is  minute?  A.  Because  it 
isn't  enough  to  get  any  comfort."  [R.  184-185.] 

The  definition  of  the  word  "round"  in  the  Jones  patent 
means  that  it  is  ''round  enough  to  give  shaving  comfort." 
A  statement  that  a  thing  is  round  enough  to  secure  shav- 
ing comfort  is  not  a  description  of  the  physical  shape  of 
the  object  but  is  a  description  of  zvhat  the  object  zuill  do 
if  it  is  round  enough.  If  it  is  round  enough  it  will  give 
shaving  comfort;  if  it  is  not  round  enough  it  will  not  give 
shaving  comfort. 

The  claims  held  valid  do  not  describe  a  device  other  than 
with  the  word  "round."  It  is  admitted  by  Jones  that  the 
earliest  Schick  razors  had  rounded  ends  and  edges.  There 
is  no  definition  in  the  claims  to  distinguish  the  word 
"round"  from  the  "round"  ends  and  edges  of  the  prior 
Schick  shavers  [Exhibits  B,  F,  H  and  I].  The  only  dis- 
tinction attempted  by  the  inventor  is  that  one  gives  com- 
fort and  the  other  does  not. 

"Q.  Does  your  patent  tell  you  to  state  how  much 
more  to  round  those  surfaces  than  thev  had  been 
rounded  in  the  prior  Schick  devices?  A.  In  no  spe- 
cific manner,  I  believe.    It  just  teaches  the  advantage 
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of  having  a  sufficient — in  this  effect  of  having  a  suffi- 
cient radius  and  rounding  to  accomplish  the  comfort. 

Q.  Do  you  know  why  those  surfaces  were  round- 
ed at  all  in  the  prior  Schick  razors?  A.  Well,  of 
course,  if  they  were  sharp  you  would  cut  your  finger 
on  them  and  cut  your  face  with  them. 

0.  Weren't  they  rounded  to  add  comfort  to  the 
razor?  A.  Certainly,  to  a  certain  extent,  of  course, 
because  otherwise  you  would  really  cut  your  face. 

Q.  All  you  proposed  in  so  far  as  this  point  was 
concerned  was  to  round  them  some  more;  is  that 
correct?  A.  Enlarge  them  and  round  them  some 
more  so  far  as  comfort  of  these  long  lateral  edges  are 
concerned;  that  is  correct,  sir. 

Q.  Does  your  patent  state  how  much  larger  to 
make  them?  A.  No,  sir;  not  specifically  in  the  speci- 
fication." [R.  195-196.] 

The  Jones  patent  definitely  does  not  distinguish  between 
the  earlier  Schick  razors  and  the  present  Schick  razors  in 
the  matter  of  how  round  the  surfaces  are  to  be.  The  only 
definition  of  the  word  "round"  is  that  if  made  round 
enough  it  will  give  shaving  comfort.  This  is  merely  a  func- 
tional statement.  The  only  way  of  determining  whether 
the  device  would  infringe  the  patent  would  be  to  make  a 
test  to  see  if  it  were  round  enough  to  give  shaving  com- 
fort or  if  it  would  give  discomfort.  As  the  comfort  neces- 
sary to  one  person  varies  this  would  be  a  variable  test  and 
not  particularly  pointing  out  and  distinctly  claiming  the 
invention  as  required  in  R.S.U.S.  4888. 

General  Electric   Company  v.    Wabash  Appliance 
Corporation,  supra; 

Farmers  Cooperative  Exchange,  Inc.,  v.  Turnhozu, 
et  al.,  supra. 
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POINT  V 
It  Is  the  Duty  of  the  Court  in  a  Patent  Case  to  Protect 
the  Public  From  Invalid  Patents. 

The  public  is  always  a  third  party  to  an  infringement 
suit  and  its  rights  may  not  be  waived  by  the  conduct  of 
alleged  infringers.  It  is  the  duty  of  the  Court  to  consider 
the  validity  of  a  patent  before  considering  the  question  of 
infringement. 

"*  *  *  It  must  be  as  much  the  duty  of  the  court  in 
a  patent  case  to  protect  the  public  against  having  to 
pay  tribute  to  a  patentee  who  is  not  in  any  true  sense 
an  inventor  or  discoverer,  as  to  protect  the  patent 
rights  of  one  who  is  a  real  inventor.  See  Cuno  Engi- 
neering Corporation  v.  Automatic  Devices  Corpora- 
tion, supra  (page  92  of  314  U.S.,  62  S.Ct.  37,  86 
L.Ed.  58) ;  Muncie  Gear  Works,  Inc.,  v.  Outboard, 
Marine  &  Mfg.  Co.,  315  U.S.  759,  768,  62  S.Ct.  865,' 
86  L.Ed.  1171."  Frank  Adam  Electric  Co.  v.  Coifs 
Patent  Fire  Arms  Mfg.  Co.,  148  F.2d  497,  502 
(CCA.  8). 

See  also: 

Sinclair  &  Carroll  Company  v.  Interchcmical  Cor- 
poration, 325  U.S.  327,  89  L.Ed.  1644; 

Phillips  Petroleum  Co.  v.  Shell  Development  Co., 
73  USPQ  28  (D.C.D.  Del.). 
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POINT  VI 

Defendants'  Accused  Shavers  [Exhibits  2,  3,  4  and  5] 
Should  Not  Be  Held  to  Infringe  Claims  22,  23,  31 
and  32. 

Defendants'  accused  shavers  [Exhibits  2,  3,  4  and  5] 
materially  differ  in  many  respects  from  the  "Hair  Clip- 
ping and  Shaving  Device"  described  and  claimed  in  the 
Jones  patent. 

In  the  specification  of  the  patent  in  suit  the  shaving 
head  12  is  provided  with  a  lip  25  which  is  engaged  by  a 
lug  27  on  the  guards  20  to  hold  the  head  12  upon  the  han- 
dle 10  [R.  426,  col.  1,  11.  52-66].  The  purpose  expressed  in 
the  patent  in  attaching  the  head  by  means  of  the  guard  is 
to  do  away  with  the  set  screw  normally  used  in  electric 
shavers  to  prevent  the  loosening  of  the  set  screw  and  the 
accidental  dropping  of  the  shaving  head  [R.  425,  col.  1, 
11.  23-38]. 

None  of  the  accused  Exhibits  2,  3,  4  or  5  has  the  shav- 
ing head  held  in  the  handle  by  the  guards.  They  all  use  a 
set  screw  to  hold  the  head  upon  the  handle.  This  use  is 
claimed  to  be  objectionable  in  the  patent  [R.  425,  col.  1, 
11.  23-38]. 

The  patent  in  suit  should  be  given  a  narrow  interpreta- 
tion to  the  exact  device  described;  that  is,  guard  elements 
that  hold  the  head  on  the  handle.  Such  a  device  has  never 
been  manufactured  or  sold  by  the  plaintiff  and  there  is  no 
evidence  anywhere  in  the  record  that  any  such  device  has 
ever  been  manufactured  or  sold. 

"Q.     Col.  Jones,  before  you  filed  your  patent  ap- 
plication  did   you   construct   or   have   constructed   a 
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razor  embodying  the  improvements  that  are  referred 
to  in  your  patent  in  suit?     A.     No,  sir. 

Q.  Have  you  ever?  A.  I  have  never."  [R. 
174.] 

It  is  well  settled  law  that  a  patent  for  a  device  which 

has  never  been  manufactured  and  utilized  is  to  be  strictly 

construed.    Compare  the  decision  of  this  Court  in  Cocks  v. 

Rip  Van  Winkle  Wall  Bed  Co.,  28  F.2d  921,  at  922: 

''Another  reason  why  the  appellants'  combination 
should  not  receive  the  construction  due  to  a  pioneer 
invention,  but,  on  the  other  hand,  should  be  strictly 
construed,  is  the  fact  that  although  the  invention  had 
been  patented  nearly  ten  years  before  the  present  suit 
was  begun,  it  had  not  been  utilized  or  placed  upon  the 
market  but  was  still  a  paper  patent.  While  the  validity 
of  a  patent  is  not  affected  by  its  nonuser,  Continental 
Paper  Bag  Co.  v.  Eastern  Paper  Bag  Co.,  210  U.S. 
405,  28  S.Ct.  748,  52  L.Ed.  1122,  the  nonuser  has  a 
bearing  on  its  construction,  and  the  courts  are  not 
disposed  to  give  the  same  any  broader  scope  than  it 
is  clearly  required  to  be  given,  Westinghouse  Elec.  & 
Mfg.  Co.  V.  Toledo,  P.C.  &  L.Ry.  Co.  (C.C.A.),  172 
F.  371;  Wesel  Mfg.  Co.  v.  Printing  Mach.  Co. 
(D.C.),  218  F.  178;  Kestner  Evaporator  Co.  v. 
American  Evaporator  Co.   (C.C),  182  F.  844." 

(See  also  Henry  v.  City  of  Los  Angeles,  255  Fed. 
769,  at  780  (CCA.  9). 

In  lieu  of  applying  this  rule  to  the  admittedly  unused 
patent  in  suit,  the  court  has  applied  directly  the  opposite 
rule.  The  District  Court  has  held  that  the  patent  in  suit 
"is  entitled  to  be  liberally  construed  and  interpreted" 
[R.  53]. 
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The  patentee  Jones  in  his  specification  dwells  at  length 
on  the  necessity  and  the  advantages  of  holding  the  chan- 
neled head  upon  the  handle  by  means  of  the  guard  and 
without  the  use  of  set  screws  [R.  425,  p.  1,  col.  1,  11.  23-38, 
11.  55-59;  R.  427,  col.  1,  11.  24-39].  If  there  is  any  novelty 
in  the  Jones  patent,  the  means  for  holding  the  channeled 
head  in  position  is  that  novelty  and  as  the  defendants  do 
not  use  any  such  device,  they  cannot  infringe  the  patent 
in  suit: 

"Both  the  drawings  and  the  specification  of  the 
appellee's  device  show  that  both  its  lower  and  its  up- 
per waffle  members  are  separately  pivotally  connected 
with  its  base  or  grill  member,  which  three  parts  the 
patentee,  as  has  been  shown,  expressly  declares  to  be 
the  principal  parts  of  his  invention.  It  is  plain,  there- 
fore, that  to  elimnate  either  one  of  those  parts  is,  as 
is  said  for  the  appellant,  to  destroy  not  only  the  struc- 
ture but  the  law  of  operation  of  the  device  of  the 
appellee.  That  a  claim  for  a  combination  to  be  valid 
must  be  for  an  operative  combination  is  clear.  (Cit- 
ing cases.)"  Pacific  States  Electric  Co.  v.  Wright, 
277  Fed.  756,  at  758  (C.  C.  A.  9). 

Another  material  difference  between  defendants'  accused 
devices  and  the  device  described  in  the  patent  in  suit  is 
that  the  accused  devices  all  have  reinforcing  members  at 
the  ends  of  the  shaving  head  which  rise  above  the  shaving 
surface  of  the  head  and  act  as  guards  for  that  shaving 
head.  The  patent  in  suit  does  not  describe  such  a  rein- 
forcing member  [R.  363].  During  the  prosecution  of  the 
application  for  the  patent  in  suit  the  patentee,  Jones,  in 
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distinguishing  his   invention   from  a  device  having   such 
reinforcing  member,  said: 

*'The  patent  to  Aaron  does  not  show  an  end  por- 
tion which  MERGES  into  the  upper  face  of  the  head 
because  this  end  portion  shown  in  Figure  4  extends 
upward  beyond  the  face  of  the  head  and  does  not 
merge  thereinto  as  is  clearly  shown  in  Fig.  1  and 
more  clearly  shown  in  Fig.  4."  [Paper  No.  10,  filed 
January  26,  1937,  Exhibit  K.] 

The  patent  to  Aaron  [Exh.  L-11],  which  was  the  pat- 
ent referred  to  by  the  patentee,  discloses  a  dry  shaver 
which  has  a  shaving  head  indicated  and  called  a  "cylindri- 
cal housing  105."  At  the  ends  of  this  head  (see  Figure  4 
at  the  upper  left  corner)  are  rounded  projections.  One  of 
these  is  disclosed  in  the  drawing  at  each  end  of  the  cut- 
ting head.  The  purpose  of  these  projections  is  two-fold: 
(1)  to  act  as  a  reinforcing  bar  as  found  by  the  court 
[Finding  of  Fact  16,  R.  52],  and  (2)  to  permit  rounding 
of  the  end  of  the  head.  These  reinforcing  bars  were 
used  on  substantially  all  Schick  shavers  [Exh.  2,  3,  4, 
5,  B,  F,  H  and  I;  R.  314-317].  The  purpose  of  these 
reinforcing  bars  or  elements  is  explained  in  the  testimony 
of  Gray:  "In  addition  to  guarding  against  damage,  the 
reinforcing  element  is  made  thicker  so  that  operations 
dealing  with  the  rounding  of  the  shearing  head  can  be 
performed,  if  this  reinforcer  were  extremely  thin,  as  the 
shear  plate  is,  it  is  not  strong  enough  to  stand  up  under 
the  rounding  operation."  [R.  356.]  These  reinforcing 
elements  which  constitute  rounded  guards  were  in  use 
long  before  any  purported  invention  by  Jones  [R.  356]. 
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The  claims  of  the  patent  in  suit  must,  in  view  of  the 
representation  made  to  the  Patent  Office,  be  Hmited  to  a 
shaver  that  does  not  have  these  reinforcing  elements  and 
in  which  the  guard  merges  into  the  flat  surface  of  the 
shaving  head  and  does  not  rise  above  the  flat  surface. 
Having  secured  a  patent  upon  this  narrow  and  specific 
statement  after  the  rejection  of  broader  claims  [Paper 
No.  11,  filed  January  28,  1937,  Exhibit  K],  the  patentee 
cannot  successfully  assert  that  his  claims  cover  what  is 
rejected  and  cancelled. 

Lorraine  v.  Toivnsend,  290  Fed.  54  (CCA.  9); 

Warren  Bros.    Co.   v.    Thompson,   293    Fed.    745 
(CCA.  9); 

John  I.  Paulding,  Inc.  v.  Leviton,  45   F.2d   125, 
127  (CCA.  2); 

Johnson  Furnace  &  Engineering  Co.  v.   Western 
Furnace  Co.,  178  Fed.  819,  824  (CCA.  8); 

Macbeth  v.  Gillinder,  54  Fed.  169,  170  (CC  E.D. 
Penn.) ; 

Atkins  z:  Gordon,  86  F.2d  595,  596  (CCA.  7)  ; 

Beadey  Poiuer  Mozvcr  Co.,  Inc.  z'.  Pearce,  38  F. 
Supp.  756,  759  (D.C  E.D.  Wise). 

Defendants'  accused  shavers  do  not  have  the  guards 
merging  into  the  flat  surface  of  the  head  as  stated  by  the 
patentee,  Jones  [Paper  10,  Exhibit  K].  They  do  extend 
"upward  beyond  the  face  of  the  head."     Where  a  patent 
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depends  for  its  novelty  over  the  prior  art  upon  a  simple 
limited  feature  of  construction,  to  infringe,  this  feature 
must  be  present  in  the  defendant's  device. 

Pacific  States  Electric  Co,  v.    Wright,  supra; 

Standard  Mirror  Co.  i'.  H.  W.  Brozvn,  Inc.,   113 
F.2d  379,  380  (CCA.  7). 

The  devices  of  the  patent  in  suit  were  designed  to 
obtain  two  results :  ( 1 )  to  hold  the  head  upon  the  handle 
[R.  425,  col  1,  11.  23-37],  and  (2)  to  provide  shaving 
comfort  [R.  427,  col.  1,  11.  3-4].  A  material  difference 
between  defendants'  accused  shavers  and  the  patent  in 
suit  is  that  the  "whisk-its"  upon  the  accused  devices  do 
not  accomplish  either  of  these  results  but  have  a  sepa- 
rate function,  i.e.,  to  collect  beard  clippings  [R.  360]. 
This  function  is  not  possible  in  the  devices  of  the 
patent  in  suit.  The  holes  in  the  guards  20  would  permit 
the  beard  clippings  to  fall  from  them.  In  fact,  during  the 
prosecution  of  the  application  leading  to  the  issuance  of 
the  patent,  the  inventor,  Jones,  attempted  to  secure  an 
interference  with  patent  No.  2,066,214  to  Meyer  [Exhibit 
L-2],  owned  by  defendants  and  under  which  defendants 
manufacture  the  "whisk-its"  [R.  369,  370].  The  pat- 
ent to  Meyer  describes  the  purpose  of  the  "whisk-its"  of 
defendants'  accused  shavers.  That  purpose  is  to  collect 
the  beard  clippings  and  prevent  them  from  "falling  on 
to  the  skin  or  clothing  of  the  one  shaving."  [R.  461,  col. 
1,  11.  3-10. 1  The  Patent  Office  Examiner  refused  to  grant 
such  an  interference  after  Jones  had  submitted  original 
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claims  44,  45  and  46  directed  to  flaps  closing  the  end  of 
the  head  [Paper  No.  21,  Exhibit  K,  filed  January  18, 
1939].  This  refusal  was  on  the  grounds  that  the  appli- 
cation of  Jones  did  not  describe  "closure  flaps"  which 
close  the  ends  of  the  channeled  head.  Jones  acquiesced  in 
the  final  rejection  of  the  claims  [Paper  No.  23,  filed 
February  11,  1939,  Exhibit  K]  by  cancelling  the  rejected 
claim  46  and  rewriting  claims  44  and  45  as  claims  31  and 
32  of  the  patent  as  issued  [Paper  No.  30,  filed  April  3, 
1939,  Exhibit  K].  Claims  31  and  32  were  rewritten  to 
describe  "end  flaps"  and  not  to  describe  closure  flaps. 
The  function  of  "end  flaps"  is  to  hold  the  head  on  to  the 
handle  and  to  give  shaving  comfort.  The  cancellation 
and  rewriting  of  the  claims  is  an  admission  that  Jones 
was  not  the  inventor  of  devices  for  collecting  beard 
trimmings. 

Lorraine  v.  Towns  end,  supra; 

Warren  Bros.  Co.  v.  Thompson ,  supra; 

John.  I.  Paulding,  Inc.  v.  Leznton,  supra; 

Johnson  Furnace  &  Engineering  Co.  v.   Western 
Furnace  Co.,  supra; 

Macbeth  v.  Gillinder,  supra; 

Atkins  V.  Gordon,  supra; 

Beadey  Pozver  Mozver  Co.,  Inc.  v.  Pearce,  supra. 
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POINT  VII. 

The  Court  Below  Erred  in  Making  Its  Finding  of 
Fact  15  Rejecting  the  Testimony  of  the  V/it- 
nesses  Quasnovsky  and  Gray  as  to  the  Manu- 
facture and  Sale  of  Exhibits  B,  F,  H  and  I. 

The  Court  below  erred  in  making  its  Finding  of  Fact 
15  rejecting  the  testimony  of  the  witnesses  Quasnovsky 
and  Gray  as  to  the  manufacture  and  sale  of  Exhibits  B, 
F,  H  and  I.  The  District  Court  decided  that  he  did  not 
believe  any  of  the  witnesses  for  the  defendants: 

"The  Court:     I  am  not  going  to  believe  the  de- 
fendants' witnesses  in  this  case."      [R.  406.] 

In  Finding  of  Fact  15  [R.  52]  the  only  reason  given 
for  not  believing  these  witnesses  is 

a*  ^  ^  J  have  carefully  observed  the  demeanor 
of  both  of  these  witnesses  in  open  court  and  specifi- 
cally find  that  the  testimony  and  demeanor  of  both 
fail  to  carry  any  conviction  *  *  *"      [R.  52.] 

The  District  Court  did  not  specify  in  what  way  the 
witnesses'  demeanor  led  him  to  believe  that  they  were 
not  trustworthy  witnesses.  The  prejudice  of  the  District 
Court  that  caused  him  to  make  Finding  of  Fact  15  is 
shown  by  the  fact  that  substantially  all  of  the  testimony 
of  both  Quasnovsky  and  Gray  was  corroborated  by  docu- 
mentary exhibits  such  as  Exhibit  G  and  physical  exhibits 
such  as  Exhibits  B,  F,  H  and  I.  The  testimony  of  the 
witnesses  Quasnovsky  and  Gray  as  to  the  date  of  manu- 
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facture  of  Exhibit  B  was  corroborated  by  the  plaintiff 
who  testified  that  Exhibit  B  was  ''unmistakably  an  earlier 
model  than  the  one  I  had"  and  used  prior  to  the  concep- 
tion of  the  alleged  invention  of  the  patent  in  suit  [R.  114- 
115,   192-193]. 

No  evidence  was  introduced  by  plaintiff  contrary  to  the 
testimony  of  Quasnovsky  and  Gray  that  all  Schick 
shavers  manufactured  prior  to  any  conception  of  the  al- 
leged invention  had  the  edges,  ends  and  corners  rounded 
off  to  provide  shaving  comfort.  There  was  no  attempt 
by  the  plaintff  to  introduce  any  of  these  early  Schick 
razors  showing  sharp  corners  and  the  plaintiff  was  un- 
able to  produce  a  razor  having  sharp  corners;  in  fact,  he 
testified  that  the  razor  he  used  prior  to  his  conception  of 
the  invention  was  in  his  opinion  sharp  but  the  corners 
and  edges  were  rounded  off  [R.  195]. 

Finding  of  Fact  15  should  be  of  no  legal  significance. 
It  is  arbitrary  and  not  in  accord  with  the  legal  require- 
ments. As  said  in  Pittsburgh  S.  S.  Co.  v.  National  La- 
bor Relations  Board,  167  F.2d  126,  129,  (CCA.  6): 

''Courts  have  recognized  that  it  is  contrary  to 
human  experience  that  all  witnesses  on  one  side  of  a 
case  are  falsifiers  while  those  on  the  other  side  are 
all  truthful,  and  this  conclusion  must  be  obvious  to 
anyone  with  even  a  minimum  experience  as  a  trier 
of  facts." 
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POINT  VIII. 

The  District  Court  Erred  in  Making  Finding  of  Fact 
26  That  the  Infringement  of  Defendants  Was 
"Conscious,  Deliberate,  Wilful  and  Wanton." 

The  District  Court  has  found  in  Finding  of  Fact  26 
[R.  59]  that  the  defendants  have  infringed  the  patent  in 
suit  in  a  conscious,  deliberate,  wilful  and  wanton  manner. 
There  is  no  evidence  in  the  record  of  any  character  to 
sustain  such  a  finding  nor  can  any  inference  be  made  from 
any  of  the  evidence  that  any  infringement  was  conscious, 
deliberate,  wilful  and  wanton.  Such  a  finding  is  necessary 
to  enable  the  Court  to  assess  punitive  damages  as  pro- 
vided in  R.S.US.  4921,  35  U.S.C.A.,  §  70. 

The  courts  have  uniformly  held  that  conscious,  deliber- 
ate, wilful  and  wanton  infringement  upon  which  punitive 
damages  can  be  predicated  can  only  be  found  when  the 
infringement  was  made  under  no  claim  of  right,  that  is, 
the  infringer  did  not  have  a  debatable  defense  either  as 
to  infringement  or  validity.  There  is  no  claim  in  this 
case  that  the  defense  of  validity  and  infringement  as- 
serted by  the  defendants  herein  was  a  sham  defense. 
The  District  Court  held  a  large  plurality  of  the  claims  of 
the  patent  in  suit  invalid  for  lack  of  invention  and  in- 
definiteness  [R.  55].  The  District  Court  also  stated 
that  his  decision  was  very  doubtful  and  that  it  was  a  de- 
batable question  whether  or  not  claims  22,  23,  31  and  2>2 
were  vahd  [R.  412].  Certainly  the  defendants  in  this 
case  have  proved,  and  the  District  Court  has  recognized 
that  the  defense  herein  of  invalidity  and  non-infringe- 
ment were  not  sham  defenses  and  had  substance.  Where 
the  District  Court  finds  such  facts  it  is  improper  to  hold 
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that  the  infringement  of  claims  that  are  debatable  as  to 
their  validity  is  conscious,  deliberate,  wilful  and  wanton. 

"To  question  the  validity  of  a  patent  does  not,  of 
itself,  constitute  wilful  infringement.  General  Mo- 
tors Corporation  v.  Dailey,  6  Cir.,  93  F.2d  938,  942. 
If  honestly  mistaken  as  to  a  reasonably  debatable 
question  of  validity,  an  infringer  should  not  be  made 
to  smart  in  punitive  damages.  Compensatory  dam- 
ages constitute  adequate  remuneration  for  invasion  of 
a  patentee's  property  rights,  unless  the  refusal  of  the 
infringer  to  bow  to  the  presumptive  validity  of  an 
issued  patent  is  consciously  wrongful." 

Enterprise  Mfg.  Co.  v.  Shakespeare  Co.,  141  F.2d 
916,  920-921   (CCA.  6). 

See  also: 

General  Motors   Corporation  v.   Dailey,   93    F.2d 
938,  942  (CCA.  6); 

Brozmi  Bag  Filling  Mack.  Co.  v.  Drohen,  175  Fed. 

576  (CCA.  2); 
Rockwood,  et  al.  v.  General  Fire  Extinguisher  Co., 

et  al,  Z7  F.2d  62,  66  (CCA.  2) ; 
Egry  Register  Co.  v.  Standard  Register  Co.,  23 

F.2d  438,  443  (CCA.  6); 
Creagmile,  et  al.  v.  John  Bean  Mfg.  Co.,  et  al.,  32 

F.  Supp.  646,  648   (D.CS.D.Cal.). 

The  actual  fact  in  this  case  is  that  there  was  nothing 
conscious,  deliberate,  wilful  or  wanton  in  the  alleged  in- 
fringement of  the  defendants.  The  defendants  were 
manufacturing  and  selling  the  devices  herein  held  to  in- 
fringe for  several  years  prior  to  the  issuance  of  the  patent 
in  suit  and  to  any  actual  knowledge  of  the  patent  in  suit 
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[Exhibit  8,  R.  431  and  R.  369-3701.  Defendants  were 
manufacturing  and  selling  the  devices  held  to  be  an  in- 
fringement under  patents  owned  by  the  defendants  [R. 
369,  371].  These  patents  are  the  patent  to  Meyer,  No. 
2,066,214  [Exhibit  L-2,  R.  458,  369]  and  to  Thomas  No. 
2,275,022  [Exhibit  L-3,  R.  463,  371].  The  function  of 
the  "whisk-its"  on  the  accused  devices  is  not  the  function 
of  the  guards  described  in  the  patent  in  suit,  that  is,  to 
add  to  the  comfort  and  to  hold  the  shaving  head  on  the 
handle.  The  "whisk-its"  are  intended  to  catch  the  beard 
clippings  [R.  360].  The  patent  in  suit  does  not  provide 
a  device  for  catching  beard  cHppings  [R.  360]. 


Conclusion. 

We  respectfully  submit  that  the  District  Court  has 
clearly  erred  in  sustaining  the  validity  of  claims  22,  23,  31 
and  32  of  the  patent  in  suit  and  in  holding  them  infringed 
by  defendants'  shavers  like  Exhibits  2,  3,  4  and  5.  Ac- 
cordingly, we  urge  the  Interlocutory  Judgment  below  be 
reversed  as  to  paragraphs  1,  4,  5,  6,  7,  8,  9,  10,  11  and  13 
thereof,  and  that  the  District  Court  be  directed  to  dismiss 
plaintiff's  Complaint  with  costs  to  defendants. 

Respectfully  submitted, 

Leonard  S.  Lyon, 
Frederick  W.  Lyon, 
Alexander  MacDonald, 
Attorneys  for  Defendants-Appellants. 
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vs. 
Schick  Service,  Inc.,  a  corporation,  and  Schick,  Inc., 
a  corporation, 

Cross-Appellees. 


OPENING  BRIEF  OF  CROSS-APPELLANT. 


I. 
STATEMENT  OF  JURISDICTION. 

Jurisdiction  of  the  District  Court  in  this  action  as  to  the 
patent  claim  alleged  is  founded  upon  the  patent  statutes 
of  the  United  States  [Combined  Original  and  Supplemen- 
tal Complaint,  Tr.  8].  This  stands  admitted  by  reason  of 
defendants'  failure  to  deny  it.  Jurisdiction  of  the  District 
Court  as  to  the  contract  claim  is  founded  upon  the  fact 
that  the  matter  in  controversy  exceeds,  exclusive  of  in- 
terest and  costs,  the  value  of  $3,000.00  and  is  between 
citizens  of  different  states  [Combined  Original  and  Sup- 
plemental Complaint,  Tr.  10],  which  is  specifically  ad- 
mitted by  defendants  [Tr.  16]. 

Jurisdiction  of  the  District  Court  is  therefore  founded 
upon  Title  28,  Sections  41  (1)  and  41  (7)  of  the  United 
States  Code,  and  jurisdiction  of  this  Court  is  founded 
upon  Title  28,  Section  225  of  the  United  States  Code. 
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11. 
STATEMENT  OF  THE  CASE. 

A.     The  Issue. 

The  Combined  Original  and  Supplemental  Complaint 
sets  forth  two  alternative  claims  for  relief : 

(a)  A  claim  for  relief  for  infringement  of  United 
States  Letters  Patent  No.  2,228,768,  issued  to  plain- 
tiff, Colonel  Ralph  E.  Jones,  on  January  14,  1941 
[Tr.  8-9] ;  and 

(b)  A  claim  for  relief  for  an  accounting  and  royal- 
ties on  an  oral  contract  between  plaintiff  and  defend- 
ant Schick,  Inc.,  exclusively  licensing  said  defendant 
under  said  patent  No.  2,228,768  [Tr.  9-12]. 

Such  claims  for  relief  are  pleaded  in  the  alternative,  and 
it  is  conceded  by  plaintiff  that  he  cannot  have  judgment 
in  his  favor  on  both  claims,  as  they  are  inconsistent.  No 
election  was  required  by  the  District  Court  between  the 
inconsistent  claims  for  relief  in  view  of  Rule  54  (c)  of  the 
Rules  of  Civil  Procedure  [Tr.  60]. 

The  District  Court  found  the  existence  of  such  oral 
license  agreement  between  plaintiff  and  defendant  Schick, 
Inc.  [Tr.  55-57],  but  held  that  such  contract  was  unen- 
forceable because  within  the  Statute  of  Frauds  (Section 
1624  of  the  California  Civil  Code,  and  Section  1973  of  the 
California  Code  of  Civil  Procedure)  because  it  could  not 
have  been  fully  performed  within  one  year  and,  conse- 
quently, dismissed  plaintiff's  second  claim  for  relief  [Tr. 
58,  61,  65].  This  is  one  phase  of  plaintiff's  present  cross- 
appeal,  and  is  discussed  hereinafter. 

The  District  Court  also  held  that  claims  1,  11,  26,  27, 
28,  29  and  30  of  said  patent  No.  2,228,768  are  invalid 
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because  of  indefiniteness  (presumably  in  view  of  Section 
33,  Title  35.  of  United  States  Code  Annotated;  Revised 
Statutes,  §4888)  |  Tr.  59,  62],  and  this  is  the  second  phase 
of  plaintiff's  cross-appeal  and  is  also  discussed  herein- 
after. 

B.     The  Facts. 

(1)   Contractual  Relations  of  the  Parties. 

Plaintiff  Ralph  E.  Jones  is  a  retired  colonel  of  the 
United  States  Army,  having  been  retired  from  active  duty 
in  1939  for  physical  disability  [Tr.  112].  His  patent  in 
suit,  No.  2,228,768,  was  issued  on  January  14,  1941,  on  an 
application  hied  on  December  10,  1935  [Tr.  48]. 

Defendant  Schick,  Inc.  ( formerly  named  Schick  Dry 
Shaver,  Inc.),  is  a  Delaware  corporation  [Tr.  44],  and 
defendant  Schick  Service,  Inc.,  is  also  a  Delaware  corpora- 
tion, and  is  a  wholly  owned  subsidiary  of  defendant  .Schick, 
Inc.  [Tr.  43]. 

The  patent  in  suit,  No.  2,228,768,  covers  certain  im- 
provements in  electric  dry  shavers  [Tr.  48].  Defendant 
Schick,  Inc.,  is  a  manufacturer  of  electric  dry  shavers, 
and  sells  the  same  to  the  public  through  defendant  Schick 
Service,  Inc.,  and  otherwise. 

The  patent  in  suit,  No.  2,228,768,  issued  on  January  14, 
1941.  Almost  immediately  Mr.  Hicks,  patent  counsel  for 
Schick,  Inc.,  noticed  the  patent  in  suit  and  called  it  to  the 
attention  of  Mr.  Merrick,  vice-president  and  general  coun- 
sel for  defendant  Schick,  Inc.  [Tr.  261].  Mr.  Merrick, 
through  a  Los  Angeles  attorney,  immediately  arranged 
for  a  meeting  with  Colonel  Jones  at  the  latter's  home  in 
San  Diego  |Tr.  2b2\,  and  traveling  by  all  modern  forms 
of  transportation,  "airplane,  train,  Super  Chief,  automo- 


bile,"  Mr.  Merrick  went  to  San  Diego  and  met  there  with 
Colonel  Jones  on  January  24,  1941  [Tr.  261-262].  Be- 
fore making  this  trip,  Mr.  Merrick  was  authorized  by 
Schick,  Inc.,  to  purchase  the  patent  in  suit  outright  for 
$50,000.00  in  cash  [Tr.  124-125,  261,  264]  and,  at  the 
hrst  meeting  with  Colonel  Jones,  Mr.  Merrick  suggested 
such  an  outright  purchase  but  Colonel  Jones  declined  this 
offer,  stating  that  he  wished  to  license  and  not  sell  his 
patent  [Tr.  125].  Mr.  Merrick  stated  that  he  had  no 
authority  to  negotiate  such  a  license  and  that  Mr.  Cordi- 
ner,  president  of  defendant  Schick,  Inc.,  was  in  Hawaii  on 
a  vacation  and  would  have  to  be  present  to  negotiate  such 
a  license,  and  that  he  would  attempt  to  arrange  such  a 
meeting  between  the  plaintiff  and  Mr,  Cordiner  [Tr.  126, 
264] .    This  was  done. 

A  further  meeting  was  held  in  Los  Angeles  on  January 
29,   1941,  between  plaintiff,   Mr.   Cordiner    (president  of 
defendant  Schick,  Inc.),  and  Mr.  Merrick  (its  vice-presi- 
dent and  general  counsel)   [Tr.  127,  265-266].     The  Dis- 
trict Court  held  that  on  that  date  plaintiff  and  defendant 
Schick,  Inc.    (through  its  president,   Mr.    Cordiner),   en- 
tered into  an  oral  contract  by  the  terms  of  which  plaintiff 
granted  to  Schick,  Inc.,  an  exclusive  license  under  patent 
No.  2,228,768,  in  suit,  for  its  life,  and  Schick,  Inc.,  agreed 
to  pay  to  plaintiff*  the  sum  of  $30,000.00  in  cash  as  an 
advance  against   future  royalties,   and   agreed   to   pay   to 
plaintiff'  a  royalty  of  1>^%  of  its  sales  price  on  all  dry 
shavers  sold  by  it  under  the  patent  until  the  total  royalties 
so   paid   should    total   $250,000.00,    following    which    the 
royalty  rate  would  automatically  reduce  to  1%  on  all  such 
shavers  thereafter  sold  during  the  life  of  the  patent  [Tr. 
55-56 1 .     The  District  Court  found  that  at   the  time  of 
making  snch  oral  contract,  all  of  the  terms  thereof  were 
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agreed  to  unconditionally  by  both  parties,  and  that  it  was 
not  conditioned  upon  any  subsequent  agreement  as  to 
further  terms,  or  upon  being  reduced  to  writing,  or  other- 
wise [Tr.  56]. 

Immediately  after  the  making  of  such  oral  agreement 
between  the  parties,  Mr.  Cordiner  suggested  that  Colonel 
Jones  could  make  any  further  suggestions  as  to  further 
terms  which  he  might  wish  by  letter,  and  that  upon  re- 
ceipt thereof  Schick,  Inc.,  would  prepare  a  written  draft 
for  signature  by  the  parties  [Tr.  131,  272].  The  next 
day,  on  January  30,  1941,  he  confirmed  the  oral  agreement 
by  a  letter  [Plaintiff's  Exhibit  9]  and  with  it  sent  a  draft 
of  an  agreement  which  he  had  himself  prepared  [Tr.  255]. 
In  answer  to  this,  Mr.  Merrick  wrote  an  inquiry  as  to  one 
of  the  terms  [Plaintiff's  Exhibit  10],  and  Colonel  Jones 
answered  this  on  February  10,  1941  [Plaintiff's  Exhibit 
11]. 

At  the  time  of  such  oral  agreement  on  January  29, 
1941,  Colonel  Jones  had  two  patent  applications  relating 
to  dry  shavers  pending  before  the  Patent  Office,  and  had 
advised  the  representatives  of  Schick,  Inc.,  of  this  fact, 
although  he  had  not  disclosed  to  them  or  had  been  asked, 
or  had  agreed  to  so  disclose,  any  of  the  contents  of  such 
applications  prior  to  the  agreement. 

By  letter  dated  February  17,  1941,  Mr.  Merrick  again 
wrote  to  Colonel  Jones,  this  time  requesting  that  Colonel 
Jones  send  to  Schick,  Inc.,  copies  of  plaintiff's  pending 
applications  [Plaintiff's  Exhibit  12],  and  by  letter  dated 
February  20,  1941  [Plaintiff's  Exhibit  13],  plaintiff  sent 
such  applications  to  defendant  in  compliance  with  its  re- 
quest. The  District  Court  found  that  such  pending  patent 
applications  were  secret  and  confidential  and  not  open  to 
the  public,  and  that  plaintiff  sent  copies  thereof  to  Schick, 


Inc.,  at  its  inducement  and  in  reliance  upon  said  oral  con- 
tract, such  reliance  being  induced  by  Schick,  Inc. ;  that 
plaintiff  would  not  have  sent  such  copies  to  Schick,  Inc., 
had  he  not  relied  upon  such  oral  contract;  and  that  by 
sending  such  pending  patent  applications  to  defendant 
Schick,  Inc..  plaintiff  changed  his  position  to  his  detriment 
and  could  not  be  put  back  into  his  original  position  after 
such  disclosure  [Tr.  57-58]. 

In  addition,  the  District  Court  found  that  from  January 
29,  1941,  until  at  least  March  14,  1941,  relying  upon  the 
acts  and  statements  of  defendant  Schick,  Inc.,  plaintiff 
believed  that  he  had  a  binding  and  enforceable  agreement 
with  it.  and  in  reliance  thereon,  plaintiff  throughout  such 
period  refrained  from  negotiating  with  any  other  person 
or  company  with  respect  to  his  patent  No.  2,228,768,  here 
in  suit,  and  thereby  suffered  further  detriment   [Tr.  58]. 

By  letters  dated  March  13,  1941  [Plaintiff's  Exhibit  14, 
Defendant's  Exhibit  C],  defendant  Schick,  Inc.,  termi- 
nated all  further  dealings  between  the  parties,  and  there- 
after continued  to  manufacture  and  sell  dry  shavers  em- 
bodying the  invention  defined  by  patent  No.  2.228,768 
without  paying  royalty  thereon  to  plaintiff,  which  it  is 
still  doing. 

(2)   Definiteness  of  Claims. 

The  District  Court  held  that  claims  1,  11,  26,  27,  28, 
29  and  30  are  invalid  because  of  indefiniteness.  Such 
claims  are  quoted  as  follows : 

"1.  A  hair  clipping  device  of  the  character  de- 
scribed, including  an  outer  transversely  slitted  chan- 
neled head  and  a  cutter  reciprocating  within  the  chan- 
nel of  the  head,   the  head  at   its   longitudinal   outer 


edges  being  transversely  rounded,  the  transversely 
rounded  surfaces  merging  into  the  outer  surface  of 
the  head,  and  elements  disposed  at  the  ends  of  the 
channeled  head,  each  having  a  longitudinally  rounded 
surface  at  its  extremity  merging  into  the  outer  sur- 
face of  the  head  at  the  ends  thereof." 

"11.  A  hair  clipping  device  including  a  handle,  a 
transversely  slitted  channeled  head  mounted  on  the 
handle  and  having  a  flat  outer  surface,  a  cutter  re- 
ciprocating within  the  channel  of  the  head,  and  ele- 
ments carried  by  the  handle  and  disposed  at  the  ends 
of  the  head,  each  having  a  rounded  surface  at  its 
extremity  merging  into  the  outer  surface  of  the  head 
at  the  respective  ends  thereof." 

"26.  A  hair  clipping  device  including  a  handle,  an 
outer  hollow  cutting  head  having  an  outer  face  and 
side  faces,  a  movable  cutter  disposed  within  the  outer 
head,  and  guards  mounted  on  the  ends  of  the  hollow 
outer  head,  each  guard  having  a  longitudinally  and 
transversely  rounded  outer  face  merging  into  the 
outer  face  and  the  side  faces  of  the  cutter  head  where- 
by to  provide  rounded  ends  and  corners  for  said 
head  extending  flush  with  the  outer  and  side  faces 
thereof. 

"'27 .  A  hair  clipping  device  including  a  handle,  an 
outer  hollow  cutting  head  having  an  outer  face  and 
side  faces,  a  movable  cutter  disposed  within  the  outer 
head,  and  guards  mounted  on  the  ends  of  the  hollow 
outer  head,  each  guard  having  a  longitudinally  and 
transversely    rounded    outer    face    merging    into    the 


outer  face  and  the  side  faces  of  the  cutter  head 
whereby  to  provide  rounded  ends  and  corners  for  said 
head  extending  flush  with  the  outer  and  side  faces 
thereof,  each  guard  being  relatively  thick  at  a  point 
coincident  with  the  inner  end  of  the  longitudinally 
curved  portion  of  its  face. 

"28.  A  hair  clipping  device  including  a  handle,  an 
outer  hollow  cutting  head  having  an  outer  face  and 
side  faces,  a  movable  cutter  disposed  within  the  hollow 
head,  guards  disposed  on  the  ends  of  the  hollow  head, 
each  guard  having  a  longitudinally  and  transversely 
rounded  outer  face  merging  into  the  outer  face  and 
the  side  faces  of  the  cutter  head  whereby  to  provide 
rounded  ends  and  corners  for  said  head  extending 
flush  with  the  outer  and  side  faces  thereof,  and  means 
for  detachably  locking  the  cutting  head  to  the  handle. 

"29.  A  hair  clipper  of  the  character  described  in- 
cluding a  handle,  an  outer  hollow  cutting  head  having 
an  outer  transversely  slitted  face  and  side  faces,  a 
movable  cutter  disposed  within  the  hollow  head, 
guards  mounted  on  the  head  and  having  a  longitudi- 
nally and  transversely  rounded  outer  face  merging 
into  the  slitted  face  and  the  side  faces  of  the  cutter 
head  whereby  to  provide  rounded  ends  and  corners 
for  said  head  extending  flush  with  the  outer  and  side 
faces  thereof,  and  means  detachably  holding  the  head 
in  place  upon  the  handle. 

"30.  A  hair  clipper  including  a  handle,  a  hollow 
cutting  head  disposed  on  said  handle  and  having  a 
transversely  slitted  wall  and  side  walls  and  having  a 
base  resting  flat  against  the  end  of  the  handle,  guards 


disposed  at  the  end  of  the  cutting  head,  each  guard 
being  relatively  thick  at  its  outer  end  and  transversely 
and  longitudinally  curved  to  merge  into  the  outer  face 
of  the  slitted  wall  and  the  outer  faces  of  the  side 
walls  of  the  head  whereby  to  provide  rounded  ends 
and  corners  for  said  head  extending  flush  with  the 
slitted  wall  and  outer  faces  of  the  side  walls  thereof, 
one  of  said  guards  at  its  inner  end  being  attached  to 
the  handle,  and  means  for  holding  the  cutting  head  in 
place  on  said  handle." 

The  defendants  offered  no  evidence  whatever  even  tend- 
ing to  support  the  finding  of  "indefiniteness"  as  to  either 
the  disclosure  or  claims  of  patent  No.  2,228,768  in  suit. 

On  the  other  hand,  defendants  offered  into  evidence  as 
Defendants'  Exhibit  A  a  model  of  the  dry  shaver  disclosed 
in  patent  No.  2,228,768  in  suit,  which  was  made  under 
the  direction  of  Mr.  Gray,  chief  engineer  for  defendant 
Schick,  Inc.,  and  which  Mr.  Gray  testified  correctly  illus- 
trates the  dry  shaver  disclosed  in  the  patent  in  suit  [Tr. 
361  ] .  The  District  Court  found  that  the  evidence  wholly 
failed  to  show  that  Mr.  Gray  had  any  difficulty  whatever 
in  understanding  the  disclosure  or  claims  of  the  patent  in 
suit  adequately  to  make  the  model.  Defendants'  Exhibit  A 
[Tr.  50]. 

Although  requested  to  do  so,  the  District  Court  made 
no  finding  or  conclusion  of  law  as  to  whether  any  of  said 
claims  1.  11,  26,  27,  28,  29  and  30  are  infringed  by  any 
of  defendants'  devices  in  suit,  exemplified  by  Plaintift*'s 
Exhibits  2,  3,  4  and  5. 
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SPECIFICATION  OF  ERRORS. 

The  asserted  errors  of  the  District  Court  that  will  be 
relied  upon  by  cross-appellant-plaintiff  on  this  cross-appeal 
are  as  follows : 

(1)  The  District  Court  erred  in  Finding  of  Fact 
20,  and  Conclusion  of  Law  3,  and  in  its  Judgment, 
in  finding  and  concluding  that  claims  1,  11,  26,  27, 
28,  29  and  30  of  patent  No.  2,228,768  are  invalid 
because  of  indetiniteness. 

(2)  The  District  Court  erred  in  Conclusion  of 
Law  6,  as  a  matter  of  law,  in  concluding  that  the  oral 
patent  license  contract  between  plaintiff  and  defend- 
ant Schick,  Inc.,  was  not  fully  or  otherwise  performed 
by  plaintiff  so  as  to  take  the  contract  out  of  the 
operation  of  the  Statute  of  Frauds. 

(3)  The  District  Court  erred  in  Conclusion  of 
Law  6,  as  a  matter  of  law,  in  concluding  that  defend- 
ant Schick,  Inc.,  was  not  estopped  from  asserting  the 
invalidity  of  said  oral  contract  under  the  Statute  of 
Frauds. 

(4)  The  District  Court  erred  in  rendering  judg- 
ment for  defendant  Schick.  Inc.,  upon  plaintiff's 
second  claim  for  relief  upon  the  contract. 
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IV. 

SUMMARY  OF  THE  ARGUMENT. 

A.  The  District  Court  should  have  sustained  plaintiff's 
second  claim  for  relief  uix)n  said  oral  contract,  because 
said  contract  was  fully  performed  and  executed  by  plain- 
tiff and  nothing-  remained  to  be  done  thereunder  but  the 
payment  of  royalties  by  defendant  Schick,  Inc.  Under 
the  law,  this  removes  the  oral  contract  from  the  operation 
of  the  Statute  of  Frauds. 

B.  The  District  Court  should  have  sustained  plaintiff's 
second  claim  for  relief  upon  said  oral  contract,  because  in 
reliance  upon  the  contract  and  at  the  inducement  of  de- 
fendant Schick,  Inc.,  plaintiff  changed  his  position  to  his 
detriment,  and  therefore,  under  the  law,  defendant  is 
equitably  estopped  to  rely  upon  the  Statute  of  Frauds  as 
a  defense  to  plaintiff's  action  on  the  contract. 

C.  The  District  Court  should  have  held  claims  1,  11, 
26,  27,  28,  29  and  30  of  patent  No.  2,228,768  in  suit 
definite  within  the  meaning  of  35  U.  S.  C.  A.,  ^33  (R.  S., 
§4888)  and  valid. 
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V. 
THE  ARGUMENT. 

A.  The  District  Court  Should  Have  Sustained  Plain- 
tiff's Second  Claim  for  Relief  on  Said  Oral  Con- 
tract, Because  Said  Contract  Was  Fully  Per- 
formed by  Plaintiff  and  Nothing  Remained  to  Be 
Done  Thereunder  but  the  Payment  of  Royalties 
by  Defendant  Schick,  Inc. 

The  District  Court  found  that  on  "Jan.  29,  1941, 
plaintiff  and  defendant  Schick,  Inc.,  entered  into  an  oral 
contract  by  the  terms  of  which  plaintiff  granted  to  said 
defendant  an  exclusive  license  under  patent  No.  2,228,768 
for  the  Hfe  of  that  patent."  [Tr.  55-56]. 

It  is  submitted  that  plaintiff  upon  granting  to  defend- 
ant the  exclusive  license  fully  performed  all  of  his  obliga- 
tions under  the  contract  and  that  nothing  whatever  re- 
mained to  be  done  to  complete  the  execution  of  the  con- 
tract but  the  payment  of  money  by  defendant  Schick, 
Inc.,  and  that  as  a  matter  of  law  this  places  the  oral  con- 
tract outside  of  the  operation  of  the  Statute  of  Frauds. 

It  is  well  settled  in  California  and  elsewhere  that  the 
Statute  of  Frauds  applies  to  executory  contracts  only, 
and  that  where  the  agreement  has  been  fully  performed 
by  one  party  within  a  year  of  its  making,  it  is  not  within 
the  purview  of  the  Statute.  Moreover,  the  fact  that  the 
other  party's  performance  will  be  required  over  a  period 
in  excess  of  a  year  is  immaterial.  The  applicable  Cali- 
fornia rule  is  stated  in  Hellings  v.  Wright,  29  Cal.  App. 
649,  656  (1916),  as  follows: 

"As  a  matter  of  fact,  plaintiff  here  performed  his 
contract  within  the  year,  and  so  nothing  was  left  but 
the  payment  of  the  consideration.     'When  a  contract 
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has  been  so  far  performed  that  nothing  remains  to 
be  done  but  the  payment  of  the  consideration  for  the 
performance,  the  fact  that  the  contract  does  not  re- 
quire the  payment  within  a  year  furnishes  no  defense 
to  an  action  for  the  price.'  (20  Cyc.  296  (note  13 
and  cases  there  cited).)" 

To  the  same  effect  see:  Diitton  v.  Interstate  Inv.  Corp., 
119  P.  (2d)  138,  141,  19  Cal.  (2d)  65  (1941);  Wehfier 
V.  Bauer,  160  Fed.  240,  244  (C.  C.  Cal.  1908);  Restate- 
ment, Contracts,  Sec.  198;  2  Wilhston,  Contracts,  Rev. 
Ed.,  1936,  Sec.  504,  p.  1471. 

Under  the  rule  stated  above,  it  has  long  been  held 
specifically  that  an  oral  patent  license  agreement  is  not 
within  the  Statute  of  Frauds  where  the  grant  of  the 
license  has  constituted  complete  performance  by  the  patent 
owner,  and  all  that  remained  to  be  done  was  the  payment 
of  money  by  the  licensee.  See:  Emerson  v.  Universal 
Products  Company,  Inc.,  35  Del.  277,  162  Atl.  779  (Del. 
Sup.  Ct.  1931) ;  Price  v.  Smith  Manufacturing  Company, 
53  Cal.  App.  303,  200  Pac.  53  (1921) ;  Smith  v.  Neale,  2 
C.  B.  (N.  S.)  67  (1857). 

In  upholding  recovery  under  an  oral  patent  license  con- 
tract, the  court  in  the  Emerson  case,  supra,  after  a  schol- 
arly review  of  the  applicable  English  and  American  de- 
cisions on  the  Statute  of  Frauds,  concluded  at  page  781 : 
"The  Statute  of   Frauds,   we   think,   was   only   in- 
tended to  operate  upon  agreements  executory  in  char- 
acter.    The  consideration  moving  to  and  the  obliga- 
tions assumed  by  each  party  made  the  agreement  exe- 
cutory and  when  these  obligations  could  not  be  per- 
formed within  a  year,  the  Statute  of  Frauds  required 
that  they  be  reduced  to  writing  to  be  binding  upon  a 
party.     When,  however,  the  agreement  contemplates 
one  party  immediately,  fully  and  completely  comply- 
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ing  with  his  entire  obHgation  and  he  does  so  imme- 
diately comply  and  there  remains  nothing  to  be  done 
by  the  other  but  the  payment  of  money  pursuant  to 
the  agreement,  then  the  agreement  has  ceased  to  be 
executory    in    character    and    has    become    executed. 

It  is  therefore  respectfully  submitted  that  the  oral 
patent  license  contract  between  plaintiff  and  defendant 
Schick,  Inc.,  is  not  within  the  Statute  of  Frauds,  and 
that  the  District  Court  erred  in  refusing  to  award  judg- 
ment to  plaintiff  on  his  second  claim  for  relief. 

B.  The  District  Court  Should  Have  Sustained  Plain- 
tiff's Second  Claim  for  Relief  Upon  Said  Oral 
Contract,  Because  in  Reliance  Upon  the  Contract 
and  at  the  Inducement  of  Defendant  Schick,  Inc., 
Plaintiff  Changed  His  Position  to  His  Detriment, 
and  Therefore,  Under  the  Law,  Defendant  Is 
Equitably  Estopped  to  Rely  Upon  the  Statute  of 
Frauds  as  a  Defense  to  Plaintiff's  Action  on  the 
Contract. 

It  is  submitted  that  defendant  Schick.  Inc.,  is  equitably 
estopped  as  a  matter  of  law  to  raise  as  a  defense  the 
Statute  of  Frauds,  the  pertinent  statutory  provisions  being 
as  follows : 

"§1624.  (Statute  of  Frauds.)  Contracts  that  must 
be  written.  The  following  contracts  are  invalid,  un- 
less the  same,  or  some  note  or  memorandum  thereof, 
is  in  writing  and  subscribed  by  the  party  to  be  charged 
or  by  his  agent : 

"1.  An  agreement  that  by  its  terms  is  not  to  be 
performed  within  a  year   from  the  making  thereof. 

California  Civil  Code,  §1624. 
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"§1973.  What  agreements  must  be  in  writing. 
In  the  following  cases  the  agreement  is  invalid,  unless 
the  same  or  some  note  or  memorandum  thereof  be  in 
writing,  and  subscribed  by  the  party  charged,  or  by 
his  agent.  Evidence,  therefore,  of  the  agreement, 
cannot  be  received  without  the  writing  or  secondary 
evidence  of  its  contents. 

"1.  An  agreement  that  by  its  terms  is  not  to  be 
performed  within  a  year   from  the  making  thereof. 

Cahfornia  Code  of  Civil  Procedure,  §1973. 

The  District  Court  found:  that  at  the  inducement  of 
defendant  Schick,  Inc.,  and  in  reliance  upon  the  existence 
of  said  oral  license  contract,  which  reliance  was  also  in- 
duced by  Schick,  Inc.,  plaintiff  mailed  copies  of  his  two 
pending  patent  applications  to  Schick,  Inc. ;  that  plaintiff 
had  never  theretofore  disclosed  in  whole  or  in  part  the 
contents  of  said  pending  patent  applications  to  Schick, 
Inc. ;  that  at  that  time  such  applications  were  secret  and 
confidential;  that  plaintiff  would  not  have  sent  copies  of 
said  pending  applications  to  Schick,  Inc.,  had  he  not  relied 
on  said  oral  contract;  that  by  sending  such  applications 
to  Schick,  Inc.,  plaintiff*  changed  his  position  to  his  detri- 
ment and  could  not  be  put  back  into  his  original  position 
after  such  disclosure  [Tr.  57-58]. 

The  District  Court  also  found  that  for  a  substantial 
period  of  time  plaintiff,  at  the  inducement  of  Schick.  Inc., 
and  in  reliance  upon  the  existence  of  said  oral  contract, 
which  reliance  was  induced  by  Schick,  Inc.,  refrained  from 
negotiating  with  any  other  person  or  company  with  resi:)ect 
to  patent  No.  2,228,768  in  suit,  and  thereby  suffered 
further  detriment  [Tr.  58]. 
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In  view  of  the  foreg-oing  findings,  it  is  submitted  that 
as  a  matter  of  law  defendant  Schick,  Inc.,  is  equitably 
estopped  to  raise  or  rely  upon  the  Statute  of  Frauds  as  a 
defense  to  plaintiff's  claim  for  relief  on  the  oral  contract, 
and  that  the  District  Court's  holding  to  the  contrary  is 
erroneous. 

It  is  a  well  established  legal  doctrine,  particularly  in 
California,  that  where  one  party  to  an  oral  contract 
changes  his  position  to  his  detriment,  in  reliance  upon  the 
oral  contract,  the  other  party  is  equitably  estopped  to  raise 
the  Statute  of  Frauds  as  a  defense  in  an  action  on  the 
contract  by  the  first  party.  The  general  doctrine  is  stated 
in  Wilson  v.  Bailey,  8  Cal.  (2d)  416,  65  P.  (2d)  770 
(1937),  as  follows: 

"The  vital  principle  is  that  he  who  by  his  language 
or  conduct  leads  another  to  do  what  he  would  not 
otherwise  have  done  shall  not  subject  such  person  to 
loss  or  injury  by  disappointing  the  expectations  upon 
which  he  acted.  Such  a  change  of  position  is  sternly 
forbidden.  It  involves  fraud  and  falsehood,  and  the 
law  abhors  both." 

This  doctrine  is  also  stated  and  applied  in  the  cases  of 
Carpy  v.  Dowdcll,  115  Cal.  677,  47  Pac.  695  (1897); 
Nottcn  V.  Mensing,  3  Cal.  (2d)  469,  45  P.  (2d)  198 
(1935);  Hcffcnmu  v.  Davis,  24  Cal.  App.  295,  140  Pac. 
716  (1914) ;  Keller  v.  Richbart,  130  Cal.  App.  296,  20  P. 
(2d)  55  (1933);  Feeny  v.  Clapp,  126  Cal.  App.  729,  15 
P.  (2d)  178  ( 1932) ;  Flint  v.  Giguiere,  50  Cal.  App.  314, 
195  Pac.  85  (1920);  Taylor  v.  Odell,  50  Cal.  App.  (2d) 
115,  122  P.  (2d)  919  (1942);  Grant  v.  Long,  ^^  Cal. 
App.  (2d)  725,  92  P.  (2d)  940  (1939). 

It  has  also  been  held  specifically  that  such  equitable 
estoppel  applies  to  oral  patent  license  agreements.     See: 
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Price  V.  Smith  Mamifactiiriug  Co.,  53  Cal.  App.  303,  200 
P.  53  (1921). 

It  is  to  be  noted  that  in  the  cases  cited  above  the  equita- 
ble estoppel  is  raised  as  a  matter  of  law,  even  though  the 
change  of  position  involved  zvas  not  directly  solicited  by  the 
party  sought  to  he  charged.  The  facts  in  the  present  case 
are  therefore  much  stronger  in  favor  of  plaintiff  than  in 
the  cited  cases,  because  in  this  case  the  change  of  position 
by  Colonel  Jones  was  at  the  direct  request  of  the  defendant 
Schick,  Inc. 

It  is  submitted  that  the  action  of  the  defendant  Schick, 
Inc.,  trading  on  plaintiff's  belief  in  the  existence  of  the 
royalty  contract,  inducing  plaintiff  to  reveal  to  it  confiden- 
tial and  secret  information  contained  in  his  pending  pat- 
ent applications  (which  plaintiff  would  not  otherwise  have 
done)  is  morally  indefensible.  It  is  submitted  that  ordi- 
nary business  ethics  required  that,  if  the  defendant  cor- 
poration did  not  intend  to  abide  by  its  royalty  contract 
with  plaintiff,  it  should  have  so  notified  him  at  the  time 
that  it  requested  him  to  make  such  disclosures.  This  de- 
fendant wholly  failed  to  do  so. 

It  is  therefore  submitted  that  plaintiff's  disclosure  of 
his  two  secret  and  pending  patent  applications  to  defend- 
ant Schick,  Inc.,  and  the  fact  that  he  forebore  negotiating 
with  others  with  regard  to  his  patent  No.  2,228,768.  both 
at  defendant's  inducement,  and  in  reliance  upon  the  en- 
forceability of  his  oral  contract,  constituted  such  a  change 
of  position  by  plaintiff'  as  to  equitably  estop  defendant 
Schick,  Inc.  from  relying  upon  the  Statute  of  Frauds  as 
a  defense. 

The  only  reason,  apparently,  that  the  District  Court 
refused  to  raise  an  ef|uitable  estoi)pel  against  defendant 
Schick,  Inc.  to  rely  upon  the  Statute  of  Frauds  was  that 
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the  "patent  applications  Serial  Nos.  314,287  and  316,154 
[the  applications  that  Colonel  Jones  sent  to  Schick,  Inc. 
at  its  request]  were  not  solely  referable  to  the  oral  con- 
tract of  January  29,  1941,  suice  it  zvas  not  one  of  the 
terms  or  provisions  of  said  oral  contract  that  plaintiff 
would  submit  said  patent  applications  or  disclose  them 
to  defendant  Schick,  Inc."  [Tr.  58].  In  other  words, 
the  District  Court  took  the  view  that  there  could  not  be 
any  "equitable  estoppel"  without  "part  performance,"  and 
that  the  doctrine  of  "equitable  estoppel"  is  merely  one 
phase  of  the  doctrine  of  "part  performance."  This,  we 
submit,  was  erroneous.  The  correct  rule  is,  we  submit, 
that  "part  performance"  is  merely  one  phase  of  the 
general  doctrine  of  "equitable  estoppel."  See:  49  Am. 
Jur.,  §§420-422,  582.  That  the  change  of  position  in- 
volved need  not  be  in  part  performance  of  the  oral  con- 
tract is  plain  from  the  above  and  other  decisions.  Thus, 
in  Matzger  v.  Arcade  Building  &  Realty  Co.,  80  Wash. 
401.  141  Pac.  900,  L.  R.  A.  191 5 A  288,  the  Court  held 
that  where  a  lessee  under  an  oral  lease  purchased  a  stock  in 
trade  in  reliance  upon  the  existence  of  the  lease,  although 
not  required  to  do  so  by  the  terms  of  his  lease,  and  there- 
by changed  his  position  to  his  possible  detriment,  the 
lessor  was  equitably  estopped  to  rely  upon  the  Statute  of 
Frauds  to  defeat  the  oral  lease. 

It  is  submitted  that  such  an  equitable  estoppel  should 
be  raised  whether  or  not  the  change  of  position  relied 
upon  is  in  part  performance  of  the  contract  provided,  of 
course,  that  the  change  of  position  is:  (a)  detrimental; 
(b)  is  in  reliance  upon  the  enforceability  of  the  oral  con- 
tract; and  (c)  is  at  tlie  inducement  of  the  party  sought 
to  be  charged.  The  facts  in  the  present  case  clearly 
provide  all  of  these  requirements. 
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It  is  therefore  respectfully  submitted  that  by  reason  of 
the  chano^e  of  position  of  Colonel  Jones  at  the  inducement 
of  defendant  Schick,  Inc.,  and  in  reliance  upon  the  ex- 
istence of  the  oral  license  contract,  the  defendant  is 
equitably  estopped  to  raise  the  Statute  of  Frauds  as  a 
defense  to  plaintiff's  action  on  the  oral  license  contract. 
To  hold  otherwise  would  plainly  work  a  fraud  upon  plain- 
tiff, and  actually  make  the  Statute  of  Frauds  an  instru- 
ment of  fraud.     Such  is  not  its  purpose. 

C.  The  District  Court  Should  Have  Held  Claims  1, 
11,  26,  27,  28,  29  and  30  of  the  Patent  in  Suit  Defi- 
nite and  Valid  as  a  Matter  of  Law. 

Although  the  District  Court  found  such  claims  in- 
valid for  indefiniteness  [Tr.  55,  59],  no  reasons  were 
given  by  the  District  Court  for  such  a  general  finding. 
On  the  other  hand,  the  District  Court  specifically  found: 

"From  the  disclosure  of  patent  No.  2,228,768,  any 
man  skilled  in  the  art  of  dry  shavers  would  imme- 
diately know  the  extent  of  such  merging  to  be  pro- 
vided to  accomplish  the  objects  of  the  patent,  and 
such  term,  when  viewed  in  the  light  of  the  specifi- 
cation, is  sufficiently  definite  and  precise  to  provide 
such  knowledge."    [Finding  12,  Tr.  50.] 

The  statute  relating  to  definiteness  of  claims  in  a  pat- 
ent is  35  U.  S.  C.  A.,  ^33  (R.  S.,  §4888),  the  pertinent 
portion  of  which  is  as  follows: 

".  .  .  and  he  [the  inventor]  shall  particularly 
point  out  and  distinctly  claim  the  part,  improvement, 
or  combination  which  he  claims  as  his  invention  or 
discovery." 

It  is  submitted  that  claims  1,  11,  26,  27,  28,  29  and  30 
are  all  fully  definite  within  the  meaning  of  35  U.  S.  C. 


—20— 

A.,  §33  (R.  S.,  §4888),  because  they  all  distinguish  from 
the  prior  art  of  record  by  structural  limitations  which  are 
perfectly  plain  and  definite.  It  is  submitted  that  such 
claims  on  appeal  are  in  nowise  vague  or  indefinite. 

Claim  1  of  the  patent  in  suit  covers  a  combination  of 
structural  elements  in  a  dry  shaver  (a  "hair  clipping  de- 
vice"), and  includes  the  following: 

".  .  .  and  elements  disposed  at  the  ends  of  the 
channeled  head,  each  having  a  longitudinally  rounded 
surface  at  its  extremity  merging  into  the  outer  sur- 
face of  the  head  at  the  ends  thereof." 

Such  "elements,"  of  course,  are  the  hinged  end  guards 
20  clearly  shown  in  the  drawing  of  the  patent  in  suit,  and 
plainly  described  in  its  specification.  The  District  Court 
has  held  that  the  term  "merging,"  as  used  in  claim  1,  is 
fully  definite  and  precise  (see  quotation,  supra).  Mr. 
Gray,  defendants'  chief  engineer,  had  no  difficulty  in 
making  a  model  [Defendants'  Exhibit  A]  of  the  device 
of  the  patent  in  suit,  and  he  is  conceded  to  be  a  "man 
skilled  in  the  art."  This  quoted  clause  of  claim  1  plainly 
defines  the  form  and  position  of  the  outer  surface  of  each 
of  the  guard  elements.  It  is  therefore  submitted  that 
claim  1  of  the  patent  in  suit,  when  viewed  in  the  light  of 
the  drawing  and  specification,  fulfills  the  requirement  of 
the  statute  in  that  it  distinctly  claims  the  "part,  improve- 
ment, or  combination"  which  the  patentee  claimed  as  his 
invention  therein. 

Claim  11  of  the  patent  in  suit  is  submitted  to  be  defi- 
nite for  the  same  reasons  as  advanced  above  with  regard 
to  claim  1.  In  addition,  claim  11  s])ecifically  requires 
that  the  "elements"  be  "carried  by  the  handle,"  which  is 
an   important   distinction   from   the   prior   art   and   which 
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is  specific  to  structure.  No  dry  shaver  or,  in  fact,  any 
type  of  clipping  device  is  shown  in  the  prior  art,  which 
has  such  elements  carried  by  the  handle.  The  impor- 
tance of  this  feature  is  clearly  established  by  the  fact  that 
Schick,  Inc.  has  always  mounted  its  guard  elements 
("Whiskits")  on  the  handle,  and  not  on  the  cutting  head 
[Tr.  390],  even  though  it  owns  a  patent  to  Meyer  [De- 
fendants' Exhibit  L-2]  covering  mounting  the  guards  on 
the  cutting  head.  This  limitation  that  "elements"  are 
''carried  by  the  handle''  does  not  render  the  claim  func- 
tional as  it  does  not  describe  any  function  which  the  ele- 
ment performs  but  on  the  contrary  distinctly  defines  the 
position  of  the  element. 

Claims  26,  27,  28,  29  and  30  of  the  patent  in  suit  are 
all  submitted  to  be  fully  definite  as  to  the  novel  structure 
involved  for  the  same  reasons  advanced  above  with  regard 
to  claim  1.  In  addition,  each  of  these  claims  specifies 
that  the  cutting  head  has  an  outer  face  and  side  faces  and 
that  the  guards  ("elements")  are  also  rounded  trans- 
versely so  as  to  merge  into  the  side  faces.  As  the  Dis- 
trict Court  has  found  that  the  term  "merging"  is  fully 
definite  and  precise,  and  since  the  prior  art  fails  to  sug- 
gest any  such  structure,  it  is  submitted  that  all  of  such 
claims  are  clearly  definite  and  valid  by  reason  of  such 
additional  structure  not  included  in  claim  1.  In  addition, 
claims  27  and  30  provide  that  each  guard  is  relatively 
thick  at  its  inner  end  {i.e.,  that  it  is  thicker  at  its  inner 
end  than  at  its  outer  end),  which  is  an  additional  struc- 
tural limitation  not  suggested  by  the  prior  art. 

We  do  not  know  the  reason  why  the  District  Court 
held  the  appealed  claims  fatally  indefinite.  The  courts 
have  rei)eatedly  refused  to  apply  any  such  general  holding 
of  indefinitencss.  and.  in  fact,  have  repeatedly  held  claims 
of   the   same   general   type   here   on   apix^al   to   be   valid 
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against  the  contention  of  "indefiniteness."  The  doctrine 
of  "indefiniteness"  has  been  refused  appHcation  recently 
by  this  Court  in  Ralph  N.  Brodie  Co.  v.  Hydraulic  Press 
Mfg.  Co.,  151  F.  (2d)  91  (C.  C.  A.  9th,  1945),  in  which 
this  Court  held  claims  definite  and  valid,  even  though  they 
contained  a  number  of  "functional  terms."  Also  see: 
Research  Products  Co.  v.  Tretolite  Co.,  106  F.  (2d)  530 
(C.  C.  A.  9th,  1939).  Other  recent  decisions  to  the  same 
effect  are  indicated  by  the  following  quotations. 

".  .  .  The  claims  of  a  patent  are  always  to  be 
interpreted  in  the  light  of  its  specifications  and 
drawings.  This  canon  of  construction  is  as  old  as 
the  patent  law  itself  and  finds  its  latest  pronounce- 
ment in  Schriber-Schroth  Co.  v.  Cleveland  Trust 
Co.,  311  U.  S.  211,  217,  61  S.  Ct.  235,  85  L.  Ed.  132. 
The  District  Court  did  not  in  its  findings  point  out 
the  particular  feature  or  lack  of  feature  in  the  speci- 
fications which   subjected  the  claims  to  uncertainty. 

"As  indicated  at  the  outset,  we  have  not  been 
aided  in  our  examination  of  the  record  either  by 
brief  or  by  argument  of  counsel  for  appellee,  but  we 
find  nothing  that  indicates  a  fatal  lack  of  compliance 
with  Title  35,  ch.  2,  Sec.  33,  U.  S.  C.  A.  The  pre- 
sumptions of  validity  arising  from  the  grants  are 
not  negatived.  We  are  not  authorized  to  strike 
down  a  patent  for  uncertainty  and  indefiniteness 
where  a  reasonable  construction  of  the  specifications 
and  claims  will  protect  the  invention.  Cleveland 
Automatic  Mach.  Co.  v.  National  Acme  Co.,  6  Cir., 
52  F.  2d  769,  771.  Laying  to  one  side  any  other 
construction,  we  are  reasonably  satisfied  that  the 
patents  here  involved  are  sufficiently  described  and 
claimed." 

Paul  E.  Hazvkinson  Co.  v.  Wile  oxen,  149  F.  (2d) 
471,  at  p.  475  (C.  C.  A.  6th,  1945). 
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''It   has   been   strenuously   argued   that  all   of   the 
claims   of    this    patent   are   invalid   because   the   dis- 
closure rested  in  vital  particulars  upon  no  more  cer- 
tain   terms    of    description    of    the    shear-plate    than 
'thin,'  'extremely  thin,'  'so  thin  that  it  would  collapse 
or  flex  under  inward  pressure.'     It  is  said  that  there 
is  no  adequate  disclosure  of  what  thickness  of  shear- 
plate  is  to  be  used  and  also  that  it  is  not  a  good  limit- 
ing description  to  say  in  respect  to  the  distance  be- 
tween shear-plate  blades  that  they  'are  too  close  to- 
gether, however,  to  allow  the  skin  to  pass  up  into 
the  slots  14  and  the  skin  is  therefore  safe  from  cut- 
ting.'    Also   that   the  distance   between   such   blades 
may  not  be  given  as  of  the  ability  to  admit  hair  as 
a  minimum  and  of  the  ability  to  exclude  skin  from 
the  cutting  area  as  a  maximum.     Though  such  argu- 
ment is,  indeed,  plausible  in  the  sense  that  some  ex- 
perimentation would  seem  to  be  required  in  amplifi- 
cation of  the  disclosure,  it  must  be  remembered  that 
in  making   the  cutting   head   of   a  dry   shaver   such 
distances  as  those  of  a  hair's  breadth  are  those  with 
which  the  maker  of  the  shaving  head  is  immediately 
concerned  and   it  is,  i)erhaps,  the  exact  opposite  of 
vagueness  and  uncertainty  to  express  such  distances 
in  terms  of  the  thickness  of  hair.     At  least  it  may 
be  recalled  that  to  express  minute  distances  in  terms 
of  the  breadth  of  a  hair  is  not  uncommon.     So  too, 
it  is  fair  to  say  that  if  one  skilled  in  the  art  is  told  to 
make  the  blades  too  close  together  to  permit  the  skin 
to  pass  up  int(3  the  slots  far  enough  to  be  in  danger 
of  being  cut  he  would  know  what  that  meant.     The 
specifications  are  to  be  read  fairly  in  connection  with 
the  claims  and  a   reasonable  construction  given   the 
language  used  to  the  end  that  whatever  invention  is 
actually    disclosed    and    claimed    will    be    protected. 
Smith  V.  Snow,  294  U.  S.  1,  55  S.  Ct.  279,  79  L.  Ed. 
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721;  Keystone  Mig.  Co.  v.  Adams.  151  U.  S.  139, 
14  S.  Ct.  295,  38  L.  Ed.  103.  When  so  read  the 
language  is  as  definite  as  the  law  requires.  These 
two  claims  are,  therefore,  valid." 

Schick  Dry  Shaver,  Inc.,  et  al.  v.  R.  H.  Macey  & 
Co.,  Inc.,  Ill  F.  (2d)  1018,  at  pp.  1021-1022 
(C.  C.  A.  2nd,  1940). 

"The  patent  is  challenged  on  the  ground  of  gen- 
erality for  failure  to  furnish  a  yardstick  with  which 
to  determine  the  meaning  of  'long,'  'narrow'  or  'thin' 
teeth.     The  contention  does  not  require  extended  dis- 
cussion.    It  is  difficult,  if  not  impossible,  to  state  in 
general  terms  an  abstract  rule  by  which  to  test  objec- 
tionable indefiniteness  or  generality  in  a  patent.    Each 
case  must  be  determined  in  large  measure  by  its  own 
facts.     This  patent  is  in  a  well  known  and  crowded 
art :  and  the  specifications  and  drawings  throw  signifi- 
cant light  upon  the  meaning  with  which  the  words 
are  used.    When  the  prior  art,  the  specifications,  and 
the  drawings  are  taken  into  consideration  in  connec- 
tion with  the  claims,  the  patent  is  not  open  to  the 
objection  of  being  too  indefinite  or  general  to  disclose 
how  the  invention  may  be  put  to  use  and   how  in- 
fringement may  be  avoided.      Eibel   Process   Co.   v. 
Minnesota  &  Ontario  Paper  Co.,  261  U.  S.  45.  43  S. 
Ct.  322,  67  L.  Ed.  523 :  Vacuum  Cleaner  Co.  v.  Inno- 
vation Electric  Co.,  2  Cir.,  239  F.  543." 

Chicago  Pncuuiatic  Tool  Co.  r.  Hughes  Tool  Co., 
97  ¥.  (2d)  945,  at  p.  948  (C.  C.  A.  10th,  1938). 
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"The  patent  in  suit  clearly  discloses  that  the  pat- 
entees did  not  intend  that  their  bucket  should  have  a 
flat  bottom  or  a  curved  bottom  with  tangent  lip,  but 
that  the  bottom  should  have  a  flowing  or  graduated 
curve  conforming  substantially  to  a  segment  of  a 
logarithmic  spiral  as  illustrated  in  the  drawing. 

"It  is  to  be  noted  that  no  one  skilled  in  the  art 
testified  that  there  would  be  any  difficulty  in  produc- 
ing the  kind  of  bucket  disclosed  by  the  patent.  Com- 
pare Donner  v.  Sheer  Pharmacal  Corporation,  8  Cir., 
64F.  2d  217,  220,  221. 

"The  court  below  was  justified  in  finding  as  a  fact 
that  the  patent  was  not  fatally  defective  in  its  dis- 
closure of  the  invention  claimed." 

Strony-Scott  Mfg.  Co.  et  al.  v.  Wellcr  ct  a/.,  112 
F.  (2d)  389,  at  p.  395  (C.  C.  A.  8th,  1940). 

".  .  .  Where,  as  appears  to  be  true  in  this  case, 
the  patentee  does  not  intend  a  flat  bottom,  the  expres- 
sion used  is  not  happy.  The  language  of  the  specifi- 
cation does  not  cover  the  point,  and  from  it  no  one 
can  say  how  near  flat  the  bottoms  of  the  buckets 
were  intended  to  be.  But  the  drawings,  which  are 
part  of  the  specifications  (Lamb  Knit  Goods  Co.  v. 
Lamb  Glove  &  Mitten  Co.,  120  F.  267-269  (6  C.  C. 
A.),  clear  up  the  ambiguity.  Fig.  2  shows  a  slightly 
concave  bottom.  The  patentee  could  select  his  own 
language,  but  was  bound  to  make  his  meaning  reason- 
ably i)lain  and  specific.  Taking  the  drawing  into  ac- 
count, 1  think  he  has  done  so.  He  shows  that  by 
'substantially  flat'  he  meant  a  slight  departure  from 
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flatness  by  conca\  ity,  and  neither  a  convex  nor  corru- 
gated surface.    .    .    ." 

Wcstco-Chippewa  Pump  Co.  v.  Auto-Prime  Pump 
Co.,  S7  F.  (2d)  556,  at  p.  559  (D.  C,  N.  D. 
Ohio,  E.  D.,  1931). 

It  is  submitted  that  claims  1,  11,  26,  27,  28,  29  and  30 
of  the  patent  in  suit  are  all  specific  to  structural  elements 
which  plainly  distinguish  the  patented  device  from  the 
prior  art,  that  there  are  no  terms  in  any  of  the  appealed 
claims  which  are  indefinite  or  vague  in  any  respect  to 
either  a  layman  or  a  man  skilled  in  the  art,  and  that  the 
meaning  of  every  term  in  the  claims  is  self-evident  from 
the  specification  and  drawing  of  the  patent  in  suit.  It  is 
submitted  that  there  are  no  findings  by  the  District  Court 
that  support  the  judgment  that  such  appealed  claims  are 
invalid  for  lack  of  definiteness  but,  in  fact,  the  District 
Court's  findings  clearly  show  that  the  claims  are  fully 
definite.  If  the  defendants  in  this  case  contend  that  such 
appealed  claims  are  "indefinite"  in  any  respect,  we  submit 
that  it  is  incumbent  upon  them  to  point  out  with  particu- 
larity in  their  answering  brief  each  and  every  portion  of 
the  claims  upon  which  they  will  rely  in  support  of  such  a 
contention. 

It  is  submitted  that  the  holding  of  the  District  Court 
that  claims  1,  11,  26,  27,  28,  29  and  30  are  indefinite  and 
therefore  invalid  is  erroneous  as  a  matter  of  law  and 
should  be  reversed  by  this  Court. 
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VI. 
CONCLUSION. 

It  is  submitted  that  judgment  should  be  rendered  for 
plaintiff  on  his  second  claim  for  relief  upon  the  oral  patent 
license  contract  because:  (a)  The  contract  was  not  within 
the  Statute  of  Frauds;  and  (b)  because  defendant  Schick, 
Inc.,  is  equitably  estopped  to  raise  or  rely  upon  the  Statute 
of  Frauds  as  a  defense  to  such  action. 

It  is  also  submitted  that  claims  1,  11,  26,  27,  28.  29  and 
30  of  the  patent  in  suit  are  perfectly  definite  and  valid. 

It  is  therefore  respectfully  submitted  that  the  judgment 
of  the  District  Court  should  be  modified  to  (a)  sustain 
plaintiff's  second  cause  of  action  on  the  royalty  contract 
and  to  award  plaintiff  an  accounting  and  judgment  as  to 
royalties  due;  or  (b)  alternatively,  hold  claims  1,  11,  26, 
27,  28,  29  and  30  of  the  patent  in  suit  valid. 

Respectfully  submitted, 

Harris,  Kiech,  Foster  &  Harris  and 
Ford  Harris,  Jr., 

Attorneys  for  Cross-Appellant. 
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This  brief  is  directed  to  the  cross-appeal  taken  in  this 
case  by  plaintiff  and  is  intended  to  present  defendants' 
reply  to  the  "Opening  Brief  of  Cross-Appellant"  filed 
by  plaintiff  on  such  cross-appeal.  In  our  ''Opening  Brief 
for  Defendants-Appellants"  we  have  already  discussed 
the  issues  of  validity  of  the  patent  in  suit  and  in- 
fringement of  the  claims  of  the  patent  sustained  by  the 
court  below  on  plaintiff's  first  cause  of  action.  On  his 
cross-appeal  plaintiff  alleges  error  in  the  court  below  in 
holding  claims  1,  11,  26,  27,  28,  29  and  30  of  the  patent 
in  suit  invalid  on  his  first  cause  of  action  and  in  dismissing 
plaintiff's  second  cause  of  action  based  on  the  oral  con- 
tract allegedly  made  between  plaintiff  and  defendant 
Schick,  Inc.,  on  January  29,  1941.  In  accordance  with 
subdivision  3  of  Rule  20  of  this  court,  we  are  obliged  to 
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restate  the  case  in  so  far  as  the  points  raised  by  plaintiff 
on  his  cross-appeal  are  concerned  since  plaintiff's  state- 
ment of  the  case  is  totally  inadequate  and  insufficient  to 
apprise  the  court  of  the  pertinent  evidence.  In  our  re- 
statement of  the  case,  we  shall  first  present  the  facts  in 
evidence  on  plaintiff's  second  (contract)  cause  of  action 
and  then  such  additional  facts  on  plaintiff's  first  (patent) 
cause  of  action  as  are  germane  to  the  issue  with  respect 
to  the  claims  of  the  patent  in  suit  held  invalid  by  the  court 
below. 

I. 

Statement  of  the  Case. 

Second  Cause  of  Action: 

Plaintiff's  statement  of  facts  relative  to  the  second 
cause  of  action  is  correct  in  so  far  as  it  goes:  but,  ignor- 
ing the  issue  raised  by  the  denial  in  the  answer*  that  the 
contract  alleged  in  the  second  cause  of  action  was  entered 
into  [par.  IV,  R.  16,  17],  w^hich  the  lower  court  decided 
in  favor  of  plaintiff  [Finding  23,  R.  23,  z4],  plaintiff 
omits  any  statement  of  the  bulk  of  the  evidence  bearing 
on  that  issue.  Inasmuch  as  defendant  Schick,  Inc.  con- 
tends that  the  evidence  is  insufficient  to  support  this  find- 
ing of  the  lower  court,  we  shall  summarize  this  evidence. 

The  evidence  bearing  on  the  issue  of  contract  vel  non 
consists  of  the  testimony  of  plaintiff,  of  plaintiff's  witness 
Merrick,  the  then  general  counsel  for  defendant  Schick, 
Inc.,  and  correspondence  between  plaintiff  and  representa- 


*Whenever  the  term  "answer"  is  used  herein  it  is  to  be  under- 
stood as  referring  to  the  answer  of  defendants  to  combined  original 
and  supplemental  complaints  for  infringement  of  letters  patent 
No.  2,228,768    [R.   12  et  seq.]. 
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tives  of  said  defendant.  It  is  alleged  in  the  complaint,* 
and  found  by  the  court,  that  the  oral  contract  sued  upon 
was  entered  into  on  January  29,  1941  [par.  IV  of  com- 
plaint, R.  10,  11,  and  Finding  23,  R.  55,  56].  It  will  be 
observed  that  the  District  Court  found  that  all  of  the 
terms  of  the  oral  contract  alleged  in  the  complaint  were 
"agreed  to  unconditionally  by  both  parties  thereto,"  that 
the  "oral  contract  was  not  conditioned  upon  the  making 
of  any  subsequent  agreement  by  the  parties  as  to  any 
further  terms,"  and  that  said  oral  contract  was  not  "con- 
ditioned upon  being  subsequently  reduced  to  writing,  or 
otherwise."  Such  finding  is  based  upon  the  conception 
that  the  minds  of  the  parties  met  at  the  conversation  of 
January  29,  1941,  between  plaintiff,  Merrick  and  Cordiner, 
the  then  president  of  defendant  Schick,  Inc. 

The  record  shows  that  at  this  conversation,  after  dis- 
cussing the  amount  of  royalties  to  be  paid,  plaintiff  said 
the  best  offer  he  would  make  was  1>4%  of  the  manufac- 
turer's sales  price  until  royalties  should  total  $250,000, 
and  1%  thereafter  to  the  end  of  the  life  of  the  patent, 
with  a  down  payment  of  advance  royalties  of  $30,000. 
To  this  Cordiner  replied  "It's  a  deal."  Cordiner  and 
plaintiff  shook  hands  and  plaintiff  said  "It's  a  deal.  That 
is  fine."  [R.  130,  131.]  The  conversation  continued 
without  interruption;  there  was  no  hiatus.  Cordiner 
sought  and  received  assurance  from  plaintiff  that  he  would 
not  attempt  to  negotiate  a  sale  of  the  patent  to  anyone 
else.  Plaintiff  then  asked  Cordiner  how  they  were  going 
to  go  about  putting  the  "agreement"  in  writing,  to  which 


*Whenever  the  term  "complaint"  is  used  herein  it  is  to  be 
understood  as  referring  to  the  combined  original  and  supplemental 
complaints  for  infringement  of  letters  patent  No.  2,228,768  [R. 
8  ct  seq.\. 


Cordiner  replied,  in  effect,  that  the  Schick  Company 
would  draw  the  agreement,  and  told  plaintiff  to  send  them 
such  points  as  he  would  like  to  have  included  in  the 
agreement,  and  if  possible  the  Schick  Company  would  in- 
clude them  [R.  131]. 

On  cross-examination  [R.  233-241],  plaintiff  testified 
that  he  did  not  propose  to  negotiate  with  anyone  else  unless 
defendant  Schick,  Inc.  refused  to  '*put  the  agreement  in 
writing  and  refused  to  comply  with  its  terms";  that  at 
the  conversation  of  January  29,  1941,  he,  Cordiner  and 
Merrick  discussed  the  question  of  who  should  take  the 
responsibility  for  defending  the  patent  from  suits  by  third 
persons,  that  they  were  going  to  reach  an  agreement  on 
that  point;  that  it  was  left  to  Schick  Company's  option 
whether  said  defendant  or  plaintiff  should  prosecute  the 
two  pending  patent  applications  of  plaintiff;  that  in  re- 
sponse to  Merrick's  suggestion  that  plaintiff  employ  an 
attorney  to  advise  him  regarding  the  different  things  that 
would  have  to  be  covered  in  the  proposed  agreement, 
plaintiff  replied  that  he  thought  that  he  could  "negotiate 
the  main  matters"  that  afternoon  and  that  he  could  have 
an  attorney's  advice  later  on  "as  to  whether  everything 
was  all  right." 

Plaintiff  further  testified  on  his  cross-examination  that 
Cordiner  and  Merrick  called  his  attention  to  the  "captions 
that  would  necessarily  be  included  in  the  patent  agree- 
ment" [R.  237-9]  ;  that  there  were  provisions  that  "they" 
wanted  to  put  in  the  agreement,  but  that  he  "had  no  inten- 
tion of  passing  up  the  agreement  and  refusing  to  sign  it 
when  they  submitted  an  agreement,  unless  there  was  some- 
thing that  would  markedly  interfere  with  (his)  normal 
rights  in  the  matter"  [R.  240]  ;  that  plaintiff  thought  they 
"had  a  sort  of  preliminary  discussion,  because  I  expected 
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them  to  work  out  the  contract  that  they  thought  should 
be  signed,  and  then,  unless  there  was  something  horribly 
wrong  with  it,  I  expected  to  sign  it"  [R.  245]  ;  plaintiff 
thought  that  they  "would  have  no  particular  difficulty  in 
reaching  an  agreement  on  the  secondary  issues,  if  you 
want  to  call  them  that"  [R.  245-6]  ;  that  he  was  willing 
to  concede  any  reasonable  secondary  provisions  when  the 
Schick  Company  presented  the  contract;  that  "they  men- 
tioned that  I  should  take  the  responsibility  of  defending 
suits,  and  I  did  not  agree";  that  they  did  not  settle  the 
point  regarding  the  extent  to  which  plaintiff  would  go  in 
defraying  the  cost  of  suing  others  in  the  event  there  was 
an  infringement  of  his  patent  [R.  246] ;  that  he  "ex- 
pected to  get  the  contract  from  them  for  (his)  signature, 
or  (his)  protest,  but  that  if  something  seemed  radically 
wrong  with  it  (he)  expected  them  to  change  it,  whatever 
it  might  be,  when  they  sent  (him)  the  contract"  [R.  247]  ; 
and  that  "they  were  to  prepare  the  contract,  and  send  it 
to  me,  and  then  if  I  objected  I  was  to  try  to  persuade 
them  as  to  what  changes  I  thought  ought  to  be  made  in  it" 
[R.  248]. 

In  response  to  a  question  by  the  Court,  plaintiff  testified 
[R.  251]  "I  thought  this:  That  in  view  of  the  corres- 
pondence that  followed  the  oral  agreement,  I  thought  there 
might  be  enough  confirmation  of  the  oral  agreement  there 
to  make  the  agreement  binding." 

It  will  serve  no  useful  purpose  to  summarize  the  witness 
Merrick's  testimony,  because  his  version  of  the  conversa- 
tion of  January  29,  1941,  is  substantially  the  same  as 
plaintiff's. 

Certain  excerpts  from  the  correspondence  between  the 
parties  following  their  conversation  are  of  significance. 
Plaintiff's  letter  to  the  Schick  Company,  dated  Januarv 


30,  1941,  and  the  "preliminary  draft"  of  license  agreement 
enclosed  therewith  [Pltf.  Ex.  No.  9,  R.  434  et  seq.]  is 
significant.  This  letter,  written  the  day  after  the  oral 
conversation,  states  in  part  that  plaintiff  agreed  to  the 
royalties  alleged  at  the  "oral  agreement"  of  the  day  be- 
fore, "cost  of  court  fights  desired  by  you  to  be  yours. 
I  agreed  to  this,  subject  to  detailed  protective  provisions 
in  the  contract  satisfactory  to  me.  I  have  accordingly 
drafted  a  contract  that  is  satisfactory  to  me  *  *  *." 
The  "preliminary  draft"  enclosed  with  this  letter  con- 
tained additional  provisions  of  substance  beneficial  to 
plaintiff,  which  had  not  been  agreed  to  at  the  oral  conver- 
sation the  day  before,  outstanding  among  which  was  an 
annual  minimum  royalty  requirement  of  $5,000  (par.  11), 
and  the  requirement  that  defendant  Schick,  Inc.  should 
bear  the  cost  of  both  offensive  and  defensive  litigation 
affecting  plaintiff's  patents  (par.  15).  Plaintiff's  Exhibit 
No.  10  [R.  442]  was  a  letter  from  Merrick  to  plaintiff, 
dated  February  5,  1941,  and  concerns  itself  primarily 
with  doubts  about  the  meaning  of  Paragraph  7  of  plain- 
tiff's "preliminary  draft,"  but  it  also  states  "there  are 
several  paragraphs  that  in  our  opinion  will  require  some 
clarification     *     *     *." 

Plaintiff  wrote  defendant  Schick,  Inc.  under  date  of 
February  10,  1941  [Pltf.  Ex.  No.  11;  R.  444],  in  which 
he  made  the  following  statement: 

"I  hope  that  you  and  Mr.  Cordiner  will  believe  that 
my  efforts  to  plug  every  loophole,  however  small  or 
improbable,  does  not  indicate  any  opinion  on  my  part 
that  your  organization  or  its  officers  are  the  sort  that 
make  any  such  provisions  necessary.  I  really  do 
believe  that  any  sort  of  simple  agreement  would  be 
complied  with  conscientiously  by  your  organization. 
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And  yet,  on  the  other  hand,  it  seems  to  me  a  sensible 
and  proper  poHcy  to  try  to  make  the  contract  an  iron- 
clad afifair  that  will  protect  to  the  maximum  degree 
the  rights  intended  for  me." 

Plaintiff's  Exhibit  No.  12  [R.  445]  was  a  letter  from 
Merrick  to  plaintiff,  dated  February  17,  1941,  requesting 
that  plaintiff  send  the  Schick  Company  copies  of  plain- 
tiff's pending  patent  appHcations,  stating  that  "we"  would 
like  to  examine  the  applications  in  connection  with  the 
preparation  of  a  memorandum  to  be  submitted  to  the 
board  of  directors.  Defendant's  Exhibit  R  [R.  565]  was  a 
telegram  from  plaintiff  to  the  Schick  Company,  dated 
March  9,  1941,  requesting  advice  as  to  when  plaintiff 
would  receive  the  company's  "version  of  contract."  On 
March  13,  1941,  Merrick  wrote  plaintiff  [Pltf.  Ex.  No. 
14,  R.  447],  informing  him  that  the  Schick  Company  was 
not  interested  in  obtaining  a  license  from  him,  and  on  the 
same  date  the  Schick  Company's  patent  counsel  wrote 
plaintiff  that  in  view  of  the  prior  art  counsel  had  advised 
defendant  Schick,  Inc.  that  plaintiff  did  not  as  to  past 
shavers,  and  would  not  as  to  future  shavers,  have  a  valid 
claim  against  said  defendant  for  infringement  of  the 
patent  in  suit  [Deft.  Ex.  C,  R.  449]. 

Defendant's  Exhibit  D  [R.  450  ct  scq.]  was  a  letter 
from  plaintiff  to  the  Schick  Company,  dated  March  14, 
1941,  which  crossed  in  the  mails  Plaintiff's  Exhibit  No. 
14  and  Defendant's  Exhibit  -8^.  This  is  the  last  letter 
written  from  plaintiff  to  the  Schick  company,  and  is  quite 
significant.  It  relates  the  history  of  plaintiff's  negotia- 
tions with  Messrs,  Cordiner  and  Merrick,  and  states : 

"Mr.  Cordiner  and  T  reached  an  oral  agreement 
as  to  all  essential  factors  in  a  licensing  contract,  sup- 
posedly to  be  drawn  up  and  signed  with  a  minimum 


of  delay.  I  was  to  notify  the  Schick  Co.  promptly 
of  the  minor  points  and  phraseology  that  I  desired 
in  the  contract.  The  Schick  Co.  was  then  to  write  a 
contract  and  submit  it  to  me  *  "^  *  I  sent  by  air 
mail  a  contract  draft  embodying  all  provisions  de- 
sired by  me." 

It  also  contains  the  following  statement: 

"This  neglect  (or  whatever  it  is)  on  your  part  is 
forcing  me  to  move  now  definitely  in  the  direction 
of  negotiations  with  someone  else  in  accordance  with 
my  alternative  plan. 

However,  I  will  save  for  you  the  opportunity  for 
exclusive  licensing  rights  until  April  4th.  I  cannot 
guarantee  that  the  opportunity  will  remain  open  past 
that  date  unless,  in  the  meantime,  events  shall  have 
made  me  confident  that  we  are  about  to  sign  a  con- 
tract. 

I  cannot  believe  that  any  useful  purpose  is  being 
served  by  this  secretive  procrastination.  Let's  get 
the  cards  on  the  table  and  have  a  decision,  one  way  or 
another." 

No  demand  or  other  communication  was  made  by  plain- 
tiff that  he  considered  the  oral  license  agreement  sued 
upon  to  be  in  existence  until  December  10,  1945,  almost 
five  years  later,  on  which  date  plaintiff,  through  his  attor- 
neys [R.  20  et  seq.],  made  claim  that  the  contract  sued 
upon  existed! 

The  District  Court's  decision  in  favor  of  defendant 
Schick,  Inc.  on  the  second  cause  of  action  was  based  on 
the  sole  ground  argued  in  tfie  Opening  Brief  of  Cross- 
Appellant.  While  we  urge  that  this  ruling  is  correct, 
there  are  other  grounds  for  upholding  the  lower  court's 
decision;  and  it  being  well  settled,  as  held  by  this  court 


in  McBrine  Co.  v.  Silverman,  121  F.  2d  181,  that  an 
appellate  court  may  affirm  on  a  ground  not  assigned  by 
the  trial  court,  we  shall  not  limit  ourselves  to  defending 
the  ruling  of  the  court  below,  but  will  also  argue  the 
additional  defenses  which  we  presented  in  the  trial  court. 

Thus,  we  shall  contend  that  the  evidence  is  insufficient 
to  support  the  finding  of  the  trial  court  that  any  license 
agreement,  oral  or  otherwise,  was  entered  into  between 
plaintiff  and  defendant  Schick,  Inc.;  that  the  alleged  oral 
contract,  even  if  it  did  come  into  existence,  was  barred 
by  the  Statute  of  Frauds  not  only  because,  as  held  by  the 
court  below,  the  acts  claimed  by  plaintiff  to  create  an  es- 
toppel were  not  acts  referable  to  the  contract  in  suit,  but 
that  there  is  no  evidence  to  sustain  the  lower  court's  find- 
ing [Finding  24,  R.  57,  58]  that  such  acts  of  plaintiff 
caused  him  any  detriment  whatsoever  or  caused  him  to 
change  his  position;  that  plaintiff's  patent  is  invalid,  which 
defense  is  available  to  said  defendant  in  respect  of  the 
second  cause  of  action,  because  said  defendant  renounced 
the  alleged  license  agreement  and  the  protection  granted 
thereby  on  March  14,  1941,  thereby  placing  itself  un- 
equivocally in  the  position  of  an  infringer,  if  the  validity 
of  such  patent  should  be  sustained;  and,  finally,  that  in 
any  event  the  alleged  oral  agreement  is  barred  bv  the 
Statute  of  Limitations,  and  that  California  Code  of  Civil 
Procedure,  Section  339  (1)  is  a  bar  to  any  recovery  under 
the  alleged  agreement. 

First  Cause  of  Action: 

In  the  "Opening  Brief  for  Defendants-Ap])ellants"  is  a 
"Statement  of  the  Case,"  which  is  here  incorporated  by 
reference.  In  the  Statement  of  the  Case  are  the  following 
pertinent  subtitles:     The  Issues,  The  Patent  in  Suit,  The 
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Accused  Devices,  Rounding,  and  Hinging.  All  of  the 
facts  set  forth  under  these  titles  apply  to  plaintiff's  cross- 
appeal.  Our  arguments  as  to  the  invalidity  of  claims  22, 
23,  31  and  32  for  lack  of  invention  apply  equally  well  to 
claims  1,  11,  26,  27,  28,  29  and  30. 

The  District  Court  held  claims  1,  11,  26,  27,  28,  29  and 
30  invalid  [Finding  20,  R.  55;  Conclusion  of  Law  3,  R. 
59;  Interlocutory  Judgment,  R.  62].  Plaintiff-cross- 
appellant's  appeal  is  directed  to  this  holding.  This  judg- 
ment of  the  District  Court  is  entirely  correct  and  should 
not  be  reversed.  The  findings  of  fact  and  conclusions  of 
law  supporting  the  judgment  are  fully  supported  by  the 
evidence  [Finding  20,  Conclusion  of  Law  3]. 

The  District  Court  not  only  held  claims  1,  11,  26,  27, 
28,  29  and  30  invalid,  but  also  claims  17,  18,  19,  20,  24 
and  25  [Finding  20,  R.  55].  On  February  21,  1948  a  dis- 
claimer was  entered  in  the  Patent  Ofiice  by  the  plaintiff 
(608  O.  G.  831)  stating  that  "he  has  claimed  more  than 
that  of  which  he  was  the  original  or  first  inventor  or  dis- 
coverer, and  he  hereby  makes  disclaimer  of  said  claims  17, 
18,  19,  20,  24  and  25  thereof."  (See  Appendix  to  this 
brief.)*  Plaintiff  has  appealed  and  asks  this  court  to  re- 
view the  holding  of  the  District  Court  only  as  to  some  of 
the  claims  held  invalid  by  the  District  Court,  that  is,  claims 
1,  11,  26,  27,  28,  29  and  30;  but  he  has  admitted  that  he  is 
not  the  inventor  of  the  subject  matter  of  claims  17,  18,  19, 
20,  24  and  25.  A  comparison  of  typical  claims  from  these 
two  sets  of  claims — those  appealed  from  and  those  dis- 
claimed— (claims  1  and  17  for  example)  fails  to  disclose 
any  material  differences.     Both  of  these  claims  describe 


*A  duly  certified  copy  of  this  disclaimer  will  be  presented  to  the 
Court  at  the  oral  argument. 


—11— 

a  shaver  having  a  tranversely  slitted  channeled  head  with 
its  edges  rounding  into  the  head  and  elements  at  the  ends 
rounding  into  the  head.  Plaintiff  admits  that  he  is  not 
the  inventor  of  that  device  described  in  claim  17  (see  dis- 
claimer), but  he  wishes  this  court  to  determine  that  he  is 
the  inventor  of  that  described  in  claim  1.  The  District 
Court  in  Finding  of  Fact  20  [R.  55]  held  the  claims  in- 
valid for  indefiniteness  but  in  his  oral  opinion  he  also  held 
that  they  do  not  embody  invention  [R.  412]. 

The  device  described  by  claims  1,  11,  26,  27,  28,  29  and 

30  is  completely  anticipated  by  the  prior  art  patents,  such 

as  the  patent  to  Peterson  [Deft.  Ex.  L-4,  R.  470].     The 

patent  in   suit  describes  that  all  of   the  surfaces   of   the 

shaving  head  should  be  rounded  off  to  provide  shaving 

comfort  and  that  guard  members  shall  be  added  at  the 

squared   ends   of   the   head   to   provide   shaving   comfort. 

Peterson  [Deft.  Ex.  L-4]  describes  a  guard  which  is  used 

on  the  ordinary  Gillette  safety  razor,  such  razor  having 

squared  ends  like  the  ends  complained  of  in  the  patent 

in  suit  [col.  1,  lines  13-23;  R.  425].     The  patent  in  suit 

teaches  that  a  rounded  device  placed  at  the  end  of  the 

channeled  head  of  the  razor  would  give  a  smoother,  more 

satisfactory  shave  [R.  377].     That  is  exactly  the  teaching 

of  the  Peterson  patent.     The  prior  patent  to  Ventimiglia 

[Deft.  Ex.  L-5,  R.  474]  describes  a  dry  shaver  whereby 

all  the  sharp  edges  or  corners  are  rounded  off  to  prevent 

scratching  and  cutting.     The  patent  to  Friedman    [Deft. 

Ex.    L-6,    R.    478]    shows    an    electric    shaver    having   a 

rounded     gauge  plate  1  which  comes  in  contact  with  the 

skin  to  make  the  device  slide  over  the  skin  more  readily 

[R.  377].     The  patent  to  Dean   [Deft.  Ex.  L-8,  R.  490] 

shows  an  attachment  adapted  to  be  put  on  a  conventional 

hair  clipper  which  forms  rounded  beads  18  at  the  corners 
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of  the  shaving  head  to  prevent  cuttmg  or  scratching  [R. 
378]. 

Claims  1,  11,  26,  27,  28,  29  and  30  describe  no  me- 
chanical part  not  present  in  the  Schick  shavers  manufac- 
tured prior  to  the  alleged  invention  of  Jones. 

Exhibit  B,   which  was  acknowledged  to  be  an   earlier 
model  than  any  invention  of  the  plaintiff  [R.  192],  has  all 
of   the  mechanical   features   described   in   claim    1    of   the 
patent  in  suit.     Claim  1   calls  for  "an  outer  transversely 
slitted  channeled  head  and  a  cutter  reciprocating  within 
the  channel  of  the  head."     Obviously  Exhibit  B  contains 
these  two  elements.     The  claim  further  calls  for  *'the  head 
at  its  longitudinal  outer  edges  being  transversely  rounded, 
the  transversely  rounded  surfaces  merging  into  the  outer 
surface  of  the  head"     Obviously  the  channeled  head  of 
Exhibit  B  has  all  of  its  edges  transversely  rounded  and 
that  rounding  merging  into  the  surface  of  the  head.   Plain- 
tiff acknowledged  that  the  heads  in  this  shaver  "are  some- 
what beveled  and  somewhat  rounded"  [R.  193].     The  last 
element  of  claim  1  is :  "and  elements  disposed  at  the  ends 
of  the  channeled  head,  each  having  a  longitudinally  round- 
ed surface  at  its  extremity  merging  into  the  outer  surface 
of  the  head  at  the  ends  thereof."    This  last  element  is  not 
new  with  the  plaintiff.     The  Peterson  patent   [Deft.  Ex. 
L-4,  R.  470]    describes  a  body  portion   1   and  shields  4. 
The  shields  4  are  curved  and  rounded  into  the  channeled 
portion  1   to  make  a  smooth  uninterrupted  curve  so  that 
the  edges  or  corners  of  the  razor  blade  11  cannot  cut  or 
scratch  [R.  376-7].     Similarly  the  patent  to  Aaron  [Deft. 
Ex.  L-11,  R.   511]    describes  a  dry  shaver  which  has  a 
shaving  head  indicated  and  called  a  "cylindrical   housing 
105."    At  the  ends  of  this  head  (see  Fig.  4  at  the  upper 
left-hand  corner)  are  rounded  projections.     One  of  these 
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is  disclosed  in  the  drawing  at  each  end  of  the  cutting  head. 
The  purpose  of  these  projections  is  two-fold:  (1)  to  act 
as  a  reinforcing  bar  as  found  by  the  court  [Finding  16, 
R.  52],  and  (2)  to  permit  rounding  of  the  end  of  the 
head.  These  reinforcing  bars  were  used  on  substantially 
all  Schick  shavers  [Exs.  2,  3,  4,  5,  B,  F,  H  and  I;  R.  314- 
317].  The  purpose  of  these  reinforcing  bars  or  elements 
is  explained  in  the  testimony  of  Gray: 

"In  addition  to  guarding  against  damage,  the  re- 
inforcing element  is  made  thicker  so  that  operations 
dealing  with  the  rounding  of  the  shearing  head  can 
be  performed,  if  this  reinforcer  were  extremely  thin, 
as  the  shear  plate  is,  it  is  not  strong  enough  to  stand 
up  under  the  rounding  operation"   [R.  356]. 

These  reinforcing  elements  which  constitute  rounded 
guards  were  in  use  long  before  any  purported  invention 
by  Jones  [R.  356-7]. 


Before  replying  to  plaintiff's  cross-appeal  on  the  merits 
we  shall  contend  that  such  cross-appeal  should  be  dis- 
missed in  so  far  as  it  affects  the  second  cause  of  action, 
because  plaintiff,  by  accepting  the  benefits  of  the  judgment 
given  him  by  the  trial  court  on  the  first  cause  of  action, 
has  effectually  estopped  himself  from  pursuing  further  his 
claim  on  the  alleged  exclusive  license  agreement. 
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II. 
Summary  of  Argument. 

Point  1.  Plaintiff's  cross-appeal,  in  so  far  as  it  affects 
the  second  cause  of  action,  should  be  dismissed. 

Point  2.  The  District  Court's  finding-  [Finding-  23, 
R.  55,  56]  that  the  oral  agreement  alleged  in  the  complaint 
was  entered  into  between  plaintiff  and  defendant  Schick, 
Inc.,  on  January  29,  1941,  that  at  the  time  of  the  making 
of  said  oral  contract  all  of  the  terms  thereof  were  agreed  to 
unconditionally  by  both  parties  thereto,  and  that  said  oral 
contract  was  not  conditioned  upon  the  making  of  any 
subsequent  agreement  by  the  parties  as  to  any  further 
terms,  and  was  not  conditioned  upon  being  subsequently 
reduced  to  writing,  is  erroneous  and  is  not  supported  by 
the  evidence. 

Point  3.  The  District  Court  properly  concluded  in  its 
Conclusions  of  Law  that  the  alleged  oral  license  agree- 
ment was  barred  by  the  Statute  of  Frauds. 

(a)  The  trial  court  correctly  concluded  [Conclusion  6, 
R.  60]  that  the  alleged  oral  contract  was  not  fully  or 
otherwise  performed  by  plaintiff  so  as  to  take  the  same 
out  of  the  operation  of  the  Statute  of  Frauds  of  Cali- 
fornia. 

(b)  The  findings  of  the  trial  court  [Finding  24.  R.  58] 
that  in  submitting  copies  of  plaintiff's  two  patent  applica- 
tions to  defendant  Schick,  Inc.  plaintiff  relied  upon  the 
alleged  oral  contract,  that  plaintiff  would  not  have  sent 
copies  of  said  patent  applications  to  said  defendant  had  he 
not  relied  upon  said  oral  contract,  that  by  sending  copies 
of  such  pending  patent  applications  to  said  defendant 
plaintiff  changed  his  position  to  his  detriment  and  could 
not  be  put  back  into  his  original  position  after  such  dis- 
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closure,  that  from  January  29,  1941,  until  at  least  March 
14,  1941,  relying  upon  the  acts  and  statements  of  said 
defendant,  plaintiff  believed  that  he  had  a  binding  and 
enforcible  agreement  with  said  defendant,  and  in  reliance 
thereon  plaintiff  throughout  such  period  refrained  from 
negotiating  with  any  other  person  or  company  with  re- 
spect to  the  patent  in  suit,  and  thereby  suffered  further 
detriment,  are,  and  each  of  them  is,  erroneous  and  not 
supported  by  the  evidence. 

(c)  The  trial  court  properly  found  and  concluded 
[Finding  24,  R.  58,  Conclusion  6,  R.  60]  that  the  sub- 
mission by  plaintiff  of  his  two  patent  applications  to  de- 
fendant Schick,  Inc.  was  not  an  act  referable  to  the  oral 
contract  sued  upon,  and  therefore  did  not  estop  defendant 
from  asserting  the  Statute  of  Frauds. 

Point  4.  Defendant  Schick,  Inc  having  on  March  13, 
1941,  renounced  and  abandoned  the  alleged  exclusive 
license  granted  by  the  asserted  oral  agreement  on  the 
ground  that  plaintiff's  patent  was  invalid,  and  said  de- 
fendant having  neither  manufactured  nor  sold  any  dry 
shavers  pursuant  to  said  alleged  oral  agreement  embody- 
ing the  invention  covered  by  said  patent,  said  defendant 
urges,  and  is  not  estopped  to  urge,  the  invalidity  of  said 
patent  as  a  complete  defense  to  the  second  cause  of  action. 

Point  5.  The  claim  asserted  in  the  second  cause  of 
action  is  barred  by  Section  339  (1)  of  the  Code  of  Civil 
Procedure  of  the  State  of  California. 

Point  6.  The  District  Court  properly  concluded  [Con- 
clusion 3,  R.  59]  that  claims  1.  11,  26,  27,  28,  29  and  30 
of  Patent  No.  2,228,768  were  indefinite  within  the  mean- 
ing of  35  U.  S.  C.  A.  IZ2>  (R.  S.  §4888). 
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III. 

THE  ARGUMENT. 

Point  1.  Plaintiff's  Cross-appeal,  in  so  far  as  It  Af- 
fects the  Second  Cause  of  Action,  Should  Be  Dis- 
missed. 

Before  answering  the  questions  raised  on  plaintiff's 
cross-appeal  relating  to  the  second  cause  of  action,  we  urge 
that  plaintiff  has  effectually  abandoned  his  claim  on  the 
alleged  exclusive  license  agreement  and  estopped  himself 
from  pursuing  it  further. 

The  first  and  second  causes  of  action  are  inconsistent. 
Admittedly,  plaintiff  could  not  have  judgment  for  infring- 
ing his  patent  and  at  the  same  time  recover  royalties 
pursuant  to  a  license  under  such  patent.  The  District 
Court  gave  plaintiff  judgment  that  four  claims  of  the 
patent  were  valid  and  infringed.  Judgment  was  rendered 
for  defendant  Schick,  Inc.,  on  the  second  cause  of  action. 

It  is  conceded  that  under  Rule  8(e)  F.  R.  C.  P.  plain- 
tiff was  permitted  to  allege  inconsistent  causes  of  action. 
The  question  here  involved  is:  At  what  point  in  the  case 
is  he  required  to  elect,  or  be  deemed  to  have  elected,  be- 
tween them? 

It  is  our  position,  in  view  of  what  transpired  in  the 
court  below,  that  plaintiff  must  be  deemed  to  have  elected 
to  pursue  the  first  cause  of  action  and  to  have  renounced 
the  second.  Plaintiff  sought  and  obtained  an  injunction 
restraining  defendants  from  manufacturing  the  accused 
shavers  [R.  63],  of  which  he  has  taken  full  advantage. 
Plaintiff  not  only  insisted  upon  retaining  this  injunction, 
he  opposed  defendants'  application  for  a  supersedeas  [R. 
72   et  seq.],   in   order   to   obtain   which   defendants   were 


—17— 

required  to  procure  and  file  a  $90,000  surety  bond  [R. 
75  ct  seq.].  Finally,  plaintiff  has  appealed  from  the  trial 
court's  ruling  in  the  first  cause  of  action,  holding  invalid 
certain  other  claims  of  the  patent. 

We  have  no  quarrel  with  the  liberalization  of  pleading 
accomplished  by  Rule  8(e)(2)  ;  but  this  rule,  like  the  re- 
mainder of  the  F.  R.  C.  P.,  is  purely  procedural  in  its 
implications.  It  does  not  purport  to  alter  the  substantive 
law,  and  it  is  a  familiar  doctrine  of  substantive  law  that 
a  plaintiff  may  not  appeal  from  a  portion  of  a  judgment, 
where  the  effect  of  reversal  would  be  in  any  manner  to 
disturb  that  part  of  the  judgment  entered  in  plaintiff's 
favor.  This  is  the  rule  in  Shaffer  v.  Great  American  In- 
demnity Co.,  147  F.  2d  981,  983  (C.  C.  A.  5),  where 
Judge  Hutcheson,  in  his  concurring  opinion,  said: 

"It  is  quite  clear  to  me  therefore  that  the  judgment 
should  be  affirmed  unless  appellee's  motion  to  dismiss 
because  plaintiff  has  accepted  pay  under  the  judgment 
and  an  appeal  is  inconsistent  with  that  acceptance  is 
well  taken. 

If  the  appeal  would  have  had  the  effect,  if  success- 
ful, of  in  any  manner  disturbing  or  changing  that  part 
of  the  judgment  which  had  been  entered  in  plaintiff's 
favor,  I  think  appellee  would  have  been  right  in  in- 
sisting that  the  appeal  should  have  been  dismissed. 
This  is  the  rule  not  only  generally  but  in  the  federal 
courts  as  well." 

The  same  doctrine  is  stated  somewhat  differently  in 
Altman  v.  Shopping  Center  Bldg.  Co.,  82  F.  2d  521, 
526.  ?27  (  C.  C.  A.  8),  as  follows:  A  party  who  enforces 
or  otherwise  accepts  the  benefit  of  a  judgment  cannot 
maintain   an   appeal   to   review   the   same.      In   that   case 
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the  trial  court  adjusted  the  many  conflicting  claims  of  the 
parties  according  to  a  single  plan  worked  out  by  the  court 
and  invited  by  the  Altman  heirs.  The  Altman  heirs,  tak- 
ing advantage  of  provisions  of  the  decree  favorable  to 
them,  appealed  from  other  provisions  of  the  decree  dis- 
advantageous to  them.  In  dismissing  their  appeal  the 
court  said: 

"Although  they  did  not  bring  the  suit  in  the  first 
place,  they  did  affirmatively  invoke  the  exercise  of 
the  equity  powers  which  saved  them  their  inheritance. 
By  the  acceptance  of  the  benefits  of  the  decree,  they 
are  precluded  from  attacking  it  on  appeal.  If  they 
believed  themselves  entitled  to  have  the  Turemans 
make  the  payments  called  for  by  the  Altman-Mer- 
chants  indenture,  they  could  have  stood  upon  that 
claim.  But  they  apprised  the  District  Court,  by  their 
Alternative  pleading,  that  if  it  should  be  adjudged 
that  the  Turemans  were  not  so  liable  then  they  prayed 
that  the  extraordinary  equitable  remedies  be  granted, 
of  which  they  have  taken  full  advantage."  (Em- 
phasis supplied.) 

So,  in  the  case  at  bar,  plaintiff  apprised  the  District 
Court  by  his  alternative  pleading  that  if  it  should  be  ad- 
judged that  defendant  Schick,  Inc.,  was  not  liable  on  the 
alleged  license  agreement  then  he  prayed  that  the  patent 
be  held  infringed  and  an  injunction  granted,  of  which 
he  has  taken  full  advantage. 

A  third  case  whose  facts  are  strikingly  similar  to  those 
in  the  case  at  bar  is  United  Engineering  &  Foundry  Co.  v. 
Cold  Metal  Process  Co.,  68  F.  2d  564.  In  that  case, 
defendant,  in  a  patent  infringement  suit,  raised  two  de- 
fenses, first,  that  the  patent  was  invalid;  second,  that  if 
valid  plaintiff  had  granted  it  a  patent  license.     The  trial 
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court  held  the  patent  vahd,  but  that  by  reason  of  the 
license  contract  defendant  had  not  infringed.  Defendant 
appealed  from  the  portion  of  the  decree  which  held  the 
patent  valid.  In  dismissing  the  appeal  the  court  (C.  C.  A. 
3)  said: 

"In  view  of  the  fact  that  the  decree  dismisses  the 
plaintiff's  bill  and  the  further  fact  that  such  decree 
is  in  accord  with  the  specific  relief  prayed  for  in 
the  defendant's  answer,  namely,  'Defendant  therefore 
prays  that  this  bill  of  complaint  be  dismissed  with 
costs  to  plaintiff,'  is  the  defendant,  which  has  not 
surrendered  or  canceled  the  license,  and  is  now  en- 
joying the  monopoly  of  the  patent,  warranted  in  ask- 
ing this  court  in  this  appeal  to  convict  the  court  be- 
low of  error  in  its  decree  and  here  contest  the  validity 
of  the  patent?  In  that  connection  we  note  that,  as- 
suming for  present  purposes  the  defendant  could  plead 
whatever  defenses  it  chose,  the  situation  of  standing 
on  its  unsurrendered  license  and  insisting  on  a  de- 
cree which  does  not  invalidate,  and  therefore  leaves 
it  in  possession  of  a  licensee's  rights,  it  follows  that, 
enjoying  and  possessing  such  license,  the  defendant  is 
not  in  a  position  to  contest  the  validity  of  its  licensor's 
patent,  the  monoply  and  rights  to  which  it  retains." 

We  know  of  no  decision  which  has  construed  Rule 
8(e)(2)  to  permit  a  plaintiff  to  delay  his  election  beyond 
the  entry  of  judgment  in  the  trial  court.  On  the  other 
hand,  there  are  several  indications  in  recent  decisions  that 
this  rule  cannot  be  so  construed.  Thus,  in  Vcnn-Sevcrin 
Machine  Co.  v.  Kiss  Sous,  etc.,  Inc.,  2  F.  R.  D.  4,  5  (D. 
C.  New  Jersey),  the  court  said: 

"Plaintiff  objects  to  the  counterclaim  of  the  defend- 
ant because  it  sets  up  ec|uitable  and  legal  fraud  and 
alleged  breach  of  an  implied  warranty  and   argues 
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that  the  defendant  may  seek  either  rescission  by  equit- 
able action  or  damages  in  a  legal  action,  but,  he 
may  not  seek  both  remedies  because  the  former  is 
in  derogation  of  and  seeks  to  avoid  the  contract,  while 
the  latter  remedy  is  available  only  on  the  premise 
that  there  exists  a  present  and  continuing  contract 
which  the  defendant  elects  to  recognize  as  such ;  there- 
fore, the  defendant  should  be  required  to  make  an 
election. 

In  answering  this  objection,  the  court  holds,  that 
the  defendant  will  be  required  to  make  its  election, 
but  it  can  do  so  during  the  trial/'  (Emphasis  sup- 
plied.) 

Also,  in  Golden  IV est  Brezuing  Co.  v.  Milonas,  104  F. 
2d  880  (a  trademark  case),  this  court  indicated  that  a 
plaintiff  may  not  appeal  from  a  decree  where  such  appeal 
is  inconsistent  with  plaintiff's  acceptance  of  a  portion  of 
the  decree  appealed  from. 

The  Restatement  of  the  Law  of  Contracts,  Volume  II, 
§384,  p.  719,  makes  the  following  statement: 

*'(b)  It  is  not  improper  for  a  plaintiff  to  bring 
his  action  by  a  complaint  containing  alternative  counts 
for  restitution  and  for  damages:  but  an  election  be- 
tween them  is  necessary  before  submitting  the  case 
to  the  jury." 

Plaintiff  may  nevertheless  argue,  although  we  know  of 
no  authority  to  sustain  him,  that,  in  the  event  this  court 
should  reverse  the  judgment  in  his  favor  in  the  first 
cause  of  action,  he  should  not  be  deprived  of  his  right 
to  have  this  court  review  the  trial  court's  ruling  against 
him  in  the  second  cause  of  action.  As  we  show  later 
in  our  argument  on  the  merits  of  the  cross-appeal,  plain- 
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tiff  cannot  recover  in  any  event  in  the  second  cause  of 
action  if  his  patent  is  held  invaUd.  It  is  sufficient  for 
present  purposes  to  point  out  that  plaintiff  by  accepting 
benefits  under  the  District  Court's  decree  has  forced  de- 
fendants to  change  their  position;  they  cannot  be  placed 
in  statu  quo.  The  cross-appeal,  in  so  far  as  it  affects  the 
second  cause  of  action,  should  be  dismissed. 

Point  2.  The  District  Court's  Finding  [Finding  23, 
R.  55,  561  That  the  Oral  Agreement  Alleged  in 
the  Complaint  Was  Entered  into  Between  Plain- 
tiff and  Defendant  Schick,  Inc.  on  January  29, 
1941,  That  at  the  Time  of  the  Making  of  Said  Oral 
Contract  All  of  the  Terms  Thereof  Were  Agreed 
to  Unconditionally  by  Both  Parties  Thereto,  and 
That  Said  Oral  Contract  Was  Not  Conditioned 
Upon  the  Making  of  Any  Subsequent  Agreement 
by  the  Parties  as  to  Any  Further  Terms,  and  Was 
Not  Conditioned  Upon  Being  Subsequently  Re- 
duced to  Writing,  Is  Erroneous  and  Is  Not  Sup- 
ported by  the  Evidence. 

The  negotiations  between  plaintiff  and  defendant  Schick, 
Inc.,  never  reached  the  point  where  the  minds  of  the  parties 
met  on  an  agreement.  At  most,  the  parties  merely  agreed 
to  make  an  agreement  in  the  future,  and  such  an  agree- 
ment is  not  actionable. 

In  urging  this  point  we  admittedly  must  establish  that 
there  is  no  evidence  sufficient  to  justify  the  trial  court's 
finding  that  the  agreement  was  made.  Before  discussing 
this  evidence,  however,  we  shall  first  present  the  govern- 
ing law.  It  is  well  settled  in  California  that  an  agree- 
ment does  not  conic  into  existence  unless  it  extends  to  all 
the  terms  which  the  parties  intended  to  introduce;  nor  is 
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there  a  binding  contract,  although  the  parties  have  agreed 
orally  on  its  terms,  if  they  have  also  agreed  that  it  shall 
not  be  binding  until  evidenced  by  writing. 

Pacific  Rolling  Mill  Co.  v.  Railway  Co.,  90  Cal. 
627,  632,  ct  scq.,  27  Pac.  525 ; 

Spinney  v.  Downing,  108  Cal.  666,  41  Pac.  797; 

Mercantile  Trust  Co.  v.  Sunset  etc.  Co.,  176  Cal. 
461,  469,  168  Pac.  1037; 

Connor  v.  Plank,  25  Cal.  App.  516,  518,  519,  144 
Pac.  295; 

Aftergtit  v.  Mulvihill,  25  Cal.  App.  784,  786,  145 
Pac.  728; 

Fly  V.  Cline,  49  Cal.  App.  414,  425,  426,  193  Pac. 
615; 

Dillingham  v.  Dahlgren,  52  Cal.  App.  322,  329, 
198  Pac.  832; 

Levin  v.  Saroff,  54  Cal.  App.  285,  201  Pac.  961 ; 

Enlozv  V.  Irzvin,  80  Cal.  App.  98,  101,  251  Pac. 
658; 

Linnard  v.  Sonnenschein,  94  Cal.  App.  729,  733, 
734,  272  Pac.  315; 

Toms  V.  Hellman,  115  Cal.  App.  74,  1  P.  (2d)  31; 

Zellerbach  Paper  Co.  v.  Virden  Packing  Co.,  10 
Cal.  App.  (2d)  635,  646,  53  P.  (2d)  163; 

American  Bentonite  Corp.  v.  Clark  Equipment  Co., 
43  F.  2d  392  (D.  C,  W.  D.  Michigan),  decree 
affirmed  43  F.  2d  1023  (C.  C.  A.  6). 

Pacific  Rolling  Mill  Co.  v.  Railway  Co.,  supra,  was  an 
action  on  an  alleged  contract  for  the  purchase  and  sale 
of  a  street  railway.  The  only  evidence  of  the  agreement 
was  correspondence  between  the  parties.     From  this  corre- 
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spondence  it  appeared  that  although  most  of  the  terms, 
inchiding  price,  were  agreed  upon,  the  parties'  minds  had 
not  met  on  the  character  of  title  that  was  to  be  conveyed. 
In  holding  that  a  contract  did  not  come  into  existence,  the 
Supreme  Court  said  (at  p.  634)  : 

"From  a  careful  reading  of  the  whole  correspond- 
ence, I  conclude, — 1.  That  plaintiffs  proposed  to  sell 
only  such  title  as  they  acquired  through  the  sheriff's 
sale;  2.  That  it  was  not  intended  nor  understood 
that  the  negotiations  should  be  considered  closed  and 
the  contract  completed  until,  upon  examination,  the 
defendant  should  become  satisfied  with  that  title,  nor 
until  a  formal  written  contract  should  be  executed  by 
both  parties;  and,  3.  As  it  appears  that  defendant 
was  not  satisfied  with  the  title,  and  that  no  formal 
or  final  written  contract  was  executed  by  the  parties, 
the  fourth  finding  of  the  court,  to  the  effect  that  the 
agreement  had  been  concluded,  considered  as  matter 
of  fact,  is  not  justified  by  the  evidence,  and  as  mat- 
ter of  law,  it  is  a  misconstruction  of  the  written  corre- 
spondence." 

In  Spinney  v.  Downing,  supra,  defendant  cross-com- 
plained, alleging  breach  by  plaintiff  of  a  contract  by  which 
plaintiff  agreed  to  furnish  defendant  with  brick.  In  hold- 
ing that  the  contract  set  forth  in  the  cross-complaint  never 
became  a  completed  contract,  the  court  said  (at  p.  668)  : 

"We  think  it  clear  that  the  alleged  contract  counted 
upon  by  defendant  Downing  in  his  cross-complaint 
never  became  a  completed  contract.  It  appears  with- 
out conflict  that  it  was  the  understanding  and  agree- 
ment between  the  ])laintiff  and  Downing  that  the  pro- 
])oscd  contract  should  be  reduced  to  writing,  and 
signed  by  both  parties.  This  fact  is  made  very  clear 
by  the  evidence.     The  paper  as  drawn  up  was  signed 
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by  Downing,  but  for  some  reason  which  does  not 
appear  never  was  signed  by  the  plaintiff,  Spinney.  It 
therefore  never  became  a  binding  or  subsisting  obli- 
gation upon  either.  It  is  a  general  rule  to  which  this 
case  presents  no  exception  that,  when  it  is  a  part  of 
the  understanding  between  the  parties  that  the  terms 
of  their  contract  are  to  be  reduced  to  writing  and 
signed  by  the  parties,  the  assent  to  its  terms  must  be 
evidenced  in  the  manner  agreed  upon  or  it  does  not 
become  a  binding  or  completed  contract.  This  is  essen- 
tially true  when,  as  here,  the  proposed  contract  con- 
tains reciprocal  stipulations  and  covenants  upon  the 
part  of  each  as  a  consideration  for  the  acts  of  the 
other." 

We  submit  that  the  evidence  shows  without  conflict 
that  no  contract  ever  came  into  existence.  Admittedly,  the 
agreement  sued  upon  was  made,  if  at  all,  on  January  29, 
1941.  It  is  conceded  that  if  there  was  no  meeting  of 
minds  of  the  parties  on  that  date,  the  agreement  sued 
upon  was  never  made.  Plaintiff's  sole  contention  in  the 
court  below  that  the  parties'  minds  met  was  based  upon 
Cordiner's  shaking  hands  with  plaintiff  and  saying  ''It's 
a  deal,"  which  contention  the  lower  court  sustained.  Such 
contention  and  such  ruling  necessarily  and,  we  submit,  un- 
realistically  and  artificially,  divided  the  conversation  be- 
tween the  parties  on  that  date  into  two  separate  and  en- 
tirely unrelated  compartments,  so  to  speak.  We  respect- 
fully assert  that  the  only  justifiable  inference  from  this 
shaking  of  hands  and  this  statement  of  Cordiner's  was 
that  the  parties'  minds  had  met  on  two  terms,  aiid  two 
terms  only,  of  the  proposed  agreement,  namely,  the  nature 
of  the  license  and  the  amount  of  the  royalties.  It  is  ad- 
mitted that  there  was  no  hiatus  in  this  conversation;  the 
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negotiations  were  uninterrupted  from  start  to  finish.  A 
split  second  after  the  tentative  agreement  on  the  two  terms 
of  the  proposed  agreement  the  parties  discussed  the  prepa- 
ration of  the  written  contract  to  come  and  the  other  points 
to  be  contained  therein,  which  points  were  mentioned  but 
not  agreed  upon  at  this  conversation.  The  only  inference 
that  can  be  drawn  from  the  testimony  of  plaintiff  and 
Merrick  and  the  subsequent  correspondence  between  the 
parties  is  that  other  important  terms  usually  found  in 
agreements  of  this  character  would  have  to  be  resolved  be- 
fore a  license  agreement  could  come  into  existence. 

Plaintiff's  letters  to  the  Schick  Company  make  it  abund- 
antly clear  that  he  did  not  consider  himself  bound  unless 
or  until  the  written  document  embodying  all  terms  under 
discussion  was  executed.  Nowhere  in  this  correspondence 
do  we  find  plaintifif  claiming  that  defendant  Schick,  Inc., 
was  bound,  and  nowhere  does  he  assert  or  admit  that  he 
was  bound.  We  will  not  burden  the  argument  at  this 
point  with  repeating  all  the  various  statements  in  the  corre- 
spondence evidencing  plaintifif's  intention.  Suffice  to  say, 
in  plaintifif's  letter  of  February  10,  1941,  to  defendant 
Schick,  Inc.  [Pltf.  Ex.  11,  R.  444],  he  says  that  while 
he  believes  that  "any  sort  of  simple  agreement  would  be 
complied  with  conscientiously"  by  Schick,  "it  seems  to  me 
a  sensible  and  proper  policy  to  try  to  make  the  contract 
an  ironclad  aifair  that  will  protect  to  the  maximum  de- 
gree the  rights  intended  for  me,"  and  in  his  last  letter 
(Deft.  Ex.  D,  R.  450  ct  scq.]  he  says  that  he  "will  save 
for  (defendant  Schick,  Inc.)  the  opportunity  for  exclu- 
sive licensing  rights  until  A])ril  4,  *  *  *"  ^^.^^  ^.j^^l-  ^^ 
"cannot  guarantee  that  the  opportunity  will  remain  open 
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past  that  date  unless,  in  the  meantime,  events  shall  have 
made  me  confident  that  we  are  about  to  sign  a  contract." 
Is  not  this  tantamount  to  a  statement  by  plaintiff  that  un- 
less and  until  a  written  contract  was  executed  he  did  not 
consider  himself  bound? 

Finally,  it  must  be  borne  in  mind  that  it  was  not  until 
December  10,  1945,  almost  five  years  later,  that  plaintiff 
through  his  attorney  [R.  20  et  seq.]  made  any  claim  that 
the  contract  sued  upon  existed.  Such  neglect  by  plaintiff 
of  his  supposed  contractual  rights  is  contrary  to  human 
experience.  It  is  unbelievable  that  if  he  had  believed 
the  oral  contract  existed  he  would  not  have  demanded 
from  time  to  time  from  defendant  Schick,  Inc.,  a  state- 
ment of  royalties  due  him,  or  at  the  very  least,  the  pay- 
ment of  the  $30,000.00  which  he  alleged  was  agreed  upon 
as  advance  royalties.  It  is  interesting  to  observe  in  this 
connection  that  the  action  herein  as  originally  filed  con- 
tained only  a  count  for  infringement;  the  contract  count 
was  clearly  an  afterthought. 

In  Dillingham  v.  Dahlgren,  supra,  the  facts  concern- 
ing the  plaintiff's  intention  were  similar  to  those  in  the 
case  at  bar.  In  that  case,  where  a  preliminary  agreement 
had  admittedly  been  arrived  at  but  the  parties  looked  to 
a  more  formal  agreement  in  writing,  the  plaintiff  testified 
that  the  preliminary  agreement  was  "an  agreement  from 
which  a  contract  was  to  be  made,"  that  she  proposed  to 
sign  "any  reasonable  form  of  contract''  but  that  she  did 
not  propose  to  sign  an  agreement  "with  terms  and  provi- 
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sions  in  it  that  (she)  didn't  Hke.''  As  in  the  case  at  bar 
the  formal  written  agreement  was  never  executed  and 
there,  as  here,  it  appeared  from  the  testimony  of  the  plain- 
tiff that  it  was  not  intended  that  the  preliminary  agree- 
ment (although  the  same  was  in  writing),  was  to  be  bind- 
ing upon  the  parties.  In  holding  that  no  actionable  con- 
tract came  into  existence  the  court,  quoting  from  Corpus 
Juris,  said: 

"The  preliminary  negotiations  leading  up  to  the 
execution  of  a  contract  must  be  distinguished  from 
the  contract  itself.  There  is  no  meeting  of  the  minds 
of  the  parties  while  they  are  merely  negotiating  as 
to  the  terms  of  an  agreement  to  be  entered  into. 
To  be  final,  the  agreement  must  extend  to  all  terms 
which  the  parties  intend  to  introduce,  and  material 
terms  cannot  be  left  for  future  settlement;  nor  is 
there  a  binding  contract  where,  although  its  terms 
have  been  agreed  on  orally,  the  parties  have  also 
agreed  that  it  shall  not  be  binding  until  evidenced  by 
writing." 

The  case  of  American  Bcntonite  Corp.  v.  Clark  Equip- 
ment Co.,  supra,  also  deserves  special  comment  because 
its  factual  situation  is  so  similar  to  that  in  the  case  at 
bar.  In  that  case  plaintiff  claimed  that  plaintiff  and  de- 
fendant had  entered  into  an  exclusive  license  agreement 
and  there,  as  here,  the  parties  failed  to  agree  upon  a  formal 
agreement.     In  deciding  for  the  defendant  the  court  said: 

"Failing  to  agree  upon  a  formal  license  agreement 
by   correspondence,    the   parties    met   in    New    York 
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City  on  May  18th  and  19th,  at  which  time  futile 
efforts  were  made  to  arrive  at  an  understanding. 
Both  parties  submitted  formal  proposed  license 
agreements  consisting  of  approximately  fourteen 
pages  each.  Neither  party  at  any  time  suggested 
or  proposed  the  execution  of  a  formal  contract  in 
substantial  accordance  with  paragraph  6.  These  facts 
indicate  the  belief  of  both  parties  to  the  contract 
that  it  was  of  that  class  usually  found  in  writing; 
that  it  was  of  a  nature  requiring  a  formal  writing 
for  its  full  expression;  that  it  had  many  details;  and 
that  the  term  of  the  contract  was  sufficiently  long; 
and  the  amount  involved  was  sufficiently  large  to 
warrant  a  carefully  prepared  contract.  It  is  appar- 
ent that  the  contract  of  April  3d  is  incomplete  as  to 
many  of  the  important  elements  commonly  a  part  of 
license  agreements.  There  is  no  provision  determin- 
ing territorial  limitations,  upon  whom  the  burden  of 
sustaining  the  patent  rests,  the  effect  of  total  or  par- 
tial invalidity  upon  royalties  already  paid,  the  time 
for  payment  of  royalties,  the  effect  of  nonpayment, 
and  the  right  of  licensees  to  grant  sublicenses.  The 
fact  that  the  execution  of  a  formal  license  agreement 
was  rendered  impossible  by  the  later  insistence  of 
both  parties  upon  the  insertion  of  conditions  and  pro- 
visions not  contemplated  in  the  contract  of  April  3d 
suggests  strongly  that  terms  deemed  material  by  both 
parties  were  not  then  agreed  upon  and  that  both  par- 
ties so  understood.  The  inference  to  be  drawn  there- 
from is  that  the  minds  of  the  parties  had  met  on 
some  but  not  all  matters  deemed  material." 
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Point  3.  The  District  Court  Properly  Concluded  in 
Its  Conclusions  of  Law  That  the  Alleged  Oral 
License  Agreement  Was  Barred  by  the  Statute 
of  Frauds. 

(a)  The  Trial  Court  Correctly  Concluded  [Conclusion  6,  R. 
60]  That  the  Alleged  Oral  Contract  Was  Not  Fully  or 
Otherwise  Performed  by  Plaintiff  so  as  to  Take  the  Same 
Out  of  the  Operation  of  the  Statute  of  Frauds  of  Cali- 
fornia. 

A  certain  amount  of  confusion  arises  out  of  indiscrimi- 
nate statements  found  in  the  books  that  "performance," 
"part  performance,"  or  "full  performance"  by  a  plaintiff 
takes  an  oral  contract  otherwise  covered  by  the  Statute 
of  Frauds  outside  of  the  operation  of  the  statute.  We 
assert  with  confidence  that  the  true  rule  in  California  is 
that  performance,  whether  "full"  or  partial,  is  never  alone 
sufficient  to  take  a  contract  out  of  the  Statute  of  Frauds. 
It  is  only  when  such  performance  has  given  the  other 
party  a  benefit,  the  retention  of  which  amounts  to  a  repre- 
sentation that  such  party  will  not  resort  to  a  plea  of  the 
statute,  that  an  estoppel  is  created.  This  is  made  clear 
by  the  leading  case  of  Seymour  v.  Oelrichs,  156  Gal.  782, 
793,  795,  106  Pac.  88.  In  that  case  plaintiff  entered  into 
an  oral  agreement  with  defendants  to  enter  their  employ 
for  a  period  of  ten  years.  Relying  upon  this  agreement, 
he  resigned  a  life  position  with  the  Police  Department 
and  entered  defendants'  employ.  After  about  two  years 
he  was  discharged.  Plaintiff  sought  to  recover  damages 
for  his  wrongful  discharge,  and  defendants  pleaded  the 
Statute  of  Frauds.     The  court  held  that,  although  the  con- 
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tract  being  oral  was  one  which  could  not  be  performed 
within  one  year  and  therefore  within  the  Statute  of 
Frauds,  the  defendants  were  estopped  to  plead  the  statute 
by  reason  of  plaintiff  having  changed  his  position.  In 
pointing  out  that  part  performance  by  the  plaintiff  was 
of  no  significance,  the  court  says  (at  page  793)  : 

"The  claim  of  plaintiff  is  not  that  mere  part  per- 
formance of  a  contract  for  i^ersonal  services  which 
by  its  terms  is  not  to  be  performed  within  a  year, 
'invalid'  under  our  statute  because  not  evidenced  by 
writing,  renders  the  same  valid  and  enforceable. 
Such  a  claim  would,  of  course,  find  no  support  in  the 
authorities.  (5  Browne  on  Statute  of  Frauds,  sec. 
448.)  He  necessarily  is  compelled  to  rely  solely  on 
the  claim  that  the  defendants  by  their  conduct  and 
promises,  on  which  he  was  entitled  to  and  did  rely, 
having  induced  him  to  give  up  his  life  position  in  the 
police  department  in  order  to  enter  their  employ  for 
a  term  of  years  at  three  hundred  dollars  a  month,  on 
the  assurance  from  them  that  they  would  give  him 
a  written  contract  for  such  time  and  amount,  and  it 
being  impossible  for  him  to  be  placed  in  statu  quo, 
are  estopped  from  now  setting  up  the  statute  of 
frauds  as  a  defense  to  his  action  on  the  contract. 
Under  this  claim,  the  fact  of  part  performance  by 
plaintiff  plays  no  part  whatever.  It  was  the  change 
of  position  caused  by  his  resignation  from  the  police 
department  upon  which  his  claim  wholly  rests,  and 
this  resignation  was,  of  course,  no  part  of  the  per- 
formance of  the  contract  of  service,  but  was  some- 
thing that  must  be  done  by  plaintiff  before  he  could 
begin  to  perform,  as  was  known  to  the  defendants. 
Plaintiff's  case,  in  this  regard,  would  be  just  as 
strong  if  after  his  resignation  he  had  been  prevented 
by  defendants  from  beginning  to  perform." 
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Later  in  the  opinion  (at  page  795),  the  court  makes  the 
following  statement,  quoting  from  Browne  on  Statute 
of  Frauds: 

"  'A  plaintiff  .  .  .  must  be  able  to  show 
clearly  .  .  .  not  only  the  terms  of  the  contract, 
but  also  such  acts  and  conduct  of  the  defendant  as 
the  court  would  hold  to  amount  to  a  representation 
that  he  proposed  to  stand  by  his  agreement  and  not 
avail  himself  of  the  statute  to  escape  its  performance; 
and  also  that  the  plaintiff,  in  reliance  on  this  repre- 
sentation, has  proceeded,  either  in  performance  or 
pursuance  of  his  contract,  to  so  far  alter  his  position 
as  to  incur  an  unjust  and  unconscientious  injury  and 
loss,  in  case  the  defendant  is  permitted  after  all  to 
rely  upon  the  statutory  defense.  After  proof  of  this, 
the  court  may  well  be  justified  in  using  its  undoubted 
power,  in  cases  of  equitable  estoppel,  to  refuse  to 
listen  to  a  defendant  seeking  to  deny  the  truth  of  his 
own  representations  previously  made.'  " 

When  the  so-called  "full  performance"  by  plaintiff  is 
viewed  in  the  light  of  the  rule  stated  in  Seymour  v.  Oel- 
richs,  it  is  apparent  that  none  of  the  authorities  cited  by 
plaintiff  is  in  point.  Thus,  in  Emerson  v.  Universal 
Products  Company,  Inc.,  162  Atl.  779  ( Cross- Appellant's 
Opening  Brief  p.  13),  which  holds  that  the  Statute  of 
Frauds  only  applies  to  executory  contracts  and  that  the 
exclusive  license  there  involved  was  fully  performed  by 
plaintiff,  thereby  relieving  such  contract  from  the  Statute 
of  Frauds,  it  appears  that  the  party  estopped  had  received 
a  real  benefit  under  the  oral  license  agreement  which  it 
would  be  inequitable  to  allow  him  to  retain  and  at  the 
same  time  assert  tlie  Statute  of  b^rauds.  In  the  Emerson 
case  the  defendant  admittedly  had  manufactured  and  sold 
devices  pursuant  to  the  oral  license  agreement  and  under 
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the  immunity  granted  thereby,  and  it  would  have  been 
manifestly  inequitable  to  allow  him  to  escape  paying  roy- 
alties on  these  devices.  In  a  sense,  therefore,  the  license 
agreement  there  involved  was  executed  and  not  executory 
in  character.  In  the  case  at  bar,  the  agreement  sued  upon 
was  admittedly  executory ;  defendant  Schick,  Inc.,  promptly 
repudiated  the  claimed  license  agreement  [Pltf.  Ex.  No. 
14,  R.  447],  asserted  the  invalidity  of  the  patent  [Deft. 
Ex.  C,  R.  449],  and  never  at  any  time  manufactured  any 
dry  shavers  pursuant  to  the  alleged  agreement  [R. 
Sf/i  57],  thereby  placing  itself  in  the  position  of  an  in- 
fringer of  plaintiff's  patent,  if  such  patent  were  held  to  be 
valid,  and  its  shavers  an  infringement  thereof. 

There  is  a  further  circumstance  which  effectually  dis- 
tinguishes the  Emerson  case  and  other  cases  cited  by 
plaintiff  from  the  case  at  bar,  namely,  that  in  such  cases, 
without  exception,  the  oral  agreement  in  respect  of  which 
an  estoppel  was  held  to  prevent  the  assertion  of  the  Stat- 
ute of  Frauds,  zvas  admitted  to  have  been  made  by  the 
party  estopped.  In  the  case  at  bar,  as  has  been  seen,  de- 
fendant Schick,  Inc.,  has  at  all  times  vigorously  disputed 
making  the  oral  license  agreement  sued  upon.  If,  as 
plaintiff  argues,  the  mere  granting  of  this  disputed  license 
constitutes  its  full  perfoi'mance,  admittedly  such  perform- 
ance had  only  an  oral  manifestation.  We  urge  that, 
bearing  in  mind  the  policy  behind  the  Statute  of  Frauds 
of  preventing  important  transactions  being  established 
through  perjured  testimony,  the  doctrine  contended  for  by 
plaintiff  is  a  dangerous  one  and  should  not  be  sanctioned. 

Even  though  the  Hmcrson  case  can,  as  we  have  shown, 
be  validly  distinguished  from  the  case  at  bar,  there  is  a 
conflicting  line  of  cases  which  hold  in  effect  that  the  mere 
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granting  of  an  oral  license  by  the  patentee  does  not  re- 
lieve such  license  from  the  operation  of  the  Statute  of 
Frauds.  Thus,  in  Buhl  v.  Stephens,  84  F.  922,  925  (Cir- 
cuit Court,  D.  Ind.),  plaintiff  licensee  sued  defendant 
licensor  on  an  oral  exclusive  license  agreement  for  the 
life  of  the  defendant's  patent.  In  deciding  that  the  agree- 
ment could  not  be  performed  within  one  year  and  hence 
was  within  the  Statute  of  Frauds,  the  court,  after  re- 
ferring to  a  United  States  Supreme  Court  decision,  said 
(p.  925) : 

"It  is  there  held  that  this  clause  of  the  statute  only 
applies  to  agreements  which,  according  to  the  true 
intention  of  the  parties  as  shown  by  the  terms  of 
their  contract,  cannot  be  fully  performed  within  a 
year,  and  not  to  an  agreement  which  may  be  fully 
performed  within  the  year,  although  the  time  of  per- 
formance is  uncertain,  and  may  probably  extend,  and 
may  have  been  expected  by  the  parties  to  extend,  and 
does  in  fact  extend,  beyond  the  year.  Tested  by  this 
rule,  it  is  plain  that  the  present  agreement  falls  with- 
in the  condemnation  of  the  statute.  The  agreement 
by  its  terms,  as  found  by  the  master, — and,  in  my 
opinion,  correctly, — cannot  be  fully  performed  until 
the  expiration  of  the  period  of  17  years.  It  is  in- 
capable of  full  performance,  according  to  the  true 
intent  of  the  parties  as  disclosed  by  the  agreement, 
within  one  year  from  the  making  thereof." 

To  the  same  effect  is  Kurt::  v.  Ford  Motor  Co.,  62  F. 
Supp.  255  (D.  C,  E.  D.  Mich.  S.  D.,  1945).  In  this 
case  plaintiff  was  the  licensor  and  the  oral  agreement  in- 
volved was  for  i)erpetual  nonexclusive  licenses  under  pres- 
ent patents  and  possible  future  patents.  The  court  held 
that  such  agreement  was  executory  and  involved  a  promise 
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which  could  not  be  performed  within  one  year  from  the 
making  thereof.  In  so  holding,  the  court  said  (pp.  257, 
258)  : 

"An  executory  agreement,  promising,  among  other 
things,  to  grant  perpetual  licenses  under  present  pat- 
ents and  possible  future  patents,  compensable  in  part 
by  royalty  payments  computed  upon  the  extent  of 
use  of  inventions  covered  thereby,  is  a  promise  which 
cannot  be  performed  within  one  year  from  the  making 
thereof.  Hand  v.  Osgood,  1895,  107  Mich.  55,  64 
N.  W.  867,  30  L.  R.  A.  379,  61  Am.  St.  Rep.  312; 
Radio  Corporation  of  America  v.  Cable  Radio  Tube 
Corporation,  2  Cir.,  1933,  66  F.  F.  2d.  778,  certiorari 
denied  290  U.  S.  703,  54  S.  Ct.  373,  78  L.  Ed.  604; 
Sec.  380,  Walker  on  Patents  (Deller's  Ed.)" 

Finally,  there  is  authority  in  California  contrary  to  the 
Efnerson  case,  namely.  Patten  v.  Hicks,  43  Cal.  509,  which 
in  so  far  as  we  can  discover  has  never  been  criticized 
by  later  California  decisions.  In  that  case,  the  contract 
sued  on  was  one  which  obligated  the  plaintiff  to  cut  saw- 
logs  for  defendants  sufficient  to  keep  their  sawmill  run- 
ning for  a  period  of  two  years  from  the  date  of  the  con- 
tract. The  plaintiff  performed  this  contract  and  cut  and 
delivered  saw-logs  as  required  by  the  oral  contract.  The 
court  held  that  the  contract  was  barred  by  the  Statute  of 
Frauds  inasmuch  as  it  could  not  be  performed  within  one 
year,  but  pointed  out  that  for  the  labor  and  services  per- 
formed under  this  void  contract  the  plaintiff  could  recover 
on  quantum  meruit. 


The  other  cases  cited  by  plaintiff  require  little  com- 
ment; they  furnish  little,  if  any,  support  for  his  argu- 
ment. The  quotation  from  Hellings  v.  Wright,  29  Cal. 
App.  649,  156  Pac.  365  (Cross-Appellant's  Opening  Brief, 
pp.  12-13),  is,  in  view  of  the  facts  of  that  case,  of 
no  weight.  It  is  clearly  obiter,  because  the  contract  in- 
volved was  one  between  real  estate  brokers  to  share  a 
commission,  which  contract  the  court  held  was  not  cov- 
ered by  the  Statute  of  Frauds.  Furthermore,  the  court 
held  that  the  contract  could  have  been  performed  within 
one  year  and  hence  the  statute  was  not  applicable.  Fin- 
ally, it  appeared  that  appellant  had  written  a  letter  promis- 
ing to  pay  respondent's  commissions  which  took  the  case 
without  the  operation  of  the  Statute  of  Frauds.  Dutton 
V.  Interstate  Investment  Corp.,  19  Cal.  (2d)  65,  119 
P.  (2d)  138  (Cross-Appellant's  Opening  Brief,  p.  13) 
likewise  is  not  in  point  because  the  full  performance  creat- 
ing an  estoppel  in  that  case  consisted  of  acts  of  respond- 
ent and  not  merely  a  verbal  manifestation  as  in  the  case 
at  bar.  Wehner  v.  Bauer,  160  F.  240  (Cross-Appel- 
lant's Opening  Brief,  p.  13)  throws  little  light  on  the  situ- 
ation. There,  as  in  the  Dutton  case,  the  "full  perform- 
ance" of  the  plaintiff  consisted  of  acts  not  words.  Fur- 
thermore, after  expressing  some  doubt  on  "one  or  two 
questions"  the  court  said  (p.  245)  that  all  of  defendant's 
objections  (raised  on  motion  to  dismiss)  would  remain 
to  the  defendant  at  the  final  hearing,  and  could  be  re- 
newed in  the  light  of  all  the  evidence  in  the  case.     Price 
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z'.  Smith  Manufacturiiig  Company,  53  Cal.  App.  303,  200 
Pac.  53  (Cross-Appellant's  Opening  Brief,  p.  13)  is 
clearly  distinguishable.  In  that  case,  which  was  an  action 
on  a  patent  license  agreement,  the  agreement  was  subject 
to  revocation  at  any  time,  hence  performable  within  a 
year.  Also,  the  defendants  in  that  case,  unlike  defendant 
Schick,  Inc.,  admittedly  manufactured  machines  under  the 
patent  license  and  the  immunity  granted  thereby. 

To  sum  up:  The  best  case  plaintiff  has  been  able  to 
muster  in  support  of  his  position  is  the  Emerson  case,  and 
in  the  Emerson  case  there  are  present  two  crucial  ele- 
ments not  present  in  the  case  at  bar  (1)  the  defend- 
ant admittedly  manufactured  and  sold  the  devices  for 
which  a  royalty  was  claimed  pursuant  to  the  immunity 
granted  by  the  license  agreement,  and  (2)  the  existence 
of  the  oral  license  agreement  was  not  disputed.  No  cases 
have  come  to  our  attention  in  California  or  elsewhere 
where  oral  agreements  not  to  be  performed  within  one 
year  have  been  upheld  except  upon  equitable  principles 
of  estoppel,  i.e.,  that  the  plaintiff's  performance  of  the 
oral  contract  was  such  that  it  would  render  it  inequitable 
to  permit  the  defendant  to  retain  the  benefits  of  the  oral 
agreement.  Certainly,  as  has  been  stated,  the  very  pur- 
pose of  the  Statute  of  Frauds  would  be  circumvented 
if  the  mere  oral  statement  of  the  plaintiff  of  an  agree- 
ment is  sufficient  not  only  to  establish  the  existence  of  a 
disputed  contract  but  to  constitute  its  performance  as 
well. 
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(b)  The  Findings  of  the  Trial  Court  [Finding  24,  R^  58] 
That  in  Submitting  Copies  of  Plaintiff's  Two  Patent  Ap- 
plications to  Defendant  Schick,  Inc.,  Plaintiff  Relied 
Upon  the  Alleged  Oral  Contract,  That  Plaintiff  Would 
Not  Have  Sent  Copies  of  Said  Patent  Applications  to 
Said  Defendant  Had  He  Not  Relied  Upon  Said  Oral 
Contract,  That  by  Sending  Copies  of  Such  Pending  Pat- 
ent Applications  to  Said  Defendant  Plaintiff  Changed 
His  Position  to  His  Detriment  and  Could  Not  Be  Put 
Back  Into  His  Original  Position  After  Such  Disclosure, 
That  From  January  29,  1941,  Until  at  Least  March  14, 
1941,  Relying  Upon  the  Acts  and  Statements  of  Said 
Defendant,  Plaintiff  Believed  That  He  Had  a  Binding 
and  Enforcible  Agreement  With  Said  Defendant,  and 
in  Reliance  Thereon  Plaintiff  Throughout  Such  Period 
Refrained  From  Negotiating  With  Any  Other  Person  or 
Company  With  Respect  to  the  Patent  in  Suit,  and  There- 
by Suffered  Further  Detriment,  Are,  and  Each  of  Them 
Is,  Erroneous  and  Not  Supported  by  the  Evidence. 

The  lower  court's  finding  [R.  57,  58]  that  plaintiff  in 
submitting  and  disclosing  copies  of  his  patent  applications 
to  defendant  Schick,  Inc.,  changed  his  position  to  his 
detriment  and  could  not  be  put  back  into  his  original  posi- 
tion after  such  disclosure  is  not,  we  submit,  sustained  by 
the  evidence.  Plaintiff  testified  [R.  9^,  243,  et  seq.]  that 
he  did  not  furnish  defendants  with  any  power  of  attor- 
ney, which  it  would  be  necessary  for  them  to  file  in  the 
Patent  Oflke  before  they  could  take  any  action  in  connec- 
tion with  the  two  patent  applications;  that  defendants 
actually  took  no  such  action;  that  they  returned  the 
patent  applications  to  plaintiff;  that  through  his  attorney 
plaintiff  prosecuted  the  patent  applications  in  the  Patent 
Office;  that  such  prosecution  was  not  affected  by  sending 
copies  of  the  applications  to  defendants  and  that  the  Pat- 


—38— 

eiit  Office  eventually  issued  patents  to  plaintiff  on  the  ap- 
plications. There  is  no  evidence  that  defendants  used  the 
appHcations  in  any  way  whatsoever. 

The  law  is  clear  that  the  "detriment"  suffered  in  order 
to  create  an  estoppel  must  be  a  substantial  one.  There 
are  a  number  of  California  decisions  upholding  this  propo- 
sition. Thus,  in  Stozve  v.  Fay  Fruit  Co.,  90  Cal.  App.  421, 
426,  265  Pac.  1042,  the  court  says  that  in  order  to  create 
an  estoppel  the  person  urging  it  must  have  suffered  a 
"material  loss."  Daz'is  v.  Cline,  184  Cal.  548.  552,  195 
Pac.  42,  states  the  rule  as  follows : 

"Where  no  available  right  is  parted  with  and  no 
injury  suffered,  there  can  be  no  estoppel  in  pais." 

In  Carpy  v.  Dozvdell,  115  Cal.  677,  686,  47  Pac.  695, 
the  nature  of  the  detriment  necessary  to  create  an  estoppel 
is  stated  as  follows: 

"  'Where  a  person  tacitly  encourages  an  act  to  be 
done  he  cannot  afterward  exercise  his  legal  right  in 
opposition  to  such  consent,  if  his  conduct  or  acts  of 
encouragement  induced  the  party  to  change  his  posi- 
tion, so  that  he  will  be  pecuniarily  prejudiced  by  the 
assertion  of  such  adversary  claim     .     .     .'  " 

How  then  did  pfaintiff  suffer  any  substantial  injury  in 
submitting  copies  of  his  patent  applications  to  defendant 
Schick?  Certainly  an  injury  may  not  be  presumed,  and 
the  burden  of  establishing  an  estoppel  rests  upon  him  who 
asserts  it.  Far  from  suffering  any  substantial  pecuniary 
injury,  the  record  affirmatively  shows  that  plaintiff  suf- 
fered no  injury  whatsoever,  because  patents  actually  issued 
on  the  two  applications  submitted  to  defendant  Schick,  Inc. ! 
Plaintiff  was  unable  in  the  court  below  to  point  out  even 
a  scintilla  of  evidence  tending  to  show  that  the  disclosure 
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of  the  patent  applications  to  defendants  caused  him  any 
injury,  substantial  or  otherwise.  We  challenge  him  to 
do  so  here. 

What  has  just  been  said  applies  with  equal  force  to 
plaintiif's  contention  and  the  trial  court's  finding  that 
plaintiff  suffered  a  detriment  because,  relying  upon  the 
existence  of  an  oral  contract,  he  refrained  from  negotiat- 
ing with  others  with  respect  to  his  patent.  This  contention 
probably  can  be  disposed  of  summarily  as  being  trivial 
because  the  period  of  his  supposed  reliance  upon  the  al- 
leged oral  contract  extended  only  from  January  29,  1941 
until  March  14,  1941,  i.  e.  about  six  weeks.  The  point 
has  no  merit,  in  any  event,  because  under  California  de- 
cisions the  mere  reliance  upon  an  unfulfilled  promise  to 
put  an  oral  agreement  in  writing  is  not  sufficient  to  pro- 
tect the  party  insisting  upon  the  fulfillment  of  the  alleged 
contractual  obligation.  The  leading  case  is  again  Seymour 
V.  Oelrichs,  supra  (at  p.  797).  It  will  serve  no  purpose  to 
cite  the  multitude  of  cases  bearing  on  this  point;  a  refer- 
ence to  Standing  v.  Morosco,  43  Cal.  App.  244,  247,  248, 
184  Pac.  954,  will  suffice.  That  case  involved  an  oral 
employment  contract  whereby  defendant  employed  plaintiff 
for  a  period  extending  beyond  a  year  from  the  date  of 
such  oral  contract.  Plaintiff  moved  his  residence  from 
New  York  to  Los  Angeles  and  entered  the  employ  of  de- 
fendant. This  was  nevertheless  held  by  the  court  not  to 
constitute  an  act  which  would  estop  defendant  from  inter- 
posing the  defense  of  the  Statute  of  Frauds  in  an  action 
for  wrongful  discharge.  The  court  stated  the  law  as 
follows  (pp.  245,  246)  : 

"Every  person  is  advised  of  the  plain  requirement 
of  the  statute,  and  the  mere  omission  to  insist  that  a 
writing  be  made,  or  reliance  only  upon  the  unfulfilled 


promise  of  the  other  to  put  the  agreement  in  writing, 
is  not  sufficient  to  protect  the  party  insisting  upon  the 
fulfillment  of  the  alleged  contractual  obligation.  He 
must  be  misled  by  the  other  to  his  prejudice :  not  only 
must  sufficient  facts  appear  to  show  a  representation 
(by  words  or  conduct)  on  the  part  of  the  defendant 
that  he  did  not  intend  to  resort  to  a  plea  of  the  statute, 
but  the  other  party  must  have  so  altered  his  position 
as  that  he  would  be  made  to  suffer  loss  or  unconscion- 
able injury." 

(c)  The  Trial  Court  Properly  Found  and  Concluded  [Find- 
ing 24,  R.  58,  Conclusion  6,  R.  60]  That  the  Submission 
by  Plaintiff  of  His  Two  Patent  Applications  to  Defend- 
ant Schick,  Inc.,  Was  Not  an  Act  Referable  to  the  Oral 
Contract  Sued  Upon,  and  Therefore  Did  Not  Estop  De- 
fendant From  Asserting  the  Statute  of  Frauds. 

This  is  the  ground  upon  which  the  District  Court  gave 
judgment  for  defendant  Schick,  Inc.  in  the  second  cause 
of  action.  While,  as  we  have  pointed  out,  there  is  no 
evidence  tending  to  show  that  plaintiff  suffered  any  detri- 
ment or  change  of  position  whatsoever  and,  therefore,  no 
estoppel  was  created,  the  District  Court  correctly  applied 
the  law  of  California  that,  even  if  plaintiff  has  suffered  a 
legal  detriment  by  reason  of  an  act  performed  by  him, 
such  act  must  in  any  event  be  referable  to  the  contract, 
otherwise  it  does  not  create  an  estoppel.  The  contract 
declared  upon  makes  no  mention  of  plaintiff^'s  two  patent 
applications  and,  therefore,  under  the  cases  about  to  be 
cited  the  act  of  submitting  the  patent  applications  to  Schick 
even  though  requested  by  Schick  to  do  so,  does  not 
operate  to  create  an  estoppel  against  Schick  from  assert- 
ing the  Statute  of  Frauds.  The  case  of  Baker  v.  Bouchard, 
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122  Cal.  App.  708,  10  P.  (2d)  468,  states  the  rule  as 
follows  (page  711)  : 

"Furthermore,  it  is  clear  that  in  order  to  take  a 
contract  out  of  the  operation  of  the  statute  of  frauds, 
the  acts  relied  upon  as  establishing-  part  performance 
must  be  unequivocally  referable  to  the  contract." 

To  the  same  efifect  see  Trout  v.  Ogilvie,  41  Cal.  App.  167, 
172,  182  Pac.  333;  Stevenson  v.  Pantaleone,  131  Cal.  App. 
401,  406,  21  P.  (2d)  703;  Forbes  v.  City  of  Los  Angeles, 
101  Cal.  App.  781,  789,  282  Pac.  528;  Foster  v.  Maginnes, 
89  Cal.  264,  267,  26  Pac.  828,  and  Levi  v.  Murrell,  63  F. 
2d  670,  671,  in  which  this  court  recognized  the  rule  for 
which  we  contend. 

Point  4.  Defendant  Schick,  Inc.  Having  on  March 
13,  1941,  Renounced  and  Abandoned  the  Alleged 
Exclusive  License  Granted  by  the  Asserted  Oral 
Agreement  on  the  Ground  That  Plaintiff's  Patent 
Was  Invalid,  and  Said  Defendant  Having  Never 
Manufactured  Nor  Sold  Any  Dry  Shavers  Pur- 
suant to  Said  Alleged  Oral  Agreement  Embody- 
ing the  Invention  Covered  by  Said  Patent,  Said 
Defendant  Urges,  and  Is  Not  Estopped  to  Urge, 
the  Invalidity  of  Said  Patent  as  a  Complete  De- 
fense to  the  Second  Cause  of  Action. 

Ordinarily  a  licensee  under  a  patent  is  estopped  to 
question  the  patent's  validity.  This  is  not  true,  however, 
where  the  licensee  renounces  the  license,  and  the  immunity 
from  infringement  provided  thereby,  on  the  ground  of 
the  invalidity  of  the  patent,  and  clearly  places  himself  in 
the   position   of   an   infringer.      In   such   case   he   is   per- 


mitted  to  assert  the  invalidity  of  the  patent,  and  if  he  is 
sustained  he  will  not  be  held  liable  for  royalties  under 
the  license  agreement  for  any  devices  manufactured  after 
the  renunciation  of  the  license.  The  following  cases  sup- 
port the  rule  of  law  just  stated: 

The  Armstrong  Co.   v.  Shell  Company  of  Calif., 
98  Cal.  App.  769.  778  et  seq.,  277  Pac.  887; 

Frost  Raikvay  Supply   Co.  v.   Symington  &  Son, 
24  F.  Supp.  20; 

Martin  v.  Nezv  Trinidad  etc.  Co.,  255  F.  93; 

Universal  Rim  Co.  v.  Scott,  21  F.  2d  346. 

As  said  in  Martin  v.  Nezv  Trinidad  etc.  Co.,  supra: 

"So  far  as  the  eighth  defense  is  concerned,  the 
rule  pertinent  to  the  question  thus  presented,  which 
may  be  deduced  from  the  reported  decisions  and  which 
is  supported  by  reason,  is  this :  A  licensee  under  a 
license  agreement,  such  as  that  upon  which  this  suit 
is  based,  when  sued  for  royalties  payable  under  the 
agreement,  where  the  patent  which  is  the  subject- 
matter  of  the  license,  is  apparently  valid  and  in  force 
(where  it  has  not  been  declared  invalid  by  a  court  of 
competent  jurisdiction  or  revoked  by  the  Patent  Office 
before  the  royalties  have  accrued),  may  not  set  up 
the  supposed  invalidity  of  the  patent  and  the  conse- 
quent failure  of  consideration  of  the  agreement,  un- 
less, prior  to  the  period  for  which  the  royalties  are 
sought  to  be  recovered,  he  has  given  to  the  licensor 
a  distinct,  definite,  and  unequivocal  notice  to  the 
effect  that  he  no  longer  recognizes  the  binding  force 


of  the  agreement,  and  that  he  will  thereafter  manu- 
facture or  use  the  article  covered  by  the  patent  under 
a  claim  of  right,  founded  upon  the  alleged  invalidity 
of  the  patent,  and  in  hostility  to  and  defiance  of  the 
authority  of  the  patent  and  the  license,  so  that  the 
licensor  can  thereafter  proceed  against  him  for  an 
infringement  of  the  patent,  if  he  choose  so  to  do." 

Such  was  the  case  here.  By  sending  plaintiff  the  two 
letters  of  March  13,  1941  |  Pltf .  Ex.  14  and  Deft.  Ex.  C, 
R.  447,  449]  defendants  took  such  a.  step  and  did  not 
thereafter  manufacture  or  sell  any  dry  shavers  pursuant 
to  the  alleged  oral  contract,  embodying  the  invention 
covered  by  the  patent;  and  the  lower  court  so  found  [R. 
56,  57]. 

Defendant  Schick,  Inc.,  therefore,  urges  the  invalidity 
of  plaintiff's  patent  as  a  defense  to  the  second  cause  of 
action.  The  argument  for  the  invalidity  of  all  but  four 
of  the  claims  appears  later  herein.  The  argument  for 
the  invalidity  of  the  remaining  four  claims  appears  in  our 
briefs  on  defendants'  appeal. 

If  it  is  eventually  determined  in  this  litigation  that  all 
claims  of  the  patent  in  suit  are  invaHd,  such  determination 
will  obviously  preclude  recovery  by  plaintiff  on  the  second 
cause  of  action.  We  shall  not  prolong  this  brief  by  ex- 
ploring what  result  would  ensue  if  some  of  the  claims  of 
the  patent  are  eventually  upheld  and  others  determined  to 
be  invalid.  The  possibility  of  such  a  holding  being  de- 
terminative of  the  second  cause  of  action  is  too  remote. 
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Point  5.  The  Claim  Asserted  in  the  Second  Cause 
of  Action  Is  Barred  by  Section  339  (1)  of  the  Code 
of  Civil  Procedure  of  the  State  of  California. 

The  second  cause  of  action  was  not  filed  until  February 
28,  1946  [R.  22].  Defendants,  in  their  answer  [par.  IX, 
R.  18],  pleaded  Section  339  of  the  Code  of  Civil  Procedure 
of  the  State  of  California,  /.  e.,  the  statute  of  limitations 
applicable.  Although  this  defense  was  not  determined  by 
the  court  below,  it  is  not  to  be  considered  as  waived.  That 
the  statute  bars  any  recovery  as  to  royalties  alleged  to 
have  accrued  prior  to  February  28,  1944  (including,  of 
course,  the  advance  royalty  payment  of  $30,000)  cannot 
be  controverted.  It  is  our  contention  that  the  statute  also 
is  a  bar  to  any  action  upon  the  alleged  oral  contract  not 
filed  within  the  two-year  period  fixed  by  the  statute,  /.  e., 
plaintiff's  second  cause  of  action  in  toto. 

Under  date  of  March  13,  1941,  plaintiff  was  advised 
by  letter  [Pltf.  Ex.  14,  R.  447],  from  defendant  Schick, 
Inc.,  that  its  Board  of  Directors  had  decided  not  to  ac- 
cept the  proposed  license  agreement.  This  letter  con- 
stitutes a  clear  repudiation  and  renunciation  of  any  agree- 
ment between  defendant  Schick,  Inc.,  and  plaintiff  [Find- 
ing 23,  R.  56-57].  This  letter  was  written  more  than 
two  years  before  the  filing  of  the  first  cause  of  action  in 
this  case  on  July  6,  1945  [R.  4]  and  the  second  cause  of 
action  on  February  28,  1946  [R.  22].  There  was  no  re- 
sponse by  plaintiff  to  this  letter  and  plaintiff  thereafter 
in  no  manner  whatsoever  made  any  assertion  that  he  con- 
sidered Schick,  Inc.,  bound  by  any  license  agreement  with 
plaintiff  or  demanded  performance  of  any  such  license 
agreement  until  the  letter  [Ex.  A  to  the  Answer,  R.  20] 
was  written  by  i)laintiff's  attorneys  to  Schick,  Inc.,  on  De- 
cember 10,  1945.     In  his  letter  of  March  14,  1941   [Deft. 


Ex.  D,  R.  450],  which  cross  defendant's  letter  to  him 
of  March  13,  1941  [Pltf.  Ex.  14,  R.  447],  plaintiff  ad- 
vised defendant  Schick,  Inc.,  that  the  opportunity  to  enter 
into  the  license  agreement  would  remain  open  only  until 
April  4,  1941. 

Defendant  Schick,  Inc.,  having  repudiated  and  re- 
nounced the  license  agreement,  and  plaintiff  by  his  letter 
of  March  14,  1941,  and  subsequent  inaction  in  effect 
having  also  repudiated  and  abandoned  any  existing  bind- 
ing license  agreement,  it  was  incumbent  upon  plaintiff 
under  the  pertinent  statute  of  limitations  limiting  action 
on  an  oral  contract  in  the  State  of  California,  to  have 
filed  any  action  to  enforce  the  contract  within  the  statu- 
tory two-year  period.  Clearly  plaintiff  must  be  deemed 
to  have  consented  to  the  repudiation  and  renunciation  of 
the  contract  by  defendant  Schick,  Inc.  It  is  well  settled 
that  where  an  executory  contract  is  renounced  by  one  party 
before  full  performance  by  the  other,  the  statute  of  limi- 
tations begins  to  run  from  the  time  of  the  renunciation 
where  there  has  been  a  manifestation  of  assent  to  treat  the 
repudiation  or  breach  as  a  final  abandonment  of  perform- 
ance, and  the  statute  under  such  circumstances  is  a  bar  to 
any  action  on  the  contract  (Williston  on  Contracts,  Rev. 
Ed.,  Vol.  6,  Sec.  2027,  p.  5688;  54  C.  J.  S.,  Sec.  127,  p. 
44).  In  view  of  plaintiff's  letter  of  March  14,  1941  [Deft. 
Ex.  D]  and  plaintiff's  neglect  to  assert  any  right  under 
the  alleged  oral  agreement  for  more  than  the  statutory 
period,  the  court  should  not  hesitate  to  enforce  the  statute 
of  limitations. 
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Point  6.  The  District  Court  Properly  Concluded 
[Conclusion  3,  R.  59]  That  Claims  1,  11,  26,  27, 
28,  29  and  30  of  Patent  No.  2,228,768  Were  In- 
definite Within  the  Meaning  of  35  U.  S.  C.  A., 
Section  33  (R.  S.,  Sec.  4888). 

The  District  Court  found  as  a  fact  that  claims  1,  11, 
26,  27,  28,  29  and  30,  along  with  claims  17,  18,  19,  20,  24 
and  25,  were  invalid  because  of  indefiniteness  [Finding 
20,  R.  55].  The  plaintiff  in  his  brief  does  not  specify  as 
error  this  finding.  However,  he  states  at  page  9  of  the 
"Opening  Brief  of  Cross-Appellant"  that  "The  defend- 
ants offered  no  evidence  whatever  even  tending  to  support 
the  finding  of  'indefiniteness'  as  to  either  the  disclosure 
or  claims  of  patent  No.  2,228,768  in  suit."  Unless  this 
statement  is  limited  to  "defendants  offered  no  evidence," 
it  is  absolutely  contrary  to  the  record.  It  was  not  neces- 
sary for  defendants  to  have  witnesses  on  this  subject  as  it 
was  amply  proved  by  the  testimony  of  the  plaintiff.  The 
indefiniteness  of  these  claims  in  describing  the  alleged 
invention  by  Jones  comprises  the  fact  that  all  of  the  claims 
call  for  the  edges  of  the  head  to  be  round  or  to  merge 
into  the  surfaces  of  the  head.  The  District  Court  found 
as  a  finding  of  fact  that  the  term  "merging"  meant  that 
the  curved  surface  or  surfaces  of  the  guard  elements  join 
the  flat  surface  or  surfaces  "for  the  practical  purpose  of 
providing  shaving  comfort  to  the  user"  [R.  49].  This 
finding  has  not  been  assigned  as  error  by  either  party. 
Therefore,  the  words  "round"  or  "merging"  in  the  Jones 
patent  merely  mean  that  the  corners  and  edges  are  round 
enough  to  give  shaving  comfort. 

Plaintiff  stated  that  his  patent  does  not  tell  how  much 
to  round  the  surfaces  of  the  prior  Schick  devices  except 
by  a  functional  statement;  that  is,  "to  accomplish  the  com- 


fort"  [R.  195-6].  The  description  of  the  patent  does  not 
give  any  definition,  and  yet  the  plaintiff  admits  that  the 
prior  Schick  razors  [Exhibit  B]  "are  somewhat  beveled 
and  somewhat  rounded"  [R.  193].  There  is  ample  proof 
that  Exhibit  B  was  manufactured  and  sold  prior  to  any 
conception  of  the  alleged  invention  of  Jones  and  this  is 
admitted  by  the  plaintiff  [R.  192].  In  fact,  the  plaintiff 
admitted  that  all  prior  Schick  shavers  had  the  critical  sur- 
faces rounded: 

"O.  Now,  so  far  as  the  construction  of  the  shav- 
ing head  itself  is  concerned  you  do  not  claim  that  you 
have  added  anything  to  the  Schick  prior  design,  ex- 
cept that  you  have  rounded  off  to  a  greater  extent, 
these  beads  in  the  patent  in  suit,  is  that  correct?  A. 
So  far  as  that  particular  phase  of  improvement  is 
concerned,  my  only  accomplishment  was  to  make 
those  beads  larger,  with  a  greater  radius,  and  round 
them  in  a  better  way  so  as  we  would  have  comfort 
there,  instead  of  the  discomfort  that  was  marked  and 
existed  in  all  models  that  I  have  ever  seen  of  the 
earlier  shavers. 

O.  Now,  in  those  earlier  shavers  prior  to  your 
invention  were  those  surfaces  rounded  at  all?  A. 
Oh,  yes,  sir.  If  you  look  at  them  with  a  magnifying 
glass,  you  can  see  that  the  sharp  edges  are  rounded 
to  some  extent. 

O.  Does  your  patent  tell  you  to  state  how  much 
more  to  round  those  surfaces  than  they  had  been 
rounded  in  the  prior  Schick  devices?  A.  In  no 
specific  manner,  T  believe.  It  just  teaches  the  ad- 
vantage of  having  a  sufficient — in  this  effect  of  hav- 
ing a  sufficient  radius  and  rounding  to  accomplish 
the  comfort. 
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O.  Do  you  know  why  those  surfaces  were  rounded 
at  all  in  the  prior  Schick  razors?  A.  Well,  of 
course,  if  they  were  sharp  you  would  cut  your  finger 
on  them  and  cut  your  face  with  them. 

O.  Weren't  they  rounded  to  add  comfort  to  the 
razor?  A.  Certainly,  to  a  certain  extent,  of  course, 
because  otherwise  you  would  really  cut  your  face. 

O.  All  you  proposed  in  so  far  as  this  point  was 
concerned,  was  to  round  them  some  more;  is  that 
correct?  A.  Enlarge  them  and  round  them  some 
more  so  far  as  comfort  of  these  long  lateral  edges 
are  concerned;  that  is  correct,  sir. 

O.  Does  your  patent  state  how  much  larger  to 
make  them?  A.  No,  sir;  not  specifically  in  the 
specification."     [R.   195-6.] 

The  amount  of  roundness  has  not  been  defined  in  the 
specification  or  description.  The  only  teaching  of  the 
patent  of  how  to  manufacture  a  shaving  implement  in  ac- 
cordance with  the  alleged  invention  is  that  the  edges  and 
corners  must  be  round.  Plaintiff  admitted  that  prior  de-' 
vices  were  round  in  the  same  places  [R.  195-6]. 

The  Jones  patent  violates  R.  S.  U.  S.  §4888,  35  U.  S. 
C.  A.  §33,  in  that  it  doesn't  "particularly  point  out  and 
distinctly  claim''  the  invention.  This  case  is  exactly  the 
same  as  to  facts  as  the  prior  case  before  this  court  of 
Farmers  Cooperative  Exchange  v.  Turnhow,  111  F.  2d 
728.  In  that  case  the  invention,  if  any,  was  held  by  the 
court  to  be  "the  quantity  of  colloidal  substance  used."  To 
use  colloidal  substances  in  a  similar  product  was  old.  In 
this  case  the  invention,  if  any,  lies  in  the  amount  of 
rounding  of  the  edges  of  the  shaver.  Admittedly,  round- 
ing of  these  edges  is  old.      In  the  Farmers  Cooperative 


case  the  court  held  that  the  description  "the  quantity  of 
colloidal  substance  is  *  *  *  sufficient  to  colloidally 
hold''  did  not  comply  with  35  U.  S.  C.  A.  §33.  The  pat- 
entee in  this  case  has  made  the  same  type  of  description  in 
his  claims.  He  merely  uses  the  words  "rounding  into." 
He  does  not  set  forth  how  round  or  the  critical  limits 
even  though  he  admits  that  rounding  was  not  new. 

Even  had  he  defined  the  amount  of  roundness  or  the 
curvature  in  the  specification  as  required  by  statute,  he 
does  not  define  that  roundness  or  curvature  in  any  of  the 
claims  1,  11,  26,  27,  28,  29  or  30,  and  this  is  a  require- 
ment placed  upon  all  inventors  by  Congress  which  the 
courts  do  not  have  the  right  to  overlook  in  sustaining  a 
patent. 

"  '*  *  *  Patents,  whether  basic  or  for  improve- 
ments, must  comply  accurately  and  precisely  with 
the  statutory  requirement  as  to  claims  of  invention 
or  discovery.  *  *  *'  ''  (Farmers  Cooperative  Ex- 
change v.  Turnhow,  111  F.  2d 728,  732,  as  quoted  from 
General  Electric  Co.  v.  Wabash  Appliance  Corp.,  304 
U.  S.  364,  368,  58  S.  Ct.  899,  901,  82  L.  Ed.  1402.) 

The  claims  held  indefinite  by  the  District  Court  clearly 
violate  this  principle  of  law  as  they  attempt  to  secure 
a  monopoly  on  all  shavers  that  are  round  enough  to  give 
shaving  comfort  without  describing  in  the  claims  the 
amount  or  degree  of  roundness  necessary. 

In  Otis  Elevator  Co.  z>.  Pacific  Finance  Corp.,  71  F.  2d 
641,  642  (C.  C.  A.  9),  the  court  said: 

"The  complete  functional  description  of  the  inven- 
tion contained  in  Claim  37,  which  we  have  elaborated 
above,  was  noted  by  the  master  in  his  discussion  of 
the  claim ;  this  description,  he  correctly  said,  was  not 
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in  itself  objectionable.  But  the  insufficiency  of 
description,  the  master  explicitly  said,  lay  in  the  omis- 
sion of  the  circuits  and  circuit  closing  means,  the 
arrangement  and  inter-relation  of  which  he  had  found, 
in  discussing  Claim  3,  constituted  the  novelty  of  the 
Parker  disclosure.  Thus  the  master  found,  in  effect, 
that  Claim  Z7  was  invalid  because  it  attempted  to  se- 
cure a  monopoly  of  the  results  to  be  attained  through 
the  patentee's  invention  without  limiting  the  monopoly 
to  the  particular  means  invented  for  the  accomplish- 
ment of  those  results.  Cf.  Davis  Sewing  Mach.  Co. 
V.  New  Departure  Mfg.  Co.,  217  F.  775,  782  (C.  C. 
A.  6,  1914)." 

In  Callison  v.  Pickens,  et  aL,  77  F.  2d  62  (C.  C. 
A.  10),  the  court  said  (p.  64)  : 

"If  the  words  are  construed  to  include  every 
method  of  accomplishing  the  result,  the  claim  is  in- 
valid for  indefiniteness  and  uncertainty.  A  claim, 
alone  or  in  light  of  the  specifications,  must  describe 
a  concrete  apparatus,  not  an  abstract  function.  Jen- 
sen-Salsbery  Lab.  v.  O.  M.  Franklin  Blackleg  Serum 
Co.  (C.  C.  A.),  74  F.  (2d)  501;  Elevator  Supplies 
Co.  V.  Graham  &  Norton  Co.  (CCA.),  44  F.  (2d) 
354." 

The  lower  court  found  in  Finding  of  Fact  20  [R.  55] 
that  claims  1,  11,  26,  27,  28,  29  and  30  were  indefinite. 
This  finding  of  fact  is  fully  supported  by  the  above  set 
forth  testimony.  This  testimony  summarized  is  that  the 
prior  art  shavers  had  round  edges  and  corners  for  the 
purpose  of  giving  shaving  comfort  [R.  195-6]  and  these 
claims  only  define  round  or  merging  edges.  If  there  is 
anything  new  in  making  them  round  enough  to  give  shav- 
ing comfort,  the  claims  do  not  define  this  amount  of  round- 
ness or  merging  and  are  indefinite. 
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The  court,  by  its  Finding  of  Fact  20,  determined  that 
;laims  1,  11,  26,  27,  28,  29  and  30  were  indefinite.  This 
is  a  question  of  fact.  The  finding  is  fully  supported  by 
substantial  evidence  and  is  not  clearly  erroneous  and  should 
not  be  disturbed.  (Rule  52(a)  of  the  Federal  Rules  of 
Civil  Procedure,  28  U.  S.  C.  A.  following  723c;  Ralph 
JSf.  Brodie  Co.  v.  Hydraulic  Press  Mfg.  Co.,  151  F.  2d 
91  (C.  C.  A.  9);  Maulsby  v.  Conseboy,  161  F.  2d  165 
(C.  C.  A.  9);  Refrigeration  Engineering,  Inc.  v.  York 
Corp.,  decided  by  this  court  on  June  29,  1948.) 

Conclusion. 

It  is  accordingly  respectfully  submitted  that  on  plain- 
tiif's  cross-appeal  the  decision  of  this  Court  should  be 
as  follows : 

(a)  Plaintiif's  cross-appeal  on  his  second  cause  of 
action  should  be  dismissed ;  but  failing  such  dismissal, 

(b)  The  judgment  of  the  District  Court  dismissing 
plaintiff's  second  cause  of  action  should  be  affirmed;  and 

(c)  The  judgment  of  the  District  Court  holding  claims 
1,  11,  26,  27,  28,  29  and  30  of  the  patent  in  suit  invalid 
should  be  affirmed. 

Respectfully  submitted, 

Leonard  S.  Lyon, 
Frederick  W.  Lyon, 
Alexander  Macdonald, 

Attorneys  for  Cross-Appellees. 


APPENDIX. 

Department  of  Commerce 
United  States  Patent  Office 

To  all  persons  to  whom  these  presents  shall  come,  Greet- 
ing: 

This  Is  to  Certify  that  the  annexed  is  a  true  copy  from 
the  records  of  this  office  of  the  Disclaimer,  filed  February 
21,  1948,  being  Paper  37,  in  the  matter  of  the  Letters 
Patent  of  Ralph  E.  Jones,  Number  2,228,768,  granted 
January  14,  1941,  for  Improvement  in  Hair  Clipping  and 
Shaving  Devices. 

In  Testimony  Whereof  I  have  hereunto  set  my  hand 
and  caused  the  seal  of  the  Patent  Office  to  be  affixed  at 
the  City  of  Washington,  this  sixth  day  of  July,  in  the 
year  of  our  Lord  one  thousand  nine  hundred  and  forty- 
eight  and  of  the  Independence  of  the  United  States  of 
America  the  one  hundred  and  seventy-third. 

Lawrence  C.  Kingsland, 
Commissioner  of  Patents. 

(Seal) 
Attest : 

D.  E.  Wilson, 
Chief  of  Division. 
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Hair  Clipping  and  Shaving  Device 

Ralph  E.  Jones 

No.  2,228,768 

Issued  January  14,  1941. 

Hon.  Commissioner  of  Patents 
Washington  25,  D.  C. 

Disclaimer 
Sir: 

Your  petitioner,  Ralph  E.  Jones,  a  citizen  of  the  United 
States,  residing  at  4150  Bedford  Drive,  San  Diego  4,  in 
the  County  of  San  Diego  and  State  of  California,  repre- 
sents that  in  the  matter  of  a  certain  improvement  in  hair 
CLIPPING  AND  SHAVING  DEVICE,  for  which  Letters  Patent 
of  the  United  States  No.  2,228,768  were  granted  to  Ralph 
E.  Jones,  on  the  14th  day  of  January,  1941,  he  is  the  owner 
of  the  entire  right,  title  and  interest  in  and  to  said  Let- 
ters Patent  and  that  he  has  reason  to  believe  that  through 
inadvertence,  accident  and  mistake  and  without  any 
fraudulent  or  deceptive  intention  by  claims  17,  18,  19,  20, 
24  and  25  thereof  he  has  claimed  more  than  that  of  which 
he  was  the  original  or  first  inventor  or  discoverer,  and  he 
hereby  makes  disclaimer  of  said  claims  17,  18,  19,  20,  24 
and  25  thereof. 

Signed  at  San  Diego,  in  the  County  of  San  Diego, 
and  State  of  California,  this  5th  day  of  February,  1948. 

Ralph  E.  Jones, 
Ralph  E.  Jones. 

Witnesses : 

G.  A.  DeVlieg, 
Ethel  DeVlieg. 

Mail  Division  U.  S.  Patent  Office.  Feb.  6,  1948. 

Recorded  U.  S.  Patent  Office  Issue  Divsion  Feb.  21, 
1948    Lil^er  6  Page  895. 
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APPELLEE'S  BRIEF. 


INTRODUCTION. 

This  is  appellee  Jones'  answer  to  the  Opening  Brief  for 
defendants-appellants  in  the  appeal  by  defendants  from 
the  judgment  in  this  action  in  plaintiff's  favor. 

COUNTER-STATEMENT  OF  THE  CASE. 

The  "Statement  of  the  Case"  in  the  Opening  Brief  for 
defendants-appellants  (p.  3  ct  seq.)  is  in  many  respects  in- 
adequate, incomplete,  and  erroneous,  and  is  controverted 
by  the  appellee  Jones.  Defendants'  "Statement  of  the 
Case"  does  not  appear  to  comply  with  Rule  20(c)  of  this 
Court,  as  it  seems  to  be  largely  argument.  For  the  con- 
venience of  the  Court,  however,  we  shall  present  under 
this  same  title  i)laintirf's  "Statement"  of  the  facts  referred 
to  in  defendants'  brief.  Appellants  are  designated  herein 
as  "defendants,"  and  appellee  is  designated  as  "plaintiff." 
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The  Issues. 

Broadly  stated,  the  only  issues  on  defendants'  appeal 
are  the  validity  and  infringement  of  claims  22,  23,  31  and 
32  of  the  Jones  patent  in  suit,  No.  2,228,768.  More  speci- 
fically, as  stated  in  defendants'  Opening  Brief  (pp.  3-4), 
the  issues  on  this  appeal  are  as  follows: 

(a)  Was  the  invention  of  the  patent  in  suit.  No. 
2,228,768,  defined  by  claims  22,  23,  31  and  32  there- 
of, described  in  any  printed  publication  prior  to  the 
invention  or  discovery  thereof  by  plaintiff? 

(b)  Is  plaintiff  the  original  and  first  inventor  of 
any  material  or  substantial  part  of  the  invention 
claimed  in  claims  22,  23,  31  and  32  of  patent  No. 
2.228,768  in  suit? 

(c)  Does  the  invention  covered  by  claims  22,  23, 
31  and  32  in  patent  No.  2,228,768  in  suit  constitute 
patentable  novelty  or  invention  in  view  of  the  state 
of  the  art  and  common  knowledge  in  the  art  prior 
to  plaintiff's  invention? 

(d)  Do  defendants'  dry  shavers,  exemplified  by 
Plaintiff's  Exhibits  2,  3,  4  and  5  infringe  claims  22, 
23,  31  and  32  of  patent  No.  2,228,768  in  suit? 

In  addition,  defendants  attempt  to  raise  a  further  de- 
fense, i.  c,  that  claims  22,  23,  31  and  32  on  appeal  are 
invalid  for  indefiniteness,  defendants'  counsel  alleging 
that  they  fail  to  comply  with  35  U.  S.  C.  A.  §33  (R.  S. 
§4888)  (Opening  Brief,  Point  IV,  p.  26).  It  is  sub- 
mitted, however,  that  defendants  have  waived  this  defense 
and  that  it  is  not  an  issue  in  defendants'  appeal  in  view 
of  the  following  facts :  ( 1 )  This  defense  is  not  pleaded 
by  defendants   in  either  of   their  Answers    [Tr.   4,    12] ; 
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(2)  defendants  did  not  suggest  to  the  District  Court  any 
finding  on  this  issue;  (3)  defendants  did  not  specify  this 
issue  as  a  point  on  appeal  under  Rule  75(d)  of  the  Rules 
of  Civil  Procedure  [Tr.  78-86]  ;  (4)  defendants  did  not 
specify  this  issue  as  a  point  on  appeal  in  accordance  with 
Rule  19(6)  of  this  Court;  and  (5)  defendants  have  not 
specified  this  issue  in  their  "Specification  of  Errors"  in 
their  Opening  Brief  (p.  16),  as  required  by  Rule  20(d) 
of  this  Court. 

The  Invention  of  the  Patent  in  Suit. 

The  patent  in  suit,  No.  2,228,768,  states  that  it  covers 
improvement  in  electric  dry  shavers  of  the  well-known 
Schick  type  [R.  425,  Col.  1,  lines  1-12].  A  sample  of 
such  conventional  Schick  dry  shavers  is  in  evidence  as 
Defendants'  Exhibit  I.  A  number  of  such  improvements 
disclosed  in  the  patent  in  suit  (e.g.,  the  combinations  de- 
fined by  claims  2,  3,  4,  5,  6,  7,  8,  9,  10,  12,  13,  14, 
15,  16  and  21)  are  not  involved  in  this  action,  and  need 
not  be  considered  by  the  Court. 

A  major  difficulty  with  conventional  dry  shavers  prior 
to  the  invention  of  the  patent  in  suit  was  that  the  cutting 
heads  thereof  were  provided  with  relatively  sharp  corners 
and  edges  at  each  end  of  the  cutting  head,  which  were 
very  uncomfortable  to  the  users.  This  difficulty  is  de- 
scribed in  the  patent  in  suit  [Tr.  425,  Col.  1,  lines  13- 
23;  Tr.  426,  Col.  2,  lines  36-42],  and  was  explained  in 
the  testimony  |  Tr.  152-154,  171 1.  The  members  of  this 
Court  can  readily  demonstrate  this  for  themselves  by  shav- 
ing with  any  of  the  conventional  dry  shavers  in  evidence, 
as  exemplified  l)y  Defendants'  Exhibits  H,  F,  H  and  I, 
none  of  which  includes  the  invention  in  suit.     Before  de- 


fendant  Schick,  Inc.,  started  to  use  the  invention  in  suit 
it  made  and  sold  over  1,700,000  conventional  dry  shavers 
[Tr.  359]. 

Defendants  stress  the  fact  that  the  patent  in  suit  dis- 
closes a  dry  shaver  in  which  ''end  guards"  are  provided 
to  lock  the  cutting  head  of  the  shaver  relative  to  the 
handle  (Opening  Brief,  pp.  6-7,  32).  Although  this  im- 
provement is  covered  by  a  number  of  claims  of  the  patent 
{e.g.,  2,  3,  8,  9),  the  defendants'  infringing  shavers  do 
not  provide  any  locking  between  the  end  guards  and  the 
cutting  head,  and  neither  such  claims  nor  such  improve- 
ment is  involved  in  this  action.  The  patent  in  suit  makes 
it  plain  that  such  improvement  may  be  omitted  if  desired 
in  practicing  the  invention  [Tr.  427,  Col.  1,  lines  32-36]. 
consequently,  defendants'  statements  with  regard  to  such 
improvement  which  is  not  involved  in  this  action  are  im- 
material and  need  not  be  considered  by  the  Court. 

The  patent  in  suit  solved  the  difficulty  of  such  discom- 
fort in  conventional  electric  dry  shavers  by  providing  in 
combination  therewith  "end  guards"  (numbered  20  in  the 
patent),  the  resulting  combination  having  the  following 
features : 

(a)  The  patented  end  guards  are  hinged  to  the 
handle  of  the  conventional  dry  shaver  at  the  ends 
of  the  cutting  head  thereof;  and 

(b)  The  patented  end  guards,  at  their  outer  ends, 
are  rounded. 

The  advantages  of  the  patented  construction  are  clearly 
set  forth  in  the  intent  in  suit  as  follows : 

"It  will  be  seen  that  I  have  secured  the  following 
advantages  by  my  construction: 
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"First,  comfort  for  the  person  whose  beard  is  be- 
ing clipped  or  shaved; 

"Second,  security  against  interruption  of  the  mech- 
anical functioning  of  the  clipping  machine; 

"Third,  security  against  damage  to  fragile  and  ex- 
pensive parts; 

"Fourth,  ease  in  disassembling  for  cleaning  and 
ease  in  reassembling  the  parts,  and 

"Fifth,  neatness  in  construction  and  appearance." 

A  further  advantageous  result  obtained  by  the  use 
of  such  rounded  end  guards  on  a  dry  shaver  is  that  the 
user  can  obtain  a  much  faster  shave  than  would  otherwise 
be  possible.     The  District  Court  so  found,  stating: 

"By  the  invention  of  the  patent  in  suit,  the  skin 
of  the  user  is  protected  against  the  relatively  sharp 
edges  and  corners  on  the  ends  of  the  shaving  head, 
and  this  provides  substantial  shaving  comfort  to  the 
user  zvhich  in  turn  permits  a  faster  shave  than  would 
otherzmse  be  possible,  zvhich  is  highly  desirable/' 
[Tr.  53.]     (Emphasis  added.) 

Colonel  Jones,  the  plaintiff,  testified  that  by  the  use  of 
such  rounded  end  guards  or  "whiskits"  on  the  defend- 
ants' "Colonel"  shaver  [Plaintiff's  Exhibit  3],  he  was  able 
to  reduce  his  shaving  time  from  about  tzventy  minutes 
to  about  three  minutes  as  compared  with  earlier  conven- 
tional Schick  shavers  [Tr.  152-153],  and  that  even  with 
the  late  model  "Colonel"  shaving  time  is  cut  in  half  by  the 
use  of  the  endguards  or  "whiskits"  |  Tr.  154].  This 
testimony  of  the  plaintiff  was  not  refuted  or  questioned  by 
the  defendants.  That  it  is  a  fact  can  ])e  readily  demon- 
strated by  the  members  of  this  Court  by  shaving  with  de- 


fendants'  "Colonel"  shaver  [Plaintiff's  Exhibit  3],  first 
with  the  end  guards  in  their  ordinary  closed  position,  and 
then  removed  from  the  exhibit  and  comparing  the  shav- 
ing time  required  in  each  instance.  That  the  rounding  of 
the  end  guards  of  the  device  in  suit  provides  a  substantial 
advantage  is  confirmed  by  the  fact  that  defendant  Schick, 
Inc.,  has  always  rounded  its  end  guards  of  "whiskits" 
both  longitudinally  and  transversely,  although  such  round- 
ing is  not  necessary  to  provide  a  simple  whisker  receptacle 
[Tr.  381-383]. 

A  further  advantageous  result  obtained  by  such  rounded 
end  guards  is  that  they  enable  the  user  to  obtain  a  closer 
shave.  This  is  pointed  out  in  the  defendants'  patent  to 
Meyer  [Exhibit  L-2],  which  defendants  admit  describes 
the  purpose  of  their  "whiskits"  (Opening  Brief,  p.  37), 
and  which  states  as  follows: 

"The  wall  sections  11  and  the  plates  10  present 
rounded  surfaces  of  the  respective  opposite  ends  of 
the  head  6,  which  surfaces,  as  shown  in  Fig.  1,  serve 
to  work  the  skin  of  the  face  or  other  part  of  the  body 
being  shaved  as  to  permit  the  obtaining  of  a  smooth 
even  shave  without  irritation  to  the  skin.  Thus  by 
such  a  construction,  the  zfalve  plate  10  removes  that 
objection  to  this  particidar  type  of  head  structure 
for  electric  razors,  such  types  of  head  structure  by 
reason  of  the  squared  end  being  objectionable,  in  that 
they  tend  to  irritate  the  skin  and  to  not  permit  the 
user  to  obtain  as  close  and  even  a  shave  as  is  desir- 
able." [Tr.  461,  Col.  2,  lines  41-54.]  (Emphasis 
added. ) 

The  third  advantage  of  the  patented  construction  as 
stated  in  the  patent,  supra,  is  that  the  end  guards  protect 
the  ends  of  the  fragile  cutting  head  against  damage.    This 
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was  pointed  out  as  a  practical  advantage  by  Colonel 
Jones,  the  plaintiff  [Tr.  155],  and  defendants'  witness 
Ouasnovsky  pointed  out  the  fact  that  Exhibit  B,  one  of 
defendants'  conventional  shavers,  had  suffered  such  an  in- 
jury to  the  cutting  head  [Tr.  303].  The  importance  of 
this  protective  feature  will  be  appreciated  from  the  fact 
that  the  slotted  shear  plate  of  the  cutting  head  of  a  Schick 
dry  shaver  is  only  3/lOOOths  of  an  inch  thick  [Tr.  356], 
or  about  the  thickness  of  a  piece  of  paper  [Tr.  354],  and 
even  the  thickened  reinforced  portions  at  the  ends  of  the 
cutting  head  are  only  about  18/lOOOths  of  an  inch  thick 
[Tr.  356]. 

The  fourth  advantage  as  stated  in  the  patent  in  suit, 
supra,  is  the  provision  of  ease  of  disassembling  the  device 
for  cleaning  and  ease  in  reassembling  the  parts.  It  was 
admitted  by  defendants'  witness,  Mr.  Gray,  that  by  hing- 
ing the  end  guards  or  "whiskits"  of  defendants'  shavers 
to  the  handle  this  cleaning  operation  is  greatly  facilitated 
and  is  an  important  advantage  [Tr.  ?iS^]. 

It  will  thus  be  appreciated  that  in  the  invention  of  the 
patent  in  suit  the  provision  of  separate  end  guards  which 
are  rounded  to  increase  shaving  efficiency  and  to  provide 
shaving  comfort  and  to  thereby  reduce  the  shaving  time 
of  the  user  is  of  paramount  importance,  but  that  the 
patented  construction  also  derives  additional  important 
advantages  by  mounting  the  end  guards  on  the  handle, 
and  by  hinging  them  to  the  handle. 
The  District  Court  found  as  follows: 

"The  invention  of  patent  No.  2,228,768  is  an  im- 
provement on  ])rior  types  of  dry  shavers  and  has 
provided  a  substantial  contribution  to  the  art  of  dry 
shavers.  It  is  entitled  to  be  liberally  construed  and 
interpreted."     [Tr.  SZ.] 


This  is  plainly  established  by  the  evidence.  The  record 
shows  that  since  the  issuance  of  the  patent  in  suit  the 
sales  of  the  defendant  Schick,  Inc.,  of  the  alleged  infring- 
ing devices  has  amounted  to  approximately  $20,350,000.00 
[Tr.  70-71].  What  greater  tribute  could  be  paid  to  an 
invention  than  infringement  on  such  a  large  scale? 

The  defendants'  recognition  of  the  great  value  and  im- 
portance of  the  invention  in  suit  is  attested  not  only  by 
their  extensive  commercial  appropriation  of  the  invention, 
but  it  is  further  evidenced  by  the  fact  that  immediately 
after  the  issuance  of  the  patent  in  suit  defendant  Schick, 
Inc.,  offered  plaintiff  $50,000.00  in  cash  for  the  patent 
[Finding  22,  Tr.  SS].  When  plaintiff  declined  to  sell  his 
patent,  defendant  Schick,  Inc.,  then  negotiated  with  the 
plaintiff  an  exclusive  license  thereunder  for  which  it  agreed 
to  pay  plaintiff'  in  cash  the  sum  of  $30,000.00  as  an  ad- 
vance against  royalties,  a  royalty  of  1^%  on  the  sales 
price  of  all  shavers  sold  by  it  embodying  the  invention 
until  such  royalties  should  total  $250,000.00,  and  there- 
after a  royalty  of  1%  of  such  sales  price  for  the  life  of 
the  patent  in  suit  [Finding  23,  Tr.  55-56].  Such  action 
by  defendant  Schick,  Inc.,  was  partially  by  its  general 
counsel,  Mr.  Merrick,  and,  certainly,  with  the  full  knowl- 
edge of  its  patent  counsel,  Mr.  Hicks  [Tr.  260-261]. 
What  greater  recognition  of  validity  and  infringement 
could  there  be  by  a  defendant  than  that  in  this  case,  where 
the  large  defendant  corporation,  which  has  net  assets  in 
excess  of  $2,000,000.00  [Tr.  70],  has  offered  such  a  sum 
for  the  patent  in  suit  and  then  took  a  license  at  such  a 
substantial  royalty  obligation? 

Only  four  claims  of  the  patent  in  suit  are  involved  in 
this  appeal,  /.  c,  claims  22,  23,  31  and  32.     The  District 


Court  held  each  of  these  claims  valid,  and  infringed  by 
each  of  the  Schick  dry  shavers  exemplified  by  Plaintiff's 
Exhibits  2,  3,  4  and  5  [Tr.  59-60].  Such  claims  are 
copied  herewith  in  full : 

"22.  A  device  of  the  class  described  having  an 
open-ended  channeled  head,  and  rounded  guard  ele- 
ments hinged  to  the  device  at  the  opposite  ends  of 
said  head. 

"23.  A  device  of  the  class  described  including  a 
handle,  an  open-ended  channeled  head,  a  cutter  within 
the  head,  and  rounded  guard  elements  at  the  open 
ends  of  said  head,  said  elements  being  hinged  to  said 
handle. 

"31.  An  electric  razor  structure  having  a  head 
provided  with  a  chamber  opening  through  the  respec- 
tive opposite  ends  of  the  head,  and  end  flaps  for  said 
chamber  hinged  to  said  structure  adjacent  said  ends 
of  the  head. 

"32.  An  electric  razor  structure  having  a  head 
provided  with  a  chamber  opening  through  the  respec- 
tive opposite  ends  of  the  head,  and  end  flaps  for  said 
chamber  hinged  to  said  structure  adjacent  said  ends 
of  the  head,  said  end  flaps  having  rounded  upper 
sections  forming  rounded  end  extensions  and  bear- 
ing surfaces  for  the  razor  head." 

As  will  be  apparent,  claims  22,  23,  31  and  32  of  the 
patent  in  suit  are  all  combination  claims,  each  defining 
a  combination  of  mechanical  elements.  All  are  specifically 
limited  to  an  electric  razor  construction  in  which  separate 
end  guards  (or  "flaps,"  as  they  are  termed  in  claims  31 
and  32)  are  provided  at  each  end  of  the  cutting  head, 
which  are  hinged  io  the  body  (or  handle)  of  the  struc- 
ture.     All,    except    claim    31,    are    specifically    limited    in 
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terms  to  the  end  guards  being  rounded,  it  being  noted  that 
claim  32  in  addition  locates  the  rounding  at  the  upper  sec- 
tions of  the  end  guards  so  as  to  form  rounded  end  exten- 
sions and  bearing  surfaces  for  the  razor  cutting  head. 

As  will  also  be  apparent,  the  claims  on  appeal  are 
not  for  simply  "rounding"  or  simply  ''hinging"  an  old 
element  in  an  old  combination  of  elements,  as  apparently 
contended  by  defendants.  If  that  were  all  that  is  involved 
in  the  invention,  we  would  not  now  be  before  this  Court. 
The  claims  are,  in  fact,  each  for  a  nezu  combination  of 
elements  which  have  the  new  attributes  and  features  de- 
fined by  the  claims.  Plaintiff  by  his  patent  in  suit  did  not 
merely  change  by  a  matter  of  degree  the  shape  of  any 
element  of  a  conventional  dry  shaver.  Plaintiff  defines  a 
iiezv  combination  of  mechanical  elements  by  each  of  the 
claims  on  appeal. 

The  Infringing  Devices. 

Defendants'  infringing  devices  are  exemplified  by  Plain- 
tift''s  Exhibits  2,  3,  4  and  5,  and  the  application  of  the 
claims  on  appeal  to  Exhibit  3  is  illustrated  by  the  charts, 
Plaintiff's  Exhibits  21-G,  21-H,  21-P  and  21-0  [Tr.  163- 
168],  which  may  he  helpful  to  the  Court.  The  claims  on 
appeal,  of  course,  are  similarly  applicable  to  defendants' 
shavers  exemplified  by  Exhibits  2,  4  and  5. 

The  District  Court  found  as  follows: 

"All  of  such  shavers  made  and  sold  by  defendants 
are  provided  with  a  device  at  each  end  of  the  cutting 
head  of  the  shaver  and  referred  to  by  defendants  as 
a  'whiskit.'  The  'whiskits'  in  Exhibits  2,  3,  4  and  5 
are  ])rovided  for  the  same  purpose  as  the  end  guards 
20  of  the  patent  No.  2.228,768  in  suit,  and  by  reason 
thereof  accomplish   the  same  result,  i.  e.,  the  provi- 
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sion  of  shaving  comfort  and  a  faster  shave  to  the 
user  and  permit  ready  disassembly  of  the  shaving 
head  and  cleaning  of  the  device  .  .  .  Such 
'whiskits'  on  defendants'  shavers  are  the  full  mech- 
anical equivalent  of  the  end  guards  20  of  patent  No. 
2,228,768  in  suit,  and  infringe  each  of  claims  22, 
23,  31  and  32  of  said  patent."     [Tr.  54.] 

Such  finding  by  the  District  Court  is  self-evident  from 
a  reading  of  the  patent  in  suit  and  a  study  of  defendants' 
shavers,  Exhibits  2,  3,  4  and  5.  Furthermore,  defendants 
admit  (Opening  Brief,  p.  43)  that  their  infringing  shav- 
ers are  manufactured  under  the  Meyer  patent  No.  2,066,- 
214  [Exhibit  L-2,  Tr.  458],  which  states,  as  to  the 
rounded  end  guards  10  shown  therein  that  they  function 
to  provide  shaving  comfort  as  vv^ell  as  to  provide  a  closer 
and  smoother  shave.  The  defendants  directly  admit  that 
"The  patent  to  Meyer  describes  the  purpose  of  the 
'whiskits'  of  defendants'  accused  shavers."  (Opening 
Brief,  p.  Z7 .)  It  is  submitted  that  defendants'  current 
argument  that  their  "whiskits"  do  not  provide  shaving 
comfort  comes  with  ill  grace  in  view  of  the  above- 
quoted  plain  statement  from  their  Meyer  patent  as  to  the 
function  of  such  "whiskits,"  and  their  admission  with 
regard  thereto. 

Defendants  also  argue  that  because  they  make  their  end 
guards  or  "whiskits"  hollow  they  thereby  provide  a 
whisker  receptacle  for  the  beard  clipping,  which  the  end 
guards  of  plaintiff's  patent  cannot  do,  and  thereby  avoid 
infringement.  As  will  be  apparent  to  this  Court,  and  as 
will  be  pointed  out  hereinafter,  such  an  argument  is  im- 
material even  if  true.  However,  the  evidence  shows  that 
this   assertion    by   defendants    is    not    true.      Thus,    while 
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Mr.  Gray,  chief  engineer  of  defendant  Schick,  Inc.,  testi- 
fied unequivocally  on  direct  examination  that  the  end 
guards  20  of  the  patent  in  suit  would  not  serve  as  beard 
clipping  catchers  [Tr.  360],  upon  cross-examination  he 
admitted  that  such  end  guards  of  the  patent  in  suit  will 
retain  some  of  the  beard  clippings  [Tr.  388]. 

The  Prior  Art. 

The   District   Court   found   as   follows   with   regard   to 
the  prior  art  relied  upon  by  defendants: 

".  .  .  None  of  said  exhibits  introduced  in  evi- 
dence by  defendants  disclose  the  construction  set  forth 
in  patent  No.  2,228,768.  None  of  such  prior  art  ex- 
hibits describe  or  disclose  or  suggest  a  dry  shaver 
wherein  the  principle,  mode  of  operation,  or  results 
attained  are  equivalent  to  those  of  patent  No.  2,228,- 
768.  Of  such  prior  art  patents  introduced  into  evi- 
dence by  the  defendants,  Exhibits  L-9,  L-11,  L-12, 
L-13,  L-14,  L-15,  L-16,  L-17  and  L-18  were 
all  file-wrapper  references  considered  by  the  Patent 
Office  in  connection  with  the  patentability  of  the  in- 
vention covered  by  patent  No.  2,228,768,  and  none  of 
the  other  of  said  prior  art  patents,  nor  the  catalogue 
Exhibit  M,  nor  the  paper  punch  Exhibit  N,  any  more 
nearly  disclose  the  invention  in  suit  than  do  such 
prior  art  patents  considered  by  the  Patent  Office.  All 
such  prior  art  exhibits  introduced  into  evidence  by 
defendants  have  so  little  in  common  with  the  inven- 
tion of  patent  No.  2,228,768  here  in  suit  as  to  merit 
no  special  separate  findings  with  regard  to  them." 
[Tr.  51.] 

Plaintiff   submits   that   even   a   cursory   study   of   such 
"prior  art"  will  conclusively  establish  its  lack  of  pertinency 
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and  that  the  District  Court's  finding,  quoted  above,  should 
be  sustained. 

The  only  prior  art  referred  to  in  defendants'  Opening 
Brief  is  as  follows: 

Bernard  Patent,  No.  765,954   [Exhibit  L-19,  Tr. 
550] ; 

The  paper  punch,  Exhibit  N ; 

The  McGill  catalogue,  Exhibit  M; 

Peterson  Patent,  No.  1,744,280  [Exhibit  L-4;  Tr. 
470]; 

Ventimiglia   Patent,   No.   1,801,889   [Exhibit  L-5 ; 
Tr.  474] ; 

Friedman  Patent,  No.  1,516,635   [Exhibt  L-6;  Tr. 

478]; 
Szabo   Patent,   No.    1,175,023    [Exhibit   L-7;   Tr. 

484] ; 
Dean    Patent,    No.    2,014,882    [Exhibit    L-8;    Tr. 

490]; 
Aaron  Patent,   No.    1,970,518    [Exhibt  L-11;  Tr. 

512]. 

No  other  prior  art  is  referred  to  by  defendants  and, 
consequently,  our  remarks  are  limited  to  the  art  listed 
above  and  the  Court  may  disregard  the  other  prior  art 
patents  formerly  relied  upon  by  defendant. 

Defendants  rely  heavily  upon  the  ancient  "conductor's" 
punch,  shown  in  the  Bernard  i)atent  [Exhibit  L-19],  the 
McGill  catalogue  [Exhibit  MJ,  and  illustrated  by  the  sam- 
ple punch  I  Exhibit  N].  Such  art  does  not  relate  to  shav- 
ing or  clipping  devices,  and  there  is  no  suggestion  in  it 
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that  the  punch  receptacles  thereof  could  be  used  in  any 
way  with  a  dry  shaver.  As  a  matter  of  fact,  such  punch 
receptacles  could  not  be  used  on  a  conventional  dry  shaver 
to  accomplish  the  purpose  of  the  patent  in  suit  without 
substantial  changes  not  suggested  in  the  art.  For  exam- 
ple, in  the  Bernard  patent  the  receptacle  L  is  provided 
with  a  sharp  ''projecting  flange  or  lip  P,"  which  could  not 
be  used  on  a  dry  shaver  as  it  would  increase  the  discom- 
fort of  the  conventional  shaver.  Furthermore,  in  none 
of  the  art  is  there  any  question  of  comfort  to  the  user, 
and  any  rounding  of  the  punching  receptacle  is  purely 
incidental.  Also,  in  none  of  such  art  is  there  any  com- 
formity  of  the  outline  of  the  punching  receptacle  to  the 
outline  of  any  other  element.  Furthermore,  in  none  of 
such  art  is  the  punching  receptacle  hinged  to  a  handle  of 
the  punch,  in  each  case  being  connected  merely  to  the 
punch  jazi/s. 

Defendants  also  rely  heavily  upon  the  Peterson  patent 
[Exhibit  L-4]  which  shows  an  ordinary  safety  razor  of 
the  Gillette  type.  What  this  has  to  do  with  the  invention 
of  the  patent  in  suit  we  cannot  conceive.  The  Peter- 
son patent,  obviously,  does  not  show  a  dry  shaver,  or  any- 
thing that  could  be  put  upon  a  dry  shaver  to  accomplish 
the  purpose  of  the  invention  here  in  suit.  Certainly,  the 
curved  top  1  of  the  Peterson  patent  could  not  by  any 
stretch  of  the  imagination  be  applied  to  a  dry  shaver. 
The  Peterson  patent,  obviously,  does  not  show  or  suggest 
separate  rounded  end  guards  disposed  at  each  end  of  the 
cutting  head  of  a  dry  shaver,  which  are  hinged  to  the 
handle  thereof. 

The     patents     to     Friedman     [Exhibit     L-6],     Szabo 
[Exhibit     L-7J,     and     Dean      [Exhibit     L-8]      all     re- 
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late  to  hair  clipping  or  cutting  devices,  none  of 
which  shows  or  suggests  the  provision  of  separate 
rounded  end  guards  for  the  cutting  head  of  a  dry 
shaver,  and  none  shows  or  suggests  plaintiff's  conception 
of  hinging  such  end  guards  to  ilie  handle  of  such  a  dry 
shaver. 

The  patent  to  Ventimiglia  [Exhibit  L-5]  likewise  has 
no  pertinency,  merely  showing  a  tubular  clipper  for  nostril 
hairs.  Plainly,  it  does  not  show  or  suggest  the  use  of 
separate  end  guards  on  a  conventional  dry  shaver  at  each 
end  of  the  cutting  head,  or  that  such  end  guards  should 
be  rounded,  or  that  such  end  guards  should  be  hinged  to 
the  handle  of  the  shaver. 

All  of  such  prior  art  patents  go  back  a  long  way  in  the 
art.  The  Bernard  patent  [Exhibit  L-19]  issued  in  1904, 
and  the  Szabo  patent  [Exhibit  L-7]  issued  in  1916.  Yet 
there  is  no  contention  by  defendants  that  any  of  such 
prior  art  patents  inspired  the  use  of  defendants'  "whiskits." 

SUMMARY  OF  ARGUMENT. 

Point  1.  Claims  22,  23,  31  and  32  embody  invention 
and  are  valid. 

Point  2.  The  patent  in  suit  points  out  and  distinctly 
claims  the  invention  in  suit. 

Point  3.  Defendants'  accused  shavers  infringe  claims 
22.  23,  31  and  32. 

Point  4.  The  District  Court  i)r()perly  rejected  the  testi- 
mony of  the  witnesses  Ouasnovsky  and  Gray. 

Point  5.  The  District  Court  properly  held  that  the 
infringement  of  defendants  was  "conscious,  deliberate, 
wilful,  and  wanton." 
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ARGUMENT. 

POINT  1. 

Claims  22,  23,  31  and  32  Embody  Invention  and  Are 

Valid. 

Defendants  in  their  Opening  Brief  argue  that  there  is 
no  invention  in  "rounding"  alone  (pp.  8-12,  19-21)  or  in 
"hinging"  alone  (pp.  22-24).  Such  arguments  are,  of 
course,  immaterial  even  if  true  because  the  claims  on 
appeal  do  not  cover  either  feature  alone.  All  of  the  claims 
on  appeal  are  combination  claims.  Under  the  law,  it  is 
presumed  that  every  individual  element  of  a  combination 
claim  is  old  in  the  art. 

Contrary  to  the  defendants'  assertion  (p.  25),  the 
District  Court  did  not  determine  that  either  "rounding"  or 
"hinging"  is  not  patentable.  The  District  Court  held  valid 
claim  31  which  is  not  limited  in  terms  to  any  "rounding." 

Defendants'  arguments,  however,  are  false,  because: 

(a)  It  is  novel  and  inventive  in  the  art  to  provide 
separate  end  guards  for  the  ends  of  the  cutting  head 
of  a  dry  shaver,  which  are  rounded  and  zvhich  con- 
fonu  to  the  (jeneral  shape  of  the  ends  of  the  cutting 
head;  and 

(b)  It  is  novel  and  inventive  in  the  art  to  pro- 
vide separate  end  guards  for  the  ends  of  the  cut- 
ting head  of  a  dry  shaver,  which  are  hinged  to  the 
handle  of  the  dry  shaver  adjacent  the  ends  of  the 
head. 
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These  points  are  discussed  briefly  as  follows: 

(a) 

There  is  no  prior  art  of  record  in  this  case  which  shows 
or  suggests  the  provision  of  separate  end  guards  for  any 
shaving  or  hair  clipping  or  cutting  device,  which  are 
rounded  to  conform  to  the  general  shape  of  the  ends  of 
a  cutting  head  of  the  device.  Consequently,  the  novelty 
of  such  a  construction  must  be  undisputed. 

That  such  a  construction  was  not  obvious  to  a  "man 
skilled  in  the  art"  is  strongly  evidenced  by  the  fact  that 
defendant  Schick,  Inc.,  made  and  sold  over  1,700,000  dry 
shavers  over  a  period  of  years  without  the  inclusion  of 
such  improvement  before  it  finally  adopted  it  [Tr.  359]. 
If  such  an  improvement  is  now  "obvious,"  as  contended 
by  defendants,  why  was  it  that  it  was  never  "obvious"  to 
the  engineering  department  of  the  defendant  Schick,  Inc., 
a  large  corporation?  It  will  be  remembered  that  defend- 
ants do  not  assert  that  their  "whiskits"  were  inspired  by 
any  of  such  prior  art  here  relied  upon.  In  fact,  defend- 
ants' attorney  actually  represented  to  the  District  Court 
that  defendants'  "whiskits"  were  made  only  after  it  saw 
the  patent  to  Meyer  [Exhibit  L-2]  (which  was  filed  subse- 
quent in  date  to  the  patent  in  suit),  as  follows: 

"Mr.  L.  S.  Lyon:  No.  This  ])atent  to  Meyer, 
which  was  what  inspired  these  whisk-its.  was  applied 
for  in  August.  1036."     |  Trial  Court,  R.  39.] 

Also,  although  defendants'  chief  engineer,  Mr.  Gray, 
admitted  that,   while   it   is   not   necessary   in  providing   a 
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mere  whisker  receptacle  (as  defendants  contend  that  they 
do)  to  round  such  "whiskits"  longitudinally  and  trans- 
versely, still  this  is  a  very  desirable  feature  and  the  de- 
fendant Schick,  Inc.,  has  always  done  so  [Tr.  382-383]. 

Defendants  have  always  slightly  rounded  or  beveled  the 
corners  and  edges  of  the  cutting  head  itself  in  their  con- 
ventional type  of  dry  shavers,  as  is  usual  in  the  manu- 
facture of  metal  products,  by  buffing  and  polishing  during 
manufacture.  Such  "rounding,"  however,  is  so  minute 
that  it  can  scarcely  be  discerned  with  the  naked  eye  or 
felt  with  the  finger  [sec  the  conventional  Schick  shavers 
in  evidence,  Exhibits  B,  F,  H,  and  I].  Throughout  their 
Opening  Brief  (pp.  8-13)  defendants  seek  to  confuse  such 
minute  "rounding"  and  beveling  of  the  cutting  head  it- 
self with  the  rounded  end  guards  of  the  patent  in  suit. 
We  are  confident  that  this  Court  will  not  look  with  favor 
upon  any  argument  by  defendants  that  such  buffing  of 
the  cutting  head  itself  provides  any  structure  in  any  way 
similar  to  that  of  the  end  guards  of  the  patent  in  suit. 
Such  buffing  obviously  does  not  provide  the  shaving  com- 
fort, or  speed  of  shave,  or  closeness  of  shave  provided 
by  the  invention  of  the  patent  in  suit,  nor  does  it  provide 
any  separate  rounded  end  guards  which  are  hinged  to  the 
handle,  as  specified  by  the  claims  on  appeal.  Such  conven- 
tional manufacturing  practice  by  defendant  Schick,  Inc., 
never  suggested  to  it  the  provision  of  its  "whiskits"  and, 
therefore,  the  invention  in  suit  cannot  be  regarded  as 
obvious  therefrom  to  one  skilled  in  the  art 
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(b) 
There  is  no  prior  art  of  record  in  this  case  which 
shows  or  suggests  the  provision  of  separate  end  guards 
for  any  shaving  or  hair  cHpping  or  cutting  device,  which 
are  hinged  to  the  handle  of  the  shaver  adjacent  the  ends 
of  the  cutting  head.  The  novelty  of  such  a  construction 
must  be  undisputed.  That  such  construction  involves  in- 
vention is  amply  established  by  the  evidence  which  is  here- 
with briefly  reviewed. 

First,  such  construction  never  occurred  to  defendant 
Schick,  Inc.,  from  the  prior  art,  as  pointed  out  above 
with  regard  to  improvement  (aj  and,  consequently,  cannot 
be  even  plausibly  argued  by  defendants  as  "obvious"  from 
such  prior  art  to  a  man  skilled  in  the  art.  If  Mr.  Gray, 
who  has  been  with  defendant  Schick,  Inc.,  since  1934, 
and  his  extensive  engineering  department,  are  not  men 
skilled  in  the  dry  shaver  art,  who  would  be? 

Secondly,  defendant  Schick,  Inc.,  has  always  hinged  its 
"whiskits"  to  the  handles  of  its  dry  shavers  [Tr.  390]. 
That  such  construction  is  not  essential  is  established  by 
defendant's  Meyer  patent  [Exhibit  L-2]  which  shows  the 
"whiskits"  connected  to,  not  the  handle,  but  the  ends  of 
the  cutting  head  itself.  That  hinging  the  guards  to  the 
handle  is  very  desirable  is  also  established  by  the  testimony 
of  Mr.  Gray  upon  cross-examination  as  follows: 

"O.  Mr.  Gray,  is  there  any  advantage  in  the 
Schick  shavers  in  having  the  whisk-its  hinged  to  the 
shaver,  to  the  body  of  the  shaver  as  is  illustrated  by 
these  Exhibits  3,  4  and  5? 

"A.     As  compared  to  what? 
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"O.  As  compared  to  having  them  permanently  at- 
tached to  the  shaver  in  a  rigid  position? 

"A.  Well,  yes :  because  if  they  were  attached  in  a 
rigid  position,  to  empty  them  with  require  removal 
of  the  shearing  head.  We  consider  that  a  fragile  ar- 
ticle that  should  be  handled  as  little  as  possible.  There- 
fore the  hinged  ones  would  be  an  advantage. 

"O.  So  that  that  is  an  advantage  of  the  whisk-its 
on  the  Schick  shavers? 

''A.  As  compared  to  one  that  was  permanently 
fastened,  yes."     [Tr.  388.] 

It  is  well  established  that  where  a  defendant  pays  trib- 
ute to  a  construction  by  extensive  appropriation  after  a 
long-felt  need  in  the  art  it  is  substantial  evidence  of  in- 
vention. Sec:  Hoeltkc  v.  C.  M.  Kemp  Mfg.  Co.,  80  F. 
(2d)  912,  919  (C.  C.  A.  4th,  1936;  cert,  denied  298  U.  S. 
673) ;  Steiner  Sales  Co.  v.  Schzvartc  Sales  Co.,  98  F. 
(2d)  999,  1005  (C.  C.  A.  10th,  1938;  cert,  denied  305 
U.  S.  662)  ;  General  Electric  Co.  v.  United  States  Electric 
Mfg.  Co.,  63  F.  (2d)  764,  766  (C.  C.  A.  2d,  1933); 
Matthews  v.  Koolvent  Metal  Awning  Co.,  158  F.  (2d) 
37,  38-39  (C.  C.  A.  5th,  1946). 

It  is  also  well  established  that  where  a  new  combination 
produces  new  and  beneficial  results,  as  does  the  invention 
of  the  patent  here  in  suit,  it  is  strong  evidence  of  inven- 
tion. This  is  the  old  rule  of  Loom  Co.  v.  Higgins,  10^ 
U.  S.  580,  quoted  very  recently  by  this  Court  in  Bianchi 

r.  Barili F.  (2d)  ,  7^  U.  S.  P.  O.  (Adv.  Ops.) 

5,  9  (June  15,  1948),  as  follows: 

"  'At  this  point  we  are  constrained  to  say  that 
we  cannot  \  icld  our  assent  to  the  argument,  that  the 
combination   of   the   different   parts   or   elements   for 
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attaining  the  object  in  view  was  so  obvious  as  to 
merit  no  title  to  invention.  Now  that  it  has  suc- 
ceeded, it  may  seem  very  plain  to  any  one  that  he 
could  have  done  it  as  well.  This  is  often  the  case 
with  inventions  of  the  greatest  merit.  It  may  be  laid 
down  as  a  general  rule,  though  perhaps  not  an  in- 
variable one,  that  if  a  new  combination  and  arrange- 
ment of  known  elements  produce  a  new  and  beneficial 
result,  never  attained  before,  it  is  evidence  of  inven- 
tion. It  was  certainly  a  new  and  useful  result  to 
make  a  loom  produce  fifty  yards  a  day  when  it  never 
before  had  produced  more  than  forty;  and  we  think 
that  the  combination  of  elements  by  which  this  was 
effected,  even  if  those  elements  were  separately  known 
before,  was  invention  sufficient  to  form  the  basis 
of  a  patent.'  " 

To  the  same  effect,  sec:  Bliss  v.  Spangler,  217  Fed. 
394,  397  (C.  C.  A.  9th,  1914);  Wire  Tie  Machine  Co. 
V.  Pacific  Box  Corp.,  Ltd.,  102  F.  (2d)  543,  552  (C.  C. 
A.  9th,  1939);  Hydraulic  Press  Mfg.  Co.  v.  Ralph  N. 
Brodie  Co.,  51  Fed.  Supp.  202  (Afif'd  151  F.  (2d)  91; 
C  C.  A.  9th,  1945). 

It  is  therefore  respectfully  submitted  that  claim  31 
on  appeal,  which  is  not  limited  in  terms  to  rounded  end 
guards,  but  which  is  limited  to  a  shaver  structure  having 
the  end  guards  (or  "flaps")  hinged  to  the  structure  (or 
handle)  adjacent  to  the  ends  of  the  cutting  head,  clearly 
defines  an  invention  and  is  valid  over  the  prior  art. 

Plaintiff's  case  is  even  stronger  as  to  claims  22,  23  and 
32  on  appeal,  because  these  claims  are  limited  not  only 
to  the  i)rovision  of  end  guards  hinged  to  the  handle,  but 
are  also  limited  to  the  end  guards  being  rounded.  De- 
fendants' argument  to  the  effect  that,  if  all  of  the  elements 
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of  a  combination  are  old  the  combination  is  unpatentable, 
is  fallacious  on  its  face.  As  pointed  out  above,  all  the 
elements  of  a  combination  claim  are  presumed  in  the  law 
to  be  old. 

That  claims  22,  23,  31  and  32  define  true  patentable 
combinations  is  self-evident.  There  can  be  no  question 
that  the  end  guards  of  the  patent  in  suit  cooperate  with 
both  the  cutting  head  and  the  handle  of  the  dry  shaver, 
being  hinged  to  the  handle  and  forming  end  extensions 
and  bearing  surfaces  for  the  cutting  head.  By  the  provi- 
sion of  such  end  guards,  the  ends  of  the  cutting  head  are 
protected  against  injury.  By  hinging  the  end  guards  to 
the  handle,  the  dry  shaver  may  be  readily  disassembled 
for  cleaning  and  reassembled  and  unnecessary  handling 
of  the  cutting  head  obviated.  By  rounding  the  end  guards 
as  described  in  the  patent,  shaving  comfort  is  provided  to 
the  user.  Thus,  each  of  these  features  of  construction 
modifies  the  general  function  of  the  end  guards,  and  each 
feature  modifies  the  other. 

Defendants  argue  that  a  mere  selection  of  well-known 
elements  and  combining  them  together  in  a  device  to 
not  constitute  invention,  citing  a  number  of  decisions  of 
this  Court  (Opening  Brief,  p.  25).  We  agree  with  this 
rule  of  law,  but  submit  that  it  has  no  application  to  the 
facts  of  the  present  case.  As  shown  above,  the  inventive 
elements  of  the  claims  on  appeal  are  all  novel,  none  of 
them  being  shown  in  the  i)rior  art. 

Invention  in  the  claims  of  the  patent  in  suit  is  also 
strongly  evidenced  by  the  initial  eagerness  of  defendant 
Schick,  Inc.,  to  buy  it  for  $50,(X)0.00,  obviously  upon  ad- 
vice of  its  counsel,  and  by  the  subsequent  eagerness  of 
Schick,    Inc.,   to   acquire  an   exclusive  license   under   the 
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patent  in  suit  upon  substantial  royalty  terms.  See:  In- 
land Mfg.  Co.  V.  American  Wood  Rim  Co.,  14  F.  (2d) 
657,  659  (C.  C.  A.  6th,  1926) ;  Motor  Improvements,  Inc. 
V.  General  Motors  Corp.,  49  F.  (2(1)  543,  545  (C.  C.  A. 
6th,  1931) ;  Cookson  v.  Louis  Marx  &  Co.,  23  Fed.  Supp. 
615,  618  (D.  C.  N.  Y.  1938). 

The  prior  art  relied  upon  by  defendants  in  this  case, 
and  particularly  the  art  relating  to  "conductor's"  punches, 
falls  within  the  rule  of  Topliff  v.  Topliff,  145  U.  S.  156, 
161,  as  stated  by  this  Court  in  Bianchi  v.  Barili,  supra, 
as  follows : 

"It  is  not  sufficient  to  constitute  an  anticipation 
that  the  device  relied  upon  might,  by  modification,  be 
made  to  accomplish  the  function  performed  by  the 
patent  in  question,  if  it  were  not  designed  by  its 
maker,  nor  adapted,  nor  actually  used,  for  the  per- 
formance of  such  functions." 

Finally,  defendants  have  wholly  failed  to  carry  their 
burden  of  proof  as  to  alleged  invalidity  of  the  patent  in 
suit,  and  its  validity  is  strengthened  by  the  finding  of  the 
District  Court.  This  rule  was  stated  by  this  Court  re- 
cently in  the  case  of  Bianchi  z'.  Barili,  F.   (2d)   , 

78  U.  S.  P.  O.  (Adv.  Ops.)  5,  supra,  at  page  6,  as  fol- 
lows: 

"At  the  outset  it  should  be  observed  that  'the  grant 
of  letters  patent  is  prima  facie  evidence  that  the 
])atentee  is  the  first  inventor  of  the  device  described 
in  the  letters  patent  and  of  its  novelty'     .     .     . 

"Before  a  patent  can  be  declared  invalid  because 
of  anticipation  its  lack  of  novelty  must  be  established 
beyond  a  reasonable  doubt    .    .    . 
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"Particularly  heavy  is  the  attacker's  burden  when 
the  validity  of  the  patent  has  been  sustained  by 
court  findings/'     (Emphasis  added.) 

In  view  of  the  novelty  and  utility  of  the  constructions 
defined  by  claims  22,  23,  31  and  32,  the  widespread  use 
of  these  constructions  by  the  defendants,  and  the  acquies- 
cence of  defendant  Schick,  Inc.,  in  the  validity  of  the 
patent  (as  evidenced  first  by  its  offer  to  purchase  the 
patent  and  then  by  its  negotiating  an  exclusive  license 
under  the  patent),  it  is  submitted  that  the  claims  on  appeal 
plainly  define  inventions  and  are  valid. 

POINT  2. 

The  Patent  in  Suit  Points  Out  and  Distinctly  Claims 
the  Invention  in  Suit. 

As  pointed  out  above,  defendants  have  waived  any  de- 
fense of  lack  of  compliance  of  the  patent  in  suit  with 
35  U.  S.  C.  A.  §33  (R.  S.  §4888).  However,  defend- 
ants' argument  will  be  briefly  answered  herein,  without 
prejudice. 

First,  the  decisions  relied  upon  by  defendants  (Open- 
ing Brief,  p.  26)  are  not  in  point.  In  both  the  General 
Electric  Case  and  the  Fanners  Co-operative  Exchange 
Case,  the  claims  defined  a  composition  of  matter,  whereas 
the  claims  here  on  appeal  are  for  combinations  of  mechan- 
ical elements.  In  both  of  such  decisions,  the  only  novelty 
in  the  claims  was  stated  in  functional  language,  which  is 
not  true  of  the  claims  on  appeal  here.  Excluding  consid- 
eration of  the  word  "rounded"  in  the  claims  on  appeal, 
they  still  fully  distinguish  from  the  prior  art  in  this  case 
because  they  all   in  efl"ect  specify  end  guards   for  a  dry 
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shaver  (new  in  the  art),  that  such  guards  are  at  the 
opposite  ends  of  an  open  channeled  head  (new  in  the  art), 
that  such  guards  are  hinged  (new  in  the  art),  and  that 
such  guards  are  hinged  to  the  handle  (new  in  the  art). 
Certainly,  there  is  nothing  "functional"  about  any  of  such 
limitations,  and  any  argument  by  defendants  that  the 
claims  on  appeal  distinguish  from  the  art  solely  in  func- 
tional statements  is  obviously  without  merit. 

It  is  to  be  noted,  however,  that  even  the  word  "rounded" 
is  not  "functional."  It  is  descriptive  of  the  shape  and 
contour  of  the  end  guards,  just  as  the  words  "square"  or 
"pointed"  would  be.  Obviously,  it  is  not  the  purpose  of 
a  patent  to  state  physical  dimensions,  as  the  size  of  the 
parts  may  be  varied  without  departing  from  the  spirit  of 
the  invention.  The  only  requirement  of  the  statute  (35 
U.  S.  C.  A.  ^33)  and  the  law  is  that  the  claims,  when 
read  in  the  light  of  the  specification  and  drawing,  are  suf- 
ficiently definite  to  enable  a  man  skilled  in  the  art  to 
practice  the  invention.  That  such  is  the  case  as  to  the 
present  patent  is  plainly  demonstrated  by  the  fact  that 
Mr.  Gray,  chief  engineer  of  defendant  Schick,  Inc.,  had 
no  difficulty  in  making  a  model  of  the  device  of  the  patent 
in  suit.  Exhibit  A  [Finding  12,  Tr.  50,  361]. 

It  is  submitted  that  all  of  the  claims  on  appeal  are  defi- 
nite within  the  meaning  of  35  U.  S.  C.  A.  ^33  in  view 
of  the  following  decisions,  some  of  which  are  quoted  at 
length  in  Opening  Brief  of  Cross-Appellant  on  file  in  this 
case.  Sec:  Ralph  A^  Brodic  Co.  v.  Hydraulic  Press  Mfg. 
Co.,  151  F.  (2d)  91  (C.  C.  A.  9th,  1945);  Research 
Products  Co.  r.  Tretolite  Co.,  106  F.  (2d)  530  (C.  C.  A. 
9th,  1939)  \PaidH.IIazvkinson  Co.  v.  IVilcoxcn,  149  F.  (2d) 
471   (C.  C.  A.  5th,  1945);  Schick  Dry  Sharer,  Uu.  v.  R. 
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H.  Macy  &  Co.,  Inc.,  Ill  F.  (2d)  1018  (C.  C.  A.  2nd, 
1940) ;  Chicago  Pneumatic  Tool  Co.  v.  Hughes  Tool  Co., 
97  F.  (2d)  945  (C.  C.  A.  10th,  1938) ;  Strong-Scott  Mfg. 
Co.  V.  Weller,  112  F.  (2d)  389  (C.  C.  A.  8th,  1940); 
Wcstco-Chippewa  Pump  Co.  v.  Auto-Prime  Pump  Co., 
17  F.  (2d)  556  (D.  C  Ohio,  1931). 

POINT  3. 

Defendants'  Accused  Shavers  Infringe  Claims  22,  23, 

31  and  32. 

The  District  Court  held  that  claims  22,  23,  31  and  32 
of  the  patent  in  suit  are  all  infringed  by  each  of  defend- 
ants' devices,  Exhibits  2,  3,  4  and  5  [Tr.  59-60].  Obvi- 
ously, this  holding  should  be  affirmed. 

The  defendants  argue  that  because  they  do  not  use 
their  "whiskits"  to  hold  the  cutting  head  on  their  shavers 
they  do  not  infringe  (Opening  Brief,  pp.  32-34).  This 
argument  is  obviously  immaterial  because:  (a)  such 
feature  is  not  specified  in  any  of  the  claims  on  appeal; 
and  (b)  the  patent  in  suit  expressly  states  that  such 
feature  may  be  omitted  if  desired  [Tr.  427,  Col.  1,  lines 
32-36].  Even  if  narrowly  interpreted,  the  claims  on  ap- 
peal read  directly  upon  all  of  the  defendants'  accused  de- 
vices. Defendants  ask  this  Court  to  read  into  the  claims 
on  appeal  elements  which  are  immaterial  to  the  issues  in 
this  case,  but  they  cite  no  authority  for  such  a  novel 
proposition.  In  fact,  the  law  is  to  the  contrary.  See: 
McCarty  v.  Lchi(/h  J^allcy  R.  R.  Co.,  160  U.  S.  110,  116, 
40  L.  Ed.  358,  361;  llliite  v.  Dunbar,  119  U.  S.  47,  30 
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L.  Ed.  303;  Magiiavox  Co.  v.  Hart  &  Reno,  73  F.  (2d) 
433,  438  (C.  C.  A.  9th,  1934). 

Next,  the  defendants  argue  (pp.  34-37)  that  because 
all  of  the  accused  devices  have  thickened  reinforcing  por- 
tions at  the  ends  of  and  integral  with  their  cutting  heads, 
there  is  no  infringement  because  the  patent  in  suit  does 
not  show  such  reinforcing  portions,  and  the  Schick  dry 
shavers  have  always  had  them.  The  patent  in  suit,  how- 
ever, is  perfectly  plain  to  the  effect  that  the  improve- 
ments thereof  are  to  be  applied  to  the  conventional  Schick 
shavers  (p.  1,  Col.  1,  lines  1-17),  which  defendants  ad- 
mit had  such  reinforcing  portions  on  the  cutting  heads. 
Furthermore,  in  defendants'  shavers  the  upper  ends  of  the 
rounded  end  guards  or  'Vhiskits"  plainly  merge  with  the 
flat  face  of  the  cutting  head.  This  is  clearly  shown  in 
Fig.  1  of  defendants'  Thomas  patent  [Exhibit  L-3]  and 
is  shown  in  the  photographs  of  defendants'  ''Colonel" 
shaver  in  evidence  [Exhibits  16  and  18].  Even  if  the 
defendants  had  added  such  reinforcing  portions  to  the 
cutting  heads  of  their  shavers  after  the  filing  of  the  appli- 
cation for  the  patent  in  suit,  it  would  still  not  avoid  in- 
fringement, because,  under  the  law.  the  mere  addition  of 
extra  parts  to  a  patented  device  does  not  avoid  infringe- 
ment. Sec:  Stcbler  v.  Riverside  Heights  Orange  Grow- 
ers' Ass'n,  205  Fed.  735.  739  (C.  C.  A.  9th,  1913);  An- 
geliis  Sanitary  Can  Co.  v.  Wilson,  7  F.  (2d)  314,  318  (C. 
C.  A.  9th,  K'25)  ;  Chesapeake  &  O.  Ry.  Co.  r.  Kaltenbach. 
95  F.  (2d)  801,  804  (C.  C.  A.  4th.  1938);  Kelley-Koctt 
Mfg.  Co.  V.  McEncn,  130  F.   (2d)  488,  492   (C.  C.  A. 
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6th,  1932) ;  Butler  v.  BurcJi  Plow  Co.,  23  F.  (2d)  15, 
27  (C.  C.  A.  9th,  1927).  Defendants'  argument  relative 
to  the  Aaron  patent  [Exhibit  L-U]  is  grossly  mislead- 
ing, because  the  question  before  the  Patent  Office  in  that 
connection  was  whether  the  reinforcing  portions  of  Aaron 
cutting  heads  were  the  equivalent  of  plaintiff's  end  guards, 
and  the  Patent  Office  resolved  this  question  in  plaintiff's 
favor  by  allowing  the  claims  in  suit.  In  any  event,  it  is 
established  by  this  Court  that  mere  statements  by  a 
patent  solicitor  in  a  patent  file  wrapper  do  not  create  any 
estoppel.  Sec:  Fiillerton  Walnut  Growers'  Ass'n  v.  An- 
dcrson-Barngrover  Mfg.  Co.,  166  Fed.  443  (C.  C.  A. 
9th,  1908). 

Lastly,  defendants  argue  that  their  end-guards  or 
"whiskits"  do  not  achieve  shaving  comfort  as  to  the  end 
guards  of  the  patent  in  suit,  and  that,  in  fact,  their 
"whiskits"  have  an  entirely  different  function,  i.  e.,  "to 
collect  beard  clippings"  (pp.  37-38).  It  is  submitted  that 
the  first  proposition  simply  is  not  true,  and  that  the  sec- 
ond one  is  immaterial.  For  defendants  to  contend  that 
their  "whiskits"  do  not  achieve  shaving  comfort  is  directly 
contrary  to  the  unrefuted  testimony  of  Colonel  Jones  to 
the  effect  that  such  shaving  comfort  (and.  consequently, 
a  faster  shave)  is  achieved  by  defendants'  "whiskits,"  and 
is  contrary  to  the  finding  of  the  District  Court,  and  is 
contrary  to  fact,  as  can  readily  be  demonstrated  by  any 
member  of  this  Court  by  personally  shaving  with  Exhibit 
2,  3.  4  or  5.     It  is  also  contrary  to  the  description  of  the 


"whiskits"  in  defendants'  Meyer  patent  [Exhibit  L-2] 
which  defendants  boldly  admit  (Opening  Brief,  p.  37) 
correctly  "describes  the  purpose  of  the  'whisk-its'  of  de- 
fendants' accused  shavers,"  among  which  is  to  provide 
such  shaving  comfort. 

As  shown  above,  Mr.  Gray,  chief  engineer  of  defend- 
ant Schick,  Inc.,  admitted  that  the  end  guards  of  the 
patent  in  suit  will  retain  some  of  the  beard  clippings  [Tr. 
388].  Consequently,  there  is  no  foundation  in  fact  for 
defendants'  argument  that  the  end  guards  of  the  shaver 
of  plaintiff's  patent  in  suit  will  not  retain  beard  clippings. 
Even  if  this  were  not  true,  still  the  mere  addition  by  de- 
fendants of  an  extra  function  (/.  e.,  collection  of  beard 
clippings)  in  addition  to  the  functions  of  the  end  guards 
of  the  patent  in  suit  obviously  does  not  avoid  infringement 
and  is  immaterial.  As  pointed  out  above,  under  the  law 
the  mere  addition  to  a  patented  combination  of  something 
that  does  not  detract  from  the  function  of  the  patented 
combination  does  not  avoid  infringement. 

Finally,  defendant  Schick,  Inc.,  has  shown  acquiescence 
in  the  fact  of  infringement  by  first  offering  $50,000.00 
in  cash  for  the  patent  in  suit  and  then  by  taking  an  ex- 
clusive license  thereunder  at  a  substantial  royalty  rate. 

It  is  respectfully  submitted  that  defendants'  accused  de- 
vices plainly  infringe  all  of  the  claims  on  appeal,  and 
that  such  holding  of  the  District  Court  was  eminently 
proper. 
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POINT  4. 

The  District  Court  Properly  Rejected  the  Testimony 
of  the  Witnesses  Quasnovsky  and  Gray. 

The  District  Judge  heard  the  testimony  of  the  witnesses 
in  open  Court,  and  he  was  best  able  to  judge  the  credibiHty 
of  their  testimony.  Several,  among  many,  instances  that 
support  the  District  Court's  finding  are  briefly  given  here- 
with as  illustrations. 

Mr.  Quasnovsky  on  direct  examination  testified  at  length 
and  in  detail  as  to  the  dates  on  which  various  commer- 
cial dry  shavers  had  been  made  and  sold  by  defendant 
Schick,  Inc.  On  cross-examination,  however,  he  finally 
admitted  that  he  could  not  identify  which  cutting  heads 
went  with  which  shavers  [Tr.  311-312]!  He  also  ad- 
mitted, upon  inquiry  by  the  Court,  that  at  the  time  of 
some  of  the  events  in  question  he  was  only  eighteen  years 
old  [Tr.  322].  He  also  admitted  that  he  had  no  relation 
to  defendants'  sales   [Tr.  307]. 

As  to  Mr.  Gray,  he  testified  that  defendants'  "whiskits" 
do  not  act  as  "guards"  to  protect  the  face  of  the  user 
[Tr.  363-364],  although  defendants'  Meyer  patent  [Ex- 
hibit L-2]  plainly  states  that  they  function  to  do  so,  and 
defendants  now  admit  that  the  Meyer  patent  correctly 
describes  the  function  of  the  defendants'  'Vhiskits"! 
Furthermore,  Mr.  Gray  testified  that  the  paper  punch  re- 
ceptacle of  the  conductor's  punch.  Exhibit  N,  functions 
exactly  the  same  as  the  devices  shown  in  the  patent  in  suit, 
the  defendants'  Meyer  patent,  and  defendants'  Thomas 
patent  [Tr.  374],  yet  he  had  earlier  asserted  that  defend- 
ants' "whiskits"  do  not  function  the  same  as  those  of 
the  patent  in  suit  [Tr.  363-368].  Also,  the  witness  on 
direct  examination  asserted  that   the  end  guards  of  the 
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patent  in  suit  would  not  catch  beard  clippings  [Tr.  360], 
but  on  cross-examination  he  finally  admitted  that  at  least 
some  beard  clippings  would  be  caught  by  the  device  of  the 
patent  in  suit  [Tr.  388].  Also,  upon  direct  examination, 
he  stated  that  he  had  been  chief  engineer  for  defendant 
Schick,  Inc.,  ever  since  1938  [Tr.  333],  but,  upon  sub- 
sequent questioning  by  the  District  Judge,  he  admitted  that 
for  an  extended  period  after  1938  he  had  not  been  chief 
engineer  [Tr.  392]. 

POINT  5. 

The  District  Court  Properly  Held  That  the  Infringe- 
ment of  Defendants  was  "Conscious,  Deliberate, 
Wilful,  and  Wanton." 

The  District  Court  found,  and  the  evidence  is  undis- 
puted, that  immediately  after  the  issuance  of  the  patent 
in  suit  the  defendant  Schick,  Inc.,  upon  its  own  initiative, 
offered  plaintiff  $50,000.00  for  his  patent.  The  District 
Court  also  held,  and  the  evidence  shows,  that  the  defend- 
ant Schick,  Inc.,  being  unable  to  purchase  the  patent  in 
suit,  entered  into  an  exclusive  license  contract  with  plain- 
tiff with  the  obligation  to  pay  plaintiff  very  substantial 
sums  as  royalty  during  the  life  of  the  patent  in  suit. 
The  evidence  also  shows  that  thereafter  the  defendant 
Schick,  Inc..  attempted  to  repudiate  such  license  agree- 
ment and  has  since  that  time  forth  continued  to  manu- 
facture and  sell  the  accused  dry  shavers,  brazenly  ignor- 
ing plaintiff's  rights.  That  the  infringement  by  defend- 
ants, since  at  least  as  early  as  January  23,  1941,  has  been 
"conscious,  deliberate,  wilful,  and  wanton"  is  plainly 
shown  by  the  foregoing  facts.  In  addition  to  the  forego- 
ing,  defendant   Schick,   Inc.,   trading  on   plaintiff's  belief 
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in  the  existence  of  such  license  agreement  between  them, 
which  was  induced  by  defendant,  induced  plaintiff  to  dis- 
close to  it  copies  of  two  secret  and  pending  patent  appli- 
cations, which  plaintiff  would  not  otherwise  have  done 
[Finding  24,  Tr.  57-58].  This  was  a  plain  fraud  upon 
the  plaintiff  and  clearly  shows  the  bad  faith  of  defend- 
ant. That  such  facts  are  ample  to  support  the  District 
Court's  finding  is  amply  established  by  the  law.  See: 
Activated  Sludge  v.  Sanitary  Dist.  of  Chicago,  64  Fed.  Supp. 
25,  34  (D.  Ct.  111.  1946;  aff'd  157  F.  (2d)  517;  cert.  den. 
330  U.  S.  834)  ;  W.  S.  Godwin  Co.  v.  International  Steel 
Tic  Co.,  29  F.  (2d)  476,  478  (C.  C.  A.  6th,  1928) ;  Con- 
solidated Rubber  Tire  Co.  v.  Diamond  Rubber  Co.  of  N. 
Y.,  226  Fed.  455,  463  (C.  C.  A.  2d,  1915). 

There  is  no  evidence  in  this  action  that  such  long  in- 
fringement has  been  engaged  in  by  either  of  the  defend- 
ants with  any  belief  that  they  were  acting  innocently,  nor 
is  there  any  evidence  whatever  as  to  why  they  have  brazen- 
ly continued  such  infringement  in  derogation  of  plaintiff's 
rights.  While  apparently  one  of  their  patent  counsel  ad- 
vised them  that  no  infringement  existed  [Exhibit  C],  the 
evidence  falls  entirely  short  of  showing  that  either  of  the 
defendants  acted  upon  any  belief  in  such  advice.  If,  in 
fact,  the  executive  officers  of  the  defendants  believed  that 
their  corporations  were  acting  innocently,  why  was  not 
evidence  thereof  presented  in  this  case?  None  of  the  of- 
ficers of  either  defendant  testified  in  this  action.  Under 
the  law,  it  may  be  presumed  that  if  they  had  so  testified 
their  testimony  would  have  been  unfavorable  to  the  de- 
fendants on  this  issue.  Sec:  Interstate  Circuit  v.  United 
States,  306  U.  S.  708,  59  S.  Ct.  467,  83  L.  Ed.  610;  Hann 
V.  Venetian  Blind  Corp.,  Ill  F.  (2d)  455,  at  459  (C.  C. 
A.  9th,  1940). 
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lt is  submitted  that  there  is  sulxstantial  evidence  of  bad 
faith  on  the  part  of  defendant  Schick,  Inc.,  and  that  there 
is  no  evidence  whatever  that  either  of  the  defendants  were 
acting  in  good  faith.  Under  such  circumstances,  the  find- 
ing- of  the  District  Court  should  not  be  disturbed.  See: 
Overman  Cushion  Tire  Co.  v.  Goodyear  Tire  &  Rubber 
Co.,  Inc.,  66  F.  (2d)  361,  362  (C.  C.  A.  2d,  1933);  Van 
Kannel  Revolving  Door  Co.  v.  Uhrich,  297  Fed.  363,  369 
(C.  C.  A.  8th,  1924). 

Conclusion. 

The  invention  in  suit  is  simple  but  valuable  and  the  de- 
fendants have  boldly  appropriated  it,  forcing  the  plaintiff 
into  protracted  and  expensive  litigation  which  has  been 
pending  since  July  6,  1945.  Certainly,  the  conduct  of  the 
defendant  Schick,  Inc.,  in  its  relations  with  plaintiff  pro- 
vides to  him  all  of  the  equities  in  this  case.  Even  without 
considering  such  equities,  however,  we  respectfully  submit 
that  claims  22,  23,  31  and  32  of  the  patent  in  suit  are 
plainly  valid  and  clearly  infringed.  The  judgment  of  the 
District  Court  in  plaintiff's  favor  should  be  affirmed. 

Respectfully  submitted, 

Harris,  Kiech,  Foster  &  Harris, 
Ford  W.  Harris,  Jr., 

Attorneys  for  Appellee  Jones. 
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The  argument  upon  which  plaintiff  reHes  in  Appellee's 
Brief  to  sustain  claims  22,  23,  31  and  32  of  the  patent 
in  suit  is  that  each  of  these  claims  "defines  a  new  com- 
bination of  mechanical  elements"  (Appellee's  Br.  p.  10). 
The  allej^ed  combination  as  defined  by  claims  22,  23  and 
32  consists  merely  of  a  rounded  end  guard  or  flap  which 
is  hinged  to  the  shaver,  claim  31  leaving  out  the  element  of 
rounding. 

In  our  Opening  Brief  (pp.  19-24)  we  have  pointed  out 
that    there    is    nothing    inventive    either    in    providing    a 
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rounded  end  guard  or  flap  for  a  shaving  razor  or  in  hing- 
ing the  guard  or  flap  to  the  razor.  The  alleged  combina- 
tion upon  which  plaintiff  relies  is  clearly  not  a  patentable 
combination  for  it  is  totally  lacking  in  invention.  It  is 
well  settled  that  a  combination  lacking  in  invention  will 
not  sustain  a  patent.  Ciino  Engineering  Corp.  v.  Auto- 
matic Devices  Corp.,  314  U.  S.  84,  90,  86  L.  Ed.  58. 
As  said  by  this  court  in  R.  G.  LeTourneau  v.  Gar  Wood 
Industries,  151  F.  (2d)  432,  at  434-5: 

"As  the  Supreme  Court  explained  in  Cuno  Engi- 
neering Corporation  v.  Automatic  Devices  Corpora- 
tion, 1941,  314  U.  S.  84,  90,  62  S.  Ct.  37,  40,  86 
L.  Ed.  58:  'We  may  concede  that  the  functions 
performed  by  Mead's  combination  were  new  and  use- 
ful. But  that  does  not  necessarily  make  the  device 
patentable.  Under  the  statute,  35  U.  S.  C.  §31, 
35  U.  S.  C.  A.  §31,  R.  S.  §4886,  the  device  must 
not  only  be  "new  and  useful,"  it  must  also  be  an 
"invention"  or  "discovery."  *  *  *  Since  Hotch- 
kiss  V.  Greenwood,  11  How.  248,  267,  13  L.  Ed.  683, 
decided  in  1851,  it  has  been  recognized  that  if  an 
improvement  is  to  obtain  the  privileged  position  of  a 
patent  more  ingenuity  must  be  involved  than  the  work 
of  a  mechanic  skilled  in  the  art.'  The  court  stated 
further,  314  U.  S.  at  page  91,  62  S.  Ct.  at  page  41, 
86  L.  Ed.  58,  'A  new  application  of  an  old  device 
may  not  be  patented  if  the  "result  claimed  as  new 
is  the  same  in  character  as  the  original  result" 
*  *  *  even  though  the  new  result  had  not  before 
been  contemplated.'  " 

In  his  Point  No.  1  plaintiff  argues  that  "There  is  no 
prior  art  of  record  in  this  case  which  shows  or  suggests 
the  provision  of  separate  end  guards  for  any  shaving  or 
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hair  clipping  or  cutting  device,  which  are  rounded  to  con- 
form to  the  general  shape  of  the  ends  of  a  cutting  head 
of  the  device"  (Appellee's  Br.  p.  17).  The  record  com- 
pletely refutes  this  assertion.  A  rounded  end  guard  to 
provide  shaving  comfort  is  shown  in  the  prior  Peterson 
patent  No.  1,744,280  [Ex.  L-4,  R.  470].  The  end  guards 
in  the  Peterson  patent  comprise  the  shields  4  shown  in 
the  drawings  and  described  in  the  specification  of  the 
Peterson  patent.  The  patent  states  that  the  purpose  of 
these  guards  is  as  follows : 

"It  will  be  observed,  therefore,  that  I  have  pro- 
vided a  safety  razor  which  is  easy  to  construct  and 
maintain  and  which  may  be  used  to  shave  depressed 
or  concave  skin  areas  of  the  body,  such  as  the  arm 
pits  without  fear  of  injury  from  the  corners  of  the 
razor  blade.  The  fact  of  the  matter  is,  it  may  be 
used  with  greater  comfort  upon  smooth  surfaces  of 
the  face  and  body  than  can  the  ordinary  razor  and  my 
improved  razor  may,  therefore,  be  said  to  be  adapted 
to  shave  any  part  of  the  human  body  without  fear  of 
injury  thereto."     [R.  472,  col.  2,  lines  68-79.] 

The  end  guards  or  shields  4  of  the  Peterson  patent  are 
formed  integral  with  the  body  i>ortion  1  of  the  shaver 
shown  in  the  Peterson  patent,  but  the  idea  of  forming  a 
separate  end  guard  for  a  shaver  is  shown  in  the  prior 
patent  to  Dean  No.  2,014,882  [Ex.  L-8.  R.  490].  The 
sejmrately  formed  guards  in  the  prior  Dean  patent  are  the 
knobs  18  shown  in  the  drawings  and  described  in  the 
specification  of  the  Dean  patent. 


The  separate  forming-  of  the  end  guards  and  their  hing- 
ing to  the  shaver  does  not  constitute  a  combination  which 
is  patentable.  This  is  conceded  by  the  statement  in  the 
patent  in  suit  reading  as  follows: 

"While  I  have  described  both  guards  20  as  being 
hinged  or  pivoted  by  means  of  the  pivot  pins  23,  I 
do  not  wish  to  be  limited  to  this  as  it  is  obvious  that 
one  of  these  guards,  or  both  of  them,  might  be  per- 
manently fixed  in  closed  position  and  rigidly  attached 
to  the  handle,"     [R.  427,  col.  1,  lines  24-29.] 

The  asserted  combination  is  thus  expressly  definitely  dis- 
claimed. 

Appellee's  Brief  (p.  5)  reiterates  the  alleged  advan- 
tages set  forth  in  the  patent  in  suit  and  argues  that  these 
are  due  to  the  asserted  new  combination.  The  first  of 
these  advantages  (comfort)  was  fully  known  and  taught 
in  the  prior  art  as  shown,  for  example,  in  the  prior  Peter- 
son and  Dean  patents  above-mentioned.  The  second  of 
these  advantages  (security  against  interruption  of  the 
mechanical  functioning  of  the  clipping  machine)  is  equally 
well  shown  in  the  prior  Dean  patent.  So  likewise  is  the 
third  of  the  stated  advantages  (security  against  damage) 
inherent  in  the  guards  of  the  Peterson  and  Dean  patents. 
Defendants  do  not  use  the  fourth  advantage  (ease  in  dis- 
assembling and  reassembling).  This  advantage  in  plain- 
tiff's patent  is  stated  in  the  patent  to  be  provided  by  using 
the  hinging  guards  to  hold  the  head  upon  the  handle  and 
do  avv^ay  with  the  set  screw  of  the  Schick  shaver  [R.  425, 
col.  1,  lines  24-39].  Defendants'  accused  shavers  use  a 
set  screw  to  hold  the  head  upon  the  handle  and  do  not 
employ  the  whisk-it  members  for  that  purpose.  The 
defendants'  accused  shavers  cannot  be  cleaned  in  the 
manner  described  in  the  patent  in  suit.     The  manner  of 
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cleaning-  described  in  the  patent  in  suit  is  by  blowing- 
through  the  opening  35  [R.  426,  col.  2,  lines  64-70]. 
There  is  no  hole  in  the  whisk-its  of  the  defendants'  accused 
shavers  corresponding  to  the  opening  35.  The  shavers  of 
the  prior  Peterson  and  Dean  patents  are  just  as  neat  in 
construction  and  appearance  (plaintiff's  fifth  stated  ad- 
vantage) as  the  shaver  of  the  patent  in  suit. 

The  argument  upon  which  plaintiff  relies  in  Appellee's 
Brief   (pp.  26-29)   to  show  that  the  defendants  infringe 
the  alleged  new  combination  is  based  on  a  misconception 
of    well-settled   patent   law.      The    fact    that    defendants' 
accused  shavers  may  contain  each  of  the  elements  of  the 
claims  in  issue  is  not  sufficient  in  patent  law  to  show  that 
defendants  use  the  combination  of  the  patent.     Each  of 
the  elements  of  the  claims  in  suit  is  admittedly  old.     It 
is   well-settled  patent   law   that  a   defendant   may   utilize 
each  of  these  old  elements  without  infringing  the  claims 
of  the  patent  in  suit  if  defendant's  device  is  substantially 
different  from  that  of  the  patent   in   suit  and   performs 
different  functions  or  the  same  functions  in  substantially 
a  different  way.     This  is  because  the  elements  being  old, 
the  defendant  is  as  free  as  the  patentee  was  to  utilize  those 
elements,  providing  he  produces  a  substantially  different 
device. 

As  said  in  Safety  Car  Heating  &  Lighting  Co.  v.  Gould 
Coupler  Co.,  245  Fed.  755,  at  760  (D.  C.  W.  D.  N.  Y.)  : 
"It  is  not  enough,  where  the  patentee's  claims  are 
also  for  a  combination  of  old  elements,  for  a  complain- 
ant to  point  out  substantially  the  same  elements  in 
combination  in  a  defendant's  structure.  It  must  also 
be  shown  by  preponderating  evidence  that  a  defend- 
ant's system  performs  substantially  the  same  func- 
tion in  substantially  the  same  way." 


To  the  same  effect  is  Mihvaukee  Carving  Co.  v.  Bruns- 
zmck-Balkc  Collender  Co.,  126  Fed.  171,  at  184  (C.  C.  A. 
7),  where  the  court  said: 

"The  patent  is  granted  for  the  combination,  as  'the 
particular  means  devised  by  the  inventor  by  which 
that  result  is  attained/  and  the  patentee  is  entitled 
to  protection  against  any  use  of  the  same  combina- 
tion of  elements,  combined  in  the  same  way,  so  that 
each  element  performs  the  same  function,  or  against 
substantially  the  same  use  with  deviations  which  are 
merely  colorable.  But  each  of  these  well-known  ele- 
ments remains  open  to  the  use  of  the  subsequent  in- 
ventor for  a  different  combination  for  like  results. 
Electric  Signal  Co.  v.  Hall  Signal  Co.,  114  U.  S.  87, 
96,  5  Sup.  Ct.  1069,  29  L.  Ed.  96." 

As  said  in  Gill  v.  Wells,  22  Wall.  (89  U.  S.)  1,  at  14: 

"Valid  letters  patent  may  be  granted  for  an  inven- 
tion which  consists  entirely  in  a  new  combination  of 
old  ingredients,  provided  it  appears  that  the  new 
combination  of  the  ingredients  produces  a  new  and 
useful  result;  but  the  rule  is  equally  well  settled,  in 
such  a  case,  that  the  invention  consists  merely  in  the 
new  combination  of  the  ingredients,  and  that  a  suit 
for  an  infringement  cannot  be  maintained  against  a 
party  who  constructs  or  uses  a  substantially  different 
combination,  even  though  it  includes  the  exact  same 
ingredients." 

See,  also: 

American  Steel  &  Wire  Co.  v.  Denning  Wire  & 
Fence  Co.,  176  Fed.  564,  at  565;  affirmed  194 
Fed.  117  (C.  C.  A.  8). 
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That  the  defendants'  accused  shavers  embody  a  different 
combination  of  the  admittedly  old  elements  from  that 
found  in  plaintiff's  patent  cannot  be  disputed.  In  the 
accused  shavers,  defendants'  whisk-its  do  not  perform 
substantially  the  same  functions  as  in  the  patented  device 
or  perform  these  functions  in  substantially  the  same  way. 
As  pointed  out  in  our  Opening  Brief,  and  not  denied  by 
plaintiff'  in  his  brief,  defendants'  whisk-its  serve  the  pur- 
pose of  a  reservoir  or  hair  collector  and  plaintiff's  patent 
does  not-;  plaintiff's  guards  or  flaps  are  utilized  to  hold 
the  head  in  position  without  the  necessity  of  using  a  set 
screw  and  defendants'  whisk-its  are  not. 

The  assertion  in  Appellee's  Brief  (pp.  2-3)  that  de- 
fendants have  v/aived  the  defense  that  claims  22,  23,  31 
and  32  are  invalid  for  indefiniteness  is  manifestly  with- 
out substance.  This  defense  was  sustained  by  the  court 
below  as  to  claims  1,  11,  17,  18,  19,  20,  24,  25,  26,  27, 
28,  29  and  30,  and  this  ruling  is  before  this  court  on 
plaintiff's  cross-appeal.  This  defense  was  urged  to  the 
court  below  as  to  all  of  the  claims  in  issue  of  the  patent 
in  suit,  including  claims  22,  23,  31  and  32.  In  sustaining 
the  latter  claims,  the  court  overruled  the  defense  as  to 
those  claims.  In  answer  to  plaintiff's  argument  that  this 
defense  was  not  pleaded  by  the  defendants,  we  need  only 
call  to  the  court's  attention  the  language  of  Rule  15(b) 
of  the  Rules  of  Civil  Procedure  which  provides  that,  when 
issues  not  raised  by  the  pleadings  are  tried  by  express  or 
implied  consent  of  the  parties,  they  shall  be  treated  in  all 
respects  as  if  they  had  been  raised  in  the  jileadings,  and 
that  any  amendments  to  cause  them  to  conform  to  the 
evidence  and  to  raise  the  issues  may  be  made  upon  motion 
at  any  time,  even  after  judgment,  but  that  ''failure  so  to 
amend  does   not  affect  the  result  of   the   trial   of   these 


issues."  This  rule  has  been  apphed  by  this  court  in 
United  States  v.  Cushnian,  136  F.  (2d)  815.  Plaintiff 
says  that  we  did  not  suggest  to  the  District  Court  any 
findino-  on  this  issue  as  to  claims  22,  23,  31  and  Z2.  These 
claims  were  sustained  by  the  lower  court,  and  the  lower 
court  ordered  plaintiff  to  prepare  the  findings  as  to  them 
[R.  417].  It  is  not  true  that  defendants  have  not  ade- 
quately specified  this  issue  as  a  point  on  this  appeal.  In 
our  Concise  Statement  of  Points  filed  in  the  District  Court 
pursuant  to  Rule  75(a)  of  the  Rules  of  Civil  Procedure, 
Point  XXI  [R.  85]  specifies  that  the  trial  court  erred  in 
holding  that  claims  22,  23,  31  and  32  define  a  new  and 
useful  invention  and  are  valid.  Under  Rule  19(6)  of  this 
court  we  have  filed  [R.  420]  a  Notice  of  Adoption  of  the 
Statement  of  Points  filed  in  the  District  Court.  In  the 
specification  contained  in  our  Opening  Brief  on  this  appeal 
(p,  16),  we  specified:  "1.  The  court  below  erred  in  fail- 
ing to  hold  that  claims  22,  23,  31  and  32  in  suit  are  void 
for  lack  of  invention."  In  answer  to  plaintiff's  assertion 
that  invention  may  be  found  in  the  rounding  of  the  guards 
or  flaps  20  of  the  patent  in  suit,  we  have  pointed  out 
fully  in  our  Opening  Brief  that  the  claims  do  not  specify 
the  degree  of  roundness  necessary  to  distinguish  from 
the  roundness  admittedly  present  in  the  prior  Schick 
shavers  and  that,  therefore,  the  patent  cannot  be  sus- 
tained on  plaintiff's  argument.  This  constitutes  Point  4 
of  the  Summary  of  Argument  (p.  18)  set  forth  in  our 
Opening  Brief  on  this  appeal,  which  point  is  covered  in 
our  Opening  Brief  at  pages  26-30.  Certainly  plaintiff 
cannot  complain  that  he  has  not  been  at  all  times  fully 
advised  of  this  point.  He  has  attempted  to  answer  the 
point  in  his  brief  (pp.  24-26). 

Plaintiff's  argument  that  the  word  "round"  is  not  func- 
tional is  fully  answered  by  the  decision  of  this  court  in 


Fanners'  Cooperative  Exchange  v.  Turnbow,  111  F.  (2d) 
728,  cited  in  our  Opening  Brief  on  this  appeal.  To  the 
same  effect  is  the  decision  of  this  court  in  Otis  Elevator 
Co.  V.  Pacific  Finance  Corp.,  71  F.  (2d)  641,  642.  Plain- 
tiff's argument  might  have  some  validity  if  it  were  not 
for  the  fact  that  the  prior  Schick  shavers  were  admittedly 
rounded  to  some  extent  to  avoid  scratching  and  cutting. 
The  latter  is  admitted  in  Appellee's  Brief  (p.  18).  Since 
the  purported  invention  consists  in  an  alleged  greater 
degree  of  rounding,  the  indefiniteness  of  the  claims  is 
clearly  established  by  the  ruling  of  this  court  in  the 
Farmers'  Cooperative  case  aforesaid. 

Plaintiff  argues  that  the  claims,  when  read  in  the  light 
of  the  siDecification  and  draw^ings,  are  sufficiently  definite 
to  enable  a  man  skilled  in  the  art  to  practice  the  invention. 
In  answer  to  this  we  call  attention  to  the  fact  that  the 
specification  is  entirely  silent  as  to  the  degree  of  round- 
ing. Plaintiff  calls  attention  to  the  fact  that  Mr.  Gray, 
Chief  Engineer  of  defendant  Schick,  Inc.,  produced  a 
model  of  the  device  of  the  patent,  which  model  is  Exhibit 
A.  This  model  was  made  by  defendants  exactly  in 
accordance  with  the  proportions  shown  in  the  drawings 
of  the  patent  in  suit.  No  one  at  the  trial  had  ever 
attempted  to  shave  with  this  exhibit,  or  any  device  made 
in  accordance  with  the  drawings  of  the  patent  in  suit. 
Plaintiff  was  quite  uncertain  on  cross-examination  as  to 
whether  Exhibit  A  was  sufficient  for  the  purpose  stated 
in  his  patent  fR.  179].  It  is  highly  significant  that  the 
testimony  of  plaintiff  as  to  the  shaving  comfort  afforded 
by  a  proper  rounding  was  based  by  plaintiff  on  his  expe- 
rience with  one  of  defendants'  accused  Schick  shavers 
cind  not  on  any  exi)erience  with  any  device  built  in  accord- 
ance  with   the  drawings   or   specification   of   his   patent. 
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The  whisk-its  in  defendants'  accused  shavers  are  shaped 
so  as  to  provide  a  reservoir  to  receive  the  beard  clippings, 
and  this  shape  provides  them  with  a  roundness  far  differ- 
ent in  degree  from  anything  appearing  in  plaintiff's 
patent. 

The  assertion  that  a  man  skilled  in  the  art  could  practice 
the  alleged  invention  by  following  the  specification  and 
drawings  is  not  an  answer  to  our  point  that  the  claims  are 
void  for  indefiniteness.  This  exact  proposition  is  settled 
by  the  decision  of  the  Supreme  Court  in  General  Electric 
Co.  v.  Wabash  Appliance  Corp.,  304  U.  S.  397,  at  398,  82 
L.  ed.  1402,  at  1405,  where  Mr.  Justice  Reed  said: 

''We  may  assume  that  Pacz  has  sufficiently  informed 
those  skilled  in  the  art  how  to  make  and  use  his  fila- 
ment.   The  statute  has  another  command." 

That  command  is  that  claims  definitely  limit  the  scope  of 
the  patent  so  as  to  distinguish  precisely  what  is  covered 
by  the  patent  from  what  is  not.  As  further  said  by  Mr. 
Justice  Reed  in  the  Wabash  case; 

"Congress  requires  of  the  applicant  'a  distinct  and 
specific  statement  of  what  he  claims  to  be  new,  and 
to  be  his  invention.'  Patents,  w^hether  basis  or  for 
improvements,  must  comply  accurately  and  precisely 
with  the  statutory  requirement  as  to  claims  of  inven- 
tion or  discovery.  The  limits  of  a  patent  must  be 
known  for  the  protection  of  the  patentee,  the  encour- 
agement of  the  inventive  genius  of  others  and  the 
assurance  that  the  subject  of  the  patent  will  be  dedi- 
cated ultimately  to  the  public." 

It  is  the  requirement  that  the  claims  in  suit  do  not  fulfil. 

The  argument  in  Appellee's  Brief  (p.  23)  that  the  grant 
of  the  patent  in  suit  is  prima  facie  evidence  of  its  validity 
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overlooks  the  fact  that  the  principal  prior  art  relied  upon 
by  defendants  was  not  found  and  cited  by  the  patent 
examiner.  This  is  true  of  all  of  the  prior  patents  referred 
to  in  our  Opening  Brief  (pp.  8,  11-12,  20)  and  of  the 
punch  [Ex.  N].  It  is  well  settled  that  a  patent  is  de- 
nuded of  the  usual  prima  facie  presumption  of  validity 
where  the  prior  art  was  not  found  and  cited  by  the  ex- 
aminer. Mettler  v.  Peabody  Engineering  Corp.,  77  F. 
(2d)  56,  58  (C.  C.  A.  9) ;  Stood y  Co.  v.  Mills  Alloys,  Inc., 
et  aL,  67  F.  (2d)  807,  810  (C  C.  A.  9). 

The  attempt  in  Appellee's  Brief  (p.  8)  to  support  the 
patent  in  suit  by  the  claim  that  defendants  have  recog- 
nized the  alleged  value  and  importance  of  the  alleged 
invention  in  suit  is  entirely  without  foundation.  The  fact 
that  some  $20,000,000  worth  of  Schick  shavers  have  been 
sold  equipped  with  defendants'  whisk-its  cannot  avail 
plaintiff,  because,  as  found  by  the  District  Court  [R.  48], 
several  times  this  amount  of  Schick  shavers  (1,700,000) 
were  sold  between  1931  and  1939  before  the  adoption  of 
the  whisk-its.  Furthermore,  defendants'  whisk-its  are 
not  the  same  as  the  guards  or  flaps  20  of  the  patent  in  suit, 
as  we  have  pointed  out  in  this  brief  and  in  our  Opening 
Brief.  As  pointed  out  by  this  court  in  Heath  v.  Frankel, 
153  F.  (2d)  369,  371,  commercial  success  is  of  no  avail 
to  sustain  the  validity  of  a  patent  where  the  commercial 
success  is  not  attributable  to  the  patented  device.  It  must 
be  remembered  in  this  case  that  Schick  was  not  inspired 
to  adopt  its  whisk-its  by  anything  invented  by  plaintiff  or 
shown  in  the  patent  in  suit.  Plaintiff  first  communicated 
his  alleged  invention  to  defendant  Schick,  Inc.,  in  June 
1940  [R.  232].  Defendants'  accused  whisk-its  were  first 
produced  by  Mr.  liurns  (Sales  Manager  of  Schick.  Inc.) 
in   the   summer   of    1938    [R.    369]    and    Mr.    Burns   ac- 
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quired  an  assignment  of  the  Meyer  patent  [Ex.  L-2] 
showing-  the  whisk-its:  and  they  were  adopted  and  put 
out  by  the  Schick  company  in  1939  [R.  370].  Plaintiff 
admitted  at  the  trial  that  he  knew  of  their  use  in  1938  or 
early  in  1939.  This  is  not  a  case  where  the  defendants 
copied  anything  from  the  plaintiff.  Defendants  had  the 
accused  devices  in  regular  sale  for  a  very  substantial  time 
before  ever  learning  anything  of  plaintiff  or  his  alleged 
invention. 

It  is  true  that,  upon  learning  of  the  issue  of  the  patent 
in  suit;  representatives  of  defendant  Schick,  Inc.,  called 
on  plaintiff  and  endeavored  to  buy  the  patent  in  suit. 
They  arrived  subsequent  to  plaintiff  having  mailed  a 
notice  of  infringement  to  their  company  [Ex.  8,  R. 
431-433].  Their  attempt  to  buy  the  patent  in  suit  under 
these  circumstances  should  not  be  misconstrued.  It  was 
entirely  logical  for  Schick,  Inc.,  to  attempt  to  purchase 
the  patent  and  thereby  avoid  a  law  suit,  irrespective  of  the 
strength  of  the  patent.  The  time  and  expense  involved 
in  litigating  a  patent  suit  is  a  matter  of  common  knowl- 
edge. As  said  in  International  Flatstnb  Check  Book  Co. 
V.  Young  &  Selden  Co.,  284  Fed.  831,  832  (C.  C.  A.  4)  : 

"Especially  in  minor  patents  those  engaged  in  the 
trade  or  art  often  prefer  to  pay  the  license  fee  rather 
than  go  to  the  expense  and  trouble  of  contesting  a 
doubtful  patent." 

When  confronted  with  plaintiff's  successive  demands, 
Schick,  Inc.,  obtained  the  advice  of  its  patent  counsel 
upon  the  merits  of  the  patent  in  suit.  Its  patent  counsel 
advised  plaintiff  that  "in  the  light  of  the  prior  art.  we  have 
advised  the  Schick  Company  that  we  do  not  agree  with 
your  views  and  that  in  our  opinion  you  have  no  valid  claim 
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for  infringement"  [Ex.  C,  R.  449].  In  view  of  this 
advice,  the  Schick  company  refused  to  go  further  in  its 
negotiations  with  plaintiff  and  elected  to  stand  suit.  Cer- 
tainly there  is  nothing  in  these  circumstances  that  con- 
stitutes a  recognition  of  plaintiff's  patent. 

The  attempt  in  Appellee's  Brief  (pp.  30-31)  to  find 
something  wrong  with  the  testimony  of  Quasnovsky  and 
Gray  in  no  manner  is  a  response  to  Point  7  of  our  Open- 
ing Brief  (p.  39),  where  we  state  that  the  court  below 
erred  in  rejecting  the  testimony  of  these  witnesses  as  to 
the  manufacture  and  sale  of  Exhibits  B,  F,  H  and  I. 
As  we  pointed  out,  the  testimony  of  these  witnesses  as 
to  these  exhibits  is  corroborated  by  documents  and  by 
the  admissions  of  plaintiff  himself.  Nowhere  in  Appel- 
lee's Brief  is  there  any  attempt  to  refute  the  testimony 
of  these  witnesses  that  Exhibits  B,  F,  H  and  I  were  made 
and  sold  as  stated  in  their  testimony,  and  nowhere  is  there 
any  attempt  by  plaintiff  to  overcome  the  admission  of 
plaintiff  himself  that  the  prior  Schick  shavers  had  the 
degree  of  rounding  testified  to  by  Quasnovsky  and  Gray. 

In  attempting  to  sustain  the  finding  of  the  court  below 
as  to  wilful  infringement  (Appellee's  Br.  pp.  31-33), 
plaintiff  is  unable  to  deny  the  law  to  be  as  stated  under 
Point  8  in  our  Opening  Brief  (p.  41),  or  to  argue  that  the 
validity  of  the  patent  in  suit  was  not  reasonably  debatable. 
It  would  be  futile  for  plaintiff  to  attempt  to  do  so  because 
the  court  below  has  found  most  of  the  claims  in  issue  to 
be  invalid  and  admitted  his  doubt  as  to  the  validity  of  those 
sustained.    In  lieu  thereof,  the  plaintiff  charges  defendant 
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Schick,  Inc.,  with  bad  faith  in  the  premises.  This  charge 
is  the  subject  of  plaintiff's  cross-appeal.  It  is  unnecessary 
for  us  to  restate  here  the  arguments  that  are  being  pre- 
sented on  that  cross-appeal.  There  is  no  basis  whatever 
for  the  assertion  that  plaintift"'s  charge  of  infringement 
has  not  been  defended  in  this  case  in  good  faith  and  on 
the  honest  belief  that  the  validity  of  the  patent  in  suit  is 
open  to  dispute.  There  is  of  record  the  letter  [Ex. 
C,  R.  449]  to  plaintiff  from  defendants'  patent  counsel 
stating  that  they  have  informed  the  Schick  company  that, 
in  their  opinion,  plaintiff  has  no  valid  claim  for  infringe- 
ment of  the  patent  in  suit.  As  we  have  shown  in  our 
answer  to  plaintiff's  cross-appeal,  the  Schick  company 
acted  on  this  advice.  With  this  evidence  before  the  court, 
there  was  certainly  no  need  for  our  calling  an  officer  from 
the  Schick  company  to  testify  that  the  Schick  company 
"acted  upon  any  belief  in  such  advice,"  if  indeed  the 
court  would  permit  such  testimony. 

Respectfully  submitted, 

Leonard  S.  Lyon, 
Frederick  W.  Lyon, 
Alexander  Macdonald, 
Attorneys  for  Defendants- Appellants. 
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No.  11854 
IN  THE 

United  States  Court  of  Appeals 

FOR  THE  NINTH  CIRCUIT 

Ralph  E.  Jones, 

Cross-Appellant, 
vs. 
Schick  Service,  Inc.,  a  corporation,  and  Schick,  Inc., 
a  corporation, 

Cross-Appellees. 


REPLY   BRIEF   OF   CROSS-APPELLANT. 


On  the  cross-appeal  by  plaintiff,  the  defendants  have 
filed  an  answer  entitled  ''Brief  of  Cross-Appellees,"  and 
this  brief  is  plaintiff-cross-appellant's  reply  thereto.  The 
points  in  Brief  of  Cross-Appellees  are  replied  to  herein 
seriatim. 

I. 
COUNTERSTATEMENT   OF   THE   CASE. 

Second  Cause  of  Action. 

The  evidence  is  undisputed  that  at  the  time  plaintiff" 
Colonel  Jones  and  Mr.  Cordiner  (president  of  defendant 
Schick.  Inc.)  shook  hands  and  both  said,  "it's  a  deal," 
they  had  fully  agreed  upon  a  contract  covering  the  follow- 
ing six  subjects : 

1.  The  subject  matter  licensed  (/.  e.,  the  patent  in  suit)  ; 

2.  The  term  of  the  license  (>'.  e.,  the  life  of  the  patent  in 
suit) ; 

3.  The  scope  of  the  license  (?.  e.,  an  exclusive  license  to 
defendant) ; 
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4.  The  royalty  rate  (/.  e.,  first  1>^%  and  later  1%)  ; 

5.  The  basis  of  computation  of  the  royalty  {i.  e.,  the 
defendant's  sales  price) ;  and 

6.  An  advance  of  $30,000.00  in  cash  from  defendant  to 
plaintiff  (to  be  credited  against  subsequent  royal- 
ties). 

Defendants'  attorney,  Mr.  Macdonald,  admitted  to  the 
Trial  Court  that  no  other  provisions  of  the  contract  had 
been  discussed  by  the  parties  up  to  the  time  of  the  hand 
shaking.     [Tr.  405.] 

It  is  most  important  for  this  Court  to  appreciate  that 
up  until  the  hand  shaking  there  was  no  discussion  be- 
tween the  parties  as  to  later  agreement  as  to  any  other 
fenns.  All  of  the  subsequent  discussion  and  correspond- 
ence between  the  parties  (some  of  which  is  set  forth  at 
great  length  in  the  Brief  of  Cross- Appellees,  pp.  3-9)  were 
as  to  things  that  occurred  to  the  parties  after  they  had 
come  to  full  agreement  on  the  six  basic  elements  of  the 
contract  listed  above. 

First  Cause  of  Action. 

Defendants  continue  to  seek  to  confuse  the  slight 
rounding  or  bevelling  of  the  corners  and  edges  of  the 
cutting  heads  of  their  shavers  (which  was  conventional 
manufacturing  practice)  with  the  provision  of  separate 
rounded  end  guards  (which  is  the  construction  of  the 
patent  in  suit).  (Brief  of  Cross-Appellees,  pp.  11-13.) 
Such  conventional  rounding  or  bevelling  is  by  buffing  or 
polishing,  and  is  simply  to  reduce  the  sharpness  of  the 
edges  and  corners  of  the  conventional  steel  cutting  head. 
The  defendants'  statement  (p.  11)  is  false  that  ''The 
patent  in  suit  describes  that  all  of  the  surfaces  of  the 
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shaving  head  should  be  rounded  off  to  provide  shaving 
comfort,"  there  being  not  a  single  word  in  the  patent  in 
suit  to  support  such  a  statement,  as  none  of  the  claims  in 
suit  nor  the  specification  of  the  patent  refers  to  such  a 
feature. 

Defendants'  statement  that  the  claims  on  appeal  describe 
no  mechanical  part  not  present  in  the  conventional  Schick 
Shavers  (p.  12)  is  obviously  erroneous.  There  is  no  con- 
tention by  defendants  that  they  ever  used  their  "whiskits" 
or  any  other  tye  of  separate,  rounded  end-guards  prior 
to  the  invention  of  the  patent  in  suit,  and  the  evidence  is 
clear  that  such  "whiskits"  were  not  used  until  1939,  years 
after  the  filing  of  the  application  for  the  patent  in  suit. 

11. 
SUMMARY  OF  ARGUMENT. 

Point  1.     Plaintiff  is  not  estopped   to  continue  to   seek 

relief  in  the  alternative. 
Point  2.     The  District  Court's  finding   [Finding  23,  Tr. 

55,  56],  that  plaintiff  and  defendant  entered  into  an 

oral  patent  license  agreement,  should  be  sustained. 
Point  3.     The  oral  license  is  not  barred  by  the  Statute  of 

Frauds. 
Point  4.     Defendant  Schick,  Inc.,  is  estopped  to  assert  the 

invalidity  of  the  patent  in  suit  as  a  defense  to  the 

second  cause  of  action  on  the  contract. 
Poifit  5.     Plaintiff's  second  cause  of  action  on  the  contract 

is  not  barred  by   Section   339(1)    of  the   California 

Code  of  Civil  Procedure. 
Point  6.     Claims   1,   11,  26,  27,  28,  29  and  30  are  not 

invalid  for  indefiniteness. 
Point  7.     Claims   1,   11,  26,  27,  28,  29  and  30  are  not 

invalid  for  lack  of  invention. 


III. 

ARGUMENT. 

Point   1.     Plaintiff  Is   Not  Estopped  to  Continue  to 
Seek  Relief  in  the  Alternative. 

Defendants'  contention  that  plaintiff  has  accepted  bene- 
fits under  the  first  cause  of  action  is  erroneous.  No  in- 
junction has  ever  issued  in  this  action.  How  plaintiff 
could  be  benefited  by  an  injunction  which  has  not  issued 
is  not  clear  to  us.  The  surety  bond  voluntarily  posted  by 
the  defendants  in  this  case  is  plainly  consistent  with  plain- 
tiff's recovery  on  either  cause  of  action  in  this  case,  com- 
putation of  the  bond  being  on  the  basis  of  the  royalty 
required  by  the  oral  license  agreement  between  the  parties. 
All  of  the  cases  cited  by  defendants  on  this  point  are 
plainly  distinguishable  on  the  facts. 

The  proper  rule  is  stated  in  Autouwhile  Ins.  Co.  v. 
Barnes-Manky  Wet  Wash  Laundry  Co.,  168  F.  (2d)  381 
(1948),  in  which  the  Court,  at  pages  386-387,  held: 

"Moreover,  the  right  to  plead  inconsistent  causes 
of  action  and  to  seek  relief  in  the  alternative  given 
by  the  Rules  of  Civil  Procedure  is  not  limited  to  the 
trial  in  the  District  Courts.  Such  right  with  respect 
to  controversial  questions  of  law  obtains  until  final 
disposition  on  appeal.  The  motion  is  without  merit 
and  is  denied." 
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Point  2.  District  Court's  Finding  23  That  Plaintiff 
and  Defendant  Entered  Into  an  Oral  Patent 
License  Agreement  Should  Be  Sustained. 

As  pointed  out  above  under  Counterstatement  of  the 
Case — "Second  Cause  of  Action,"  the  evidence  is  undis- 
puted that  the  parties  fully  and  definitely  agreed  upon  six 
basic  terms  of  the  license  contract  at  the  time  of  the  hand 
shaking,  and  that  neither  the  hand  shaking  nor  the  agree- 
ment was  conditioned  in  any  way  upon  anything  further. 

It  is  asserted  by  defendants  (p.  24)  that  there  was  no 
"hiatus"  in  the  conversation  between  plaintiff  and  Mr. 
Merrick  and  Mr.  Cordiner  at  the  time  of  the  agreement. 
We  do  not  know  what  defendants  mean  by  a  "hiatus." 
It  must  be  remembered,  however,  that  just  prior  to  the 
hand  shaking,  plaintiff.  Colonel  Jones,  made  his  offer 
(complete  in  every  respect)  and  that  then  Mr.  Cordiner 
and  Mr.  Merrick  excused  themselves,  left  the  room,  and 
had  a  private  conference  before  returning  to  the  room 
where  Mr.  Cordiner  said,  "It's  a  deal,"  at  which  time  the 
hand  shaking  took  place.  [Tr.  130-131,  270-271.]  This 
overt  act  definitely  broke  the  discussion  into  two  separate 
parts,  and  clearly  indicates  that  the  hand  shaking  was  a 
seriously  considered  event. 

The  cases  cited  by  defendants  (pp.  22-24)  are  all  dis- 
tinguishable on  their  facts  from  the  facts  in  the  present 
case.  In  none  of  such  cases  had  the  parties  orally  come 
to  a  complete  agreement  on  every  term  necessary  to  the 
contract  in  question,  and  in  most  of  them  terms  were 
discussed   bnt  unsettled   at   the   time   of   the   preliminary 


agreement.  That  is  not  the  situation  here.  In  the  present 
case,  all  vital  terms  were  agreed  upon  at  the  hand  shaking, 
and  nothing  previously  discussed  was  left  to  future  agree- 
ment. 

It  is  respectfully  submitted  that  nothing  that  took  place 
between  the  parties  after  the  hand  shaking  is  material, 
because  the  contract  w^as  complete  at  the  time  of  the  hand 
shaking. 

It  is  also  respectfully  submitted  that  it  is  immaterial 
whether  either  party  thought  it  was  bound  by  the  oral 
agreement.  In  determining  the  existence  of  a  contract, 
only  the  overt  acts  and  words  of  the  parties  are  of  im- 
portance, and  their  secret  intentions  are  immaterial.  See: 
Williston  on  Contracts  (1926  Ed.),  Sections  21  and  28; 
12  American  Jurisprudence  509,  515-517;  Purdy  v.  Buf- 
foms,  95  Cal.  App.  299,  272  Pac.  770.  The  rule  was 
stated  by  Judge  Learned  Hand  in  the  case  of  Hotchkiss 
V.  National  City  Bank  of  Nezu  York,  200  Fed.  293  (D.  C, 
N.  Y.,  1911),  as  follows: 

"...  A  contract  has,  strictly  speaking,  nothing  to 
do  with  the  personal,  or  individual,  intent  of  the 
parties.  A  contract  is  an  obligation  attached  by  the 
mere  force  of  law  to  certain  acts  of  the  parties, 
usually  words,  which  ordinarily  accompany  and  repre- 
sent a  known  intent.  If,  however,  it  were  proved  by 
twenty  bishops  that  either  party,  when  he  used  the 
words,  intended  something  else  than  the  usual  mean- 
ing which  the  law  imposes  upon  them,  he  would  still 
be  held,  unless  there  were  some  mutual  mistake,  or 
something  else  of  the  sort.    .    .    ." 


—7— 

Point  3.     The  Oral  License  Agreement  Is  Not  Barred 
by  the  Statute  of  Frauds. 

(a) 

In  its  answering  brief  defendant  Schick,  Inc.,  fails  to 
meet  the  point  raised  by  plaintiff  that  the  Statute  of 
Frauds  applies  only  to  bilateral  contracts  which  are 
executory  in  nature. 

Defendant  attempts  to  distinguish  the  case  of  Emerson 
V.  Universal  Products  Company,  Inc.,  162  Atl.  779,  on 
the  ground  that  there  it  was  admitted  that  the  oral  license 
contract  was  entered  into  and  the  patented  devices  sold 
under  the  agreement,  whereas  in  this  case,  defendant 
Schick,  Inc.,  has  denied  entering  into  the  license  agree- 
ment. But  since  the  Trial  Court  found  in  the  instant  case 
that  the  oral  contract  granting  the  license  was  in  fact 
made  [Tr.  55-56],  it  is  impossible  to  see  wherein  the 
factual  differentiation  lies. 

Defendant  also  suggests  that  there  is  another  line  of 
cases,  contrary  to  the  Emerson  Case  and  other  cases  cited 
by  plaintiff,  which  hold  that  an  oral  patent  license  agree- 
ment is  unenforceable  under  the  Statute  of  Frauds,  citing 
Buhl  V.  Stephens  and  Kurtz  v.  Ford  Motor  Co.  (p.  2i2>). 
An  examination  of  these  cases  shows  that  they  do  not  in 
fact  represent  an  opposing  view.  In  the  Emerson  Case, 
as  in  the  case  at  bar,  the  oral  contract  itself  conferred  the 
license.  The  result  was  a  unilateral  contract,  a  type  which 
does  not  fall  within  the  Statute  of  Frauds.  In  the  two 
cases  cited  by  defendants  there  was  only  an  oral  promise 
to  give  a  license  /;;  the  future  resulting  in  a  bilateral  or 
purely  executory  contract. 

In  the  present  case  a  contract  fully  executed  on  one  side 

resulted  from  plaintiff's  parol  grant  of  the  license.     From 
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the  time  of  the  making  of  the  contract  nothing  remained 
to  be  done  but  the  payment  of  money  by  defendant.  It  is 
submitted,  therefore,  that  the  contract  was  never  in  the 
class  of  contracts  subject  to  the  Statute  of  Frauds. 

(b) 

Defendant  also  contends  that,  assuming  the  Statute  of 
Frauds  is  applicable  to  this  contract,  there  arose  no  estop- 
pel to  assert  it  by  any  conduct  on  defendant's  part.  The 
basis  of  this  argument  is  that  the  acts  of  plaintiff  induced 
by  defendant  were  not  referable  to  the  contract  and  there- 
fore could  not  take  it  out  of  the  Statute  of  Frauds. 

As  stated  in  Rice  v.  McCarthy,  7?>  Cal.  App.  655,  239 
Pac.  56  (1925),  page  58: 

"To  constitute  estoppel  in  pais  it  is  axiomatic  that 
the  party  estopped  should  have  knowledge  of  the  facts 
and  should  so  act  as  to  lead  the  party  asserting  the 
estoppel  to  do  zvUat  he  otherwise  would  not  have 
done."     (Emphasis  added.) 

The  Trial  Court  has  found  these  requisites  here.  More- 
over, where  an  estoppel,  as  distinguished  from  part  per- 
formance, is  raised,  the  conduct  creating  the  estoppel  may 
be  completely  independent  of  the  contract.  This  is  clearly 
pointed  out  in  Feeney  v.  Clapp,  126  Cal.  App.  729,  15  Pac. 
(2d)  178  (1932),  where  the  Court  stated,  page  180: 

"Although  a  contract  may  be  within  the  Statute  of 
Frauds,  yet  if  the  conduct  of  the  party  relying  there- 
on has  been  such  as  to  raise  an  equity  outside  of  and 
independent  of  the  contract  he  may  be  estopped  to 
make  that  defense."     (Emphasis  added.) 
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Point  4.  Defendant  Schick,  Inc.,  Is  Estopped  to  Assert 
the  Invalidity  of  the  Patent  in  Suit  as  a  Defense 
to  the  Second  Cause  of  Action  on  the  Contract. 

It  is  well  established  in  the  field  of  patent  law  that  as 
long  as  the  licensor-licensee  relation  exists,  a  licensee  is 
estopped  to  assert  the  invalidity  of  the  patent  under  which 
he  is  licensed.    See: 

Kinsman  v.  Parkhurst,  18  How.  289,   15  L.  Ed. 
385; 

United  States  v.  Harvey  Steel  Co.,  196  U.  S.  310, 
49  L.  Ed.  492; 

Eureka  Co.  v.  Bailey  Co.,  11  Wall.  488,  20  L.  Ed. 
209; 

Walker  on  Patents,   Deller's   Ed.,   Sec.   383,   and 
cases  cited. 

Nor  can  a  licensee  unilaterally  and  without  cause  termi- 
nate the  license  agreement,  and  the  license  contract  is  not 
at  an  end  merely  because  notice  is  given  by  the  licensee 
to  the  licensor  that  it  repudiates  the  contract.  In  discuss- 
ing the  effect  of  such  a  renunciation  the  Supreme  Court 
said  in  St.  Paul  Plow  Works  v.  Starling,  140  U.  S.  184, 
35  L.  Ed.  404,  408: 

"We  are  of  the  opinion  that  the  license,  in  the 
absence  of  a  stipulation  providing  for  its  revocation, 
was  not  revocable  by  the  defendant,  except  by  mutual 
consent  or  by  the  fault  of  the  other  party.  If  the 
plaintiff,  after  receiving  the  notice,  had  sued  the 
defendant  for  infringement,  he  would  have  been  prop- 
erly regarded  as  acquiescing  in  the  renunciation;  but, 
instead  of  that,  he  elected  to  regard  the  license  as 
still  in  force,  and  brought  an  action  to  recover  the 
royalties  provided  for  by  it,  which  he  was  entitled  to 
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do.  Marsh  v.  Harris  Mfg.  Co.,  63  Wis.  276;  Patter- 
son s  App.,  99  Pa.  521;  Union  Mfg.  Co.  v.  Louns- 
hury,  41  N.  Y.  363. 

"The  defendant  could  not  coerce  the  plaintiff  into 
putting  an  end  to  the  contract,  by  the  means  it 
adopted.  It  must  bring  a  suit  to  set  aside  the  con- 
tract before  it  can  be  allowed  to  say  that,  in  regard 
to  what  it  afterwards  does,  it  does  not  act  under  the 
contract.    .    .    ." 

Point  5.  Plaintiff's  Second  Cause  of  Action  on  the 
Contract  Is  Not  Barred  by  Section  339(1)  of  the 
California  Code  of  Civil  Procedure. 

This  point  of  defendants  w^as  never  presented  in  the 
Trial  Court  and  accordingly  no  findings  of  fact  or  conclu- 
sions of  law  were  made  thereon. 

It  is  well  settled  that  an  appellate  court  will  not  con- 
sider questions  of  law  which  are  not  raised  and  passed 
upon  in  the  court  below.    See: 

Fleischmann  Const.  Co.  v.  U.  S.,  270  U.  S.  349, 
70  L.  Ed.  624  (1926); 

Virtue  v.  Creamery  Package  Mfg.  Co.,  227  U.  S. 
8,  57  L.  Ed.  393  (1913); 

Ex  parte  Keiso  Kamiyama,  44  F.  (2d)  503  (C.  C. 
A.  9,  1930) ; 

Hehets  V.  Scott,  152  F.    (2d)   739   (C.   C.  A.  9. 
1945); 

Century  Furniture  Co.  v.  Bernhard's,  82  F.   (2d) 
706  (C.  C.  A.  9,  1936). 

Clearly  this  defense  is  a  mere  afterthought  which  it  is 
submitted  should  not  be  initially  considered  by  this  Court. 
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In  any  event  it  is  clearly  without  merit  since  the  Trial 

Court  found  [Tr.  56]  : 

"Defendant  Schick  Inc.  never  performed  any  of 
its  obligations  under  said  oral  contract,  although  re- 
quested to  do  so  by  plaintiff;  and  defendant  breached 
and  repudiated  said  oral  contract.  Plaintiff  at  all 
times  offered  to  perform  all  his  obligation  under  said 
oral  contract,  hut  defendant  Schick  Inc.  refused  to 
accept  performance  by  plaintiff."     (Emphasis  added.) 

The  assertion  of  defendants  in  their  brief  that  plaintiff 
consented  to  the  repudiation  and  renunciation  of  the  con- 
tract by  defendant  Schick,  Inc.,  and  thereby  initiated  the 
running  of  the  statute,  is  contrary  to  this  finding  of  the 
Trial  Court.  Moreover,  the  rule  of  law  cited  in  support 
of  this  position  taken  by  defendant  from  54  C.  J.,  Section 
127,  page  44,  must  be  qualified  by  the  following  language 
which  amplifies  and  is  quoted  from  this  same  paragraph  of 
Corpus  Juris,  as  follows : 

"In  order  for  this  rule  to  apply,  the  party  to  whom 
the  renunciation  is  made  must  accept  it  as  a  breach 
and  treat  the  contract  as  at  an  end." 

In  the  present  case,  the  promise  of  defendant  was  a 
continuing  one  during  the  life  of  the  patent  to  pay  money 
in  installments  as  the  royalties  became  due.  The  rule  in 
California  as  to  the  commencement  of  the  limitation  period 
on  such  contracts  is  stated  in  16  California  Jurisprudence, 
Limitation  of  Actions,  Section  111,  as  follows: 

"Where  a  contract  or  judgment  provides  that 
money  is  payable  in  installments  the  statute  runs 
upon  each  installment  from  the  time  that  action  may 
be  brought  thereon." 
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Point  6.     Claims  1,  11,  26,  27,  28,  29,  and  30  Are  Not 
Invalid  for  Indefiniteness. 

The  only  respect  in  which  defendants  now  assert  that 
the  appealed  claims  are  indefinite  is  in  the  failure  of  the 
appealed  claims  to  state  the  precise  extent  of  rounding  of 
the  longitudinal  beads  14  on  the  cutting  head  of  the  patent 
in  suit.  The  Brief  of  Cross- Appellees  (p.  46)  states: 
"The  indefiniteness  of  these  claims  in  describing  the  al- 
leged invention  by  Jones  comprises  the  fact  that  all  of  the 
claims  call  for  the  edges  of  the  head  to  be  round  or  to 
merge  into  the  surfaces  of  the  head." 

If  this  is  the  only  alleged  indefiniteness  relied  upon  by 
defendants  to  support  the  finding  of  the  District  Court, 
the  finding  must  fail  completely  because  none  of  the  claims 
on  appeal  (except  claim  1)  mentions  either  of  such  fea- 
tures! Plaintiff  does  not  contend  that  there  was  any 
novelty  in  simply  rounding  the  longitudinal  beads  14  of 
the  cutting  head,  such  feature  being  shown  in  the  French 
patent  to  Gaiztarro  [Tr.  547],  which  was  one  of  the  prior 
art  references  considered  by  the  Patent  Office  in  connec- 
tion with  the  application  for  the  patent  in  suit.  Rounding 
of  such  longitudinal  beads  14  was  merely  an  old  feature 
in  the  art,  and  the  appealed  claims  do  not  depend  upon  this 
feature  for  their  novelty. 

It  is  therefore  submitted  that  the  cases  cited  by  defend- 
ants (pp.  48-50)  have  no  application  to  the  facts  in  this 
case. 
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Point  7.     Claims  1,  11,  26,  27,  28,  29,  and  30  Are  Not 
Invalid  for  Lack  of  Invention. 

The  District  Court  did  not  find  that  claims  1,  11,  26, 
27,  28,  29  and  30  were  invaHd  for  lack  of  invention.  Con- 
sequently, the  burden  is  upon  defendants  to  establish  this 
alleged  defense  beyond  a  reasonable  doubt.  See:  Bianchi 
V.  Barili,  168  F.  (2d)  (Adv.  Ops.)  793,  at  795  (C.  C.  A. 
9th,  1948).  It  is  submitted  that  defendants  have  wholly 
failed  to  carry  this  burden,  and  that  the  claims  clearly 
define  inventions.  The  novel  features  of  these  claims  are 
set  forth  in  our  Opening  Brief  of  Cross-Appellant  (pp. 
19-21)  and  the  invention  of  the  patent  in  suit  is  discussed 
in  our  Appellee's  Brief  (pp.  3-10,  16-24)  on  file  in  defend- 
ants' appeal  in  this  case,  to  which  the  Court  is  respectfully 
referred  to  save  repetition  of  the  facts,  law,  and  argument. 

The  only  new  point  raised  by  defendants  is  as  to  plain- 
tiff's disclaimer  filed  on  February  21,  1948.  In  filing  this 
disclaimer  plaintiff  was  merely  being  discreet  in  view  of 
the  rule  of  law  enunciated  by  this  Court  in  the  case  of 
Otis  Elezfator  Co.  v.  Pacific  Finance  Corp.,  68  F.  (2d)  664 
(1934).  By  statute,  it  is  specifically  provided  that  no 
disclaimer  shall  affect  any  pending  action,  as  follows  : 

"But   no   such   disclaimer   shall   affect   any   action 
pending  at  the  time  of  its  being  filed.    .    .    ." 
35  U.  S.  C.  A.,  Sec.  65. 

The  law  is  plain  that  after  a  disclaimer  the  patent  is  to 
be  construed  and  interpreted  as  though  it  had  never  in- 
cluded the  portion  disclaimed.  See:  Dunbar  v.  Meyers, 
94  U.  S.  187,  24  L.  Ed.  34.  And  the  parts  retained  are 
not  affected  by  the  disclaimer.  See:  Payne  Furnace  & 
Supply  Co.  7'.  Williams-Wallace  Co.,  117  F.  (2d)  823 
(C.  C.  A.  9th,  1941).  It  is  therefore  submitted  that  plain- 
tiff's disclaimer  has  no  effect  upon  the  remaining  claims. 
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Conclusion. 

It  is   respectfully   submitted   that  the   decision   of   thi 
Court  should  be  in  plaintiff's  favor  on  his  cross-appea 

Respectfully  submitted, 

Harris,  Kiech,  Foster  &  Harris, 
Ford  W.  Harris,  Jr., 
Attorneys  for  Plaintiff-Cross-Appellant. 
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PETITION   OF  RALPH   E.   JONES   FOR 
REHEARING. 


Your  petitioner,  Ralph  E.  Jones,  appellee  in  the  above- 
identified  case  hereby  respectfully  requests  that  Your 
Honors  grant  him  a  rehearing  in  the  above  case. 

The  sole  ground  upon  which  the  rehearing  is  requested 
is  that  petitioner's  counsel  never  considered  that  Your 
Honors  would  reverse  the  District  Court  finding  of  fact 
20  on  the  ground  that  the  invention  defined  in  claims  22, 
23,  31,  and  32  were  the  result  of  the  exercise  of  mere 


Application  for  Stay  of  Issue  of  Mandate. 

It  is  respectfully  requested  that  if  this  petition  for  re- 
hearing is  denied,  the  issue  of  mandate  be  stayed  until 
expiration  of  time  allowed  to  petition  the  Supreme  Court 
for  a  writ  of  certiorari  which  petition  counsel  certifies  it 
has  been  instructed  to  prepare. 

Dated  at  Los  Angeles,  California,  this  13th  day  of 
April,  1949. 

Harris,  Kiech,  Foster  &  Harris, 
By  Ford  W.  Harris, 

Attorneys  for  Ralph  E.  Jones. 


